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Tuomas A. Epison, INcorporatep v. Epison Laporatories, INc. 
United States District Court, Northern District of Illinois 


November 9, 1934 


Unrain Competirion—Use oF SURNAME IN CorporATE NAME—“EpIsOoN”— 
INJUNCTION. 

Where, plaintiff, successor to Thomas A. Edison and various cor- 
porations formerly controlled by him, and its predecessors had built 
up a world-wide business and reputation under the name “Edison” as 
applied to electrical apparatus of all kinds, the adoption by defendant 
of the word “Edison” in its corporate name and as a trade-mark for 
its products, held unfair competition and was enjoined. 

Unrain Competition—Svuits—InsuncTION—FormM or DEcREE. 

In the case at issue, the defendant was enjoined from using the word 
“Edison” in any form, whether or not coupled with other names or 
initials, except in the form of the full name, “Sylvan M. Edison,” pro- 
vided, moreover, that every word therein was in the same size, style 
and prominence, also coupled with the statement, “No connection with 
Thomas A. Edison or his successors.” 


In equity. Action for unfair competition in the unlawful use 
of a trade-name. Injunction granted. 


Edward §. Rogers, William T. Woodson, James H. Rogers and 
Henry Lanahan, all of Chicago, Ill., for plaintiff. 
Wilhartz, Hirsch & Schanfarber, of Chicago, Ill., for defendant. 


Barnes, D. J.: This was a suit to enjoin the defendant, Edison 
Laboratories, Inc. from using the word Edison or any like word or 
name in its corporate name or business style or otherwise in its 
business or upon or in connection with goods sold or offered for 
sale by it. 

The plaintiff claimed that the use by the defendant of the name 
Edison in its corporate name and as a trade-mark for its products 
(for example “Edison Electric Mixers”), or in any business or 
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product that the public might reasonably assume as having any 
connection with Thomas A. Edison or his successors, infringed 
the rights of the plaintiff, Thomas A. Edison, Incorporated, and 
was unfair competition. 

The complaint alleged in substance that it is common knowl- 
edge that Thomas A. Edison during his lifetime devoted himself 
to research and invention and to the manufacture and sale, as an 
individual and through corporations organized and controlled by 
him, of many kinds of electrical apparatus and household appli- 
ances. The plaintiff, Thomas A. Edison, Incorporated, the suc- 
cessor to Thomas A. Edison and various corporations formerly 
controlled by him, is the owner of all the rights, business and good- 
will (including specifically the right to use the name Edison com- 
mercially) in connection with the products formerly manufactured 
and sold by Thomas A. Edison and plaintiff's predecessor cor- 
porations. 

Since 1897, plaintiff and its predecessors have continuously 
used the names Edison and Thomas A. Edison as trade-marks upon 
numerous products. As a result of such use, the name Edison has 
acquired and now possesses great value and when applied to manv- 
factured articles, particularly electrical appliances, is understood 
by the public to refer to Thomas A. Edison and his successors. The 
name Edison indicates that the article to which it is applied was 
invented or manufactured by or under the direct supervision or 
approval of Thomas A. Edison or his successor and that such article 
is dependable, reliable and entitled to public confidence. 

The complaint stated that for many years during Mr. Edison’s 
lifetime, the building and equipment constituting his workshop 
were known and called The Edison Laboratory or The Edison 
Laboratories, and many of the products manufactured and sold by 
the plaintiff were invented or developed in The Edison Labora- 
tories. The plaintiff in its advertising of its various products has 
emphasized the expression “The Edison Laboratories.” In 1930 
the plaintiff took over The Edison Laboratories and continues its 
operation, carrying on research and experiments in much the same 

manner as was done by Mr. Edison himself. 














THOMAS A. EDISON, INC. V. EDISON LABORATORIES, INC, 3 















Among the products with which the name Edison has been asso- 
ciated by the plaintiff are electrical goods including motors, bat- 
teries, toasters and other similar household appliances. The result 
is that the name Edison in connection with the manufacture and 
sale of such articles is necessarily associated with the plaintiff as 
successor to Thomas A. Edison. 

The defendant, Edison Laboratories, Inc., is an Illinois cor- 
poration organized in July, 1933, and at the present time is en- 
gaged in distributing electric toasters and electric food mixers, the 
food mixer including an electric motor. To this mixer defendant 


applies the name Edison accompanied with the name Edison 
Laboratories, Inc., thus: 


75 WATTS 
110 VOLTS AC OR DO < 


Ss. mM. 
ELECTRIC FOOD MIXER 
EDISON LABORATORIES, INC 

36'S STATE STREET 

CHICAGO ILL 













The complaint asserted that defendant’s use of the name Edison 
is a representation to the public that its goods come from the plain- 
tiff and that the use of the name Edison is authorized, when the 
fact is that neither Thomas A. Edison nor his successor ever au- 
thorized the defendant to use the name Edison and the plaintiff is 
in no way connected with the defendant’s business. The relief 
asked was an injunction against defendant’s further use of the 
name Edison on its goods or in its business name. 

The defendant moved to dismiss the bill, asserting that one 
Sylvan M. Edison was connected with its business and that he had 


the right to use the name Edison. After a hearing the following 
decree was entered: 








Defendant’s motion to dismiss the bill of complaint coming on 
to be heard, it is ordered that said motion be and the same hereby 
is denied. 

On the return of the rule to show cause why a preliminary 
injunction should not issue, it is ordered that said injunction 
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issue and that the defendant, Edison Laboratories, Inc., its officers, 
agents, servants, employees, and assigns and all holding by, through 
or under them or any of them, be and the same hereby each and 
all are, during the pendency of this suit and until further order 
of the court, enjoined and restrained from using in the advertise- 
ment, offering for sale, or sale of electrical appliances or goods 
of the same descriptive properties: 

(1) The word “Edison,” whether or not coupled with other 
names or initials, as the name or part of the name or designation 
thereof. 

(2) The name “Edison Laboratories” or any like name. 

(3) Any corporate name or business style which includes the 
word “Edison,” except that such name may include the full name 
“Sylvan M. Edison” in a single line if every word is in lettering of 
the same size, style and prominence and the word “Edison” is in 
no way emphasized, and only when such name is immediately 
coupled with the statement in equal size and prominence: ‘No 
connection with Thomas A. Edison or his successors.” 


Said injunction to issue upon plaintiff giving bond in the sum 


of Two Thousand Dollars ($2,000.00) with surety to be approved 
by the Court. 


Uproar Co. v. Nationar BroapcastinG Co., ET AL. 
(8 F. Supp. 358) 


United States District Court, District of Massachusetts 


October 10, 1934 


Unrarr Competition—Use or Persona, NAME IN Rapio Broapcast—Sucu 
NAME not Pustici Juris. 

A surname used in radio broadcasting advertising may acquire a 
substantial value as a species of industrial property, and the rights so 
acquired are not thereby dedicated to the public. 

Unrair CoMPETITION—UNAUTHORIZED PUBLICATION OF BroapcasTING MATE- 
RIAL Usep IN ADVERTISING—INJUNCTION. 

Defendant, Texas Company, obtained by contract with Graham 
McNamee the exclusive right to the use of his name for radio adver- 
tising purposes, such broadcasts to be made over the stations operated 
by the defendant, National Broadcasting Co., and as a part of the 
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program featuring Ed Wynn, with whom the first defendant also had 

an exclusive contract. Held that plaintiff, by the unauthorized publica- 

tion of the material used in the program and by featuring the name 

“Graham McNamee,” was guilty of unfair competition, and an injunc- 

tion was decreed, effective during the life of the said contracts. 

In equity. Action for alleged unfair competition in an unau- 
thorized publication of radio broadcasting material used for adver- 


tising purposes. Decree for defendants. 


Arthur Berenson, Bernard Berenson and Israel Gorovitz, all 
of Boston, Mass., for plaintiff. 

Powers § Hall and Leland Powers, all of Boston, Mass., for 
defendant Texas Co. 

Stuart C. Rand and Choate, Hall & Stewart, all of Boston, 
Mass., for defendant National Broadcasting Co. 


Brewster, D. J.: This suit was begun as an action at law. 
The plaintiff, in its declaration, alleged that by mesne assignment it 
had acquired of Ed Wynn, or his sole representative, the right to 
publish in pamphlet form the subject-matter of his broadcasts 
over the N. B. C. chain as a part of the advertising program spon- 
sored by the defendant the Texas Company. It alleged: That it 
was essential that the right to sell, to distribute, and to advertise 
the publication be enjoyed simultaneously with the broadcasting of 
the program; that the defendants had conspired to prevent the 
plaintiff from advertising the publication over the broadcasting 
chains controlled by the defendant National Broadcasting Com- 
pany, and had unlawfully interfered with and caused to be canceled 
contracts entered into with other broadcasting companies for ad- 
vertising, by means of the radio, the publication; and that it was 
entitled to damages both at common law and under the anti-trust 
laws. 


Each defendant, in an amended answer, has interposed a de- 
fense which it asserts is an equitable defense, and has asked for 
affirmative relief. The gist of the defense, thus pleaded, is that 
the sale, distribution, and advertising of the publication will in- 
fringe contract rights which have accrued to the defendants, 
respectively, entitling them to injunctive relief. 
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The defendants further claim that the matters set up in the 
amended answers constitute a complete defense to the plaintiff's 
action at law. 

The issues raised by this defense were heard by the court, sit- 
ting in equity, upon evidence submitted by the defendants which 
fully establishes the facts alleged in the defendants’ amended 
answers. There is little room for controversy regarding the per- 
tinent facts, which may be briefly stated as follows: 

Prior to October 1, 1932 (the date when the plaintiff’s assignor 
acquired the alleged publication rights from Wynn), the defendant 
the Texas Company had entered into a contract with Wynn and/or 
his exclusive representative, by the provisions of which Wynn 
agreed to render service as an artist “and to supply the necessary 
personal script for broadcasting over the radio” for a broadcast 
of one-half hour each week, for which the Texas Company agreed 
to pay the sum of $5,000 for each broadcast. The contract in force 
October 1, 1932, was entered into on August 31, 1932. It was a 
renewal of an earlier contract in which the consideration stipulated 
was $3,500 for the performance alone, and $5,000 if the artist 
furnished the script. It is a fair inference that the parties intended 
that the compensation paid was not only for the performance, but 
for the script as well, and I so find. 

The contract provided for one broadcast each week for seven 
weeks beginning September 6, 1932, with an option for fifty-two 
additional weeks, which was exercised. 

On March 16, 1932, the defendant the Texas Company, through 
its agent, entered into an agreement with the defendant National 
Broadcasting Company, whereby it obtained the facilities of an 
extensive chain of broadcasting stations for the presentation over 
the air of its advertising program, the material for which was to be 
furnished by the National Broadcasting Company and/or by the 
agent of the defendant the Texas Company which had, on its behalf, 
entered into the contract with Wynn, above referred to. This con- 
tract, mutual agreement, was extended and was in force on October 
1, 1932, and so far as appears was effective up to the date of hear- 
ing. 





UPROAR CO. V. NATIONAL BROADCASTING CO. 


The defendant National Broadcasting Company on Decem- 
ber 3, 1929, entered into a written contract with Graham McNamee, 
whereby McNamee granted to this defendant the right “to the 
exclusive management of his services, trade-name or names and 
productions for all purposes of whatsoever kind and nature”; 
McNamee agreeing that during the period of the contract he would 
not make any contract or contracts with others for his “services, 
trade-name or names and/or productions except by and through” 
this defendant. He further agreed that he would not, during the 
term of the agreement, permit his name or photograph to be used 
in any manner for commercial purposes without the written consent 
of the broadcasting company, which was granted the right to use 
the name and photograph of the artist in any proper way in con- 
nection with advertising and publicity campaigns and for com- 
mercial purposes of any nature whatsoever, and to quote or write 
articles concerning the artist and publish the same. The rights 
granted could be sold by the broadcasting company on a royalty 
basis, or otherwise, or could be assigned to advertising agencies, 
advertising clients, or other parties who might be negotiating for 
the services of the artist. In consideration for the services of the 
artist, McNamee was to receive a certain percentage of the amounts 
received for broadcasting. The contract further provided that all 
publicity in reference to the artist should, during the period of the 
contract, be under the sole direction of the National Broadcasting 
Company. This contract, by mutual agreement, was from time to 
time extended and was in force on October 1, 1932, and was in 
effect up to the date of the hearing. 

The defendant National Broadcasting Company through its 
artist’s service, has created a commercial value in the name “Graham 
McNamee.” He has been identified with the National Broadcast- 
ing Company for several years, and has never been identified with 
any other broadcasting company. He is known as one of the lead- 
ing announcers in the field of radio broadcasting. The use of the 
word “Graham” would, in the public mind, mean Graham McNamee, 
especially if used in connection with the radio programs sponsored 
by the Texas Company. 
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The plaintiff never received any authority from McNamee or 
the National Broadcasting Company to use the name “Graham,” 
and under the statutes of New York, securing the right of privacy, 
the unauthorized use of the name would subject the plaintiff to an 
injunction. New York Civil Rights Law (Consol. Laws, ec. 6), 
art. 5, §§ 50 and 51. Binns v. Vitagraph Company, 210 N. Y. 51, 
103 N. E. 1108, L. R. A. 1915C, 839, Ann. Cas. 1915B, 1024. 

On March 16, 1932, the Texas Company, through its agent, 
entered into a contract with the defendant National Broadcasting 
Company by which the Texas Company engaged the artistic services 
of McNamee for broadcasting a series of radio programs for which 
the Texas Company agreed to pay $250 for each performance. By 
the terms of this agreement the defendant broadcasting company 
agreed that the artist would render services called for by the con- 
tract and granted to the defendant the Texas Company the right to 
use the name and/or likeness of the artist in any proper way in 
connection with the advertising of and/or the giving of publicity to 
the radio program sponsored by the defendant the Texas Company. 
In this contract Ed Wynn is not mentioned; but the dates cor- 
respond with the dates in his contract, and, in view of the programs 
which have been broadcast by the Texas Company, there can be no 
doubt that the services of Graham McNamee were secured to be 
utilized in connection with the broadcasting of the advertising 
program of this defendant. 

There was in evidence a sample copy of the publication which 
the plaintiff proposed to advertise and sell. This purported to con- 
tain the full text of the “operas” which constituted a material part 
of the script furnished by Wynn under his contract. Part II, en- 
titled ““The Wynn-Mill” represented the dialogue which took place 
during the performance between Graham and Ed Wynn. In this 
part the name “Graham” appears no less than forty-five times. The 
plaintiff solicits trial subscriptions to the ‘““Uproars’’ (the title of 
the publication) for 10 weeks for $1; the regular price being $5 
a year, single copies 10 cents. It was this publication, reproducing 
the subject-matter of the performance sponsored by the Texas 
Company, so far as Wynn and McNamee contributed to it, that 
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the plaintiff intended to advertise over the radio. The plaintiff's 
charge is that the defendants have interfered with its rights to 
secure broadcasting facilities for the purpose of advertising over 
the air the “Uproars.” 

It is the contention of the defendant the Texas Company that 
the plaintiff acquired no rights to publish the script used during 
the course of these broadcasts; that the publication violates exclu- 
sive rights acquired by this defendant, and that it is entitled to 
injunctive relief against the advertising, selling, and distributing 
of the publication. The contention of this defendant that the 
plaintiff secured no publication rights in the material produced for 
the Texas Company’s broadcast is, in my opinion, sound. The 
script was prepared by Wynn under his contract with the Texas 
Company. He was employed at a munificent salary to furnish this 
material in addition to his services as star performer during the 
half hour of each week. Under these circumstances, his production 
belonged to the employer. The applicable doctrine would be 
analogous to that which controls when an inventor has been em- 
ployed to exercise his inventive genius for his employer in a definite 
field. The employer, and not the inventor, owns the invention. 
Standard Parts Co. v. Peck, 264 U. S. 52, 44 S. Ct. 239, 68 L. Ed. 
560, 32 A. L. R. 1033; Solomons v. United States, 137 U. S. 342, 11 
S. Ct. 88, 34 L. Ed. 667; Houghton v. United States (C. C. A.) 
23 F. (2d) 386. 

This rule has been extended to literary productions. Sweet v. 
Benning, 16 C. B. 459; Lawrence §& Bullen v. Aflalo, L. R. [1904] 
A. C. 17; Dielman v. White (C. C.) 102 F. 892. 

The case at bar is not one in which an artist has first created 
literary property of general character and then granted to some 
one else all, or a portion, of his rights with respect to the produc- 
tion or publication of the same. Rather, it is a case in which the 


literary property has been created solely in pursuance of a contract 
of employment for the sole purposes of the employer for use upon 
a single occasion, and for a remuneration so large as to be entirely 
compatible with the idea that the services rendered were, in every 
sense, exclusive services. 
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While Wynn was featured as the star, the performance was a 
free offering to the public by the defendant the Texas Company as 
a part of its advertising program, adopted as a means of creating 
good-will. In that sense, it was the defendants’ show, and not 
Wynn’s. 

Once each show had been given, it had, in a sense, served its 
purpose. Any reservation by Wynn of a separate interest or 
ownership in the literary production, or any subsequent use thereof 
by him, would have been inconsistent with the contract which he 
had made with the Texas Company, under which he had been em- 
ployed to create solely for the purpose of his employer for a single 
occasion. 

The conclusion follows that the Texas Company became the 
sole proprietor and owner of the material contributed by Wynn 
to the broadcast, and that any use of it without its consent was 
unlawful and in derogation of defendant’s exclusive rights. 

As to the defense of the National Broadcasting Company, the 
contract between it and Graham McNamee purported to confer 
upon the company the sole and the exclusive right to the services 
of McNamee in connection with broadcasting, and also the right to 
use his name for commercial purposes, whether connected with 
broadcasting or otherwise. The name has acquired, through the 
efforts of McNamee and the National Broadcasting Company, a 
very substantial value, especially valuable for advertising purposes; 
and this definite commercial value exists apart from the services 
as radio announcer. Rights of a pecuniary nature have been 
created which partake of the elements of property rights, and 
which will receive the protection of equity. International News 
Service v. Associated Press, 248 U. S. 215, 39 S. Ct. 68, 72, 63 
L. Ed. 211, 2 A. L. R. 293 [9 T.-M. Rep. 15]. These rights may 
properly be the subject-matter of a transfer from McNamee to 
the broadcasting company. Petrolia Mfg. Co. v. Bell & Bogart 
Soap Co. (C. C.) 97 F. 781; The Coca-Cola Bottling Co. v. The 
Coca-Cola Co. (D. C.) 269 F. 796 [11 T.-M. Rep. 134]; Brown 
Chemical Co. v. Meyer, 139 U. S. 540, 11 S. Ct. 625, 35 L. Ed. 
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247; Richmond Nervine Co. v. Richmond, 159 U. S. 293, 16 S. 
Ct. 30, 40 L. Ed. 155. 

There arose from the contractual relations between Wynn and 
the Texas Company, and between McNamee and the National 
Broadcasting Company, negative covenants which required the 
artists to refrain from making or authorizing any use of the produc- 
tion which would diminish the value of that which each had 
furnished under the contracts above referred to. Harper Bros. v. 
Klaw (D. C.) 232 F. 609; Manners v. Morosco, 252 U. S. 317, 
40 S. Ct. 335, 64 L. Ed. 590; Kirke La Shelle Co. v. Paul Arm- 
strong Co., 263 N. Y. 79, 188 N. E. 163. 

The plaintiff can have no greater right than Wynn or McNamee. 

Both defendants complain that the plaintiff, in publishing 
“Uproars,” has appropriated and will appropriate the good-will 
which the defendants have, at large expense, succeeded in creating, 
and to which the plaintiff has contributed nothing. In other words, 
that the plaintiff, for its own profit, is seeking to take an unfair 
advantage of the popularity of widely advertised programs, the 
proprietary interests in which belong exclusively to the defendants 
under their respective contracts with Wynn and McNamee. 

This misappropriation and use by the plaintiff tends to impair 
the value of the exclusive rights which the defendants have acquired 
by cheapening the whole advertising program. There was evidence 
tending to show that those who were in the radio audience when the 
program was on were led to believe that the plaintiff’s publication 
was put out by the defendants, or one of them. 

The defendants say, with justice as I see the matter, that such 
a use would “detract from the unique quality and artistically com- 
plete effect of the defendant’s advertising. It would tend to cause 
confusion in the minds of the public with respect to the relation- 
ship between the plaintiff and the defendant, and to create some 
degree of impression that the defendant was responsible for what 
the plaintiff might do.” The cogency of the argument lies in the 
fact that the defendants have no control by way of censorship, or 


otherwise, of the matter that may appear in “Uproars.” I have 
no hesitation in finding and ruling that the plaintiff is making a 
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commercial use, wholly unauthorized, of the script and of the name 
“Graham.” 

While plaintiff's undertaking is not, strictly speaking, unfair 
competition in the sense that the plaintiff is attempting to palm off 
his goods for the goods of a competitor, it comes within the rule 
which the courts have frequently applied in cases of unfair business 
practices regardless of the element of competition. Aluminum 
Cooking Utensil Co. v. Sargoy Bros. & Co. (D. C.) 276 F. 447 
[12 T.-M. Rep. 53]; Aunt Jemima Mills Co. v. Rigney § Co. 
(C. C. A.) 247 F. 407, L. R. A. 1918C, 1039 [8 T.-M. Rep. 163]; 
Akron-Overland Tire Co. v. Willys-Overland Co. (D. C.) 273 F. 
674 [11 T.-M. Rep. 281]; International News Service v. Associated 
Press, supra; Feldman v. Amos and Andy (Cust. & Pat. App.) 
68 F. (2d) 746 [23 T.-M. Rep. 69]. 

In International News Service v. Associated Press, supra, the 
court observed: 












































Stripped of all disguises, the process amounts to an unauthorized inter- 
ference with the normal operation of complainant’s legitimate business 
precisely at the point where the profit is to be reaped, in order to divert 
a material portion of the profit from those who have earned it to those 
who have not. ... The transaction speaks for itself and a court of equity 
ought not to hestitate long in characterizing it as unfair competition in 
business. . . . In a court of equity, where the question is one of unfair 
competition, if that which complainant has acquired fairly at substantial 
cost may be sold fairly at substantial profit, a competitor who is mis- 
appropriating it for the purpose of disposing of it to his own profit and 
to the disadvantage of complainant cannot be heard to say that it is too 
fugitive or evanescent to be regarded as property. It has all the attributes 
of property necessary for determining that a misappropriation of it by 
a competitor is unfair competition because contrary to good conscience. 


















































While the plaintiff is not a competitor of either of the defend- 
ants, logically the same rule would apply to one misappropriating 
to his own profit, and to the disadvantage of the other, rights which 
the latter had acquired fairly and at substantial costs. 

The rendering of the performance before the microphone can- 
not be held to be an abandonment of ownership to it by the pro- 
prietors or a dedication of it to the public at large. Ferris v. Froh- 
man, 223 U.S. 424, 32 S. Ct. 263, 56 L. Ed. 492; Nutt v. National 
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Inst. Inc. for the Improvement of Memory (C. C. A.) 31 F. (2d) 
236; McCarthy § Fischer v. White (D. C.) 259 F. 364. 

The plaintiff seasonably filed a motion to strike out the amended 
answers and duly objected to the admission of all evidence offered 
to establish the allegations of the answers on the ground that they 
do not constitute a defense which can be pleaded under 28 U. S. C. 
§ 398 (28 U.S.C. A. § 398) as an equitable defense. This statute 
provides that a defendant, in an action at law, may obtain equitable 
relief respecting the subject-matter of the suit by praying for such 
relief in his answer. The settled procedure is to have the equitable 
issue first disposed of as in a court of equity, and if an issue at law 
remains it will be tried by a jury. If the defense is maintained, 
the action at law will be enjoined. Liberty Oil Co. v. Condon 
National Bank, 260 U. S. 235, 43 S. Ct. 118, 67 L. Ed. 282. 

Undoubtedly, in order to determine the nature and extent of 
the rights of the parties to this litigation, it is necessary to apply 
legal principles, but the law is not capable of giving affirmative 
relief. When the law affords no adequate remedy, the defendant 
may invoke the aid of a court of equity. People of Porto Rico v. 
Livingston (C. C. A.) 47 F. (2d) 712, and cases cited in the 
opinion; Williams v. Mason (D. C.) 289 F. 812; United Timber 
Corp. v. Bivens (D. C.) 248 F. 554. 

That the unlawful infringement of rights of the defendants 
which are threatened and the unfair practices contemplated by 
plaintiff entitle the defendants to injunctive relief seems to me to 
be clear. The defenses pleaded in the amended answers, there- 


fore, are clearly equitable in character and were properly heard, 
as in equity, without jury. 


The foregoing compels the conclusion that the defendants are 
entitled to a decree perpetually enjoining the plaintiff from prose- 
cuting the action at law and enjoining the plaintiff from publishing, 
advertising, selling, or distributing the pamphlet entitled “Up- 
roars,” or any other publication containing the script furnished to 
the defendant the Texas Company under the contract above re- 
ferred to, or any extension or renewal thereof; and from making 
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any commercial use whatever of the name “Graham McNamee” 
so long as his contract with the National Broadcasting Company, or 
any extensioi or renewal thereof, is in force. 

Plaintiff's motions to strike out the defendants’ amended an- 
swers are denied. 

The above, so far as it contains findings of fact, is submitted in 
compliance with plaintiff's motion for special findings of fact. 


J. A. Livingston, Inc. v. Pocono Russer Ciotu Co. 
(8 F. S. 249) 


United States District Court, District of New Jersey 


December 29, 1933 













Trape-Marks—“SuavELLE” AND “SwaveL” on C1LorHinc—ConPtictine 
Marks. 
Held that the word “Swavel” was confusingly similar to “Suavelle,” 
both marks being used on women’s and children’s clothing. 
Trape-Marxs—Goops or SAME DescriIPTivE PROPERTIES. 
Held, that silk and suede and other rainproof cloth have the same 
descriptive properties as a waterproof garment, having a silk-like finish. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Decree for plaintiff. 








Milton E. Mermelstein (Abraham Shamos, of counsel), both of 
New York City, for plaintiff. 

Charles F. Dane, of New York City (William F. Hall, of Wash- 

ington, D. C., of counsel), for defendant. 


Crark, D. J.: The above-entitled case seems to this court 
another instance of the “failure of the human element.’ Both 
parties are manufacturers of textiles useful in the women’s and 
children’s ready-to-wear industry. The plaintiff also sells its 
fabricated material in the form of completed garments. The mate- 
rials in litigation are a silk and a suede leather-like cloth which is 
rainproof. The plaintiff adopted and registered for its material 
and for its finished products the trade-mark “Suavelle.”’ The 
defendant, on the other hand, is using and has registered for its 
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material the trade-mark “Swavel.” Concededly there is sufficient 
similarity between these two names to occasion confusion both as 
a matter of law and (unfortunately not always a sequitur) of 
common sense. 

Plaintiff's trade-mark was applied for on May 24, 1930, and 
registered March 24, 1931. The defendant’s application was made 
January 16, 1931, and registered May 26, 1931. The former is 
in class 89, clothing (garments of silk material and the like). The 
latter is in class 50 (coated textile fabric). It is apparent that if 
the trade-mark division of the Patent Office had any sort of proper 
cross-indexing system, the registration of two such similar trade- 
marks would not have been permitted. The following is from the 
fle wrapper, May 26, 1931: “A search of the Office records 
(Class 50) shows that no trade-mark like applicant’s has been 
registered for use on the same kind of goods.” That is the first 
totally unnecessary instance of human fallibility. 

The second, in our judgment, arose out of the advice given to 
the defendant company by its counsel. On March 29, 1932, the 
Silk Association of America advised both parties of a conflict in 
trade-marks, and on April 4, 1932, plaintiff requested that the 
defendant cease using “Swavel” as a trade-name. There had 
hardly been time for the defendant’s use to have ripened into any- 
thing of value and it could easily have been abandoned. One might 
suppose that counsel would have thus appraised the position and 
have suggested the adoption of some new artificial name from a 
field which is manifestly limited only by the mathematical principles 
of permutations and combinations. Instead, however, the learned 
counsel followed what seems to be the natural bent of the legal 
mind and suggested a contentious course. As the result of his 
advice, a considerable amount of money has been spent by the 
defendant company in advertising the objected-to “Swavel.” This 
money has in fact been expended on a lawsuit whose outcome, 
irrespective of this court’s decision, must remain dependent upon 
the views of the judges of the Court of Appeals in a field of the 
law which is far from brightly outlined. Thus the issue is forced 
upon us and upon the parties, first, by an ineffective filing system 
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in the Patent Office and, second, by the legal temperament afore- 
mentioned. 

We must acquit the defendant of any lack of good faith. Obvi- 
ously it was a victim of the circumstances outlined in the preceding 
paragraph. Furthermore, the defendant tried scrupulously to dis- 
tinguish its product by marking it with its name and adding the 
word “waterproof.” The issue is one, then, solely of trade-mark 
infringement. It will be conceded that the plaintiff has no “volume 
and spread of trade” within the rule of those cases of which the 
Rolls Royce decision (C. C. A.) 4 F. (2d) 383, is typical. The 
issue is thus further narrowed to the question of essential charac- 
teristics or in the jargon of the statute (15 U. S. C. A. § 85), 
adopted in the cases of “the same descriptive properties.” 

Let us consider these “essential characteristics” according to 
their similarity or difference. Both litigated commodities are 
materials for women’s garments. Both are used for the fabrication 
of such garments. Both are, therefore, sold first to fabricators of 
women’s garments, and ultimately to the consumer who wears such 
garments. Both present a surface having a gloss. That is the 
inherent and typical quality of silk. The sheen of defendant's 
suede is artificial. 

So much for the similarities; now for the differences or rather 
difference. That difference lies in the texture of the two materials. 
The defendant’s is of a coarser fiber. This results in a somewhat 
different appearance of course, but more important, it results in 
a different use. To classify materials as more suitable or appro- 
priate for inner than for outer garments is difficult. Our female 
ancestors wore wool from top to bottom. Our female descendants 
wear silk from the skin out. In the materials of the principal 
case, we do find a characteristic which does distinguish and does 
admit of classification. The defendant’s product is, speaking chemi- 
cally, water-resistant or, in the language of the street, waterproof. 
This quality makes it “suitable and appropriate” only for garments 
which naturally would be exposed to water. 

So we have two glossy materials, both used for women’s gar- 
ments, one thin and one thick, and one useless and the other useful 
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vis 4 vis “rainy weather.” On balance of these descriptive proper- 
ties, will the public be confused? That in our opinion depends 


upon whether the public’s mind is dominated by the “channel of 


trade” or by the character of the garment. The answer to that 
question is one upon which the minds of men and judges may 
reasonably differ. The minds of our circuit seem to incline towards 
emphasis on the channel of trade as the naturally dominating factor. 
It is true that in the case from which this impression is derived, 
Rosenberg Bros. & Co. v. Elliott (D. C.) 7 F. (2d) 962, the men’s 
garments were both useful only for outer wear. In the principal 
case the plaintiff's material has utility for both inner and outer 
garments, whereas the defendant’s is fashioned to keep out water 
and therefore is appropriate only when water is likely to get in. 
In the court’s judgment, this difference is servient to and will be 
obscured in the mind of the average purchaser by their joint char- 
acter as women’s garments with a glossy or silk-like finish. 

We believe it is sound policy, and so law, to lean away from 
duplication of names and in favor of a broad interpretation of the 
phrase “the same descriptive properties.” The “hard case” of the 
principal circumstances should not be permitted to modify that 
policy and that law. 

Settle a decree in accordance with this opinion. 


CHANEL, Inc. v. Jutes V. Riviere Perrumes, INc., ET AL. 
(8 F. Supp. 473) 


United States District Court, Southern District of New York 
August 9, 1934 


Trave-Marks—INFRINGEMENT—SUITS—J URISDICTION. 

In an action for infringement of a registered trade-mark, the court 

had jurisdiction to determine the issue of unfair competition. 
Trape-Marxs—“‘No. 5” on Perrume—Seconpary MEANING. 

Held that the notation “No. 5,” used by plaintiff as a trade-mark for 
perfume, had acquired a secondary meaning as distinguishing plaintiff's 
product exclusively. 

Trape-MAarks—INFRINGEMENT—“No. 5”—Use or Trape-Mark on ReEsor- 
TLED Goops—INJUNCTION. 

The use by the defendants of the notation “No. 5” on their 

perfumes, rebottled by them, held unfair competition and was en- 
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joined, unless they made it clear that the perfume was manufactured 
by them and not by the plaintiff. 





In equity. Action for unfair competition. Decree for plaintiff. 





Mock & Blum, of New York City, for plaintiff. 
Munn, Anderson & Liddy, of New York City, for defendants, 








Bonpy, D. J.: The bill alleges the infringement of a registered 
trade-mark by the defendant in interstate commerce. It raises a 
substantial federal question, apparently in good faith. Irrespective 
of the final determination as to the validity of the registered trade- 
mark or whether it was used in interstate commerce, in view of 
what has been said in Hurn v. Oursler, 289 U. S. 288, 53 S. Ct. 
586, 77 L. Ed. 1148 [23 T.-M. Rep. 267], this court has jurisdic- 
tion to determine whether there is unfair competition by reason 
of defendants’ use of the mark “No. 5.” 

It appears by affidavits that the mark “No. 5” used by the 
plaintiff has acquired a “secondary meaning’ and distinguishes 
plaintiff’s product to the trade and to consumers. It also appears 
that imported perfumes are often rebottled bearing the name of 
the rebottler. In such case he may use the mark of the original 
manufacturer, with notice that the product has been rebottled. 
See Prestonettes, Inc. v. Coty, 264 U. S. 359, 44 S. Ct. 350, 68 
L. Ed. 731 [18 T.-M. Rep. 135]. 

In the circumstance the use of the mark “No. 5” on perfume 
may lead a reasonable person to believe that such were the products 
of the plaintiff, notwithstanding differences in the boxes and labels 
and the use of defendants’ name in connection therewith. An 
injunction pendente lite accordingly will issue restraining the 
defendants from using the mark “No. 5” in connection with their 
perfumes unless they make it clear that the perfume is manufac- 
tured by them and not the plaintiff. This can result in but slight 
harm to the defendants, particularly since the plaintiff has volun 
teered to give a bond to idemnify the defendants if it should finally 
be held that the injunction was erroneously granted. 
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Furniture Mrrs’. Ass’N oF GraNnp Rapips, ET AL. v. GRAND RapPips 


GUILD OF | Exnrerrons 
(256 N. W. 595) 


Supreme Court of Michigan 
October 1, 1934 


Unrain CoMPETITION—SvITsS—PRELIMINARY INJUNCTION. 

Where an injunction is issued in a suit for unfair competition a 
higher court will not interfere unless there was a plain abuse of dis- 
cretion on the part of the trial judge. 

Unrair ComPetiTtion—-“Granp Rapips”’—Use or GEOGRAPHICAL NAME ON 
Goovs Mape E1sEwHERE—INJUNCTION—APPEAL. 

Defendant appealed from an order restraining it and its members 
from selling or offering for sale or from using the words “Grand 
Rapids” on any furniture not actually made at Grand Rapids, Michigan. 
Held that, inasmuch as confusion to the public would arise from the 
conduct complained of, the order should be confirmed and the appeal 


dismissed. 
In equity. Action for unfair competition. From an adverse 
order defendant appeals. Order affirmed and appeal dismissed. 


Knappen, Uhl, Bryant § Snow, of Grand Rapids, Mich., for 
appellant. 
Francis D. Campau, of Grand Rapids, Mich., for appellee. 


BusuneELL, J.: Grand Rapids Guild of Exhibitors, a non-profit 
corporation, appeals without leave of this court from an order 
denying its motion to set aside an injunction which restrains it 
and those who are or may become its members from: 


A. In any manner selling or offering for sale, as the product of the 
factories of the City of Grand Rapids, Michigan, or as Grand Rapids 
furniture, any furniture not in fact the product of the factories of that 
city. 

B. From attaching or placing upon any furniture being offered for 
sale, any label, ticket or tag containing the words “Grand Rapids,” unless 
such furniture was in fact manufactured at Grand Rapids, Michigan. 

C. From offering for sale or selling; from aiding or abetting the 
offering for sale, selling or advertising any furniture not actually made 
in the City of Grand Rapids, in such manner as to deceive the purchasing 
public, or assist in deceiving the purchasing public into the belief that said 
furniture is in fact the product of factories located in the City of Grand 
Rapids, Michigan. 

D. From using the name “Guild” in connection with the words “Grand 
Rapids” and/or in connection with other words as the name, style or 











20 TWENTY-FIVE TRADE-MARK REPORTER 


designation of an organization to promote in Grand Rapids, Michigan, the 
sale, or advertising for sale, of furniture not actually made in the City 
of Grand Rapids, Michigan. 


Upon the argument on the motion, there was presented for 
consideration six opinions of the Federal Trade Commission, viz.: 
Docket No. 1192, Commission v. Kritzer, et al.; Docket No. 1193, 
Commission v. Grand Rapids Sales Co.; Docket No. 1198, Com- 
mission v. Chesler, et al.; Docket No. 1225, Commission v. Weil, 
et al.; Docket No. 1243, Commission v. Greenberger, et al.; Docket 
No. 1244, Commission v. Meyer, of which it is claimed the follow- 
ing from Docket No. 1243 is a typical finding of fact: 


Paragraph Six: The City of Grand Rapids, Michigan, has been for 
many years and is now a large and important center of the furniture 
industry in the United States, which fact is generally known to the public 
throughout the United States. Furniture manufactured in the City of 
Grand Rapids has for many years enjoyed a widespread popularity, 
good-will and demand throughout the United States. “Grand Rapids 
Furniture” is, and the public understands it to be, furniture manufactured 
in the City of Grand Rapids, in the State of Michigan. There are among 
the purchasing public many who prefer Grand Rapids Furniture to furni- 
ture made at points other than at Grand Rapids, Michigan. 


Appellee also submitted decrees which had been entered in the 
United States District Courts of the Western District of New 
York, the Northern District of Ohio, and the District of Rhode 
Island. The material part of the decree entered June 25, 1919, 
in the case of the Furniture Manufacturers’ Association of Grand 
Rapids v. Conrad-Baisch-Kroehle Company, Equity No. 337, in the 
District Court of the United States for the Northern District of 
Ohio, Eastern Division, is as follows: 


That a perpetual injunction be issued in this cause against the said 
defendants, Conrad-Baisch-Kroehle Company, et al., restraining and per- 
petually enjoining them, their servants or agents: 

1. From selling or offering for sale as the product of the factories in 
Grand Rapids, or as Grand Rapids Furniture, any furniture not in fact 
the product of the factories of that City, or from affixing to such furni- 
ture any label containing the words “Grand Rapids,” or using the words 
“Grand Rapids” alone or in connection with other words, in signs, news- 
paper advertisements, show windows or otherwise, in such a way as to 
lead the public to believe that furniture to be that which is the produce 
of the factories in the City of Grand Rapids, Michigan; or from using the 
words, “Grand Rapids” alone or in connection with other words, in adver- 
tisements, offering for sale, or marketing of furniture not in fact, the 
produce of the factories of the City of Grand Rapids, Michigan, or from 
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selling goods manufactured elsewhere than in Grand Rapids, Michigan, 
as and for the goods manufactured in that city, or with the intent that 
they shall be represented to be, or sold as the product of the Grand 
Rapids factories, to the purchaser. 

2, From using the name of Grand Rapids alone or in connection with 
other words, as the designation, name or style of a retail store, in which 
less than a substantial representative stock of goods, which are the produce 
of the furniture factories in the City of Grand Rapids are offered for sale. 

Rule 60, Michigan Court Rules 1931, requires leave to appeal 
where such leave is expressly required by statute or rule, and Mr. 
Justice Cooley said in Taylor v. Sweet, 40 Mich. 736: 

In its terms this order is interlocutory, but it has been several times 
held by this court that if an order finally disposes of any portion of the 
subject-matter in controversy, it is quoad hoc a final decree or order, and 
therefore appealable. 

However, it is unnecessary to pass upon this question in the 
instant case as all parties are desirous of a decision on the merits. 

Appellees accept appellant’s statement of the following questions 
involved in the appeal: (1) A claimed abuse of judicial discretion 
in the issuance of the injunction; (2) Should defendant be denied 
the right to use the words “Grand Rapids” on labels attached to 
furniture if they also show the actual place of manufacture? (3) 
Was it proper to restrain the use of the word “Guild” in connection 
with the words “Grand Rapids’? (4) Has plaintiff an exclusive 
property right in the word “Guild” as applied to the promotion of 
the sale of furniture? (5) Should defendant’s members be subject 
to the injunction when not made parties to the action? 

“Granting or dissolving an interlocutory injunction is discretion- 
ary with the trial court; and this court will rarely interfere with 
the exercise of such discretionary power and then only upon a 
showing of a palpable abuse thereof.’”’ Flemming v. Heffner & 
Flemming, 263 Mich. 561, 248 N. W. 900, 901, citing Freeman v. 
Mitchell, 198 Mich. 207, 164 N. W. 445. 


Mr. Justice Stone defined “‘abuse of discretion” in Cooper v. 
Carr, 161 Mich. 405, 126 N. W. 468, 471, saying: 


To warrant such interference (on our part), the abuse ought to be so 
plain that upon consideration of the facts upon which the trial judge 
acted, an unprejudiced person can say that there was no justification, or 
excuse for the ruling made. 
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As will presently be seen, the trial court did not abuse its dis- 
cretion in issuing the injunction. 

The remaining questions can be answered by saying that courts 
should not lend their aid to schemes whereby the buying public 
may be misled. The injunction does not in any way prevent de- 
fendant from conducting an exhibition of furniture in the city of 
Grand Rapids, regardless of where it is manufactured, but it does 
and should prevent defendant, and anyone associated with it, from 
leading the buying public to believe that furniture so exhibited is 
manufactured at Grand Rapids. 





It is the general rule that when they are properly descriptive, the use 
of geographical words in a business name will not be enjoined, in the 
absence of estoppel or of actual fraud, or public misleading. Michigan 
Savings Bank v. Dime Savings Bank, 162 Mich. 297, 127 N. W. 364, 365, 
139 Am. St. Rep. 558. 

Defendant’s statement in the exhibit attached to the pleading 
says, in part: 

Into the making of every piece of furniture should go the priceless 
element that cannot be bought in any market. The priceless ingredient is 
the honor and integrity of him who makes it. Therefore, it behooves the 
purchaser to consider the name before he buys. Confusion can, of course, 
readily occur. As a national institution (not local), too much confusion 
has already been applied to the Grand Rapids Furniture exposition. 
Confusion clouds the faculties and makes distinctions obscure. 
Defendant’s answer denies all intent to mislead the public and 
avers that “its members design and intend in good faith to give 
further and greater publicity to and to promote the said Furniture 
Expositions and the Grand Rapids market to the benefit of them- 
selves as well as all others exhibiting or manufacturing in Grand 
Rapids; and to that end to advertise in appropriate ways the fact 
that said members are exhibitors at Grand Rapids and entitled to 
be known to the trade as such, and entitled to share in the prestige 
of said Grand Rapids Furniture market, which prestige they have 
largely been instrumental in building up, and to obviate measurably 
the confusion which now to a considerable extent exists in the 
public mind between those manufacturing furniture in Grand Rapids 
and those exhibiting in Grand Rapids but not manufacturing 
thereat.” 
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A fair reading of the injunction will not prevent defendant, 
or its members, from doing any of these things so long as the public 
is not confused or misled as to the place of manufacture. 

The order is affirmed and the appeal dismissed, with costs to 
appellee. 


Netson Suarpe, C. J., and Porrer, Nortu, Feap, Wiest, 
BurzeL, and Epwarp M. Suarpe, JJ., concur. 


WALGREEN Co. v. GopEFROY MANUFACTURING Co. 
United States Court of Customs and Patent Appeals 
December 24, 1934 


Cancellation No. 2319 


Trape-M arKs—CANCELLATION—SCOPE. 
In a suit for cancellation of a registered trade-mark, the question 
of validity of the registration will not be considered. 
Trape-Marks—“Praupouce” on Skin CreamM—Descriptive Term. 
The word “Peaudouce,” used as a trade-mark for skin cream, held 
descriptive; and its cancellation was ordered. 
On appeal from a decision of the Commissioner of Patents 
reversing a decision of the Commissioner dismissing a suit for 


cancellation. Reversed. For the Commissioner’s decision see 23 
T.-M. Rep. 266. 


Harry C. Alberts, of Chicago, Ill., for appellant. 
Joseph J. Gravely, of St. Louis, Mo., for appellee. 


HarrieEtp, J.: This is an appeal in a trade-mark cancellation 
proceeding from the decision of the Commissioner of Patents 
reversing the decision of the Examiner of Interferences sustaining 
the application of appellant for the cancellation of appellee’s trade- 
mark registration No. 250,012, of the word ‘“‘Peaudouce,” issued 
November 27, 1928, for use on “Skin Cream.” 

It is claimed by appellant in its application for cancellation 
that appellee’s trade-mark “Peaudouce” consists in the combina- 
tion of the French words “peau” and “‘douce’”—the word “peau” 


5his 42 
O75 
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meaning skin, and the word “douce” meaning soft; that, therefore, 
appellee’s registered trade-mark is merely descriptive of the char- 
acter and quality of appellee’s skin cream; that, at the time of the 
filing of its application for cancellation, and prior thereto, appel- 
lant was using the trade-mark “Peau-Doux”’ on talc, face powder, 
shaving cream, and “after-shaving lotion for skin application and 
treatment’; that its trade-mark “Peau-Doux,” although of mascu- 
line gender, also means “‘soft skin,” and is descriptive of the “use- 
fulness and potency of appellant’s goods’’; that appellee was not, 
on the date of its application for registration—June 30, 1928— 
entitled to the exclusive use of its trade-mark “Peaudouce”’; that 
appellant is entitled to use the term ‘“‘Peau-Doux” to describe the 
character and quality of its goods; and that appellant deems itself 
injured by appellee’s trade-mark registration. 

In its answer, appellee admits that the French word “peau” 
means skin, but denies that the French word “douce’’ means soft 
and that its trade-mark ‘“‘Peaudouce’” is merely descriptive of 
appellee’s goods. It alleges that its registration is valid, and that 
it is the owner and is entitled to the exclusive use of its trade- 
mark for skin creams, and goods possessing the same descriptive 
properties. 

The parties entered into a stipulation, whereby it was agreed 
that the evidence in Opposition No. 9373, Walgreen Co. v. Gode- 
froy Mfg. Co. 19 C. C. P. A. (Patents) 1150, 58 F. (8d) 457, 
involving the same trade-marks, should be considered as a part of 
the record in the case at bar. 

In that proceeding, the opposer, the Godefroy Manufacturing 
Company, alone took testimony. 

It there appeared that appellant, Walgreen Co., sought to 
register a composite trade-mark consisting of the head and shoulders 
of a man in profile, together with the French words “Peau-Doux,” 
and the notation “(Po-Do)” to indicate the correct pronunciation 
of ‘““Peau-Doux,” for use on shaving cream, under the Trade-Mark 
Act of February 20, 1905. In its notice of opposition, the Gode- 
froy Manufacturing Company relied upon its registration No. 
250,012, involved in the case at bar. 
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It was there claimed by appellant, Walgreen Company, that 


the Godefroy Manufacturing Company’s trade-mark “Peaudouce”’ 
was descriptive; that it was not the subject of exclusive owner- 
ship; and that, therefore, the notice of opposition should be dis- 
missed. 

This court there held, however, as in many previous decisions 
on the subject, that the validity of an opposer’s registered mark 
would not be considered in an opposition proceeding, and, in 
afirming the decision of the Commissioner of Patents holding that 
the Walgreen Company was not entitled to register its trade-mark, 
stated that the Godefroy Manufacturing Company had used its 
trade-mark ‘‘Peaudouce” on skin cream long prior to any use by 
the Walgreen Company of its trade-mark; that the goods of the 
parties possessed the same descriptive properties; and that the 
marks were confusingly similar. 

In the case at bar, the Godefroy Manufacturing Company, 
appellee, is relying upon the evidence submitted by it in the opposi- 
tion proceeding. 

Appellant, Walgreen Company, has introduced some evidence, 
but, due to the views we hold, we deem it unnecessary to state the 
purport of it. 

The Examiner of Interferences held that appellee’s registered 
mark ““Peaudouce” meant “soft skin,” and was descriptive of the 
character and quality of appellee’s skin cream, and, accordingly, 
sustained the application for cancellation. 

On appeal, the Commissioner of Patents held that the French 
word “douce” translated into English not only meant “soft,” but 
also “sweet, fragrant, odoriferous, . . . mild, agreeable, calm, 
tranquil, smooth, easy, gentle, affable, complaisant, tractable, pli- 
ant, according to the subject in connection with which the word 
is used” ; that, although the mark “Peaudouce” could be interpreted 
to mean soft skin, it also meant smooth or pliant skin; and that, due 
to the possible variations in the meaning of the French word 
“douce,” especially in view of the long-continued use by appellee 
of its trade-mark, doubt of the descriptiveness of the mark should 
be resolved in favor of appellee, and, accordingly, held that appel- 
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lee’s registration should not be cancelled, and that appellant's 
application for cancellation should be dismissed. 

It is not contended here by counsel for appellant that appellee 
had abandoned its trade-mark, or was not using it at the time of 
the filing of appellant’s application for cancellation. Further- 
more, the holding by this court in the opposition proceeding is 
res adjudicata as to the question of priority of use. Accordingly, 
the sole issue presented to this court in the case at bar is whether 
appellee’s registered trade-mark ‘“‘Peaudouce” comes within the 
statutory inhibition of the registration of marks merely descriptive 
of the character or quality of the goods on which used. 

It is contended by counsel for appellant that appellee’s mark 
was formed by combining the two French words “peau,” meaning 
skin, and “douce,” meaning soft; and that it is used to describe 
the quality and character of appellee’s skin cream. 

It is contended by counsel for appellee, on the contrary, that 
appellee’s registration is valid; that its mark is not merely descrip- 
tive; that “the only real question in the case concerns appellant's 
contention that appellee’s mark is descriptive’; that there is a 
clear legal distinction “between marks which describe the goods 
themselves and marks which are indicative of results following the 
use of the goods.” In explanation of that contention, counsel cited 
the cases of Winchester Repeating Arms Company v. Peters Car- 
tridge Co., 30 App. D. C. 505, where it was held that the term 
“self-loading” was descriptive as applied to cartridges, and Mont- 
gomery Ward & Co. (Inc.) v. Sears, Roebuck Co., 18 C. C. P. A. 
(Patents) 1386, 49 F. (2d) 842 [21 T.-M. Rep. 396], wherein, so 
counsel for appellee contend, this court held that the trade-mark 
“Sta-clean” [Sta-Klean] was a valid trade-mark for ammunition. 

We may say at the outset that the question of whether the 
marks there involved were descriptive was not raised in the Mont- 
gomery Ward & Co. (Inc.) v. Sears, Roebuck Co. case, supra. 
The sole issue there before the court involved the question of the 
priority of use. 

In the case of Florence Mfg. Co. v. J. C. Dowd & Co., 178 Fed. 
Rep. 73 [1 T.-M. Rep. 289], the Circuit Court of Appeals, Second 
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Circuit, in a case involving unfair competition, held that the trade- 
marks ‘““Keepclean” and “Sta-Kleen,” as applied to tooth-brushes, 
were merely descriptive, and, therefore, not valid technical trade- 
marks. 

It is conceded by counsel for appellee that the French word 
“peau” means skin. It is claimed, however, that the French word 
“douce’” primarily means “sweet, pleasant or agreeable to the 
senses,” and that “soft’’ is a secondary or forced meaning. Counsel 
cites no authority in support of that contention, which, as a matter 
of fact, is directly contrary to the testimony of the witness Charles 
Webb Godefroy, president and manager of the appellee company, 
who stated that appellee’s trade-mark “Peaudouce” means “soft 
skin’ —the word “peau” meaning skin, and the word “douce” mean- 
ing soft; and that appellee’s skin cream was used especially as a 
“skin softener and healer.” 

Although appellee has used its trade-mark for many years, 
there is nothing of record to establish that it has acquired a second- 
ary meaning. 

It is true that the English meaning of appellee’s trade-mark 
might be unknown to many. Nevertheless, it is well settled that 
foreign words and phrases, merely descriptive of the character or 
quality of the goods on which they are used, are not registrable 
under the Trade-Mark Act of February 20, 1905. In re Bradford 
Dyeing Association, 46 App. D. C. 512. 

In view of the facts of record, we are of opinion that the trade- 
mark ‘‘Peaudouce” is merely descriptive of the intended purpose 
and function of the goods on which it is used, and is, therefore, 
merely descriptive of the “qualities, ingredients or characteristics”’ 
of such goods; that, when so used, it is not subject to exclusive 
trade-mark appropriation; and that appellee’s registration No. 
250,012 is invalid and should be cancelled. Beckwith, Inc. v. 
Commissioner of Patents, 252 U. S. 588 [10 T.-M. Rep. 255]; 
Rumford Chemical Works v. Muth, et al., 35 Fed. 524; Winchester 
Repeating Arms Company v. Peters Cartridge Co., supra; Ball v. 
Siegel, 116 Ill. 187, 4 N. E. 667; Sears, Roebuck § Co. .v Elliott 
Varnish Co., 282 Fed. 580 [6 T.-M. Rep. 845]; No-D-Ka Denti- 
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frice Co. v. 8. 8. Kresge Co., 24 F. (2d) 726 [18 T.-M. Rep. 203]; 
In re Berger, 56 App. D. C. 250, 12 F. (2d) 191 [16 T.-M. Rep. 
231). 

For the reasons herein stated, the decision of the Commissioner 
of Patents is reversed. 


Wixuiam H. Now v. Water R. Kremss 
United States Court of Customs and Patent Appeals 
December 3, 1934 


Trape-Marks—“Pinetex” anp “Pinex”—ConriictinGc Marks. 
The word ‘“Pinetex,” held to be confusingly similar to the word 
“Pinex,” both marks being used on medicinal preparations. 
Trape-Marks—Opposition—Goops oF THE SAME DescripPriIvE PROPERTIES. 
A medicated textile for the treatment of hair and scalp, held to 
be of the same descriptive properties as a balsam used for coughs, 
colds, bronchitis, croup and hoarseness. 
On appeal from a decision of the Commissioner of Patents 
dismissing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 23 T.-M. Rep. 127. 


James Atkins, of Washington, D. C., and Edward H. Merritt, 
Fort Wayne, Ind., for appellant. 
Walter R. Krembs, for himself. 


Hatrietp, J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming the decision of the Examiner of 
Interferences dismissing the opposition of appellant, and holding 
that appellee was entitled to the registration of a composite trade- 
mark for use on a medicated textile for treatment of the hair and 
scalp. 


The mark in question comprises a pictorial representation in 
full face of the head of a girl. The top of the head is covered 
with a cloth, on which appears the word “Pinetex,’ and which is 
held in place by the hands. The picture is enclosed in heavy black 
lines, formed so as to resemble somewhat the shape of an urn. The 
sides of the picture, so enclosed, are decorated with pinetree foliage. 
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Immediately above the picture on a rectangular background, which 
is decorated with a fringed edge resembling pine needles, appears 


the word ‘“Pinetex.” 

It appears from the record that appellant and his predecessor 
have used the trade-mark “Pinex’”’ on “cough balsam,” used for 
coughs, colds, bronchitis, throat tickle, croup, and hoarseness, for 
many years prior to the use by appellee of his trade-mark “‘Pine- 
tex”; that one of the ingredients of appellant’s product is “oil of 
pine”; that his product is a liquid, and is sold in 244 ounce bottles; 
that it is in concentrated form, and is prepared for use by the 
purchaser by mixing the contents of a bottle with 1314 ounces of 
sirup, strained honey, glycerine, or a combination of those sub- 
stances; that appellant has spent large sums of money in advertis- 
ing its product and its trade-mark; that on August 31, 1909, ap- 
pellant’s predecessor, Victor Schmidt, secured Registration No. 
75,098 on an application filed November 11, 1908, for the trade- 
mark ‘“‘Pinex” for use on “cough balsam’’; and that the trade-mark 
was again registered by appellant on July 9, 1929, Registration 
No. 258,605, on an application filed January 30, 1929, for use 
on “cough balsam.” 

There is some testimony by appellant to the effect that appellee 
was aware of the fact that appellant was using the trade-mark 
“Pinex”’ on his goods prior to the adoption and use by appellee of 
the word “Pinetex.” Appellant testified that, in his opinion, the 
concurrent use of the involved marks on goods of the parties would 
cause confusion in the trade and would result in damage to him. 

Appellee introduced no evidence, nor was he represented by 
counsel in this court. 

The Examiner of Interferences held that the goods of the 
respective parties did not possess the same descriptive properties, 
and that, therefore, appellee was entitled to register his trade-mark. 

On appeal, the Commissioner of Patents held that the goods of 
the respective parties were so different in character and use, that 
the use by the parties of their respective trade-marks would not 
be likely to cause confusion or mistake in the mind of the public, 
and that appellee was entitled to the registration of his mark. 
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On November 13, 1934, the court permitted appellee to file a 
brief. It is largely devoted to evidentiary statements, and to a 
discourse relative to, what is stated to be, appellee’s unhappy 
financial condition. 

The court, of course, may not permit a sympathetic interest, 
aroused by a recital of appellee’s personal distress, to interfere 
with a proper judicial determination of the involved issues. 

Although we are not informed as to the precise character of 
appellee’s product, it does appear from the record that it is a 
medicated textile, the textile being impregnated with a medicine 
containing oil of pine as one, at least, of its important ingredients. 
It is used as a substitute for so-called hair tonics, which are or- 
dinarily in the form of liquids or ointments, in the treatment of the 
hair and scalp. 

It may be said, therefore, that the goods of the respective 
parties are essentially medicinal preparations. They are sold in 
the same stores, to the same class of people. We are of opinion 
that, although the goods of the respective parties are not identical 
in character, they possess the same descriptive properties. See 
The Heekin Company v. Lawrenceburg Roller Mills Company, 
17 C. C. P. A. (Patents) 1093, 40 F. (2d) 119 [20 T.-M. Rep. 
306]; Malone v. Horowitz, 17 C. C. P. A. (Patents) 1252, 41 F. 
(2d) 414 [20 T.-M. Rep. 462], and cases cited: Celanese Corpora- 
tion of America v. Vanity Fair Silk Mills, 18 C. C. P. A. (Patents) 
958, 47 F. (2d) 373 [21 T.-M. Rep. 151]; Revere Sugar Refinery 
v. Joseph G. Salvato, 18 C. C. P. A. (Patents) 1121, 48 F. (2d) 
400 [21 T.-M. Rep. 192]; The Gilbert Co. v. John O. Gilbert 
Chocolate Co., 18 C. C. P. A. (Patents) 1267, 48 F. (2d) 930 [21 
T.-M. Rep. 166]; In re Coca Cola Bottling Co. of Los Angeles, 18 
C. C. P. A. (Patents) 1384, 49 F. (2d) 836 [19 T.-M. Rep. 518]; 
Harlan-Wallius Coal Corp. v. Transcontinental Oil Co. (The Ohio 
Oil Company, Assignee, Substituted), 20 C. C. P. A. (Patents) 
944, 64 F. (2d) 122 [23 T.-M. Rep. 408]. 

Considering the obvious similarity of the marks, together with 
the fact that the goods of the parties are used solely for their 
medicinal or therapeutic properties, and that they are sold in the 
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same stores to the same class of people, we are of opinion that 


the use by appellee of his trade-mark, the dominant feature of 
which is the word “Pinetex,”’ concurrently with the use by appel- 
lant of the mark “Pinex,’’ would be likely to cause confusion or 
mistake in the mind of the public, and deceive purchasers as to the 
origin of appellee’s goods. See cases hereinbefore cited. 

For the reasons stated, the decision is reversed. 


Barnett C. HeuzserG v. Karz & Oeusn, Inc. 
United States Court of Customs and Patent Appeals 
December 10, 1934 
Opposition No. 11,665 


TrapE-Marks—Oppostrion-—Goops or SAME Descriptive Properties. 

Diamonds held to be of the same descriptive properties as finger 
rings, bar pins, scarfpins, bracelets, sautoirs, watch chains, gem set- 
tings, mesh bags, vanity cases, berrettes, brooches, belt buckles, collar 
pins, cigarette cases, cigar cutters, collar buttons, earrings, watch fobs, 
necklaces, neck chains, necklace clasps, medals, cuff buttons, shoe 
buckles, lockets, tie clasps, watch-chain snaps, and veil pins, all of 
these articles being made of or coated with precious metal. | 

Trape-Marks—“Certiriep-Perrecr” ror Dramonps—DescripTive TERM. 

The words “Certified-Perfect” used as a trade-mark on diamonds, 
held to be descriptive, and the Commissioner’s decision sustaining the 
opposition was affirmed. 

Trape-Marks—RecistraTion—Ricut or Recistrrant Unper Act or 1920 
TO OPPOSE. 

Although appellee’s trade-mark, consisting of the word “Certified,” 
and registered under the Act of November 19, 1920, was descriptive, 
held, nevertheless, that appellee had the right to oppose the registration 
of appellant’s mark consisting of the words “Certified-Perfect.” 


On appeal from a decision of the Commissioner of Patents 
reversing a decision of the Examiner dismissing a trade-mark 
opposition. Affirmed. For the Commissioner’s decision see 22 
T.-M. Rep. 529. 


Albert A. Jones, of Washington, D. C., for appellant. 
James Atkins, of Washington, D. C., for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents re- 
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versing the decision of the Examiner of Interferences dismissing the 
notice of opposition of appellee and holding that appellant was 
entitled to the registration of a composite trade-mark, for use on 
diamonds, comprising the words “Certified-Perfect,” printed on a 
representation of a scroll extending across a heart-shaped outline, 
together with the word “Diamonds,” which appears on the heart- 
shaped outline directly beneath the scroll. 

The words “Certified Perfect Diamonds” were disclaimed by 
appellant apart from the mark as shown in the drawings. 

The case was submitted to the tribunals of the Patent Office 
upon a stipulation entered into by the parties. It appears there- 
from that appellee is “engaged in business as Manufacturing 
Jewelers and Refiners of Precious Metals at New York City’; 
that its trade-mark consists of the word “Certified”; that on Octo- 
ber 21, 1924, appellee registered its trade-mark, Registration No. 
190,797, for use on “finger rings, bar pins, scarfpins, bracelets, 
sautoirs, watch chains, gem settings, mesh bags, vanity cases, bar- 
rettes, brooches, belt buckles, collar pins, cigarette cases, cigar 
cutters, collar buttons, earrings, watch fobs, necklaces, neck chains, 
necklace clasps, medals, cuff buttons, shoe buckles, lockets, tie 
clasps, watch-chain snaps, and veil pins, all of the above articles 
being made of or coated with precious metal” that it had used its 
mark on such articles in interstate commerce since April 12, 1923; 
that on October 21, 1924, it also registered its trade-mark, Regis- 
tration No. 190,798, for use on watches, watch movements, and 
watch-cases; that it had used its mark on those articles in inter- 
state commerce since April 12, 1923; that on February 17, 1931, 
it registered its trade-mark, Registration No. 280,558, for use on 
“jewelry for personal wear, not including watches’; that it had 
used its mark on jewelry in interstate commerce since November 1, 
1929; and that it has advertised its trade-mark in various publica- 
tions, also in booklets and circulars to dealers and customers in the 
United States. 

It further appears from the stipulation that appellant has used 
his trade-mark in interstate commerce on diamonds since May 5, 
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1931; that he is engaged in the retail sale of diamonds and jewelry 
at Kansas City, Kansas, Topeka, Kansas, Wichita, Kansas, and 
Kansas City, Missouri. 

It appears from the decision of the Examiner of Interferences, 
and from the brief of appellee, that appellee’s registrations were 
issued under the act of March 19, 1920. 

The Examiner of Interferences held that appellee’s trade-mark 
“Certified” was descriptive, and did not denote origin of appellee’s 
goods; that the registration of appellant’s mark would not prevent 
appellee from using its trade-mark; and that as appellant had dis- 
claimed the words ‘Certified Perfect Diamonds,” he was entitled 
to register his mark under the Trade-Mark Act of February 20, 
1905. 

On appeal, the Commissioner of Patents held that the goods of 
the parties possessed the same descriptive properties; that appellee 
had been using its trade-mark “Certified” on its goods long prior 
to the adoption and use by appellant of his trade-mark; that the 
marks were confusingly similar; and that appellant was not en- 
titled to register his mark. 

Counsel for appellant contends that appellee’s trade-mark “Cer- 
tified,” as used on its goods, is descriptive; that appellee is, there- 
fore, not entitled to the exclusive use of its trade-mark; that, 
although the disclaimed words “Certified Perfect Diamonds,” in 
appellant’s composite trade-mark, perform a purely descriptive 
function, appellant is, nevertheless, entitled to have his mark regis- 
tered under the act of February 20, 1905. Counsel for appellant 
further contends that appellant has the legal right to use the word 
“certified” for descriptive purposes in his mark; and that if such 
use results in any damage to appellee, such damage should be 
established in a “‘proper tribunal having jurisdiction in the field of 
unfair competition.” 

It is contended by counsel for appellee that the goods of the 
parties possess the same descriptive properties; that appellee’s 
trade-mark “Certified” is the dominant feature of appellant’s com- 
posite trade-mark, and, although it, together with the words “per- 
fect” and “diamonds,” has been disclaimed by appellant, apart 
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from the mark as shown, appellee would be damaged by the regis- 
tration of appellant’s trade-mark. 

The goods of the respective parties possess the same descriptive 
properties. Accordingly, whether appellee’s trade-mark “Certi- 
fied,” as applied to its goods, is descriptive or otherwise, it, never- 
theless, has the right to oppose the registration of appellant’s trade- 
mark. Trustees for Arch Preserver Shoe Patents v. James 
McCreery & Co., 18 C. C. P. A. (Patents) 1507, 49 F. (2d) 1068 
[21 T.-M. Rep. 374], and cases therein cited. 

Counsel for appellant concedes that the words “Certified Perfect 
Diamonds,” in his composite trade-mark, are used solely to perform 
the function of descriptiveness. It is contended, however, that as 
those words have been disclaimed apart from the mark as shown, 
appellant is entitled to have his mark registered. 

Appellant has appropriated appellee’s mark, and has incor- 
porated it as an essential feature in his composite trade-mark. Ac- 
cordingly, if it be assumed that appellee’s trade-mark is a technical, 
and not merely a descriptive, trade-mark, the fact that the word 
“Certified,” together with the words “Perfect Diamonds,” has been 
disclaimed, except when used in his composite trade-mark is not of 
vital consequence, and would not confer upon appellant the right 
to register his mark. Walgreen Co. v. Godefroy Mfg. Co., 19 C. C. 
P. A. (Patents) 1150, 58 F. (2d) 457 [22 T.-M. Rep. 271]. 

However, we need not give any great concern to the legal 
character of appellee’s trade-mark. Appellant’s mark, considered 
as a whole, is, in our opinion, merely descriptive of the character 
and quality of the goods on which it is used, and is, therefore, not 
registrable under the Trade-Mark Act of February 20, 1905. 
Rit Products Corporation v. Park & Tilford, 19 C. C. P. A. 
(Patents) 940, 55 F. (2d) 436 [22 T.-M. Rep. 104]; In re The 
Pierce Arrow Motor Car Co., 19 C. C. P. A. (Patents) 999, 55 F. 
(2d) 434 [22 T.-M. Rep. 107]. 

We are in accord with the conclusion reached by the Commis- 
sioner of Patents. For the reasons herein stated, his decision is 
affirmed. 
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Heten Scuy-Man-Sxi & Sons, poine susiness as S:M:S Hers- 
Nu Remepies v. S. S. S. Co. 


United States Court of Customs and Patent Appeals 
December 3, 1934 
Opposition No. 11,496 


TrapeE-Marks—“S S S” anp “S M S” on Mepicinsat Preparations—Con- 
FLICTING Marks. 

The letters “S M S,” held to be confusingly similar to the letters 

“SS S,” both being used as trade-marks for medicinal preparations. 
Trape-Marks—OpposirioN—DrFeNsE—UNCLEAN Hanps—APPEAL. 

When applicant for the registration of a trade-mark claimed that 
the opposer came into court with unclean hands for having mis- 
represented its remedy, but did not raise the question on appeal, 
it was not considered. 

On appeal from a decision of the Commissioner of Patents in a 
trade-mark opposition. Affirmed. For the Commissioner’s decision, 


see 23 T.-M. Rep. 123. 


Harry H. Hitzeman, of Chicago, Ill., for appellant. 
C. L. Parker, of Washington, D. C., for appellee. 


Grauam, P. J.: The appellant, a corporation doing business 
as S:M’S Herb-Nu Remedies, of Chicago, Illinois, filed its two 
applications in the United States Patent Office for registration of 
certain trade-marks for a general tonic. These applications were 
each filed on May 30, 1930. Thereupon the appellee, S. S. S. Co., 
a corporation existing under and by virtue of the laws of the 
State of Georgia, and having its residence in the City of Atlanta, 
in said State, gave notice of opposition to both attempted regis- 
trations, alleging the continuous use of, first, the letter “S,” and 
thereafter the letters “S S S,” as trade-marks, for over fifty years, 
and from a period prior to the year 1879, upon a medical prepara- 
tion or remedy for the cure of blood and skin diseases, and for 
purifying the blood. The opposer alleged that the goods of op- 
poser and the appellant were of the same descriptive properties, 
and that the use of appellant’ marks, which it here proposes to 
register, would be likely to cause confusion in trade and deception 
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of the public to the damage and injury of the opposer. Testimony 
was taken by both parties. 


The marks proposed to be registered by the appellant are 
properly described by the Examiner of Interferences as follows: 

The drawing of application serial number 301,763, discloses a mark 
consisting of the relatively large letters “S M S” displayed within con- 
centric circles divided by radial lines intersecting at right angles. The 
disclaimed words “Spring,” “Summer,” “Autumn” and “Winter,” “for 
All Year Round Use” appear in association with the features described. 


Application serial number 301,764, discloses a mark consisting of the 
same letters, “S M S,” displayed against a background simulating a key- 


stone. 

The dominating portions of the marks of appellant and appel- 
lee are “S-M°S and “S. S. S.” 

The two oppositions were consolidated by the Examiner of 
Interferences, and have both been disposed of at the same time 


by the tribunals of the Patent Office, and will be so disposed of 
here. 


As a result of the consideration of the record, the Examiner 
of Interferences was of the opinion that confusion would be likely 
to result from the registration of the proposed trade-marks and 


sustained the oppositions. On appeal, the Commissioner affirmed 
the decision of the Examiner of Interferences. Before the Com- 
missioner, the point seems to have been presented by the applicant 
that the opposer did not come into court with clean hands, alleging 
a misrepresentation by the opposer of the properties of its remedy. 
As to this, the Commissioner was of the opinion that even if the 
Commissioner had jurisdiction of such subject matter, sufficient 
proof had not been offered in the record upon which any decision 
could be made. 

The appellant has appealed to this court, contending in his 
brief that the Commissioner was in error in finding that confusion 
was likely to result; that, as a matter of fact, no confusion had ever 
existed, and that the opposer is not entitled to relief because it 
does not come with clean hands. 


The facts of the case, as shown by the record, are, briefly, as 
follows: 
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In 1878 one C. T. Swift registered in the United States Patent 
Office a trade-mark consisting of a monogram composed of the 
letters “S S S” placed in the center of a circle, above which were 
ornamental scrolls on which were the words “Swift’s Syphilitic 
Specific and Blood Purifier.” It is admitted that, at that time, 
this remedy was used for the cure of certain blood and skin diseases, 
and that especially it was adapted and used for the treatment of 
syphilis. The business afterwards was conveyed through succes- 
sive conveyances to the present corporation, known as the S. S. S. 
Co., which now manufactures the product by the same formula as 
that originally used by Swift. The record further shows that the 
mark first used was the letter “S,” and various registrations through 
the years show first the letter ““S” and then the three S’s used as 
the continuous trade-mark for the business. Sometimes the “S S S” 
was written without periods, and at others “S. S. S.,” which is 
and was the form used at the time notices of opposition were filed 
herein. The record shows that after the discovery of salvarsan 
or “606, and perhaps sooner because of prohibitive state laws, 
the remedy of the opposer was not advertised or recommended for 
the relief of venereal diseases. It is alleged by counsel for appel- 
lant that the opposer has, at various times, claimed its product to 
be a remedy for cancer. We find no such fact appearing in the 
record. As this statement repeatedly appears in appellant’s brief, 
it seems proper for the court to suggest that this statement is made 
through unfamiliarity with the contents of the record. 

On the part of the applicant, it appears from the record that 
its business originated in Mrs. Helen Schymanski, who resides at 
1869 N. Daman Avenue, in Chicago, and who has been engaged in 
manufacturing a general tonic for approximately twenty-five years. 
At first she sold this tonic under the name “Wonderful Home 
Remedy,” but, about 1925, she adopted as a trade-mark letters 
“S:'M°S.” At the time of the taking of the testimony in this cause 
in 1982, she had several stores in the city of Chicago where she 
was selling this remedy. It was sold under the marks of “S-M-S” 
and the ‘““Herb-Nu-Tonic.” There is considerable testimony in the 
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record to the effect that Mrs. Schymanski, together with her son, 
Dr. Peter B. Schyman, advertised this product very extensively 
by window displays, artificial figures, circulars, and otherwise, 
In addition, Mrs. Schymanski herself conducted one of these stores, 
and was very active in attempting to push the sale of the remedy, 
Very considerable sales of this medicine occurred. The sales of 
both the S. S. S. of the opposer, and the S:M°S of the applicant 
were, to a substantial extent, made among people of the more 
illiterate class. Especially was this true in the city of Chicago 
where large sales were made, as the record shows, in parts of the 
city where such illiterate classes predominate. 

On the part of the opposer it is shown that, on various occa- 
sions, substitutes were made of S:M°S for S. S. S. by druggists, 
and that the S-M°’S was at times palmed off for S. S. S. In 
addition, it is shown that the selling price of the S:M:S to jobbers, 
retailers, and to the public, was much less than that of the S. S.S. 

The applicant insists that the opposer has committed fraud 
upon the public in misrepresenting its remedy to be a specific for 
syphilis and for various other diseases. This question is not raised 
by the reasons for appeal and will not be considered. 

It is shown that the S. S. S. Co. has spent many millions in 
advertising, and has built up a very large business, amounting to 
sales of over $2,000,000 a year; that its business extends through- 
out the United States, and is one productive of extensive profits. 

It seems quite evident that the tribunals in the Patent Office 
came to the proper conclusion about this matter. It is apparent 
that if, in the same establishment, bottles of the S. S. S. prepara- 
tion were placed side by side with goods of the same descriptive 
properties, as these are, in similarly shaped bottles marked 
“S-M°S,” the opportunities for confusion are very great. Espe- 
cially is this true among the illiterate and ignorant, and those who 
cannot be expected to exercise the same care and caution which 
might be exercised by those of another degree of information or 
intelligence. It is true that such confusion would not be so likely 
to exist in some localities, or with some classes of purchasers. 
However, it would exist to some extent in all localities. 
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Counsel for appellant cites, although no particular comment is 
made thereon, Dollfus-Mieg & Cie v. Richardson Silk Co., 4 F. (2d) 
302, 55 App. D. C. 226 [15 T.-M. Rep. 160]. In that case appellee 
sought to register the letters “R. M. C.” as a trade-mark for 
cotton thread and yarns. Appellant opposed, claiming the prior 
use of the trade-mark “D. M. C.” upon goods of the same descrip- 
tive properties. The opposition was dismissed by the Patent Office, 
and such action was sustained by the Court of Appeals, the court 
holding that ‘“‘no one has the right, by adopting a combination of 
figures or letters, to exclude others from the adoption and use of 
different combinations of either.” 

However, the court added: “Of course, the second combina- 
tion may not so closely approximate the first in subject matter and 
accessories as to lead to confusion.” It seems quite evident that 
the court there intimated that it would, in a proper case of likeli- 
hood of confusion, sustain such an opposition. This is further 
evidenced in Guggenheim v. Cantrell, et al., 10 F. (2d) 895, 56 
App. D. C. 100 [16 T.-M. Rep. 81], in an infringement suit, where 
the same court, speaking through the same judge, affirmed a decree 
of the lower court enjoining the further use of the trade-mark and 
name “G & G” upon ginger ale, upon the bill of a prior user of 
the trade-mark “C & C,’”’ upon the same product. 

Other federal courts have had similar views. See Godillot v. 
Am. Grocery Co., 71 Fed. 873, where the mark “A. G.” was held 
infringed by the use of “A. G. Co.”; American Tin Plate Co. v. 
Licking, etc., 158 Fed. 690, where a mark consisting of the letters 
“M. F.” in a monogram, enclosed in a circle, was held to be 
infringed by the use of the mark “M. F. H.,” on identical goods; 
Smith § Wesson v. Calef, 292 Fed. 314, where the mark “ST. W.,” 
in connection with firearms and ammunition, was held to be an 
infringement of the mark “S. & W.”; Omo Mfg. Co. v. Mystic 
Rubber Co., 225 Fed. 92, where the mark “oMo” on dress shields 
was held to be infringed by the mark “DMP.” 

In the Patent Office practice, if letters, or combinations thereof, 
used as trade-marks, are so alike that their concurrent use upon 
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goods of the same descriptive properties is thought to be likely to 
cause confusion in the minds of purchasers, the office has not failed 
to sustain the oppositions thereto. Craver’s Son’s v. Conklin, et al., 
1 T.-M. Rep. 135; Ex parte Ray, 5 T.-M. Rep. 114; Keys Piston 
Ring Co. v. Metal Prod. Co., 8 T.-M. Rep. 465; Goldman & Bros. 
v. Goldstein, 15 T.-M. Rep. 540. 

The decision of the Commissioner of Patents is affirmed. 


DECISIONS OF THE COMMISSIONER OF PaTENTS 
Descriptive Terms 


Frazer, A. C.: Held that applicant is not entitled to register 
the notation “Vegetized Iron,” the word “Iron” being disclaimed 
apart from the mark as shown, as a trade-mark for vegetized iron 
—namely, a tonic tablet for general run-down condition of the 
system on the ground that the mark is merely descriptive of the 
goods. 

In his decision, after noting that the opposition had been dis- 
missed for reasons not now material, but it was held that the ap- 
plicant could not register its mark, the Assistant Commissioner 
said: 

So far as I can find the word “vegetize” has not yet made its appear- 
ance in the dictionaries, but its intended meaning is obviously the same 
as that of the word “vegetablize” from which it was doubtless contracted, 
ie., “to cause to resemble vegetable substance.” (See Funk & Wagnalls 
New Standard Dictionary.) The suffix “ize” is uniformly employed to 
form verbs from nouns, or, according to the same authority, “to form 
verbs denoting to make; give; practise; change; cause to resemble; as 
Christianize, mineralize, etc.” 

It is clear beyond argument that applicant uses the word in its descrip- 
tive sense, to indicate that the iron peptonate contained in its tablets, of 


which a formula is printed on the labels submitted with the application, 
has been “vegetized” or caused to resemble vegetable substance.! 


Frazer, A. C.: Held that applicant is not entitled to register 
the word “Trophy” as a trade-mark for paper cups since that word 
must be held to be merely descriptive of the goods. 


1 Vegetized Foods, Inc. v. Tri-Vee Company, Oppn. No. 12,724, 159 
M. D. 361, November 6, 1934. 
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In his decision the Assistant Commissioner referred to the de- 
cisions of the Court of Appeals of the District of Columbia in In 
re Meyer Brothers Coffee & Spice Co., 38 App. D. C. 520; 179 
0. G. 579 [2 T.-M. Rep. 305], in which the court affirmed a deci- 
sion of the Commissioner refusing registration for a mark consist- 
ing of the word “Trophy” and the representation of a loving cup 
on the ground that the mark was “descriptive in that it indicates 
that the applicant’s goods have been recognized as of a superior 
quality by the presentation of a prize or trophy.” 

He then said: 

Counsel urges that conditions in the field of commerce have so changed 
in the twenty odd years since the Meyer Brothers case was decided that 
the reasons underlying that decision no longer exist. But be that as it 
may, the tribunals of the Patent Office are bound by all rulings of appel- 
late courts vested with jurisdiction to review their decisions; and cer- 
tainly they have no authority to modify those rulings because, perchance, 
in their opinion such courts may now entertain different or contrary 


views. The decision referred to is clearly controlling in the present case, 
and I have no alternative but to follow its edict.? 


Non-Conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register, as 
a trade-mark for vanity cases, compact boxes, etc., a mark described 
as consisting of a rectangular design, each side of which extends 
outwardly to form a triangle, and within which is inclosed an in- 
verted pyramid, the peak touching the lower right hand corner of 
the rectangle and the base forming a square background in the 
upper left hand corner, upon which is arranged a monogram of 
the letters “EA.” The pyramid is broken near the base with two 
white triangles, one of which completes the outline of the small 
square, the intervening space assuming the form of an inverted 
“L,” notwithstanding the prior adoption and use by opposer of a 
mark for the same goods described as “a fanciful design in whieh 
a square is located in the angle of a right angled figure, both of 
which are located within the angle of another right angled figure.”’ 


°Ex parte Vortex Cup Company, Ser. No. 341,613, 159 M. D. 367, 
November 27, 1934. 
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The ground of the decision is that the marks are not confusingly 
similar. 


In his decision the Assistant Commissioner said: 


The only points of similarity are that each mark includes a small 
square design in one corner, and that in each can be found the letter “L.” 
These are mere details, which in my opinion have but slight significance 
in view of their association with other distinctly dissimilar and predominant 
features. In other words, I think that to the average individual it would 
require conscious effort to detect and point out such features as are 
common to both marks, and that there is thus no reasonable probability 
of confusion between the marks as a whole. 

With respect to the argument that applicant had formerly manv- 
factured merchandise for opposer and that a deliberate attempt 
was made by applicant to simulate opposer’s mark for the purpose 
of trading on its good-will, he said: 

The evidence does not support such contention. Moreover, the ques- 
tion thus presented is one with which the Patent Office is not concerned 
in an opposition proceeding. “The trade-mark statute takes no account 


of the origin of a mark.” Procter §& Gamble Co. v. Eney Shortening Co., 
267 Fed. 344, 50 App. D. C. 42, 278 O. G. 369 [10 T.-M. Rep. 344].3 


Prints 


Frazer, A. C.: Held that applicant is entitled to register a 
certain print for radiovision sets. 

In his decision the Assistant Commissioner said that the print 
which discloses “a double arrow pictorial representation having a 
gold border encircling the same, a background of orange, and a 
single word in gold letters, ‘Radiovision, the letters being formed 
in wavy lines generally accepted as indicating radiant energy,’ is 
sufficiently an artistic and intellectual production to satisfy the 
requirements of the statute, and that the statement “The print is to 
be used in connection with radiovision sets and advertising matter 
relative thereto” is fairly descriptive of radiovision sets.‘ 


3Lucien LeLong, Inc. v. Elgin American Manufacturing Co., Oppn. 
No. 12,843, 159 M. D. 368, December 19, 1934. 


*Ex parte Nathan Calvin Burson, Ser. No. 64,016, 159 M. D. 370, 
December 27, 1934. 
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IsRAEL CAIGAN, ET AL. V. Piisrico JoinTLess Frreprick CoMPANY 
United States Circuit Court of Appeals, First Circuit 
December 19, 1934 


Unrar CoMPETITION—ERROoR—APPEAL, 

In an action for alleged unfair competition involving claims for 
damage to appellant by acts of appellee, held that all the assignments 
of error were groundless. 

Unrarn COMPETITION—Svuits—FiL1Inc Bonp—NoN-COMPLIANCE—J URISDIC- 
TION. 

Where, in an action for alleged unfair competition the district court 
had rendered a decree dismissing the bill, but without requiring plain- 
tiff to file a bond as required by statute, and defendant moved that 
plaintiff be ordered to file a bond as of the original date of action, 


held that plaintiff's motion to dismiss for lack of jurisdiction must be 
allowed. 


In equity. Action for alleged unfair competition. From decree 
of the United States District Court, District of Massachusetts, de- 
fendant appeals. Decree of lower court dismissing cross-bill 
affirmed. Appeal dismissed. For earlier decision in the case, see 


23 T.-M. Rep. 277. 


Israel Caigan, of Boston, Mass., pro se. 
John M. Raymond, and Palmer, Dodge, Barstow, Wilkins § 
Davis, all of Boston, Mass., for appellee. 


Before Bincuam, WiLson and ANDERSON, JJ. 


Witson, J.: This is an appeal from a decree of the District 
Court of Massachusetts on a cross bill in equity. A bill in equity 
was brought by the Plibrico Jointless Firebrick Company, which 
will hereinafter be referred to as the Plibrico Company or the plain- 
tiff, against Israel Caigan and the Boiler Furnace Construction & 
Repair Corporation, a corporation organized by the defendant, 
Caigan. 

The defendants answered to the plaintiff’s bill and included in 
their answer a cross bill. 

The District Court in a memorandum decision sustained the 
plaintiff’s bill and ordered that the defendants’ cross bill be dis- 
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missed with costs; but through inadvertence no decree was entered 
dismissing the cross bill. Caigan appealed from the decree of the 
District Court and assumed it embraced the dismissal of his cross 
bill. 

This court reversed the decree of the District Court sustaining 
the plaintiff's bill (65 Fed. [2d] 849), and remanded the case to 
the District Court for further proceedings and directed that the 
defendants recover costs in both courts. 

Later, a decree was filed in the District Court in accordance 
with its memorandum decision, dismissing the defendants’ cross 
bill with costs, from which decree the defendants have again ap- 
pealed, and it is their appeal from this decree which is now before 
this court. 

The only allegations of the cross bill and assignments of error 
that require consideration are the assignments: that the District 
Court erred in not finding that the plaintiff maliciously interfered 
with the telephone service of the defendants and that this malicious 
interference resulted in great damage to the defendants; that the 
District Court erred in not finding that the plaintiff moved into 
an office previously occupied by the defendants and maliciously used 
a name similar to that of the Boiler Furnace Construction & Repair 
Corporation, to the damage of the defendants; that the District 
Court erred in not finding that the plaintiff submitted bids and 
accepted contracts in competition with the defendants, based on 
ruinous prices to force the defendants out of business and maintain 
a monopoly; that the District Court erred in not finding that the 
plaintiff made slanderous and libellous statements concerning the 
defendant, Caigan; that the District Court erred in not finding that 
the plaintiff had maliciously caused a customer of the defendant, 
Caigan, to break a contract which had already been entered into. 

It is to be noted at the outset that the District Court found 
all the facts against the defendants, and his findings will be accepted 
by this court, unless clearly wrong. 

The assignment that the District Court erred in not finding that 
the plaintiff maliciously interfered with the telephone service to 
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his damage, is obviously without support when the facts are 
analyzed. 

The Plibrico Company is a corporation organized under the 
laws of Illinois with headquarters in Chicago. Its business is the 
manufacture and supplying of plastic fire brick material under the 
trade-name of “Plibrico” for repairing furnace walls. In 1920 it 
entered into an agreement with the defendant, Caigan, to act as 
the New England agent for and distributor of this material. Caigan, 
during his agency, rented an office at 110 State Street in Boston, 
where he had a telephone installed and listed in the directory under 
the name of the Caigan Engineering Equipment Company and the 
Plibrico Jointless Firebrick Company, and under the same number. 

In July, 1925, Caigan moved to a new office on Tyler Street, 
Boston, but left an order with the telephone company to transfer 
all calls for his old number at 110 State Street to his new telephone 
number on Tyler Street. There could be no objection to that, as 
Caigan still represented the plaintiff as agent for its product. 

In October, 1925, a Mr. Grant came to Boston to act as dis- 
tributing agent for the plaintiff company, and the connection of 
Caigan as representative of the plaintiff was terminated around the 
first of the following November. Grant began the business of rep- 
resenting the plaintiff about the middle of November, and took the 
offices at 110 State Street formerly occupied by Caigan, for the 
reason, as he frankly said, that he thought people who wanted 
Plibrico were accustomed to come there. He arranged to have a 
telephone installed for his use, and as he could not get the Plibrico 
Company listed in the telephone directory under a new number 
until a new directory was issued, asked the telephone company if 
he could have assigned to him the old number used by Caigan at 


110 State Street, not knowing at the time of Caigan’s arrangement 
that all calls for that number were to be transferred to his new 
number on Tyler Street. As a result, Grant received no telephone 
calls for nearly six weeks without learning the reason, until an 
engineer came to his office and informed him that in calling that 


number he got the Caigan Engineering Equipment Company. This 
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Grant verified, and upon calling at the telephone exchange in Bos- 
ton, first learned the reason. He then asked the telephone con- 
pany if they would not arrange for the operator, when the number 
assigned to him was called, to inquire whether it was the Caigan 
Engineering Equipment Company or the Plibrico Company which 
the party wanted. 

There is no evidence in the case that this resulted in any damage 
to the defendants. Caigan’s connection with Plibrico Company 
having been severed, it appeared to be a perfectly reasonable 
request and evidently was so considered by the telephone company, 
Nor is there any evidence that it was done by Grant with any 
ulterior motive. Surely any good-will Caigan had built up in plastic 
fire brick under the name of Plibrico Jointless Firebrick Company 
was not superior to the right of the plaintiff to supply any person 
inquiring for Plibrico, after Caigan’s connection with the Plibrico 
Company had been severed. There is no merit in this assignment. 

As to the assignment that the District Court erred in failing to 
sustain the allegation that the plaintiff moved into an office pre- 
viously occupied by the defendants and used a name similar to that 
used by the defendants, the District Court was clearly right in 
refusing to sustain the allegation to that effect. The uncontradicted 
testimony was that Grant rented the office on State Street and 
started to build up a business of repairing boiler furnaces, entirely 
independent of the plaintiff, and under the name of the Boiler Brick 
Repair Company. The business of the plaintiff was selling Plibrico, 
not repairing or construction work. Before adopting the name, 
Grant took the precaution of inquiring at the office of the Secretary 
of State at the State House, to see if anyone else was using that or 
a similar name, and was informed that there was not. He knew 
that the defendants were using the name of the Boiler Furnace 
Construction & Repair Corporation, but there was no evidence to 
warrant a finding that he selected the name of the Boiler Brick 
Repair Company with any idea of interfering with, or that it did 
interfere with, the business of the defendants; and upon learning 
that the defendants objected to his using the name of the Boiler 
Brick Repair Company, he immediately ceased to use it. 
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The assignment that the plaintiff submitted bids and took con- 
tracts at ruinous prices for the purpose of driving the defendants 
out of business and to obtain a monopoly, is also without merit. 
The defendants apparently cited three isolated cases in the years 
1925, 1926 and 1927, in which they alleged the plaintiff greatly 
underbid them. ‘There was no evidence to show that the bids, if 
by the plaintiff, were upon the same basis as those of the defendants, 
or that the bids alleged to have been submitted by the plaintiff were 
not submitted by Grant in connection with his independent business, 
or that they were not a case of misunderstanding as to the nature 
and extent of the work to be done. To pursue such a course as the 
defendants allege, if persisted in, would be ruinous to the plaintiff 
rather than the defendants. 

As to the assignment that the District Court erred in not finding 
that the plaintiff made slanderous and libellous statements about 
the defendants, the District Court found that this allegation was 
not sustained. Information came to the plaintiff that Caigan was 
using methods in obtaining business which it deemed unfair. It 
appealed to an organization in Boston known as the Better Business 
Bureau, which apparently is an organization to maintain, by investi- 
gating complaints of competitors, better business relations and 
methods of conducting business. 

The District Court evidently found that the complaint by the 
plaintiff was not without some basis. So far as appears, this claim 
is being litigated in the state courts, where the defendants’ rights, 
if any, will be fully protected. 

The assignment that the District Court erred in not finding that 
the plaintiff caused a customer of the defendants to break a contract 
is without merit. The facts testified to by the defendants utterly 
failed to show that there was any substantial support for this 
allegation, and it cannot be said that the District Court was clearly 
wrong in rejecting this contention. 

Having found that the assignments above enumerated were 
without merit, it in effect disposes also of the others as equally 
lacking in merit. The allegations of both the bill and the cross bill 
consist largely in criminations and recriminations, which proved to 
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have little, if even colorable, support in the evidence and, at least, 
are no longer live issues warranting a permanent injunction in 
behalf of either. This court has already found that there was no 
occasion for a permanent injunction on behalf of the plaintiff, and 
its bill has been dismissed with costs. We think it is equally clear 
that the protection of defendants’ rights does not require the issuing 
of the permanent injunction prayed for against the plaintiff. 

Caigan brings another appeal, which may be briefly disposed of. 
In the original bill by the Plibrico Company, filed on July 22, 1929, 
a prayer for a preliminary injunction was heard and granted on 
July 29, 1929, in the District Court by Judge Lowell; but without 
requiring the plaintiff to file a bond as required by the statute, 
U. S. Code, Title 28, 382. This inadvertent error was brought 
to the attention of the court on June 7, 1934, after the decree 
had been entered on our mandate dismissing the original bill, 
when Caigan and the “Boiler Furnace Construction and Repair 
Company” moved that the plaintiff be ordered to file forthwith a 
bond as of July 30, 1929, to comply with Section 382, U. S. Code.” 
This motion was denied. Caigan et al. appealed. The plaintiff 
moves to dismiss for lack of jurisdiction. This motion must be 
allowed. 

Had the question been properly saved at the time the pre- 
liminary injunction was granted, it could have been raised on an 
appeal taken within thirty days from the interlocutory decree for 
an injunction, or on the appeal from the final decree granting the 
prayer of the original bill. But the question was not saved or 
raised in either of these ways. Had it been so saved and raised, 
it would seem now to be moot. 

















In No. 29386: The decree of the District Court dismissing the 
defendants’ cross bill is affirmed with costs in both courts. 

In No. 2963: The appeal is dismissed for want of jurisdiction; 
no costs. 










ANDERSON, J. (dissenting): The action of plaintiff in causing 
all telephone calls to the Plibrico Company not to be transferred 


to Caigan’s new telephone in the Beach Exchange seems to me 
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plainly unfair competition. This act must be construed in the light 
of the fact that plaintiff had hired Caigan’s old office and got his 
old telephone number. 

At this time, Caigan and the Plibrico Company were in sharp 
competition in the business of furnishing this common material. 
There is no evidence of any superiority in plaintiff’s output. The 
plaintiff's rights were limited to its trade-mark; but “there is no 
such thing as property in a trade-mark except as a right appur- 
tenant to an established business or trade in connection with which 
the mark is employed.” United Drug Co. v. Rectanus Co., 248 
U.S. 90 [9 T.-M. Rep. 1]. The business to which this trade-mark 
was appurtenant had been carried on for five and one-half years by 
Caigan at his office at 110 State Street. The good-will thus 
created accrued in part to Caigan. This was the unanimous holding 
of this court in 65 Fed. (2d) 849, 851, 852. The majority opinion 
is clearly inconsistent with the former holding; in effect it over- 
tules it. Practically my colleagues now treat the plaintiff’s trade- 
mark as the equivalent of a patent—the same error into which the 
court below fell. United Drug Co. v. Rectanus Co., supra. The 
telephones both in the Main and Beach Exchanges were paid for 
by him. He clearly was entitled to full knowledge of all telephone 
calls, whether for the Plibrico Company, or any of the other con- 
cerns listed by him. Such calls might likely come from customers 
who had had satisfactory previous dealings with Caigan as pur- 
veyor of Plibrico, and who would perhaps prefer to continue rela- 
tions with him rather than to deal with a new and unknown man 
then representing Plibrico. A call for Plibrico did not necessarily 
mean a fixed purpose to get Plibrico; it may have meant only that 
Caigan’s office was known as a place where need for this sort of 
product could be met. 

Caigan’s rights included the opportunity to persuade a possible 
customer that his substitute material would serve the customer’s 
purpose better or at least as well as Plibrico. The action of the 
plaintiff in preventing his having any knowledge of calls for 
Plibrico deprived him of that right. It gave to the Plibrico Com- 
pany an exclusive chance on all calls for Plibrico. It thus limited 
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the proper scope of the competition which then prevailed between 
Caigan and the Plibrico Company. The plaintiff's proper course 
would have been to arrange with the Telephone Company to give 
it the name and address of the concern making the call for 
Plibrico, and not to prevent the call from being transferred to 
Caigan’s new address in the Beach Exchange. Then both plaintiff 
and defendant would have had a fair and equal chance to obtain the 
trade of the calling customer. Probably the plaintiff thus obtained 
trade which might otherwise have gone to Caigan. 

There are other assignments of error which seem to me to have 
merit; but I refrain from discussing them. 


Sranparp Ori. Co. or CoLtorapo v. STANDARD O1L Co. 
(72 F. 2d 524) 


United States Circuit Court of Appeals, Tenth Circuit 
July 28, 1934 


Trapve-Marks—“StTanDarD” ON PETROLEUM Propucts—Use or Trape-Marx 
1x Corporate NAME. 

Where, after appellee had adopted and used prior to the year 1914, 
throughout the Middle West and in Colorado since the year 1930 the 
word “Standard” as a trade-mark for its petroleum products and by- 
products, which mark had come to have a well-recognized secondary 
meaning as designating appellee’s products exclusively, the adoption 
by appellant of the corporate name “Standard Oil Company of Colo- 


rado,” carrying on a business similar to that of appellee, held unfair 
competition. 


Unram Competition—Svits—Lacues. 

Laches cannot be imputed to one who has been justifiably ignorant 
of the facts concerned in the cause of action; nor is mere delay suff- 
cient, as it must result in prejudice of the party asserting laches. 

Unrar Competition—Svits—Finpincs or Lower Covurt—Sratvs. 

Where a chancellor has considered conflicting evidence and has made 
its findings and decree thereon, they must be regarded as correct, and 
unless a serious mistake has been made in the consideration of the 
evidence, or an obvious error shown in the application of the law, the 
decree should stand. 


In equity. Action for unfair competition in the use of a cor- 
porate name. On appeal from a decision from the United States 
District Court for the District of Colorado in favor of plaintiff. 
Affirmed. 





STANDARD OIL CO, OF COLO. V. STANDARD OIL CO. 51 


C. E. Johnson (Swerer & Johnson, on the brief), of Denver, 
Colo., for appellant. 
Henry McAllister, of Denver, Colo., for appellee. 


Before Puitures, McDermott, and Bratton, Circuit Judges. 


Puitups, C. J.: The Standard Oil Company, an Indiana cor- 
poration (hereinafter called plaintiff), brought this suit against the 
Standard Oil Company of Colorado (hereinafter called defendant) 
to enjoin defendant from using its present corporate name, or any 
other corporate name containing the words “Standard Oil Com- 
pany,’ “Standard Oil,” or “Standard,” or any name so closely 
similar to the corporate name of plaintiff in phrase, sound, or 
appearance as to lead to confusion or uncertainty, and from using 
the word “Standard” in connection with the production, purchase, 
manufacture, or sale of petroleum, oil, or gas, or other products 
in the states in which plaintiff is qualified to do business. 

From a decree as prayed for, defendant has appealed. 

The facts as found by the trial court are these: Plaintiff was 
incorporated under the laws of the State of Indiana on June 18, 
1889, and prior to 1914 had duly qualified to do business in North 
Dakota, South Dakota, Missouri, Illinois, Minnesota, Wisconsin, 
Michigan, Kansas, Oklahoma, and Wyoming. It duly qualified to 
do business in Colorado on May 15, 1916, in Iowa on April 27, 
1921, and in Montana on February 21, 1930. 

By its charter plaintiff is authorized to manufacture, transport, 
and sell products of crude petroleum, and to do all business neces- 
sary or convenient thereto; and to mine, drill for, produce, and pur- 
chase all kinds of oils, petroleum products and such other articles 
as are usually refined, bought or sold by dealers in oils or petroleum 
products, or are convenient or incident to its business; and to take 
out and acquire trade-marks. 

For many years plaintiff has been engaged in the purchasing 
and refining of crude petroleum, and in the manufacturing, dis- 
tributing, and selling at wholesale and retail of more than 2,200 
kinds of petroleum products. In Indiana from the date of its 
incorporation, and in the other states above named from the respec- 
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tive dates of its qualification, except in Colorado and Wyoming, 
plaintiff has been engaged in its own name in the wholesaling and 
retailing of petroleum products in large quantities. In Colorado 
from about 1910 to 1929, and in Wyoming and Montana for many 
years past, many of plaintiff's products were sold and delivered 
by it in large quantities to Continental Oil Company, which in 
turn sold them throughout those states at both wholesale and 
retail. All of the products sold by plaintiff directly or through 
Continental Oil Company were delivered in or from containers 
bearing plaintiff's name and distinctive trade-marks adopted by 
plaintiff. 

Prior to January 1, 1929, plaintiff acquired more than 99 per- 
cent of the capital stock of Midwest Refining Company. From 
that date until April, 1930, the Refining company, as a subsidiary 
of plaintiff and so generally known among the trade, carried on 
the wholesaling and retailing of gasoline in Colorado, Wyoming 
and Montana. During that period it operated about twenty-five 
bulk stations and 58 retail or service stations for the distributing, 
marketing, and selling of plaintiff's petroleum products in Colorado. 

On April 1, 1930, plaintiff acquired the property, facilities, and 
business of the Refining Company in Colorado, and since that date 
plaintiff has engaged in its name in the distribution and sale in that 
state of petroleum products bearing its name and trade-marks. 
At the time of the commencement of this suit, plaintiff maintained 
in Colorado thirty-five bulk stations from which its products were 
sold and distributed by means of cars and motor trucks in wholesale 
quantities to 203 dealers and ten tank car buyers, and 112 service 
stations through which its products were sold at retail. Plaintiff's 
business in Colorado has increased since the filing of the instant 
case, and it is one of the largest distributors and sellers of petroleum 
products in that state. 


Plaintiff has owned and operated an oil refinery at Florence, 
Colorado, since 1917. 


On February 17, 1923, plaintiff registered in Colorado, in con- 
formity with its statutes, the trade-mark or trade-name ‘‘Standard” 
for “road oil, asphalt, candles, gasoline, refined oil, naphtha, lubri- 
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cating oils, greases, and all kinds of petroleum products and by- 
products” manufactured by it. 

In the trade and among consumers of all kinds of petroleum 
products, in all the states above named, plaintiff's corporate name 
has been identified with its products, and the names “Standard,” 
“Standard Oil,” and ‘Standard Oil Company” have come to have 
a well-recognized secondary meaning, not only as designating the 
products of plaintiff, but connoting products of high and distinctive 
qualities. Such names had acquired that secondary meaning long 
before the incorporation of defendant. 

For more than ten years past, plaintiff has expended large sums 
of money in advertising its various products under the names 
“Standard Oil Company,” “Standard Oil Products,” and “Standard” 
throughout the states above named, and such corporate and trade 
names, and good-will have become of great value to plaintiff. 
Plaintiff has established a valuable reputation for itself and for 
its products, and it has become the largest distributor and seller of 
petroleum products in those states. 

Plaintiff's corporate and trade names “Standard” and “Standard 


Oil” have been applied only to accurate and reliable measuring 
devices. 


Plaintiff has purchased in its corporate name, in the states above 
named, large quantities of machinery, equipment, supplies and raw 
materials incident to the conduct of its business, and has acquired 
a valuable reputation for fair dealing, prompt payment, and financial 
responsibility. 

On March 14, 1927, Michael Finnerty, John P. Finnerty, and 
S. H. Weber incorporated the defendant as the “Standard Oil of 
Colorado, Inc.,” under the laws of Colorado. In its certificate of 
incorporation the objects of defendant were stated to be, among 
other things, the buying, leasing, acquiring of petroleum and petro- 
leum lands; the development and operation thereof; the prepara- 
tion for marketing, the refining and treating of petroleum and its 
products; and the buying, selling, producing, transporting, storing, 
and exporting of crude petroleum and its products; and the acquir- 
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ing, holding, and disposing of patent rights and processes for the 
refining and treating of petroleum and its products. 

By an amendment filed on May 23, 1930, defendant’s objects 
and purposes were supplemented to include the constructing, operat- 
ing, and maintaining of pipelines for the transporting of natural 
gas in Colorado and elsewhere; the dealing in natural gas; the 
building, operating, and maintaining of plants for the recovery of 
casinghead gasoline; and the buying, selling, and dealing in casing- 
head gas and gasoline. 

Its original capital stock was fixed at $50,000 of the par value 
of $1.00 a share. By an amendment to its certificate filed on April 
10, 1930, its capital stock was increased to 400,000 shares without 
par value. By a further amendment to its certificate filed on July 
7, 1930, its capital stock was increased to one million shares without 
par value, and its corporate name was changed to “Standard Oil 
Company of Colorado.” 

The original certificate stated that the principal business of 
defendant would be conducted in Colorado and ih such other states, 
territories, and foreign countries as its board of directors might 
select. 

Defendant and its incorporators and promoters used the words 
“Standard Oil Company,” “Standard Oil,’ and “Standard’’ in its 
corporate name, not in good faith, but for the purpose and with 
the intent of appropriating and pirating such names, and particu- 
larly the name of the plaintiff. 

Defendant acquired no property and transacted no_ business 
until about July, 1929, when it acquired certain drilling rights on 
lands near Berthoud, Colo. From then until September, 1980, it 
conducted operations thereon, and produced and sold some crude 


petroleum. It is not licensed to do business in any other state except 
Colorado. 


In September, 1930, it commenced an active and vigorous cam- 
paign, through a professional stock-selling organization, for the 
selling of stock throughout the United States. It solicited pur- 
chasers for its stock by means of misleading prospectuses sent 
through the mail, telegrams, and long distance telephone calls. 
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Through such mediums and by divers representations, it sold about 
18,000 shares of its stock at $10 a share, of which $7 thereof was 
paid to its agents as commission, leaving the defendant but $3 a 
share. The prospectuses, however, stated that the entire amount 
received would be used for the expansion of defendant. During 
such stock-selling campaign many letters intended for the defend- 
ant, addressed to “Standard Oil Company” and “Standard Oil 
Company of Colorado,” were received at the offices of plaintiff in 
Chicago and Denver, and in certain cases mail intended for the 
plaintiff, its officers, and employees was delivered to defendant’s 
office at Denver. Plaintiff was subjected also to much annoyance 
occasioned by the belief of many persons throughout the United 
States, who had been solicited to purchase defendant’s stock or 
who had purchased it, that defendant was connected with, or was 
under the auspices of, or sponsored by plaintiff. Such stock-selling 
campaign continued until shortly after the commencement of this 
suit in January, 1931. 

The carrying out by defendant of the purposes and objects of 
its organization, and the sale of its speculative stock under its 
present corporate name, has resulted and will result in injury to 
plaintiff’s business, good-will, and corporate and trade names. 

The incorporation and organization of defendant was without 
the knowledge, consent, or approval of plaintiff. Plaintiff had 
no knowledge of the existence of defendant until about November, 
1929, and no information as to the character of the business being 
carried on by the defendant until September, 1930. 

Defendant contends that plaintiff was guilty of laches, and that 
it should have been denied relief on that ground. 

In July, 1930, defendant changed its corporate name from 
Standard Oil of Colorado, Inc., to Standard Oil Company of Colo- 
rado. It was not until the launching of its stock-selling campaign 
in September, 1980, that the injurious effects from the piracy of 
its name became evident to plaintiff. This suit was commenced in 
January, 1931. 

Laches cannot be imputed to one who has been justifiably 
ignorant of the facts creating his cause of action; or, as it is some- 
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times stated, it is an essential element of laches that the party 
charged with it should have legal knowledge of the facts creating 
his cause of action.” 

Here the plaintiff acted with reasonable promptness after it 
acquired knowledge of the facts creating its cause of action. 

Furthermore, mere delay is insufficient; it must result in preju- 
dice to the party asserting laches.” 

The only prejudice alleged is that certain persons purchased 
stock of defendant because of its name. In our opinion that affords 
no justification for defendant’s continuing its unlawful piracy of 
plaintiff's corporate and trade names. Requiring defendant to 
desist will not detract from the inherent value of its stock, and 
further deceiving of the public will be prevented. 

Every other substantial question raised was decided adversely 
to defendant’s contention in Standard Oil Co. of N. M. v. Standard 
Oil Co. of Cal. (C. C. A. 10) 56 F. (2d) 973 [22 T.-M. Rep. 263], 
and R. H. Macy & Co. v. Colorado Clothing Mfg. Co. (C. C. A. 10) 


1 Harney v. Montgomery, 29 Wyo. 362, 213 P. 378, 384; Meriwether Sand 
& Gravel Co. v. State, 181 Ark. 216, 26 S. W. (2d) 57, 59, 60; Waters vy. 
Order of Holy Cross, 155 Md. 146, 142 A. 297, 301; Crimp v. First Union 
T. & 8. Bank, 352 Ill. 93, 185 N. E. 179, 182; Nave-McCord Merc. Co. v. 
Ranney (C. C. A. 8) 29 F. (2d) 383, 391; Spiller v. St. Louis & S. F. R. 
Co. (C. C. A. 8) 14 F. (2d) 284, 288; Winget v. Rockwood (C. C. A. 8) 
69 F. (2d) 326, 331, 332; Ater v. Smith, 245 Ill. 57, 91 N. E. 776, 19 Ann. 
Cas. 105; Plant v. Humphries, 66 W. Va. 88, 66 S. E. 94, 26 L. R. A. 
(N. S.) 558. 

Knowledge of facts and circumstances which would put a person of 
ordinary prudence on inquiry is, in the eyes of the law, equivalent to 
knowledge of all the facts which a reasonably diligent inquiry would 
disclose. Wood v. Carpenter, 101 U. S. 135, 141, 25 L. Ed. 807; Johnston 
v. Standard Min. Co., 148 U. S. 360, 370, 13 S. Ct. 585, 37 L. Ed. 480; 
Jewell v. Trilby Mines Co. (C. C. A. 8) 229 F. 98, 102. 

2 United States v. Alex Dussel Iron Works (C. C. A. 5) 31 F. (2d) 535, 
536; Wilkinson vy. Livingston (C. C. A. 8) 45 F. (2d) 465, 469; Taylor v. 
Salt Creek Consol. O. Co. (C. C. A. 8) 285 F. 532, 538; Howard v. Howe 
(C. C. A. 7) 61 F. (2d) 577, 580; D. O. Haynes & Co. v. Druggists’ Circular 
(C. C. A. 2) 32 F. (2d) 215, 217; Meyer v. Ritter (C. C. A. 8) 268 F. 937, 
943; Columbian Nat. L. Ins. Co. v. Black (C. C. A. 10) 35 F. (2d) 571, 
575, 576, 71 A. L. R. 128; Northern Pac. R. Co. v. Boyd, 228 U. S. 482, 
509, 33 S. Ct. 554, 57 L. Ed. 931. 

In United States v. Iron Works, supra, the court said: “Laches con- 
sists of two elements, inexcusable delay in instituting suit and prejudice 
resulting to the defendant from such delay. Its existence depends upon 
the equities of the case, and not merely upon the lapse of time.” 
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68 F. (2d) 690 [24 T.-M. Rep. 48]. We adhere to the views there 
expressed. 

Where a chancellor has considered conflicting evidence and has 
made his findings and decree thereon, they must be regarded as 
presumptively correct, and unless a serious mistake has been made 
in the consideration of the evidence or an obvious error has inter- 
vened in the application of the law, the decree should be permitted 
to stand. Fienup v. Kleinman (C. C. A. 8) 5 F. (2d) 187, 141; 
Thallmann v. Thomas (C. C. A. 8) 111 F. 277, 288; Bownmaster 
vy. Carroll (C. C. A. 8) 23 F. (2d) 825, 828; Independent Oil Well 
C. Co. v. Halliburton (C. C. A. 10) 54 F. (2d) 900, 908; Nave- 
McCord Merc. Co. v. Ranney (C. C. A. 8) 29 F. (2d) 383, 389; 
Staley v. Dwyer (C. C. A. 8) 29 F. (2d) 982; Lewis v. Ingram 
(C.C. A. 10) 57 F. (2d) 4638, 464; Clarke v. Hot Springs Electric 
L. §& P. Co. (C. C. A. 10) 55 F. (2d) 612, 615; Youngblood v. 
Magnolia P. Co. (C. C. A. 10) 85 F. (2d) 578. 

Here the findings are amply supported by the evidence, and no 
error was made in the application of the law. 

The decree is affirmed. 


A. J. Krank Company v. Detaware Cosmetics, INc., formerly 
MarinELLo Company (a Delaware corporation) and 
MarINELLO Corporation (a New York corporation) 


United States District Court, District of Delaware 


December 5, 1934 


TrapE-Marks—REcGIstrRaTION BY Bint 1n Eauiry—Conriictinc MARKS. 

A mark consisting of a woman’s face in profile, with duplicate 
silhouette profile inclining backward and having a horizontal base line 
extending toward the left with the word “Krank” in gold type, with a 
long line projecting from the initial “K” and extending parallel with 
the profiles, held not to be deceptively similar to a mark consisting of 
the representation of a woman’s head and shoulders, with neck elon- 
gated and face and profile below with the word “Marinello” appearing 
thereunder the hair and facial features being clearly shown in the 
trade-mark. 
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In equity. Action under Section 4915 of United States Re- 
vised Statutes to compel the Commissioner of Patents to register 
a trade-mark. Commissioner’s decision reversed and registration 
ordered. For Commissioner’s decision, see 28 T.-M. Rep. 187. 


Thomas M. Keith, of Wilmington, Del., for plaintiff. 
Richards, Layton & Finger, of Wilmington, Del., for defendant. 


Nietps, J.: This suit is brought by A. J. Krank Company 
under U. S. R. S. Section 4915 as amended seeking a decree 
authorizing the Commissioner of Patents to register plaintiff's 
trade-mark for toilet preparations and cosmetics. Registration had 
been refused by the Commissioner upon opposition of defendant's 
predecessor. 


The accompanying drawings represent the trade-marks in con- 
troversy. 


special 
CLEANSING 
CREAM 


MAFINELLO 
LETTE. 


Plaintiff's trade-mark sought to be registered may be briefly 
described as: A facial profile and duplicate silhouette profile 
inclining backward in a stream line and having an integral horizon- 
tal base line extending toward the left. To the right is the word 
“Krank” in bold type with a long line projecting from the K and 
extending generally parallel with the stream line of the profiles. 
The mark gives a stream line effect. It is shown upon a silver 
background. 
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Defendant’s trade-mark may be described as: A representa- 
tion of the head and shoulders of a woman with elongated neck 
whose face, appearing in profile, is shown erect against a heavy 
shadow line. Spaced below this pictorial head in bold type is the 
name “Marinello.” A heavy line appears under the word “Mari- 
nello” and under and parallel with it a light line. The representa- 
tion of a plaque carrying the head is indicated by a line forming 
a substantially complete rectangular border. The hair, eye, eye- 
brow, ear, earring, elongated neck and both shoulders show dis- 
tinctly in the trade-mark. In use the mark is shown on a silver 
background. 

Plaintiff, as well as defendant and its predecessor, have been 
engaged in the manufacture and sale of toilet preparations and 
cosmetics for many years. Plaintiff's goods are sold and widely 
distributed not only in the United States but in practically every 
country. They are well known under the name “Krank” and 
“Krank’s,” registered as a trade-mark in the United States Patent 
Office April 28, 1925. Plaintiff’s practice is to sell its products 
through its own retail stores, department stores, drug stores, and 
the like. Defendant’s business is also nation-wide. Its goods 
are well known under the trade-name “Marinello.” Its method of 
distribution is to sell to certain beauty parlors of which there are 
some 425 scattered throughout the United States. The proprietors 
use the products in giving treatments and sell them to patrons at 
retail. Plaintiff and defendant are competitors in merchandise of 
the same descriptive properties. 

Plaintiff filed an application for registration of its trade-mark 
here in controversy May 28, 1980. The application was published 
in the United States Patent Office Official Gazette July 28, 1981. 
Defendant’s predecessor filed opposition to this registration. It 
set up its own trade-mark registered December 29, 1929, and 
claimed that it would be damaged by the registration of plaintiff’s 
trade-mark. On the issue thus formed, testimony was taken and 
the matter submitted to the Examiner of Trade-Mark Interferences 
who rendered a decision in favor of the applicant, the plaintiff here. 
Upon appeal the Commissioner of Patents reversed the decision of 
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the Examiner of Interferences and denied registration. Thereupon 
plaintiff brought this suit. 

The single question for determination is whether plaintiff's 
mark is likely to cause confusion in the minds of the public and 
induce purchasers of cosmetics to mistake the product of plaintiff 
for that of defendant. Defendant’s whole case is bottomed upon 
its contention that the prominent or conspicuous feature of its trade- 
mark is the shadow line. This contention is unsound. Both parties 
use a facial profile with a shadow line shown on a silver background, 
There is little other similarity between the marks. The use of a 
shadow line to throw the face into relief and a silver background 
are old. The faces are strikingly dissimilar. The dominant feature 
of defendant’s trade-mark is the fanciful head of a woman with 
elongated neck and the name “Marinello” in block letters imme- 
diately beneath the head. The shadow line is not the dominant 
feature of defendant’s trade-mark as in several exhibits showing 
defendant’s mark the shadow line is entirely omitted. With the 
shadow line removed there is left the fanciful head and elongated 
neck. Remove the shadow line from plaintiff’s mark and the mark 
is destroyed. 

We are dealing with a combination trade-mark. It includes an 
eriginal trade-mark or trade-name and a symbol. In making a 
comparison a mark may not be dissected but must be viewed as a 
whole. The court will consider those features which upon inspec- 
tion would be impressed upon the minds of purchasers and by 
which they would remember and identify the goods to which they 
are applied. There is here not only an outstanding difference in 
the symbols but this difference is accentuated by the use of the 
trade-name of the respective parties in association with a symbol. 

The defendant introduced no new evidence. In addition to the 
record before the Patent Office the president of the plaintiff com- 
pany was examined. Additional exhibits showing the use of de- 
fendant’s mark without the shadow line were introduced. Defend- 
ant relies mainly upon Morgan v. Daniels, 153 U. S. 120. Assum- 
ing that case applies to the situation, after as well as before the 
amendment of 1927, I find that the evidence submitted at the trial, 
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including that originally taken in the Patent Office, is sufficient in 
character and amount to carry thorough conviction that the Patent 
Office erred in denying registration of plaintiff’s trade-mark. Ameri- 
can Tri-Ergon Corp. v. General T. Pictures Corp., 8 F. Supp. 108, 
122. 

I am clearly of opinion that the mark applied for by plaintiff 
does not so nearly resemble the mark of defendant as to be likely 
to cause confusion or mistake in the minds of the public. Regis- 
tration should be granted. 

The decision reached makes it unnecessary to discuss the coun- 
terclaims. They must be dismissed. 

This opinion contains a statement of the essential facts and 
of the law applicable thereto in conformity with Equity Rule 7014. 

A decree may be submitted. 


R. B. Davis Company v. Juxius J. Davis, individually and doing 
business as Juxtius J. Davis Baxinc Powper Co. 


United States District Court, Eastern District of New York 


November 20, 1934 


TrapE-Marks—-INFRINGEMENT—UnFair CompPetiTion—‘“Davis” ror BAKING 
Powper—UseE oF SAME SURNAME AND SrimiILar LABEL. 

After plaintiff had adopted and put out for nearly thirty years 

a baking powder under the trade-mark “Davis Baking Powder,” 

with a red label having a yellow margin, the adoption by defendant in 

1933 of the name “Davis Baking Powder Co.,” and of a label somewhat 

similar to plaintiff's, held unfair competition, particularly as defendant 

entered the business without previous knowledge of the manufacture of 

baking powder and depended upon an associate for a formula, with the 
evident purpose of capitalizing plaintiff's name and reputation. 


In equity. Action for unfair competition and trade-mark in- 
fringement. Preliminary injunction granted. 


Nims § Verdi (Harry D. Nims, Marion L. Severn, and Stewart 
W. Richards, of counsel), all of New York City, for plaintiff. 
Russell, Shevlin & Russell (Franklin F. Russell, and Matthew 
J. Shevlin, of counsel), all of New York City, for defendant. 
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Byers, D. J.: Motion for preliminary injunction in a trade- 
mark infringement and unfair competition case. 

The pleadings and motion papers have been examined and yield 
the following: 

The plaintiff is a New Jersey corporation which has been 
engaged in the manufacture and sale of baking powder for nearly 
thirty years. Its principal product is “Davis Baking Powder” 
which has been on the market under a red label since 1886. The 
lettering of the quoted words is in white and the margins of the 
label are yellow. The early version of the label was similar in 
general appearance to that now employed. 

The business was founded by Robert B. Davis in 1878, and he 
caused it to be incorporated in 1905, and became the president. 

The average distribution of this product during the past five 
years is upwards of 16,000,000 cans per year, during which period 
advertising expenditures have come to nearly $1,000,000. 

The article finds its way into consumption through some 9,000 
retail grocery stores as to the Metropolitan district and Long 
Island. 

That the plaintiff’s product is well established and identified 
in the public mind under the appellation “Davis Baking Powder” 
is too clear to admit of serious question. 

The defendant is an individual doing business under the style 
of “Julius J. Davis Baking Powder Co., Brooklyn, N. Y.,” and 
relies upon the abstraction that he has the right to make and sell 
baking powder under his own name, and if he inflicts damage upon 
the plaintiff’s business, that is a consequence for which the plaintiff 
can have no legal redress. 

The defendant is fortified by a trade-mark registration in the 
Patent Office, but a copy thereof has not been supplied to the court. 

How far the case may involve infringement of the plaintiff's 
several registrations in the same office of ““Davis Baking Powder,” 
“Davis’”’ and “Davis” is not presented on this motion. 

The use by the defendant of his own surname in this particular 
line of activity should be protected by the court, if it appears to 
have been employed in good faith, and in such a way as to fairly 
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indicate an honest purpose not to acquire the fruits of another's 
enterprise, i.e., not to engage in unfair competition. Such a prin- 
ciple is to be discerned from Royal Baking Powder Co. v. Royal, 
122 Fed. 387; DeNobili Cigar Co. v. Nobile Cigar Co., 56 Fed. 
(2d) 824 [22 T.-M. Rep. 186]; Vick Medicine Co. v. Vick Chemi- 
cal Co., 11 Fed. (2d) 33 [16 T.-M. Rep. 67], and sundry of the 
cases discussed in those opinions. 

This defendant is forty-three years of age, and is a bookkeeper 
and accountant, and also sells various forms of insurance, at 176 
Stagg Street, Brooklyn, which premises contain a glass show-window 
proclaiming in large letters the various forms of insurance to be 
obtained within; there also appears on the window, in large letters, 
the legend ‘‘Public Accountant.’’ A photograph of this store front 
shows that the entrance door bears what appears to be a cardboard 
sign bearing, in much smaller letters than anything on the window, 
the words “Davis Baking Powder Co.” It is said that the sign was 
augmented by the insertion in pencil of the words “Julius J.” after 
the photograph was taken. 

The defendant embarked upon this enterprise in May or June 
of 1933, when he was a person forty-two years of age, without 
previous knowledge of or connection with the baking powder 
business. 

He associated himself with one Sol Caplan, who prepared the 
first formula and assisted the defendant generally in the prepara- 
tion of the product to which the defendant thus gave the sanction 
of his name. As it was Caplan’s creation, one might expect that 
the actual paternity would have been asserted, had there been 
present in the minds of the parties a purpose to proclaim the truth. 

The product was prepared in the defendant’s place of transact- 
ing his insurance business, and advertised in certain foreign lan- 
guage publications, and efforts were made to build up a distribution 
in stores catering to housewives who would see the advertising. 
Some success has attended those efforts. 

In August of 1988, the plaintiff caused its attorneys to notify 
the defendant that his use of the name “Davis” for the baking 
powder he was selling was deemed to be in violation of the plain- 
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tiff’s rights and, unless discontinued, steps would be taken to pro- 
tect the plaintiff's trade-mark rights in the name. This led to an 
interchange of lawyers’ letters, but suit was not begun until one 
year later. It is thought that, under all the circumstances shown, 
the bill was timely filed. 

The defendant is doing business as “Julius J. Davis Baking 
Powder Co.,” but whether this is a registered trade-name is not 
made to appear. 

So far as the papers disclose, the inclusion of the abbreviation 
for the word “Company” in the defendant’s trade designation is 
without justification. 

The label employed by the defendant is red, of a slightly 
lighter shade than that of the plaintiff, and it contains prominently 
in white letters on a blue field the word “Rising” which is not a 
startling innovation in connection with this class of products. 

If the labels are compared, particularly by literate persons, 
they can be distinguished without great difficulty, but, if one were 
not to see them side by side, the defendant’s label could easily be 
mistaken for the plaintiff’s by a purchaser who might retain only 
a memory of the latter. 

The major legend on the defendant’s front label is “Davis 
Rising Powder,” with the words “Julius J.” in less conspicuous type 
than the words “Davis” appearing above the latter, and the words 
“For Baking” under the word “Powder” in letters about half the 
size of the latter. 

All such lettering is in white except the words “Manufactured 
by Julius J. Davis Baking Powder Co. Brooklyn New York,’ 
which are in black, of legible size. 

The impression to be gathered is that the defendant is seeking 
to capitalize the plaintiff’s efforts by lending his name, and a false 
assertion that there is a Davis Company doing it, to Mr. Caplan’s 
ventures in the baking powder field, and that he has gone as far 
as he deems it expedient, to market these wares under a label that 
might easily be mistaken for the plaintiff's. 

The affidavits tending to show confusion, and the not infrequent 
statements by dealers that the plaintiff’s product and the defend- 
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ant’s are the same, have not been overlooked. In the main, they tend 
to sustain the plaintiff’s cause. 

If it were believed that the defendant is engaged in an honest 
effort to build up a business in a field for which he is equipped by 
training or experience, the court would be loath to interfere by 
temporary injunction, but would leave it to the court at final hear- 
ing to adjust the equities of the case. That belief cannot be held 
in the absence of any showing of good faith on the defendant’s 
part. 

The defendant should be enjoined pendente lite from using in 
connection with the advertising, sale, or offering for sale, or any 
product not that of the plaintiff, the words “Davis,” “Davis Baking 
Powder,” “Davis Rising Powder for Baking,’ “Original Davis,” 
“Originator of Davis,” or any other word or combination of words 
confusingly similar to plaintiff's name, or the words “Julius J. 
Davis” or “J. J. Davis,’ except as the distributor of Caplan’s 
baking powder; or the label shown on exhibit “B” of the plaintiff’s 
bill, or any label confusingly similar to plaintiff’s label shown on 
exhibit “A” of the plaintiff’s bill. 


If the parties cannot agree upon the amount of the bond to 
be filed by the plaintiff, the same will be fixed by the court upon 
the entry of the order hereon. 

Settle order on three days’ notice. 
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Beapieston & Woerz v. Empire City BrewinG Co., Inc, 
(8 F. Supp. 525) 


United States District Court, Eastern District of New York 
October 11, 1934 


Trape-Marks — INFRINGEMENT — “EmprreE Brewery” and “Emprre Crry 
Breer”—Lack or ConFustInG SIMILARITY. 

Where, in a suit for alleged infringement of the trade-mark “Empire 
Brewery” by the words “Empire City Beer,” defendant’s mark as 
applied to the goods was plainly distinguished from that of plaintiff, 
and the latter’s mark had, moreover, not acquired any secondary mean- 
ing as indicating its products exclusively, a motion for a preliminary 
injunction was denied. 

In equity. Suit for alleged trade-mark infringement. On 


motion for injunction pendente lite. Denied. 


Guggenheimer & Untermeyer (Milton E. Mermelstein, of coun- 
sel), all of New York City, for plaintiff. 
Morris M. Marcus, of New York City, for defendant. 


Byers, D. J.: This is a motion for an injunction pendente lite 
sought by the plaintiff in an action in which the bill of complaint 
alleges infringement of the plaintiff’s trade-mark, and unfair com- 
petition on the part of the defendant. There is no separate cause 
of action pleaded as for unfair competition, nor could there be 
because there is no diversity of citizenship; consequently the court 
would have no jurisdiction in such a cause. General Baking Co. v. 
Shults Bread Co. (D. C.) 288 F. 954 [13 T.-M. Rep. 314]. 

The plaintiff's trade-mark has been registered in the United 
States Patent Office, and consists of the words “Empire Brewery” 
appearing in the upper semicircle of the space between two con- 
centric circles, the inner of which contains apparently a reproduc- 
tion of the coat of arms of the State of New York; in the lower 
portion of the space between the concentric circles are the words 
“New York, U. S. A.” 

This trade-mark appears on a bottle label for Imperial beer 
of which the plaintiff corporation is a distributor. 

The defendant’s trade-mark, also registered in the United States 
Patent Office, consists in a pictorial representation of the head and 
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shoulders of a friar or monk holding a stein or mug of beer; above 
the picture are the words “Empire City Beer.” The registration 
of the defendant’s trade-mark contains the following sentence in 
the statement: “No claim is made to words ‘Empire City Beer’ 
no common law rights being hereby disclaimed.” 

The narrow issue apparently is whether the words “Empire 
Brewery” are infringed by the words “Empire City Beer.” The 
court has jurisdiction of the cause so far as trade-mark infringement 
may be involved, but the determination of the issue can conveniently 
await the taking of testimony. 

There is no similarity in the presentation of the two trade- 
marks, and it appears from the motion papers that the identifica- 
tion by the public of the plaintiff's Imperial beer (which is made 
for it by another concern) as the beer which it brewed at its Empire 
brewery prior to 1920, may be a sharply contested issue on the trial ; 
in other words, the secondary meaning that the plaintiff asserts 
with reference to its Imperial beer cannot be said to have been 


demonstrated to such an extent as would justify the granting of 


the motion. The cause can be reached for trial within a few months 
—probably not more than three—and therefore, as a matter of 
discretion, the motion will be denied. 

Settle order. 
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A. Hotuanper & Son, Inc. v. Jos. HoLLanper, INC., ET AL. 
(175 A. 628) 


Court of Chancery of New Jersey 


December 11, 1934 


Trape-Marks AND TrapE-Names—UnrFairn CoMPETITION—USE OF SIMILAR 
SurNAME—DECEPTION OF PUBLIC. 

While a personal name may not constitute a technical trade-mark, 
yet, where an article has come to be known by such name, another may 
not use it, even though it be his own name, to palm off his goods as the 
goods of the one who first adopted it and by which the goods have 
come to be known, when the use of his own name for such purposes 
works a fraud. 

TrapE-Marks—Unrair ComPetTiTIoN— Svuits—EvImvENCE. 

In order to succeed, it is not necessary that the complainant should 
prove actual fraud by defendant, or that any single person was de- 
ceived. It is sufficient that if, in the opinion of the court, the symbol, 
device or get-up used by the defendant is one which so closely resembles 
the symbol, device or get-up used by the complainant as to be likely to 
deceive the public. 

Trape-Marks—Unrair ComPetTiTION—USE oF SIMILAR SURNAME—“HOLLAN- 
DER” ON Furs. 

After plaintiff and his predecessors had for many years dyed, 
processed and put on the market furs bearing the name “Hollan- 
der,” usually preceded by the initial letter “A” and followed by “& 
Son,” the adoption and use by defendant many years later of the name 
“Jos. Hollander” and “Jos. Hollander & Son” for use on like goods, 
held unfair competition. 

Unrair CompetTiT1IonN—UsE oF Stm1ILaR ADVERTISING. 

The use by defendants in the marketing of their furs of advertising 
features similar to those in use by plaintiff, when such features were 
calculated to deceive the public, held unfair competition. 

Unrarr Competition—Svuits—LacueEs. 

Plaintiffs, incorporated in 1919 under the name “A. Hollander & 
Son, Inc.,” in an action to enjoin the use of the word “Hollander” by 
defendants, incorporated in 1918 as “Jos. Hollander, Inc.,’ held not 
guilty of laches, in as much as they brought suit to enjoin the use of 
the name “Hollander” by defendants shortly after the latter, contrary 
to their agreement, began to sell to the public instead of to retailers, 
as formerly. 

Unram Competition—Svuits—AcquiEscENCE—WHEN Nor Bar To RELIEF. 

Acquiescence is not a bar to injunctive relief against future infringe- 
ment and unfair competition, where, as in the case at issue, complain- 
ants sought no accounting for profits made by defendant during the 
period of alleged laches and acquiescence. 


In equity. Action for unfair competition in the use of a similar 
surname. Decree for complainant. 
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Leber § Ruback, of Newark, N. J., for complainant. 
Milton M. Unger, of Newark, N. J., and David Steckler, of 
New York City, for defendants. 


Sremn, V. C.: A. Hollander & Son, Inc., a corporation, com- 
plainant, Jos. Hollander, Inc., a corporation, and Joseph Hollan- 
der, defendants, are engaged in a business where both corporations 
receive raw skins or furs from others, subject these skins or furs 
to certain skilled processes, and thus produce finished furs for 
conversion into wearing apparel. 

This suit is brought to enjoin the defendant corporation and 
Joseph Hollander from using the name “Hollander” either alone 
or aS a component part of any trade-name in the business of dress- 
ing and dyeing furs; using the letter “J” in connection with the 
name “Hollander”; using the name “Hollander” and the letter 
“J” in such form or manner as may tend to confuse in the mind of 
the buying public or ultimate consumers the identity of the respec- 
tive products of the complainant and defendant, or, in the alter- 
native, should the court permit the defendants to use the name 
“Hollander,” they be enjoined from using same, except in conjunc- 
tion with the name “Joseph” fully written out and in such form 
and manner as will give to the name “Joseph” the same prominence 
and significance as will be given by the defendants to the name 
“Hollander” in all their advertising literature and matter, and for 
such other and further relief as may be just, and agreeable to 
equity and good conscience. 

The proofs disclose that complainant’s business was founded 
some forty-five years ago by Adolph Hollander (now deceased), 
the father of Harry Hollander (now deceased), Michael Hollander, 
and Benjamin W. Hollander, the latter two named now being the 
president and treasurer, respectively, of the complaining corpora- 
tion. Adolph Hollander was a brother of the defendant Joseph 
Hollander. The testimony is conflicting as to whether Adolph 
Hollander possessed skill in dyeing and dressing of furs prior to 
1888, but that fact is of no moment, since prior to 1889 neither 
Adolph or Joseph was in business under the name “Hollander,” 
both having been employed by others. Commencing with 1889 
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and down to 1896, the brothers Adolph and Joseph did business 
under the trade-name and style of “Hollander Bros.,’ and the 
name, therefore, during that period meant no more to the one than 
to the other. That firm failed of success and, in 1896, Joseph sold 
his one-half interest for $2,000 and covenanted not to engage in the 
fur business for ten years. Thereafter Joseph was engaged as a 
saloon keeper until 1906, from then for two or three years in a fur 
business which failed, and later from 1910 to 1918 as a salesman 
for A. Hollander & Son, the firm to whose business the complainant 
succeeded by purchase in 1919. While so employed, Joseph Hol- 
lander was an “outside” man, soliciting orders, and had nothing to 
do with the technical work in the factories. Whatever value the 
name “Hollander” had acquired up to 1896, the time Joseph 
Hollander sold his interest in the firm of Hollander Bros., was 
part of the good-will of the firm, and became the property of Adolph 
Hollander and his son, Harry, when they bought the interest of 
Joseph. 

Adolph and his son, Harry, in 1896 formed a partnership known 
as A. Hollander & Son, later admitting Michael, Benjamin, and 
Albert Hollander into the firm. In the ten years following, Joseph, 
as agreed, did not engage in the fur dressing and dyeing industry, 
and no other “Hollander,” according to the proofs before me, was 
engaged in this industry under his own name in that industry. 

In 1919, the then members of the firm of A. Hollander & Son 
incorporated the complainant company and sold to that company 
the firm’s entire business consisting of its factories and _ its 
machinery, equipment, good-will, and the exclusive right to the 
use of the trade-name of “A. Hollander & Son.” 

During the years intervening, the foundation for the reputation 
of A. Hollander & Son was built to the extent of where it now 
enjoys world leadership in its chosen field, because of the supe- 
riority of its product in color, finish, and durability, accomplished 
by years of experimentation in secret recipes, formule, and methods 
as well as improved and advanced factory efficiency and manage- 
ment. This superiority of product is recognized in this country 
and abroad by dealers and manufacturers, and also by the ultimate 







A. HOLLANDER & SON V. JOS. HOLLANDER 71 


users; the proof being that women shoppers for fur garments 
inquire whether the fur was dyed by “Hollander’s,” having learned 
from dealers or through the dealers’ extensive advertising or the 
advertising indulged in by the complainant or by personal experi- 
ence that the furs processed by A. Hollander & Son give superior 
service and satisfaction. The phrase “Hollander Dyed,” the evi- 
dence shows, was understood by dealers, manufacturers, and ulti- 
mate users as designating and identifying the fur products of 
complainant. No other Hollander competing, the name, when used 
in connection with fur skins or fur garments, was understood and 
taken to mean furs dressed and dyed by A. Hollander & Son. 

Albert D. Williams, president of J. D. Williams, Inc., fur 
dressers, whose business has been operated continuously for 117 
years past, says “for many years prior to 1921 and ever since that 
year the products of the complainant, A Hollander & Son, Inc., 
acquired and have continuously enjoyed fame for quality and leader- 
ship and are known throughout the country by the name ‘Hollander’ 
‘Hollander Dyed.’”” The president of Chapal Freres, Henry J. 
O’Toole, whose business was founded in France over a hundred 
years ago, and in this country in 1888, testified to complainant’s 
activity in the field of Hudson seal prior to 1918 and says that, 
when in that year Joseph Hollander, the defendant, commenced 
doing business, he was unknown to the trade as a dresser or dyer, 
but known only as one of the salesmen for A. Hollander & Son, 
and that he enjoyed neither fame, reputation, nor background as 
a practical dresser or dyer. 

Mr. Cohen, recently retired as a manufacturer of fur garments 
in New York City and in which business he had been engaged 
continuously for forty years, says that complainant has been recog- 
nized as “the leader in the fur dressing and dyeing field, particu- 
larly with respect to its Hudson Seal product”; women buyers of 
fur garments would ask for “Hollander Dyed” skins; that the 
phrase acquired and retains a decided secondary meaning in the 
trade; that “Hollander” and the words “Hollander Dyed” com- 
monly signify skins treated at complainant’s factories. That prior 
to 1918 the name “Joseph Hollander” carried no significance in 
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the fur industry for dressing or dyeing ability, reputation, or 
background. 

Hudson seal is one of the principal items of product of both 
complainant and defendants, and was unknown in this country, 
according to the evidence, prior to 1908, except as it was imported 
from France. In 1908, J. D. Williams, Inc., and Chapal Freres 
commenced to produce Hudson seal in this country. In the year 
1918, A. Hollander & Son entered the field and has ever since pro- 
duced Hudson seal. It was not until the year 1917 that J. Hollan- 
der & Co., which corporation was organized by Jacob Hollander, 
son of the defendant Joseph Hollander, and who until that time 
was employed by A. Hollander & Son, also embarked upon the 
production of Hudson seal in Brooklyn, but its business lasted for 
only three months, when it was taken over by A. Hollander & Son. 
The next competitor to appear in the market was J. Hollander 
& Son, the defendant, in the year 1918, up to which time, the 
evidence satisfies me, Joseph Hollander possessed neither skill nor 
reputation as a dresser and dyer of skins. He was a salesman and 
so recognized by complainant and the fur trade generally. 

According to the evidence, when the complainant came out with 
its Hudson seal product in 1918, Chapal Freres was extensively 
advertised as “Hudson Seal, Chapal dyed.” The complainant’s 
pelt was stronger and more pliable and, therefore, less subject to 
deterioration from cracks and breaks, a fact which was brought 
to the attention of the consumer by the retailer, with the result 
that the Hollander product became popular and the name “Hol- 
lander’ came to denote excellence in quality. Such was the situa- 
tion in the Hudson seal market in 1918 borne out by the evidence. 
Complainant’s then chief competitors, J. D. Williams, Inc., and 
Chapal Freres, admit the leadership of the complainant in the field 
of Hudson seal during that period. 

When the defendant company was incorporated on June 3, 1918, 
under the name of “Joseph Hollander & Son,” Michael Hollander, 
president of the complainant, objected to the use of the name 
“Hollander,” insisting that defendant’s business be carried on 
under some name of which “Hollander” would not be a component 
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part. Conferences were admittedly held at the office of counsel for 
the complainant at which the defendant corporation was threatened 
with an injunction against the use of the name “Hollander.” What 
transpired at these conferences is in dispute. I gather from the 
evidence that the principal objection on the part of complainant 
to the use of the name “Hollander” by the defendant corporation 
was that confusion would result among the consumers who intended 
to buy complainant’s product, the defendant Joseph Hollander tak- 
ing the position that no confusion could arise since the business 
of both companies was then being done with fur dealers and manu- 
facturers only, no sales being made direct to the consuming public, 
and the dealers and manufacturers, knowing the two concerns, 
would and could differentiate between them. Briefly, the result 
of the conferences was that the corporate name of the defendant 
by amendment of its charter was changed to “Jos. Hollander, 
Inc.,”’ and the new corporate name repainted on the trucks of the 
company and new stationery and literature procured with the new 
name, and the expense incident thereto paid for by A. Hollander 
& Son. Although the court asked the defendants to explain the 
inclusion by them in the first instance of the words “& Son’ in the 
defendant’s corporate name, no satisfactory explanation was fur- 
nished. In the course of the oral argument the court asked counsel 
why, if the defendant’s name had been lawfully selected, it was so 
promptly amended on the objections of A. Hollander & Son. Coun- 
sel’s explanation was that the change was made by the defendants 
only because it was requested by A. Hollander & Son. In the 
brief subsequently furnished, counsel argues that in 1918, when 
Joseph incorporated his company, objection was made to the use 
of the words “& Son,” and then says: “There was some merit in 
the objection, since complainant had just purchased the business 
of Joseph Hollander’s son, Jack.” The inclusion by the defendants 
in 1918 in the corporate name of the words “& Son” impresses me 
as an attempt by them at the very launching of their business enter- 
prise to simulate the already well-known name of “A. Hollander & 
Son,” and by such simulation unlawfully to reap custom and advan- 
tage. The mere fact that the effort was abortive, being promptly 
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objected to by Michael Hollander and suit threatened, does not 
change the complexion of the defendants’ act. It evinces a fraudu- 
lent state of mind ab initio and seriously effects the credibility of 
Joseph Hollander’s testimony concerning the events of 1918. 

Under the proofs in the case the complainant at that time could 
have successfully maintained a suit for injunctive relief. Thum Co, 
v. Dickinson (C. C. A.) 245 F. 609 [7 T.-M. Rep. 469], and 
International Silver Company v. William H. Roger’s Corp., 67 
N. J. Eq. 646, 60 A. 187, 110 Am. St. Rep. 506, 3 Ann. Cas. 804; 
Id., 72 N. J. Eq. 988, 67 A. 105, 129 Am. St. Rep. 722; Martin 
Company v. L. Martin & Wilckes Company, 75 N. J. Eq. 39, 
71 A. 409, 414 (reversed on question of damages, otherwise ap- 
proved, 75 N. J. Eq. 257, 72 A. 294, 21 L. R. A. (N. S.) 526, 20 
Ann. Cas. 57). Complainant, however, further relied upon the 
assurance which I find from the evidence was given by the defend- 
ant that it would not enter the field of ultimate consumption, but 
would limit its activity to the trade, consisting of dealers and 
manufacturers, for the fact is that, from 1918 until 1933, the 
defendant refrained from reaching out to the ultimate consumer 
world with the exception of a few isolated and unimportant in- 
stances, not brought to the attention of complainant’s officers. In 
1918, the complainant’s name and its product had already attained 
fame and reputation, and it was natural for complainant to be 
concerned about another competitor with the same name, “Hollan- 
der,” particularly should that competitor address itself to the field 
of ultimate consumption, where discriminate observation is unlikely 
and confusion and mistake probable. 

Complainant for some time indulged in extensive advertising in 
which advertisements it employed various symbols, and which 
advertising it continued down to the present time. In the year 
1933, defendant began to simulate the form and type of complain- 
ant’s advertising matter in periodicals and literature and held itself 
out as “the pioneer Hudson Seal dyer” with ‘a background of 
forty-five years’ experience,’ and represented its product to be 
“Hollander dyed,’ without indicating that such product was dyed 
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by the defendant company, and in other respects simulated com- 
plainant’s advertising in most of which, if not in all, the defendant’s 
corporate name, “Joseph Hollander, Inc.,” did not appear, but 
instead thereof the letter “J.” was used instead of the full name 
“Joseph.” In those instances where the true name of the defend- 
ant company does appear, that name loses its significance in the 
presence of the name “Hollander” or “J. Hollander” also appearing 
in larger and more pronounced type and more striking formation. 
All that is needed is to compare the numerous exhibits, introduced 
by both parties, to be profoundly impressed with the fact that the 
defendants were playing up the name “Hollander” and throwing 
into obscurity the name “Joseph.” Such a comparison also clearly 
reveals the simulation by the defendants of the complainant’s 
advertising matter in general form and style and, in at least one 
instance, in color selection. It is also quite apparent that the 
defendants’ invasion of complainant’s advertising style and methods 
was of a progressive sort, growing bolder as the months went on. 
It is significant that this conduct commenced shortly after the 
defendants’ advertising activities were put into the hands of a 
Mr. Hedler who for a number of years and until June of 1933 had 
been one of the active managers of complainant’s advertising 
projects and who was fully informed of the details of complainant’s 
contemplated national advertising campaign to be addressed to the 
millions of women who constitute the consumer market for furs in 
this country. 

These acts and conduct of the defendant followed the inaugu- 
ration of a campaign of national advertising on the part of the 
complainant of its product in order to bring the same directly to 
the notice of the ultimate user and consumer commenced by it in the 
month of February, 1933, which campaign of advertising involved 
a cost of over $100,000. Prior thereto complainant had not exten- 
sively advertised its product to the consumer, confining its adver- 
tising matter largely, though not wholly, to trade journals and 
publications circulating among dealers, jobbers, and manufacturers. 
In the fall of 1938, complainant, through its counsel, complained of 
the defendant’s conduct in simulating its advertising matter and 
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its symbols and the discontinuance by it of the name “Jos.” Hol- 
lander, Inc. Conferences again followed between counsel for com- 
plainant and the defendant, at one of which such conferences Julian 
A. Cohen, vice-president and treasurer of the defendant company, 
and Mr. Jack Stubins, vice-president and sales manager, suggested 
to Mr. Samuel F. Leber, complainant’s counsel, that, if the com- 
plainant company would abandon its advertising campaign directed 
to the consumer, the defendant company would abandon using the 
letter “J.” and would thereafter use the name “Joseph” instead 
of such letter “J.” in all of its advertising. Nowhere in the proof 
does the defendant deny this suggestion on the part of its officers, 
wherefore I am constrained to the conclusion that the purpose of 
the defendants in simulating and imitating the advertising campaign 
of the complainant was to reap for itself the benefit of the name, 
fame, reputation, and prestige of complainant in the sale of its 
product and to deceive and mislead the ultimate consumer. De- 
fendants undoubtedly also realized that the use of the letter “J.” 
in connection with the name “Hollander” is not such a differentia- 
tion from the name “A. Hollander” in the mind of the ordinary and 
unsuspecting consumer that here, too, it might reap and obtain for 
itself the benefit of complainant’s name, fame, reputation, and 
prestige in the sale of its own product. The defendant’s corporate 
name was “Jos.” Hollander, Inc. Why then advertise “J.” Hollan- 
der, Inc.? Was it because “A” and “J” when pronounced sound 
almost the same? There was a purpose, and it was to filch the 
custom and trade of complainant. The change was unnecessary, 
and, where such selection of a name for advertising is made unneces- 
sarily, or for the purpose of illegitimate competition (I hold it 
was both), the use thereof should be enjoined. Baker v. Baker 
(C. C. A.) 115 F. 297. 


In its advertising matter the complainant employed the symbol 
of a Dutch boy which it registered as a trade-mark. Defendants 
do not deny the use of the Dutch boy symbol for advertising pur- 
poses, except to say that it bore no resemblance to complainant’s 
Dutch boy. Comparing the two is all that is necessary in order to 
arrive at the conclusion that the purchaser might easily be deceived, 
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since it is not likely that he would have both exhibited to him for 
the purpose of discrimination and distinguishment. All of these 
matters and things, when taken in connection with the simulation 
of the advertising matter of complainant, evince a studied design 
on the part of defendant to mislead the consumer public. “Simi- 
larity, not identity, is the usual recourse where one party seeks to 
benefit himself by the good name of another.” Celluloid Manufac- 
turing Co. v. Cellonite Manufacturing Co. (C. C.) 32 F. 94, 97; 
Bayuk Cigars, Incorporated v. Fine, 112 N. J. Eq. 166, 163 A. 799, 
afirmed 114 N. J. Eq. 83, 168 A. 303. 

When the defendants commenced business in 1918, I have no 
doubt that the complainant would then have been entitled to an 


injunction prohibiting the use of the name “Hollander” in any 


manner or form, and the individual, Joseph Hollander, could then 
have been enjoined from using the name “Hollander,” except with 
“Joseph” as an immediate prefix with the words following: Not 
connected with the original A. Hollander & Son.” And this under 
the authority of International Silver Company v. William H. 
Roger’s Corp., supra. 

Whether complainant’s rights and the defendants’ liability found 
to have existed in 1918 are different now; in other words, whether 
complainant has lost its right to relief because of the lapse of time 
or conduct on its part by way of acquiescence, is the question which 
now presents itself. Is the complainant barred from the relief now 
prayed because of acquiescence and laches? The defendants so 
contend. 

It does not seem to be denied on the part of the complainant 
that it consented to the use of the name “Hollander” as a component 
part of the defendant company’s corporate name upon the assurance 
that “Hollander” would only be used in connection with the name 
“Joseph” and then only in dealing with fur dealers and manufac- 
turers, that is to say, with the trade and not with the ultimate user 
and consumer. The defendant observed its assurance in this respect 
until about the year 1929, when it adopted the letter “J,” but only, 
so far as the evidence shows, within the limits of the trade until 
the fall of 1983. It seems to be conceded by the parties to this suit 
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that in the trade, as distinguished from the consumer, the letter 
“J’’ was not misleading or confusing. There it was well understood, 
and the trade readily distinguished between complainant’s product 
and that of the defendant’s. Toward the latter part of 1933 and 
from thence forward defendants directed their attention by adver- 
tisement and literature to the consumer field, using the name of 
“J. Hollander’ and “Hollander Dyed.” The protest, as evidenced 
by the correspondence and conferences held immediately following, 
shows persistent objection and no acquiescence in the breach of 
the understanding. It is contended by the defendants that com- 
plainant’s failure to proceed in 1918 against defendants for injunc- 
tion against the use of the name “Hollander” amounted to a con- 
tract between the parties. That cannot be so if for no other reason 
than for lack of consideration. Certainly the assurances then given 
by the defendants could constitute no consideration, since the de- 
fendants were bound by law to refrain from doing that which they 
agreed not todo. Again, if, upon some theory of law which has not 
been mentioned by counsel or which I have not perceived, the defend- 
ants could be said to have furnished some consideration when they 
gave their assurance that they would not use the name “Hollander” 
other than with the trade, then the proof shows that that con- 
sideration has since failed. Moreover, the consent then given by 
the complainant, as I understand the decisions upon the subject, 
can be considered to be nothing more than a revocable license which 
could last no longer than the approval from which it sprang. 

The defense is that of laches and acquiescence. “The law 
relating to fraudulent or unfair competition between traders is so 
firmly established and has been so lucidly illustrated and defined 
by the courts of England and of this country that extended citation 
of authorities will be profitless. The underlying principle that no 
man has a right to palm off his wares as those of another, thereby 
cheating the purchasing public and filching the business of a rival, 
is so essentially an element of natural justice and so solidly im- 
bedded in our jurisprudence that all that is necessary to quicken 
a court of equity is to show that in the particular instance the offense 
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has been committed.” National Biscuit Company v. Pacific Coast 
Biscuit Company, et al., 83 N. J. Eq. 869, 91 A. 126, 127. 

The jurisdiction of courts of equity to prevent injury from infringe- 
ment of trade-names has been liberally exercised and applied in all circum- 
stances whenever it appeared that the name was an established, distinctive, 
and valuable adjunct to an undertaking, whether used to distinguish 
manufactured articles, a place of business, or a corporation, commercial, 
or one formed not for pecuniary gain. All that is required to bring into 
activity the injunctive powers of the court is to inform it that the com- 
plainant’s trade is in danger of harm from the use of its name by the 
defendant in such a way as is calculated to deceive the public into the 
belief that the defendant’s affairs, in the respect complained of, are those 
of the complainant. Cape May Yacht Club v. Cape May Yacht & Country 
Club, 81 N. J. Eq. 454, 86 A. 972, 973. 

It is not necessary that the complainant, in order to succeed, 
should prove actual fraud by the defendant, or that any single 
person was deceived. It is sufficient if, in the opinion of the judge, 
the symbol or device or get-up used by the defendant is one which 
so closely resembles the symbol, device, or get-up used by the 
complainant as to be likely to deceive the public. If so, then the 
conditions required by the rules of law are fulfilled, and the decision 
of the question is one which must be committed to the eye and the 
sound judgment of the judge to whom the case is presented. Rubber 
& Celluloid Harness Trimming Company v. Rubber-Bound Brush 
Company, et al., 81 N. J. Eq. 419, 88 A. 210, Ann. Cas. 1915B, 
365, affirmed 81 N. J. Eq. 519, 88 A. 210, Ann. Cas. 1915B, 365 
[3 T.-M. Rep. 496]. “The idea that a man has a right to use his 
name as a part of the name of a corporation in which he is inter- 


ested, without regard to the effect of such use in the way of accom- 


plishing deception and fraud, precisely as a natural person can use 
his own name, has, I think, in this state, been exploded.” Vice- 
Chancellor Stevenson in L. Martin Company v. L. Martin § Wilckes 
Company, supra, citing International Silver Company v. William 
H. Roger’s Corporation, supra. In Singer Manufacturing Co. v. 
June Manufacturing Co., 163 U. S. 169, 16 S. Ct. 1002, 1009, 
41 L. Ed. 118, it was said: 


Where the name is one which has previously thereto come to indicate 
the source of manufacture of particular devices, the use of such name by 
another, unaccompanied with any precaution or indication, in itself amounts 
to an artifice calculated to produce the deception. 
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While a personal name may not constitute a technical trade- 
mark, yet, where an article has come to be known by that personal 
name, one may not use that name, even though it be his own, to 
palm off his goods as the goods of another who has first adopted it, 
and by which appellation the goods have come to be known, when 
the use of his own name for such purpose works a fraud. If he 
uses his own name, it must be so used as not to deprive others of 
their rights, or to deceive the public, and the name must be accom- 
panied with such indications that the thing manufactured is the 
work of the one making it as would unmistakably inform the public 
of the fact. Singer Manufacturing Co. v. June Manufacturing 
Co., supra. 

I find in this case neither laches nor acquiescence. The moment 
the defendant incorporated in 1918 under the name of “Joseph 
Hollander & Son,” protest was entered against the use of the name 
“Hollander.” ‘Thereupon the corporate name was changed to “Jos. 
Hollander, Inc.,” at which time it was understood that whatever 
acquiescence there was on the part of the complainant to the use 
of the name “Hollander” by defendants in the new firm was limited 
to keeping their business within the immediate trade and the under- 
standing that defendants do not reach out to the consumer. That 
action on the part of complainant amounted to license which ter- 
minated upon the breach by defendants of the condition upon 
which the license was granted. Moreover, it seems to me that 
neither acquiescence, if such there was, nor laches, is in the instant 
case a bar to injunctive relief, although it is a bar to the right of 
accountings for profits earned by defendant during the period of 
such acquiescence or laches. The property right in a name is not 
lost except by abandonment or express agreement of surrender. 
Here there is no evidence of surrender or abandonment on the part 
of complainant of the use of its name. 

In McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828, ‘““McLanes 
Liver Pill” had been sold on the market when the defendant mar- 
keted its pills under the name of “Dr. McLean’s Universal Pills” 
and similar names. The defendant had been engaged in preparing 
and selling his pills for more than forty years, during more than 
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half of which period he had been using labels and trade-marks 
corresponding with those used by the predecessors of the com- 
plainant, and during which time all or most of them knew of the 
labels and trade-marks used by the defendant. Negotiations took 
place at one time between the defendant and one of the predecessors 
of the complainant with a view that both commodities might be 
sold at each of their respective places of business. The court held: 


Acquiescence of long standing is proved in this case, and inexcusable 
laches in seeking redress, which show beyond all doubt that the complainant 
was not entitled to an account nor to a decree for gains or profits; but 
infringement having been proven, showing that the injunction was properly 
ordered, he is entitled to the costs in the Circuit Court; but the decree for 
an account and for the supposed gains and profits being erroneous, the 
respondent, as appellant, is entitled to costs in this court. . . . Decree as 
to the injunction and costs in the Circuit Court will be affirmed, but it will 
be reversed as to the decree for an account and as to the allowance for 
gains and profits. . . 


The rule in the McLean case became the rule in the district of 
New Jersey and was adopted in Consolidated Fruit-Jar Co. v. 
Thomas, 6 Fed. Cas. page 341, No. 3131, 2 N. J. Law J. 272, in 
which Judge Nixon said: 


There has been large discussion of the question how far laches in 
stopping the infringement of a trade-mark will deprive a complainant 
of the benefits of a preliminary injunction. But that discussion has been 
put to rest, so far as this court is concerned, by the recent decision of the 
Supreme Court in the case of McLean v. Fleming, 96 U. S. 245 (24 L. Ed. 
828) when it was held that acquiescence of long standing was no bar to an 
injunction, although it precluded the party acquiescing from any right to 
an account for past profits. 


In Menendez v. Holt, 128 U. S. 514, 9 S. Ct. 148, 145, 82 L. Ed. 
526, Chief Justice Fuller said: 


Counsel in conclusion earnestly contends that whatever rights appellees 
may have had were lost by laches, and the desire is intimated that we 
should reconsider McLean v. Fleming, 96 U. S. 245 (24 L. Ed. 828), so far 
as it was therein stated that, even though a complainant were guilty of 
such delay in seeking relief upon infringement as to preclude him from 
obtaining an account of gains and profits, yet, if he were otherwise so 
entitled, an injunction against future infringement might properly be 
awarded. We see no reason to modify this general proposition, and we do 
not find in the facts as disclosed by the record before us anything to 
justify us in treating this case as an exception. The intentional use of 
another’s trade-mark is a fraud; and when the excuse is that the owner 
permitted such use, that excuse is disposed of by affirmative action to put 
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a stop to it. . . . Mere delay or acquiescence cannot defeat the remedy 
by injunction in support of the legal right, unless it has been continued so 
long, and under such circumstances, as to defeat the right itself. Hence, 
upon an application to stay waste, relief will not be refused on the ground 
that, as the defendant had been allowed to cut down half of the trees upon 
the complainant’s land, he had acquired by that negligence the right to 
cut down the remainder. . . . Nor will the issue of an injunction against 
the infringement of a trade-mark be denied on the ground that mere pro- 
crastination in seeking redress for depredations had deprived the true 
proprietor of his legal right. . . . Where consent by the owner to the 
use of his trade-mark by another is to be inferred from his knowledge 
and silence merely, “it lasts no longer than the silence from which it 
springs. It is, in reality, no more than a revocable license.” 

To the same effect is Aunt Jemima Mills Co. v. Rigney & Co. 
(C. C. A.) 247 F. 407, L. R. A. 1918 C, 1089 [6 T.-M. Rep. 469]. 
In The International Silver Company v. Wm. H. Rogers Corpora- 
tion, et al., 66 N. J. Eq. 140, 57 A. 725, Vice-Chancellor Stevens, 
relying upon McLean v. Fleming, supra, said: “A clear distinction 
is made in all the cases, English and American, between the right 
to an injunction and the right to profits.” He was there considering 
a bill for infringement and unfair competition and held: “It 
[complainant] should not be permitted to stand by, knowing that 
defendant is devoting its money and efforts to building up a busi- 
ness, wait until after he has made profits, and then come in and 
demand them as its own.” On appeal from the Vice-Chancellor’s 
decision, the granting of the injunction and the refusal to allow 
profits were both approved by the Court of Errors and Appeals, 
67 N. J. Eq. at page 647, 60 A. 187, 110 Am. St. Rep. 506, 3 Ann. 
Cas. 804. 

In Blue Goose Auto Service v. Blue Goose Super Service Sta- 
tion, 110 N. J. Eq. 547, 160 A. 316, 317 [22 T.-M. Rep. 292], 
Mr. Justice Parker, speaking for our Court of Appeals, said: 


The refusal of relief on the ground of laches is untenable. It is 
generally settled that laches will not bar relief against future infringement 
and unfair competition, though it may bar an accounting of past profits. 
38 Cyc. 881. If our own cases do not expressly lay down this rule, it is 
still implicit in several important decisions. Citing International Silver 
Co. v. Wm. H. Rogers’ Corp., 67 N. J. Eq. 646, 60 A. 187, 110 Am. St. 
Rep. 506, 3 Ann. Cas. 804, and other cases. 


Acquiescence, therefore, is not a bar to injunctive relief where, 
as here, complainant seeks no account for profits made by the 
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defendant during the period of alleged laches and acquiescence. 
Whether or not complainant is entitled, under its prayer for general 
relief, to an accounting for profits since it commenced its protests 
in 1938, is not necessary at this time to consider. Should such 
limited profits be claimed, that circumstance will not affect the 


point under discussion, for acquiescence terminated when protest 


commenced. 

The defendants resist the allowance of preliminary restraint 
and urge upon the court the authority of Citizens’ Coach Co. v. 
Camden Horse Ry. Co., 29 N. J. Eq. 299. That high authority is 
too often urged under a misapprehension of its applicability. That 
case lays down three rules governing the issuance of preliminary 
injunctions. Those rules and the requirements of that case have 
been fully met by the proofs presented in the instant case. 

The Citizens’ Coach Co. case holds (1) that a preliminary 
injunction will not be granted unless there be presented some urgent 
necessity. In other words, the injury sought to be restrained must 
be, from an equitable point of view, irreparable in its nature. That 
is the situation in the instant case. To permit the defendant to 
continue until final hearing the simulation of complainant’s trade- 
name would work an irreparable injury. The defendant would be 
permitted to attract away by its conduct much of complainant’s 
custom and much of the benefit of complainant’s extensive adver- 
tising and of its high reputation in the industry. The extent of 
such injury is in its very nature unascertainable and, even if ascer- 
tainable, not adequately compensable in money damages. The 
cases are legion where, under like risk of injury, complainant was 
awarded preliminary relief. Of the cases in our own state, only one 
need here be mentioned, that of United Cigar Stores Co. v. United 
Confectioners, 92 N. J. Eq. 449, 118 A. 226, 228, 17 A. L. R. 779 
[10 T.-M. Rep. 470], wherein, in sustaining a preliminary manda- 
tory injunction, our Court of Appeals said: “Under these circum- 
stances we think the likelihood of irreparable injury was sufficiently 
imminent to justify such a mandatory injunction before final hear- 
ing as was here issued. Every week of delay enabled defendants 
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to attract away from complainants by the false representations held 
out by this imitation more and more of complainants’ customers 
and more and more of the benefit of complainants’ advertising and 
of their high reputation. On the other hand, what the decree 
required the defendants to do can easily be done, and also, should 
the injunction be dissolved on final hearing, undone, without much 
difficulty or undue expense. Defendants can easily paint in again 
the ‘United’ shield and the red band, and the various other similar 
devices which the preliminary injunction requires them to remove, 
but the good-will of an established business, once diverted to a 
competitor, can in a great many cases never be reclaimed or re- 
stored.” 






































The Citizens’ Coach Co. case holds (2) that preliminary injunc- 
tion should not issue if complainant’s right depends upon an un- 
settled rule of law or upon some principle unsupported by the 
decisions of our own courts. In that case the court points out that 
the complainant’s claim had not received “as yet, any support in 
any decision made by any judicial tribunal in this state,” and that 
claims of like nature had been repudiated in other jurisdictions. 
In the case at bar the principles of law underlying the complainant's 
claim to relief are anciently settled and have for a great many years 
been deeply imbedded in our own law by decisions, not only of this 
court, but of the court of last resort. 

The Citizens’ Coach Co. case holds (8) that, where the defend- 
ant has directly, emphatically, and circumstantially denied every 
material allegation of complainant’s bill and proofs, the preliminary 
injunction should be withheld. In the case at bar there is not 
present such denial as is contemplated by the authority quoted. 
The denial is not complete, nor is it circumstantially borne out. 
Certain it is that the defendants’ proofs are far from being per- 
suasive in support of their denial. The undisputed exhibits, the 


defendants’ admissions, and their failure to controvert significant 

































































proofs adduced by the complainant, leave the court’s mind free of 
doubt. In that posture of things the defendants’ mere denial, though 
under oath, cannot be permitted to overcome the force of com- 
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plainant’s convincing proofs. To allow a defendant’s denial, no 
matter how weak, unsupported, unconvincing, to prevail against the 
clearly preponderating evidence adduced by his adversary, would 
be tantamount to holding that the defendant’s complete denial under 
oath takes from the trial court the function of weighing the con- 
flicting proofs and finding, for preliminary purposes, where lies 
the truth. Such an arbitrary and mechanical result could never 
have been contemplated by the pronouncement in the Citizens’ 
Coach Co. case, and the philosophy of that case forbids that it be 
given such interpretation. Rather, it seems to me, the case requires 
and in fact has invariably received such interpretation and applica- 
tion as are consonant with the just end sought to be achieved. 

I am now brought to the question of the measure of preliminary 
restraint to be allowed. While the proofs clearly establish that 
the individual defendant, Joseph Hollander, is the founder of the 
business of the corporate defendant and is its principal stockholder 
and its directing head and therefore, in a sense, may be said is 
doing business by the instrumentality of the corporation, yet it is 
not disputed that he is not in business solely for himself and in 
individual form. His activities in the fur industry are in his capac- 
ity as officer and agent of the corporate defendant and in promotion 
of its business. That being so, it is not necessary for the com- 
plainant’s protection that Joseph Hollander, the individual defend- 
ant, be preliminarily restrained as prayed for. In this respect the 
case at bar differs from the Rogers case, where, after the Rogers 
Company had discontinued its business, Rogers individually went 
into business on his own account. Should a like event come to pass 
with respect to Joseph Hollander, it will then be time enough for 
the complainant to seek its appropriate relief against Joseph Hol- 
lander, if complainant be then advised so to do. Joseph Hollander 
will be restrained until final hearing as an officer and agent of the 
defendant company from doing those things with respect to which 
the company itself is to be restrained. 

The corporate defendant will be restrained from using in its 
fur dressing and dyeing business its corporate name or any other 
name of which “Hollander” is a component part, and this without 
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any qualification. To permit the corporate defendant to use the 
name “Hollander” in its business, even if limited to the trade, would 
expose the complainant to the risk of the very injury it complains 
of, viz., the deception or confusion of the buying public concerning 
the identity of the defendant’s product. It appears from the de- 
fendants’ own proofs, submitted on a motion to modify the ad interim 
restraint, that women purchasing fur garments are in the habit of 
having the inner lining opened to permit them to examine the re- 
verse side of the fur skin. The defendant’s trade-mark or stamp 
on the reverse side of the skin becomes thereby a direct message to 
the ultimate user. Then, again, to permit the defendant to use its 
rival’s name within the trade puts it within the power of unscrupu- 
lous dealers and middlemen to misrepresent the defendant’s product 
as that of complainant. Against such hazard complainant is entitled 
to be protected. 

A preliminary injunction in accordance with the views herein 
expressed is awarded against both defendants. 


CoRRECTION 


In the case of Thomas A. Edison, Incorporated v. Edison Labo- 
ratories, Inc., reported at page 1 of the issue of January, 1935, the 
name of the District Judge should have appeared immediately 
before the last full paragraph on page 3, instead of at the beginning 
of the text. The summary of the case immediately preceding the 
paragraph mentioned was prepared by counsel for plaintiff. 
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Hotty Hitt Cirrus Growers Association, ET AL. v. Hotty Hii 
Fruir Propvucts, Inc. 


United States Circuit Court of Appeals, Fifth Circuit 
January 30, 1936 


TrapeE- MaRKS—DeEFINITION—How ‘TRANSFERRED. 

Trade-marks are incidents and appurtenances to businesses and 
trades. They have no independent existence and may not be sold in 
gross, but attach to and pass with the good-will of a business and, 
appurtenant to it, are freely and easily sold. 

Trape-MARKS—INFRINGEMENT AND Unrair Competrrion—“Hoity Hit” 
on Crraus Frouirs—Vawiniry or Sate—Use or Marx sy Com- 
PETITOR. 

Where appellee’s predecessor, the Holly Hill Grove and Fruit Co. 
assigned to it its business and good-will, together with the trade-marks 
“Holly Hill” and “Holly Hill Groves” theretofore used on its citrus 
fruits, the use of the said trade-marks by appellants, Local Associa- 
tions of Fruit Growers, held infringement, notwithstanding the fact 
that such sale of the trade-marks was not evidenced in writing, but 
only by oral testimony. 


In equity. Action for unfair competition and trade-mark in- 
fringement. Appeal from the United States District Court for the 
Southern District of Florida, granting injunction. Affirmed. 


Robert R. Milam, of Jacksonville, Fla., for appellants. 
Harold C. Farnsworth and A. G. Turner, both of Tampa, Fla., 
for appellee. 


Hurcueson, C. J.: Looked at as the parties seem to have 
looked at it, the suit out of which this appeal grows is seen as a 
bitter, personal contest, conducted acrimoniously and with resulting 
exacerbation. Looked at simply as a legal controversy, it is seen 
to be merely a suit over trade-marks and their unfair use. It was 
heard below on a record made up of testimony taken upon an 
agreed reference to a master pro hac vice to take testimony and 
proof without findings of fact and law. It resulted there in a 
decree fully sustaining plaintiff-appellee’s claims, and enjoining 
appellants from further infringement. Full findings of fact and 


conclusions of law were made and filed by the District Judge as 
follows: 


Findings of Fact. This case is one arising under the trade-mark laws 
of the United States. 
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Holly Hill Grove & Fruit Company, a Florida corporation, and the 
intervening defendant herein, purchased certain lands in the vicinity of 
and around the town of Davenport, Florida, about 7,000 acres of land. 
A part of the land was planted in citrus groves, some of which were 
bearing. During the years 1923 to 1927 the business and activity of this 
corporation was the development and sale of citrus groves. The fruit 
produced by the bearing groves and the groves just beginning to bear 
was sold by the Holly Hill Grove & Fruit Company through certain mar- 
keting companies doing business in the surrounding territory with the 
exception of a few boxes of select fruit which the Holly Hill Grove & 
Fruit Company sold through its land sales agents each year, the purpose 
of the sales being to further the sale of groves. For use on these boxes 
of fruit sold by its land sales agents, the Holly Hill Grove & Fruit Com- 
pany had two trade-marks, namely the words “Holly Hill Groves” en- 
circled by a wreath of holly leaves and berries, and the words “Holly 
Hill” printed in large square letters. The fruit sold by marketing com- 
panies doing business in the surrounding territory was shipped under 
the trade-marks of the various companies. 


The Holly Hill Grove & Fruit Company by its sales of fruit, by its 
land sales agents and a few boxes each year which it sold for grove 
owners, built a small marketing business with a certain amount of good- 
will as a marketing company. 

In the year 1927, the Holly Hill Grove & Fruit Company, through its 
officers and agents, formed the Holly Hill Fruit Products, Incorporated, 
the plaintiff herein. The purpose of the Holly Hill Fruit Products, In- 
corporated, was to market citrus fruit from the groves in the area around 
Davenport, Florida; this area being the main place of development by the 
Holly Hill Grove & Fruit Company and Davenport being its main place 
of business. 

The directors of the Holly Hill Fruit Products, Incorporated, were, 
in the most part, grove owners to whom the Holly Hill Grove & Fruit 
Products had sold groves. The officers of: the new company were officers 
or employees of the Holly Hill Grove & Fruit Company. The Holly 
Hill Fruit Products, Incorporated, was organized to have an executive 
committee, which committee directed the operation and policies of the 
corporation. The members of this committee, at the time of its formation, 
were L. A. Wilson, President of the Holly Hill Grove & Fruit Company, 
and Vice-President of the Holly Hill Fruit Products, Incorporated; 
Frank W. Crisp, Vice-President of the Holly Hill Grove & Fruit Com- 
pany, and President of the Holly Hill Fruit Products, Incorporated, and 
J. A. Watkins, Secretary and General Manager of Holly Hill Fruit 
Products, Incorporated. 

The Holly Hill Grove & Fruit Company advertised to grove owners 
and prospective grove owners that the new company was to be the mar- 
keting company of grove owners who bought groves from the Holly Hill 
Grove & Fruit Company. In actuality the Holly Hill Grove & Fruit 
Company intended to control the Holly Hill Fruit Products, Incorporated, 
through its officers, who held offices or positions in the Holy Hill Grove 
& Fruit Company. 

Soon after the formation of the Holly Hill Fruit Products, Incor- 
porated, it purchased from the Holly Hill Grove & Fruit Company, its 
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business as a citrus fruit marketing company, its good-will as such a 
company, its trade-marks, “Holly Hill Groves” encircled by a wreath 
of holly leaves and berries and “Holly Hill” written in large square 
letters. The sale was consummated by J. A. Watkins for the Holly Hill 
Fruit Products, Incorporated, and Frank W. Crisp, for Holly Hill Grove 
& Fruit Company. The consideration for the sale was that Holly Hill 
Fruit Products, Incorporated, purchased from the Holly Hill Grove & 
Fruit Company all its stock of obsolete materials that it had from its 
business as a marketing company and to take over the business of market- 
ing fruit of grove owners. 

The materials were purchased and paid for and Holly Hill Fruit 
Products, Incorporated, started marketing the fruit of grove owners as 
soon as possible. 

The sale was completely executed without a written agreement. The 
Holly Hill Grove & Fruit Company turned over to the Holly Hill Fruit 
Products, Incorporated, all its files of fruit customers and all other files 
concerning its past marketing operations. 

On July 22, 1929, Holly Hill Fruit Products, Incorporated, applied 
for registration of its trade-mark, “Holly Hill Groves” encircled by a 
wreath of holly leaves and berries. At the time of these applications 
L. A. Wilson, President of the Holly Hill Grove & Fruit Company, was 
amember of Holly Hill Fruit Products, Incorporated, executive commit- 
tee, and knew of these applications. 

The application for the registration of these trade-marks contained 
the statement that the trade-marks had been previously used by the Holly 
Hill Fruit Products, Incorporated and its predecessors, Holly Hill Grove 
& Fruit Company. The Holly Hill Fruit Products, Incorporated, suc- 
ceeded the Holly Hill Grove & Fruit Company in its fruit marketing 
business thus making the Holly Hill Grove & Fruit Company its “Pre- 
decessor.” 

Certificates of registration were issued for these trade-marks with- 
out objection from the Holly Hill Grove & Fruit Company. Certificate 
No. 265592 was issued by the Commissioner of Patents of the Patent 
Office of the United States on December 31, 1929 for the trade-mark 
“Holly Hill” and on April 15, 1930, Certificate No. 269586 was issued by 
the Commissioner for the trade-mark “Holly Hill Groves” encircled by a 
wreath of holly leaves and berries. 

So far as was known to the Holly Hill Fruit Products, Incorporated, 
there was no fruit marketing business done by Holly Hill Grove & Fruit 
Company under the trade-marks of Holly Hill Fruit Products, Incor- 
porated from the time of the sale mentioned until the citrus fruit season 
of 1931-1932 when Holly Hill Citrus Growers Association, Inc. the de- 
fendant herein, began selling under these trade-marks as agents for the 
Holly Hill Grove & Fruit Company. 

From the season 1931-1932 the Holly Hill Citrus Growers Association, 
Inc. has been selling greater quantities of fruit under these brands each 
year. The fruit sold by this company under these trade-marks and the 
fruit sold by the Holly Hill Fruit Products, Incorporated, is listed on 
fruit auctions as “Holly Hill,” thus confusing the public and causing 


irreparable and continuing damage to the Holly Hill Fruit Products, 
Incorporated. 
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Conclusions of Law. 1. The Court concludes that it has jurisdiction of 
this cause. 2. A sale of the Holly Hill Grove & Fruit Company’s business 
as a citrus fruit marketing company, its good-will as such company, its 
trade-marks “Holly Hill Groves” encircled by a wreath of holly leaves 
and berries, and “Holly Hill” was made for good, sufficient and valuable 
consideration to Holly Hill Fruit Products, Incorporated. 3. The state- 
ments in the application for registration of the trade-marks sold to Holly 
Hill Fruit Products, Incorporated, were true and the registration of the 
trade-mark was obtained without fraud or misrepresentation. 4. The 
Court further concludes that the use by the Holly Hill Grove & Fruit 
Company, or its agent, The Holly Hill Citrus Growers Association, Ine, 
of the trade-mark “Holly Hill Groves” with the wreath design, or “Holly 
Hill” or any simulation or colorable imitation thereof, has infringed the 
rights of the Holly Hill Fruit Products, Incorporated, in the trade-marks 
and that the Holly Hill Fruit Products, Incorporated, is entitled to a 
permanent injunction restraining Holly Hill Grove & Fruit Company 
and Holly Hill Citrus Growers Association, Inc., from the use of the 
trade-mark or any colorable imitation or simulation thereof. 


Appellants vigorously challenge the finding that appellee pur- 
chased from Holly Hill Grove & Fruit Company one of the appel- 
lants, its business as a citrus fruit marketing company, its good-will 
as such company, its trade-marks “Holly Hill Groves’ encircled 
by a wreath of holly leaves and berries, and “Holly Hill” printed 
in large square letters. It challenges, too, the finding that the 


appellee truly applied for and lawfully obtained registration of the 
trade-mark “Holly Hill Groves” with the knowledge of the presi- 
dent of Holly Hill Grove & Fruit Company, appellant, and without 
objection from that company. Appellants insist that these find- 
ings are contrary to the overwhelming weight of the credible oral 
evidence. They insist, too, that they are so inconsistent with the 
corporate records of the two companies as to be in effect contra- 
dicted by them. It is in attack upon these findings that all of 
appellants’ assignments and contentions have been made. Such 
marshalling of authorities as there is, such reliance on this and on 
that case, is in support of this attack on the fact findings. Appel- 
lants recognize, as appellee does, that the case at last is one purely 
of fact, that the principles of law which control its determination 
have long been clearly settled, and that cited cases are of impor- 
tance only as guides to and checks upon a correct determination of 
facts. The determining principles are excellently stated in United 
States Ozone Company v. United States Ozone Company, 62 Fed. 
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(2) 881 [22 T.-M. Rep. 304]; there is a good statement of them in 
Woodward v. White Satin Mills Corporation, 42 Fed. (2) 987 
(21 T.-M. Rep. 5], and in Pulitzer Pub. Co. v. Houston Ptg. Co., 
4 Fed. (2) 924 [16 T.-M. Rep. 376]. Briefly summed up as 
applied to this case, they are: the law of trade-marks is a part 
of the law of unfair competition; trade-marks follow, they are in- 
cidents and appurtenances to business and trades. They have no 
independent existence; they may not be sold in gross. They attach 
to and pass with the good-will of a business, and, as appurtenant 
to it, they are freely and easily sold. No particular form of words 
is necessary to transfer them; they inhere in and pass with good- 
will. 

Appellee pitched its case below, it pitches it here, on these 
principles. It insists that, not separate and independent from, but 
in connection with, and as a part of, the packing and marketing 
business and the good-will which it acquired from appellant Holly 
Hill Grove & Fruit Company, it acquired the trade-marks in ques- 
tion. It insists that the Grove & Fruit Company may not now 
undo and unsay what it did and said when creating and launching 
the Fruit Products Company, that the company was organized to 
take over and conduct the fruit marketing business which the Grove 
& Fruit Company had therefore conducted under its distinguishing 
trade-marks, “Holly Hill’ and “Holly Hill Groves.” It insists 


that the attack findings are overwhelmingly sustained by the oral 


evidence in the case, given by those who were managing and con- 
ducting the business of the two companies when the Fruit Products 
Company was formed, and the sale of the fruit marketing business 
was effected. It insists, further, that all of this oral evidence 
aside, the undisputed facts, that the Holly Hill Grove & Fruit 
Company promoted, organized and named the Fruit Products 
Company, “Holly Hill’; that it not only, advertised that the Fruit 
Products Company would, and authorized it to, ship under “Holly 
Hill” brands, but it turned over to it its marketing business and 
good-will, and all of the physical assets it had connected with it 


furnish conclusive and irreputable proof that the Grove & Fruit 
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Company intended to and did make Fruit Products Company suc- 
cessor to its business and good-will, including its trade-marks, 
We agree with appellee that there is, there can be, no dispute 
in the purposes for which the appellee, Holly Hill Fruit Products, 
Inc., was brought into existence and named, by appellant, Holly 
Hill Grove & Fruit Company. It was promoted and organized by 
that company, primarily an orchard development company, for the 
purpose of aiding in the development of its properties. It was a 
part, and an effective part, of its selling machinery. The purpose 
and scheme of organization was stated to be, it was, to have the 
Fruit Products Company ultimately owned by those who would 
buy and own the land, a kind of cooperation through which the 
products of the groves the fruit company was selling, could be 
marketed and sold by the owners, whom by this and other induce- 
ments they could get to buy. Mr. Wilson, the dominant figure in 
Holly Hill Grove & Fruit Company and in creating and using the 
Holly Hill trade-marks, was the dominant figure in promoting and 
organizing the Holly Hill Fruit Products Company. The manag- 
ing officers of the two companies were in the beginning substantially 
the same. Advertisements, inspired editorials, circulars, sales 
literature, all emphasized one fact, that this company had been 
organized by the parent company to take over the marketing end 
of its business, and that it would handle and sell fruit from the 
orchards around Davenport under the Holly Hill labels and 
brands, not for one year, or two years; not while the two companies 
were under the same management, but as a permanent business. 
This made good sales talk in handling the groves, and it cannot 
be doubted that by forming the corporation with the name “Holly 
Hill,” a name having no connection whatever with the place where 
it was to do business, Davenport, it was intended to represent that 
it was formed to and would sell the product of the Davenport 
groves for the owners, who should buy them, under the Holly Hill 
brand. After its organization there was a directors’ meeting at 
which the investiture of the Holly Hill Fruit Products Company 
with, the divestiture of the Grove & Fruit Company of the prop- 
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erties and good-will of, the fruit marketing business of the parent 
company, was completed. At that meeting the Fruit Products 
Company authorized the payment to the Grove & Fruit Company 
of a cash consideration for, and there was delivered to it as a part 
of the sale of the business, trade-marks and good-will, all of the 
labels, the die and other physical properties the Grove & Fruit 
Company had been using in connection with the marketing end of 
its business. Since its organization, the Fruit Products Company, 
shipping its fruit under Holly Hill marks and brands, some of 
which it caused to be registered, has built up quite a business under 
that name. This went on without protest of any kind from appel- 
lants, until more than four years after the use had begun, and more 
than two years after appellant had stopped shipping fruit through 
appellee. 

Appellant makes a good deal out of the fact that nothing is said 
in the minutes or in any writing about the sale of the trade-marks. 
We do not think this at all significant when the positive testimony 
of witnesses who were in a position to know, that the whole busi- 
ness was taken over is considered in the light of the undisputed 
facts as to the circumstances and conditions under which the Fruit 
Products Company was promoted, organized and launched. There 
is the fact too, that if the testimony of Watkins and Crisp, on 
whose oral testimony appellee mainly relies, is interested, the testi- 
mony of Wilson and his directors is too. There is also the further 
fact on the side of plaintiff, that Huffaker, the attorney for both 
companies when the arrangements in question were made, was 
not permitted to testify over the objection of privilege, urged by 
appellants. But apart from all these there are the dominant facts 
of appellee’s promotion, its organization, naming and launching by 
appellant, the advertisements and literature appellant sent out, the 
inspired editorials it caused to be written, and its long silence in 
the face of appellee’s action in registering the trade-marks and in 
marketing and shipping under them, whose significance cannot be 
overlooked or denied. 

There is a kind of evidential estoppel which, though it may not 
amount to a complete estoppel in pais, is raised when persons who 
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have spoken or acted one way under one set of circumstances, and 
with one objective in mind, undertake under other circumstances 
and when their objective has changed, to testimonially give a differ- 
ent color to what they formerly said and did. We think that prin- 
ciple applies here. When the company was being organized and 
floated, persons were being induced to take stock in it, groves were 
being sold, settlers were being brought in, and business was being 
boomed, these in effect, if not in words, were the representations 
made—“‘the Holly Hill Fruit Products Company is being organized 
to take over our shipping business; it will ship under our brand, 
succeeding to all the marketing activities; it will promote and 
further all those activities which before its organization, the Grove 
& Fruit Company was carrying on. Take stock in the company, 
foster it, promote it, build it up to be a great marketing company 
under the ‘Holly Hill’ brand. We have named it ‘Holly Hill 
Fruit Products Company’ because, though it will be located at 
Davenport, and will have nothing to do with Holly Hill geo- 
graphically, its business will be shipping under our ‘Holly Hill 
brands. It has taken over our business, our good-will and our 
brands. Join it, invest in it, make it your company.” Now, when 
Crisp and Wilson have split up, when engaged in violent disputes 
with one another, they have separated and gone their different 
ways in bitterness and distrust; when, because of that dispute, 
Wilson’s company is not shipping through appellee, and when, 
most important of all, the stock of the Holly Hill Fruit Products, 
Inc., is not owned or controlled by the Wilson interests, but by 
others, brought into it through his promotional and organization 
activities, he cannot now say “What I really intended you to do 
was to take stock in a company which would ship under Holly Hill 
labels as long as I was pleased with the management; as long as it 
was our agent.”” He must say now, as he in effect said then: “This 
is the Holly Hill Fruit Products Company; it ships under Holly 
Hill brands; it was organized to take over the Holly Hill market- 
ing business and brands; it owns them.” If the Holly Hill Grove 
& Fruit Company desires now to re-engage in the business of pack- 
ing and shipping fruit, it may of course do so, but it must do it 
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not under the brands and marks it gave the Holly Hill Fruit 
Products Company when it created it. It must take other brands 
and marks. 

It was these things, without doubt, which caused the District 
Judge to take the view he took. It is these things which compel us 
to sustain that view. 

The decree was right; it is affirmed. 


Poputar Mecuanics Co. v. Fawcett Pustications, INc. 
United States District Court, District of Delaware 


January 10, 1935 


Trape-Marks—Unrair CompetiTion—MacGazine Tirtes—“Porputar MeE- 
CHANICS” anp “Mopern Mecuanics”—ConFLicTinG Marks. 

Held that the words “Modern Mechanics” are deceptively similar to 
“Popular Mechanics,” both names being used as titles of monthly 
magazines. 

Trape-MArks—Uwnrarrk Competition—“MeEcHANIcs” as Key Worp IN 
MaGazinE TiTLE—SeEcoNDARY MEANING. 

Where plaintiff first used the words “Popular Mechanics” as the 
name of its magazine in January, 1902, and was using the title in 
April, 1928, when defendants began the use of the words “Modern 
Mechanics” on a similar publication, held that the word “Mechanics” 
had come to have a secondary meaning as indicating plaintiff’s publica- 
tion exclusively. 

Uxrar Competition—Suits—Evin—ENce—MIsMAILING OF ORDERS AND Sus- 
SCRIPTIONS By CUSTOMERS. 

In an action for unfair competition in the use of a similar magazine 
title, testimony showing that in many instances letters intended for the 
plaintiff had been sent to the defendants, held convincing proof of con- 
fusion in the minds of purchasers. 

Uxrar Competition—Svurits—Lacnes. 

Where plaintiff wrote defendant, complaining of the use by the 
latter of the title “Modern Mechanics” even before its first issue ap- 
peared and thereafter continued to assert its rights in the Patent 
Office and in the courts, held there was no laches. 


In equity. Action for trade-mark infringement and unfair 
competition in the use of a similar magazine title. On appeal 


from the lower court denying a preliminary injunction. Injunction 
granted. 
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Edward S. Rogers, William T. Woodson, James H. Rogers, 
Alexander L. Nichols, of Chicago, Ill., and Hugh M. Morris, 
of counsel, of Wilmington, Del., for plaintiff. 

Chester W. Johnson, and Marvel, Ward § Logan (Arthur G. 
Logan, of counsel), all of Wilmington, Del., for defendant, 


Joun P. Niexps, D. J.: In its bill of complaint Popular Me- 
chanics Co. charges the defendant, Fawcett Publications, Inc., with 
infringement of plaintiff's trade-mark and with unfair competition. 
A preliminary injunction was denied. 1 F. Supp. 292. The mat- 
ter is now for determination after hearing the evidence. The parties 
have been in litigation since August, 1928, with respect to defend- 


ant’s right to the use of the word “Mechanics” in the title of its 
magazine. 


Plaintiff was incorporated in 1902 under the laws of Illinois. 
Its principal office is in Chicago. Since incorporation it has pub- 
lished a magazine under the title “Popular Mechanics.” It pub- 
lishes no other magazine. The first issue appeared in January, 
1902. For the first twelve months it was published as a weekly 


but since January, 1903, as a monthly magazine. From the be- 
ginning the distribution of plaintiff’s magazine showed a gradual 
increase. It has established a large trade among those who have 
an interest in mechanics, including boys, pupils attending trade 
schools, men with mechanical hobbies, and mechanics generally. It 
is non-technical, avoiding scientific terms and giving practical in- 
struction. At the present time its average monthly sales at news- 
stands and by subscription in the United States and Canada is 
something over 400,000 copies. Forty thousand of each issue are 
sold in foreign countries. Plaintiff has spent approximately 
$4,000,000 in advertising. November 17, 1914, plaintiff registered 
in the United States Patent Office the trade-name or mark “Popular 
Mechanics.” The trade-mark is printed in a “box’’ with a blue 
border, white background and red letters. The key word of the 
trade-mark is “Mechanics.’”’ Plaintiff’s magazine was the first of 
its kind in the field. There was no other magazine of similar 
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nature either as to title or appearance. It possesses unusual merit 
and met with public favor. 

The first issue of defendant’s magazine was an “ashcan” edition 
in April-May, 1928, under the title “Modern Mechanics.” The 
first regular edition was published in November, 1928, under the 
title “Modern Mechanics and Inventions.” After this suit was in- 
stituted defendant changed the spelling of the word “Mechanics” 
to “Mechanix.” The title of defendant’s magazine is printed with- 
out an enclosing border. “Cut-out” letters are used with black 
outline, the letters showing white against varied colored back- 
ground. They are not of uniform size. At the upper left-hand 
corner of the cover there were for sometime printed in capital 
letters, though in relatively small type, the words “A Fawcett Pub- 
lication.”” Since the bringing of this suit defendant has dropped 
from its covers these words. ‘The magazine now appears as a pub- 
lication by Modern Mechanix Publishing Co. Since first published 
until about two years ago defendant’s magazine sold for twenty- 
five cents, the same price as plaintiff's. About two years ago the 
price was reduced and the cover now bears a conspicuous tab, 
“Now 15c.”” Its circulation is approximately 130,000 copies a 
month. 

The defendant filed an application in the United States Patent 
Office to register the name “Modern Mechanics” as a title for its 
magazine and later a second application to register the title 
“Modern Mechanics and Inventions.’”’ To each of these applica- 
tions plaintiff filed an opposition. The two proceedings were con- 
solidated. ‘The basis of the opposition was the confusing resem- 
blance between “Popular Mechanics” and “Modern Mechanics.” 
The Patent Office and the Court of Customs and Patent Appeals 
sustained the opposition and registration was denied. Fawcett 
Publications, Inc. v. Popular Mechanics Co., 58 Fed. (2d) 888 [22 
T.-M. Rep. 273]. 

The gravamen of plaintiff’s charge is that defendant palms off 
its magazine for that of the plaintiff; that customers are deceived 


into buying defendant’s magazine believing they are buying plain- 
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tiff’s; that the word “Mechanics” after thirty years’ continucd use 
by plaintiff has acquired a secondary meaning when applied to a 
magazine, such secondary meaning being the publication of plain- 
tiff; and that any one other than plaintiff using the word “Me- 
chanics” in connection with a like magazine trespasses upon the 
legal rights of plaintiff. Defendant, on the other hand, contends 
that the word “Mechanics” is used in the titles of the two magazines 
as a generic term and is purely descriptive of the contents of the 
publications and that there is no other word in the English lan- 
guage to correctly describe the contents of these publications. 

In disposing of plaintiff's motion for preliminary injunction 
this court said: 





A trade-name that merely performs the function of descriptiveness may 
yet be used in trade for such a length of time and in such a manner that 
it may also come to perform the additional function of indicating origin. 
In other words, in the mind of the purchasing public, the trade-name may 
have acquired a secondary meaning connoting a particular producer or 
vendor, or connoting the superior quality or excellence in an article. Has 
plaintiff's trade-mark acquired such secondary meaning? 





This question must now be answered in the affirmative. The 
depositions and testimony offered at the trial establish that the 
words “Popular Mechanics” and indeed the single word “Me- 
chanics” have come to mean and designate plaintiff's magazine. 

Both magazines are what are termed in the trade “pulp” maga- 
zines. They are of approximately the same size. Like all such 
magazines the covers are multi-colored and very flashy. Each has 
a design or blurb on the front cover. In all respects each conforms 
to the latest rules of popular advertising in catching the attention 
of the buyer with bright colors and a general indication of the 
contents of the magazine by name and blurb. 

It is the practice at newsstands to display magazines within 
easy reach of customers so that they can serve themselves. Confu- 
sion on the part of readers of the magazine also is established by 
numerous letters received by plaintiff through the mails. Many 
of these letters are addressed to Modern Mechanics and mailed to 
the street address of the plaintiff in Chicago. 





The record is replete 
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with instances of confusion on the part of purchasers desiring plain- 
tiff’s magazine and receiving defendant’s in its stead. 


In October, 1929, an inquiry was sent to plaintiff in Chicago, 
“Can you supply me with a back copy of Modern Mechanics of 
April, 1929?” J. J. Sullivan writes to plaintiff in Chicago, “On 
last July I subscribed for Popular Mechanics through one of your 


Washington agents.” The subscription order in evidence shows 
that Sullivan in fact subscribed for Modern Mech. 

In February, 1931, George E. Daniel writes to Fawcett Pub- 
lications, Inec., the defendant, “Please decrease our order for 
Popular Mechanics—3. Let this take effect immediately.” De- 
cember 21, 1932, defendant writes to plaintiff: “We are enclosing 
an order received from Mrs. L. W. Malloy, 361 St. Frances 
Avenue, Redwood City, Calif. The envelope is addressed to Modern 
Mechanix but the check is made payable to Popular Mechanics— 
no doubt, it is for you.” January, 1932, J. E. Cunninghame, of 
Ontario, writes plaintiff suggesting that he would like to have 
some of his “new ideas of making and doing things . . . . published 
in your magazines, Popular Mechanics and Modern Mechanics. . . .” 
W. E. Morgan addresses a letter to “Raymond F. Yates,” care of 
plaintiff in Chicago. Yates is not in the employ of plaintiff but on 
the editorial staff of Modern Mechanics. 

Oliver C. Schroeder, plaintiff’s witness, testified: 


Q. Now, do many people just help themselves to magazines and then 
pay you for them? 

A. Yes, most of my customers do that. . . 

Q. And it is the general practice, isn’t it, to ask for Popular Mechanics 
by the name Popular Mechanics? 

A. Well, a lot of people have for years said, “Is the Mechanics in?” 

Q. A lot of people? 

A. Lots of people. 

Q. What do you mean by a lot of people? 

A. Maybe fifty per cent of them. 


Fred Daugherty, for ten years a publisher’s representative in 
Chicago, testified: 

Q17. In calling on dealers do you ever refer to Popular Mechanics as 
Mechanics? . . 


A. Well, most generally I question the dealers, “How many Mechanics 
have you on hand,” that is part of my work. I refer to it more that way 
that I do Popular Mechanics. 
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Thomas F. Hannon, Manager of Western News Company at 
Chicago, testified: 


Q7. Can you give us a rough estimate of the number of magazines that 
are distributed by your company? 


A. Oh, from 300 to 500 different magazines, I guess. 

Q8. Do you distribute a publication put out by the Popular Mechanics 
Company? 

A. Yes. 

Q9. And what is the name of that magazine? 

A. Popular Mechanics Magazine... . 

Q24. In your organization by what name is Popular Mechanics gen- 
erally known?.... 

A. As Mechanics Magazine, Mechanics—just plain Mechanics. 

Q25. Is it customary in your organization to speak of the magazine 
simply as Mechanics? 

A. Yes, sir. 


Nicholas Parloma, General Manager of Times Building News 
Stand, 42nd and Broadway, said to be the largest independent news 
stand in the world, testified: 


Q. Do you handle a publication at your newsstand put out under the 
title Popular Mechanics? 

ee Cae | eee ; 

Q. Do you ever hear the publication Popular Mechanics abbreviated to 
merely Mechanics? . . 

A. Plenty of times. . . 

Q. Do you ever have customers ask for Popular Mechanics as merely 
Mechanics?” 

A. Plenty of times. I just answered that. 

Q. When you have a customer ask for a copy of Mechanics, what do 
you give him? 

A. Popular Mechanics... . 

Q. Do you handle a publication put out under the name or title 
Modern Mechanics? 

Ds: LES. 

Q. Have you ever had customers buy Modern Mechanics and return 
those magazines saying that they wanted Popular Mechanics? . 

A. Plenty of times. I have had plenty of customers come back with 
that, and even had them come back the next day and the day after. 

Q. What would they say when they would bring back the Modern Me- 
chanics? 

A. They would tell “Since when did they change the name to Modern 
Mechanics?” This is not the same magazine we have always been getting. 


Similar testimony could be quoted at great length. 

Defendant endeavors to explain the confusion between the two 
magazines by the assertion that confusion in magazine and _peri- 
odical distribution is not uncommon but is ‘ 


‘ . 
of fairly common occur- 
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rence,” and attributes the confusion proved to carelessness and 
other kindred reasons. This explanation falls short of accounting 
for the actual confusion by this record. In Photoplay Pub. Co. v. 
LaVerne Pub. Co. (C. C. A. 8), 269 Fed. 730 [10 T.-M. Rep. 102], 
in a similar case the court said: 

Whatever may be theoretically thought of the difference between the 
two publications, the proofs establish, we think beyond doubt, that there 
was actual and considerable confusion in the public mind. A number of 
witnesses testified that the defendants’ publication had been passed off 
on them for that of the complainant’s. This number was not large when 
compared with the entire circulation of the publication, but it was quite 
large when the difficulty of securing such testimony is considered. The 
testimony of these witnesses stands uncontradicted and unimpeached. 

The defendant entering the magazine field was under obligation 
to distinguish its magazine from plaintiff's. It has failed. It not 
only selected the key word “Mechanics” of the title of plaintiff's 
magazine for a key word in the title of its own magazine, but 
applied that title to a magazine containing similar subject matter 
and of practically the same shape, size and get-up, knowing full 
well that it would be sold through the same retail outlets to the 
same class of purchasers. Photoplay Pub. Co. v. LaVerne Pub. 
Co., supra. 

The record furnishes no foundation for the defense of laches. 
Before the first copy of defendant’s magazine was published, plain- 
tiff, learning of the proposed use of the title “Modern Mechanics,” 
notified defendant that the use of that title would be objectionable 
and would produce confusion. Plaintiff even suggested to defend- 
ant other titles for its new magazine. It has consistently and con- 
tinuously maintained its original position and asserted its rights 
in the Patent Office and in the courts. Although relief to which 
plaintiff has shown itself entitled may inflict a hardship upon de- 
fendant such relief should not be denied. In Yale Electric Cor- 
poration v. Robertson, 26 Fed. (2d) 972, 974 [18 T.-M. Rep. 821], 
the court said: 


The defense of laches needs no more than mention. The plaintiff has 
gone on in the face of the defendant’s opposition from the very outset. 
If its persistence now lays a heavy burden on it, it is of its own making. 
It would be an easy escape from the consequences of a wrong to assert 
that one has grown so old in its practice as to make any change painful. 
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Assuming the word “Mechanics” be a descriptive word and not 
the subject of a valid trade-mark, I am satisfied the word from 
thirty or more years of continuous use by plaintiff has acquired a 
secondary signification indicative of plaintiff's magazine and as such 
is entitled to protection as much as an arbitrary or fanciful word. 
The plaintiff is entitled to a decree enjoining the defendant from 
using the word “Mechanics” or “Mechanix” as part of the name 
of its magazine, and for an accounting. 

This opinion contains a statement of the essential facts and 
of the law applicable thereto in conformity with Equity Rule 701. 





NationaL Biscurr Company v. KeLitoGG Company 
United States District Court, District of Delaware 


January 11, 1935 


Unrarr CompPeTirion—NaAmeE oF Patented ArticLE—Pustici Juris on Ex- 
PIRATION OF PATENT. 

Where the name of a patented article is the only one by which it 
can be described, and is the only name by which it was described dur- 
ing the existence of the patent, such name becomes public property on 
the expiration of the patent. Where, therefore, the names “Shredded 
Wheat” and “Shredded Wheat Biscuit” were the names of a product 
patented by plaintiff's predecessors, such names became publici juris 
on the expiration of the patent. 

Unrarr CompetTition—‘SHREDDED WHEAT” ON CEREALS—SECONDARY MEAN- 
inc—Ricuts oF ComPeETITORS—OBLIGATION TO DISTINGUISH. 

The fact that “Shredded Wheat” or “Shredded Wheat Biscuit” was 
for years understood to be the name of a product produced only by 
plaintiff, held to establish plaintiffs right to such name. Where a 
secondary meaning is established, even to the exclusion of any other 
meaning, a competitor has the right to use such name, provided he 
clearly distinguishes his goods, and where a user does distinguish his 
goods he has fulfilled his duty to his competitors and to the public. 

Unram Competirion—Use or Sitminar Trape-Marxs—Ricntr or Marx, 
Sussecr or Exprrep Patent, To BE Prorecrep IN SAME Form AND 
SuHape As ORIGINAL. 

In the case at issue, where plaintiff's predecessors had patented a 
process of making a cereal biscuit, to which they had given the name 
“Shredded Wheat” and “Shredded Wheat Biscuit,” said biscuits being 
of a size and shape best suited for packing and selling, plaintiff held 
not entitled to an injunction restraining the defendant from manufac- 
turing and selling a shredded wheat biscuit in form like that protected 

by the original patent or from using thereon the name “Shredded 






































NATIONAL BISCUIT CO. V. KELLOGG CO. 103 


Wheat.” Plaintiff, moreover, held to have no trade-mark right in the 
name “Shredded” and “Shredded Wheat,” or in the form of shredded 
wheat biscuits. 


In equity. Action for alleged trade-mark infringement and un- 
fair competition. Bill dismissed. 


Hugh M. Morris, of Wilmington, Del., for plaintiff. 
Ward & Gray, of Wilmington, Del., for defendant. 


Joun P. Niextps, D. J.: This is a suit in equity by National 
Biscuit Company, a New Jersey corporation, against Kellogg Com- 
pany, a Delaware corporation. The bill charges unfair competi- 
tion. It avers that plaintiff is vested with the exclusive right to 
whole wheat biscuit made in a particular and distinctive shape, 
appearance and structure; to the name “Shredded” and “Shredded 
Wheat” in connection with whole wheat biscuit; and to the repre- 
sentation or picture of whole wheat biscuit made in a particular 
and distinctive shape, appearance and structure generally and 
shown in a saucer or dish. Plaintiff prays the court to enjoin de- 
fendant “from, directly or indirectly, manufacturing or selling 
whole wheat biscuit made in imitation and simulation of the said 
whole wheat biscuit of the manufacture and sale of plaintiff, of 
particular and distinctive shape, appearance and structure; from 
employing upon cartons, in advertisements or otherwise the name 
‘Shredded’ in connection with said biscuit; from employing in ad- 
vertisements or upon cartons containing said biscuit a cut or picture 
of said biscuit of particular and distinctive shape, appearance and 
structure, either alone or in association with the word ‘Shredded’ ; 
from using or employing on packages or in advertisements or other- 
wise the trade-mark consisting of the words ‘Shredded Wheat,’ or 
any simulation thereof; from using or employing on packages or in 
advertisements or otherwise the trade-mark consisting of the repre- 
sentation of said biscuit of particular and distinctive shape, appear- 
ance or structure placed in a saucer or dish, or any simulation 
thereof and from aiding, assisting or inducing others to advertise, 
sell, pass or palm off the whole wheat biscuit of the manufacture and 
sale of defendant as and for the whole wheat biscuit of the manu- 
facture and sale of plaintiff.” 
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Throughout this opinion the word “plaintiff’’ means National 
Biscuit Company and its predecessors. These predecessors include 
Cereal Machine Company, incorporated under the law of Colorado 
in 1893 and later known as Shredded Wheat Company; and The 
Natural Food Company, incorporated under the laws of New York 
in 1900 and after 1908 known as The Shredded Wheat Company. 
National Biscuit Company purchased the business from The 
Shredded Wheat Company in 1930 with its large factory at Niagara 
Falls. The word “defendant” includes Kellogg Company and its 
predecessor Kellogg’s Toasted Corn Flake Company with a factory 
at Battle Creek, Michigan. 

The case involves a brief review of events from 1894 to date—a 
stretch of forty years. The early years cover the period of plain- 
tiff’s patent monopoly of the manufacture and sale of shredded 
wheat biscuit. Throughout the subsequent years the review deals 
with plaintifi’s efforts to perpetuate that monopoly by means of 
trade-marks and suits against competitors. In these suits plaintiff 
charged its competitors with infringement of trade-marks and with 
unfair competition. 

Henry D. Perky of Denver, Colorado, was the founder of plain- 
tiff’s business. He incorporated Cereal Machine Company in 1893 
and became its president. At the start this company planned to 
market small machines for shredding various foods including wheat, 
turkey, lobster, vegetables and meats. The Denver Republican 
of March 11, 1824, printed an advertisement headed: “Ceres Greets 
You With Words of Good Cheer” and concludes: ‘‘Absolutely pure 
food is manufactured only by The Cereal Food Co., 1632 Arapahoe 
Street. Shredded Whole Wheat Bread and Shredded Cereal Coffee 
fill every requirement of the human system. Come to the Cereal 
Restaurant and Salesroom and try, and take home with you some 
of these perfect foods.” Half of the advertisement is taken up 
with the figure of Ceres marked “Trade-Mark.” For twenty years 
from 1894 until 1914, the trade-mark of plaintiff was the goddess 
Ceres represented as holding a lighted torch in one hand and a 
sheaf of wheat in the other. 
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After the experiment period in Denver and an unsuccessful 
start at Worcester, Massachusetts, plaintiff landed for good at 
Niagara Falls, New York. Here capital was enlisted and a great 
factory was built. Ultimately the name “Niagara” was closely 
identified with plaintiff’s biscuit and business. 

Perky was a prolific inventor, having secured over forty patents 
between 1893 and 1905, the year of his death. Up to 1915 plaintiff 
printed prominently upon packages containing its biscuit the fol- 
lowing notice: 


September 17, 1895 PATENTED October 15, 1895 


502378 Aug. 1, 1893 24688 Sept. 17, 1895 685671 Oct. 29, 1901 

520496 May 29, 1894 548086 Oct. 15, 1895 683100 Sept. 24, 1901 
521810 June 26, 1894 548087 Oct. 15, 1895 684789 Oct. 22, 1901 

532286 Jan. 8, 1895 25318 Mar. 31, 1896 683101 Sept. 24, 1901 
532480 Jan. 15, 1895 571284 Nov. 10, 1896 678127 July 9, 1901 

532481 Jan. 15, 1895 571235 Nov. 10, 1896 667892 Feb. 12, 1901 
532697 Jan. 15, 1895 598745 Feb. 8, 1896 678625 July 18, 1901 
532698 Jan. 15, 1895 28785 June 7, 1898 681635 Aug. 27, 1901 
533551 Feb. 5, 1895 614338 Nov. 15, 1898 713795 Nov. 18, 1903 
533552 Feb. 5, 1895 618288 Jan. 24, 1899 746145 Dec. 8, 1903 

533553 Feb. 5, 1895 625696 May 23, 1899 770159 Sept. 14, 1904 
533554 Feb. 5, 1895 681656 Aug. 27, 1901 797604 Aug. 22, 1905 
533555 Feb. 1895 35511 Dec. 21, 1901 785354 Mar. 21, 1905 
533821 Feb. 5, 1895 684788 Oct. 22, 1901 


Throughout these patents the word “shredded” is used repeat- 
edly and always as descriptive of the product. 

The Perky basic patent No. 546,086 covering both plaintiff's 
product and process relating to shredded wheat, was granted on 
October 15, 1895. All subsequent patents claimed by plaintiff and 
listed on its food packages, as above set forth, have long expired 
by limitation, and the subject matter thereof has fallen into the 
public domain. 

The product made by plaintiff is wheat forced into filaments 
and baked into the form of pillow-shaped loaf. The basic patent 
discloses a process of boiling the original whole-wheat berry, 
partially drying it and then forcing it between compression rollers, 
one or both of which has peripheral grooves which mash the several 
parts of the berry into a soft paste. This paste is then forced 
out by means of combs or scrapers. so as to emerge in thin filaments 
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or shreds. The shreds or filaments which proceed from the combs 
are carried off upon an endless belt and are built up by a succession 
of layers until a band of the desired thickness is secured. This 


PLatnTIFF’s SmpE PANEL 


band is cut into biscuit lengths by knives, leaving the biscuits pressed 
together at the two ends. The biscuits are then cooked in an oven 
which raises the top, except at the ends, separating the shreds and 
making more obvious the interstitial texture of the whole. This 
patent expired by limitation October 15, 1912. 
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On September 17, 1895, Perky took out a design patent No. 
24,688 upon a biscuit as shown in accompanying drawings. One 
drawing showed a biscuit in plain view. The other drawing showed 
an end view. This patent would expire by limitation September 17, 
1909. In 1908 Judge Kohlseat declared this design patent invalid 
upon proof that Perky in his application swore falsely that the 


DEFENDANT'S S1pDE PANEL 


design had not been in public use more than two years. Natural 
Food Company v. Henry P. Bulkley, et al., No. 28,530 N. Dist. 
Ill., East. Div. Instead of removing notice of the Perky design 
patent from the carton or otherwise notifying the public it was no 
longer claiming protection under the patent, plaintiff continued for 
seven years thereafter to warn the public not to make the biscuit 
as it was under the protection of the government by virtue of this 
design patent. By its professions and conduct plaintiff secured a 
moncpoly not for fourteen years but actually for twenty years. 
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In 1905 plaintiff filed an application for the registration of the 
words “Shredded Whole Wheat’ as a trade-mark under the so- 
called “ten-year clause” found in the Act of February 20, 1905 
(83 Stat. 724, Chap. 592). William E. Williams filed notice of 
opposition. The proceeding was carried through the patent office 
to the Court of Appeals of the District of Columbia. The court 
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PLarintiFr’s Top Pane. 


found that early in 1894 Williams built a machine “the function of 


which was to convert the whole grains of wheat into shreds.” The 
court held: 


Since these words (“Shredded Whole Wheat’) accurately and aptly 
describe an article of food, which according to the testimony has been 
produced by Williams and others for more than ten years, it follows that 
they are descriptive within the meaning of the statute, and that they can- 
not be appropriated as a trade-mark by appellant unless it has been the 
exclusive user of the words during the ten-year period. . . . No claim 
is made of any attempt on the part of Williams to deceive the public, 
or that the product of his machines is not in fact as much entitled to be 
called shredded whole wheat as is the product of appellant’s machines. 
That he did not use the words as a trade-mark, but merely in a descrip- 
tive sense is of no moment. He in common with all other manufacturers 
of shredded whole wheat had the same right to properly designate their 
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product as did The Natural Food Company (the plaintiff here). The fact 
that the Patent Office for more than ten years has been granting patents 
for machines for converting cereals into shreds adds cogency to the con- 
tention that the words “Shredded Whole Wheat” properly describe the 
product of Williams’ machines. 

* * * 


Moreover, it is open to question whether appellant in fact used these 
words as a trade-mark until after the enactment of the “ten-year 


| 


DEFENDANT’S Top PANEL 


clause” in 1905. The carton used by appellant prior to 1905 contains the 
figure of a woman holding a torch and a sheaf of wheat. The word 
“trade-mark” appears immediately under this figure, indicating quite 
clearly that the Natural Food Company (the plaintiff here) claimed the 
figure as its trade-mark and not the words (“Shredded Whole Wheat”) 
which: were apparently then used to merely describe the contents of the 
package. Natural Food Co. v. Williams, 30 App. D. C., 348. 


Notwithstanding this adverse experience in the Court of 
Appeals under the ten-year clause of the 1905 Act, plaintiff secured 
two registrations of the words “Shredded Wheat” under the Act 
of 1920. Unlike registration under the Act of 1905, registration 
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under the Act of 1920 does not carry any presumption of validity 
or ownership. No move was made to cancel those registrations, 

About 1915, some three years after the expiration of plaintiff's 
basic patent and six years after the expiration of plaintiff’s design 
patent, three employees of plaintiff organized The Ross Food Com- 
pany, a New York corporation, located at Batavia, for the purpose 
of entering into competition with plaintiff. Their carton differed 
from plaintiff’s in shape and color. Printed upon the face of their 
package was an exact reproduction of plaintiff's biscuit with the 
words “Ross’s Whole Wheat Biscuit.’”” They had no small cartons 
for purchasers of only one or two biscuits. In this situation plain- 
tiff brought suit charging unfair competition. The case was carried 
to the court of appeals of the Second District. The court held 
that Ross Food Company had the right to make a biscuit of the 
exact size and appearance of the biscuit made by plaintiff because 
by patenting the biscuit plaintiff had dedicated the product, process 
and design to the public and upon expiration of the patents they 
were open to public use. The Ross Company was directed to en- 
deavor to band or mark its biscuit, if it could do so, without being 
under such handicap as would destroy its “‘indubitable right” to 
compete with plaintiff by making a biscuit identical with that made 
by plaintiff. 

In a short dissenting opinion Judge Ward indicated the sub- 
stantial agreement of all members of the court in the application of 
general principles except as to the necessity of marking biscuits 
sold to customers without cartons. He said: 

After the expiration of the complainant’s product and design patents, 
the public generally had the right to manufacture the same article under 
the same name and in the same form. This was the condition on which 
the expired monopolies were granted. The defendant concededly does 
not use the same name, nor sell the article in a similar carton. It sells 


its article as “Whole Wheat” biscuit, in entirely different cartons, nor is 
there any evidence of unfair advertising. 

I understand the court to agree that the defendant may make and 
sell its biscuit in the same form, color, and size as complainant’s. The 
only question is what, if any, protection the complainant should have, 
in view of the secondary meaning its product has acquired from its mere 
appearance. When both parties mark their product, unfair imitation of 
the original producer’s mark should be enjoined, as in Singer v. June 
Manufacturing Co., 163 U. S. 159, 16 Sup. Ct. 1002, 41 L. Ed. 118. In this 
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case, however, neither party marks the biscuit itself, and it would obvi- 
ously impair the strength and deform the appearance of this very fragile 
piscuit to do so. 

The complainant’s claim to be protected in any secondary meaning 
its goods have acquired can go no further than its injury, and that is only 
so far as the public buys or is likely to buy the defendant’s product sup- 
posing that it is the complainant’s. . The retail dealer and the purchaser 
of cartons are not misled. Guests in boarding houses and hotels on the 
American plan take what they are given. It is only a very small part of 
the public, namely, those who patronize lunch rooms, restaurants, or hotels 
on the European plan, and who order biscuit which they see on the 
counters, or on plates or saucers, supposing they are the complainant’s, 
when they are really the defendant’s manufacture. This seems to me an 
insufficient reason for giving the complainant a monopoly for all time of 
what apparently is the best size of this ordinary commercial article, unless 
the defendant and other manufacturers adopt distinguishing marks which 
either increase the cost of manufacture or deform and weaken the product. 

Moreover, I think that the form and size of the biscuit as always made 
by the complainant are functional, and that imitation of these features 
is no evidence of unfair competition. The form evidently tends to 
strengthen a product made out of such fragile material and the size is 
apparently the best fitted for use as a breakfast food on a saucer. I 
think the bill should be dismissed. Shredded Wheat Co. v. Humphrey 
Cornell Co., 250 Fed. 960, 967 [8 T.-M. Rep. 369]. 


In that case the Court of Appeals entered the following decree: 


First, by relieving the defendants of any injunction in the sale of 
such biscuits as shall reach the last purchaser in cartons; second, all 
biscuits reaching the last purchaser outside of their cartons must either 
bear a letter, cross, or other plain symbol, impressed in their substance, 
or have fastened upon them a wrapping, tag, or band, stating that they 
are made by the Ross Food Company; third, the defendant at the end 
of six months may apply to the District Court to be relieved of the second 
requirement, upon showing that after a bona fide trial of all possible 
expedients it cannot comply with that provision, except at an expense 
which would make impossible any continued competition in the business 
of selling biscuits outside the cartons with any assurance of reasonable 
profit. 


Andrew Ross testified in this case about the effort of his com- 
pany to mark or band the biscuit: 


Q. 66. Did the Ross Food Company do anything with regard to that 
second clause of the modified decree, concerning the marking of the 
biscuit with a letter, cross, or other plain symbol? If they did, I wish 
you would relate to me in narrative form what was done and what re- 
sults or conclusions were reached? A. We experimented as to what 
might be done to comply with that requirement, although we felt, with all 
proper respect to the Court, that they had no conception of trade condi- 
tions or they would never have made such a decision. 


+ * + 





112 TWENTY-FIVE TRADE-MARK REPORTER 


However, we made experiments as to what might be done in the way 
of marking the biscuit. We tried to make an impression in the top of 
the biscuit, and we found that frequently it broke the shreds and dis- 
torted the biscuit, spoiled it. And when it did not do that, we found 
that, in the baking, when the biscuit rose, the marking disappeared. 


Then we tried making a mark, or making a raised mark in the bottom 
of the pan, so that the delicate shreds, when they were fed out of the 
pan, would adjust themselves to that raised portion, so that that might, 
in the baking, leave a mark. But we found that that used to distort it, 
and it was a very poor mark. We did not find any practical way of 
complying with that requirement. 


Q. 68. Did you apply, at the end of six months, to be relieved of that 
second requirement, as being impossible to carry out? A. No. 
Q. 69. You did not apply at all? A. No. 


Q. 70. Why was that, Mr. Ross? A. By that time, our capital was 
exhausted. We had no resources with which to do anything on those 
matters. 


Next, defendant entered the field and challenged plaintiff's 
pretentions to monopoly. Defendant is the largest manufacturer 
of breakfast cereals in the country. It is the successor to Kellogg’s 
Toasted Corn Flake Company and operates a factory at Battle 
Creek, Michigan. Kellogg’s line of cereal products, like “Kellogg’s 
Corn Flakes,’ “Kellogg’s Bran” and “Kellogg’s Pep” are well 
known in the grocery trade and to the public. For years the name 
“Kellogg’s” has been a distinctive household name meaning a 
particular maker of cereal foods. These foods have been widely 
advertised and are well known. Approximately a billion and a 
half cartons are put out each year. Since 1905 defendant has 
spent $50,000,000 in advertising its products. The name “Kel- 
logg’s” has appeared in every advertisement. From 1912 to 1919 
defendant manufactured a shredded biscuit marketed in cartons 
marked ‘“‘Kellogg’s Toasted Wheat Biscuit.”” From the fall of 
1921 to the fall of 1922 defendant manufactured and sold a 
shredded whole wheat biscuit of small size and pillow-shape. The 
size was less than two-thirds the size of plaintiff's biscuit. In 
1927 defendant resumed the manufacture of the small shredded 
wheat biscuit and still continues to market that biscuit in cartons 
marked “Kellogg’s Shredded Whole Wheat Biscuit.” Since 1930 
defendant also marketed this small biscuit in cartons marked ‘‘Kel- 
logg’s Whole Wheat Biscuit.” 
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In 1928 plaintiff sued two of defendant’s dealers. After some 
depositions were taken plaintiff moved no further until the suit was 
ripe for dismissal for want of prosecution. In 1980 the suit was 
discontinued by stipulation. In 1932 the present suit was brought. 

Neither party sells its biscuit loose or in bulk but only in 
cartons. ‘The defendant’s carton is in the familiar red and green 
colors of the old established line of Kellogg’s cereal cartons. The 
word ““Kellogg’s” in bold script and printed in red dominates the 
package. The defendant’s cartons are of two sizes. There is a 
large carton carrying fifteen biscuits weighing 1244 ounces. The 
other Kellogg carton is a two-biscuit carton called “individual” and 
sold for use in the restaurant trade. Plaintiff's cartons are unlike 
defendant’s. They are differently colored and featured by repre- 
sentations of Niagara Falls and of plaintiff's factory near by. 
Plaintiff has a large carton carrying twelve biscuits weighing 12 
ounces and a small carton carrying two large biscuits. Plaintiff 
also has an individual carton carrying two biscuits, indistinguish- 
able in size from defendant’s small biscuits and first put upon the 
market five years after defendant originated and popularized the 
small-sized biscuit. It should be noted that defendant distin- 
guished its biscuit from plaintiff's by making a different size, yet 
plaintiff wiped out the size distinction by duplicating defendant’s 
small biscuits. 

Both parties encouraged the sale of their regular size shredded 
wheat biscuit to the restaurant, lunch room and hotel trade in indi- 
vidual cartons. Approximately 97144 percent of defendant’s trade 
is supplied with biscuits in the large fifteen-biscuit carton. The re- 
maining 214 percent is divided into two parts: 98 percent of 
this 214 percent receives the biscuits in individual cartons; the 
remaining 2 percent of said 244 percent of defendant’s total busi- 
ness or about one in every 5,000 biscuits is served apart from a 
carton, yet is distinguished because of its smaller size. 

Biscuits of both parties are sold in some one of the above 
cartons. Since the bringing of this suit defendant has cut a 
window in one side of its carton eliminating the illustration of two 
biscuits in a saucer. The window is covered with cellophane 
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through which the ends of the biscuits may be seen. The twelve- 
or fifteen-biscuit cartons cover the great bulk of both plaintiff's ang 
defendant’s trade. As appears by the above representations, the 
respective cartons of the parties are readily distinguishable so that 
no confusion can result. The small or individual cartons with the 
same distinctive markings remove all confusion in the lunch room, 
restaurant and retail service. By making its biscuit substantially 
smaller than plaintiff's, and using individual cartons, defendant 
has met the requirements of the decree of the Circuit Court of 
Appeals for the Second Circuit in the Ross case. In this case the 
proof fully confirms the testimony of Andrew Ross that the biscuit 
itself cannot be branded or marked. With each biscuit distinctively 
marked by carton and by size, there can be no excuse for confusion 
or deception. Had the proof in this case as to marking been be- 
fore the Court of Appeals in the Ross case the opinion of Judge 
Ward would doubtless have been the opinion of the court. 

Plaintiff seeks equitable relief not only on the ground of unfair 
competition but also on the ground of alleged infringement of trade- 
marks. Plaintiff requests the court to make the following findings: 

Plaintiff is vested with the exclusive right to manufacture and sell to 
the public in the United States such biscuit. 

Plaintiff is the owner of and vested with the exclusive right in and 
to the following trade-marks which were duly registered in the United 


States Patent Office, to wit: 

“Shredded Wheat,” registered January 15, 1924, No. 178,725, for bis- 
cuit and crackers; 

“Shredded Wheat,” registered May 25, 1926, No. 213,456, for biscuit, 
crackers and cereal foods; 

A picture of a dish with two whole wheat biscuit, registered August 
17, 1926, No. 216,593, for biscuit, crackers and cereal foods. 

All of said trade-marks .... have been used by the plaintiff in con- 
nection with the sale of its said biscuit for many years, and have been 
so associated with plaintiff’s product that they have been and are indica- 
tive of source of origin in the plaintiff or its predecessor, the said trade- 
mark “Shredded Wheat” having been used since the year 1892. 


Whether the case is one of trade-mark infringement or of un- 
fair competition or of both is of no vital consequence. The es- 
sential wrong in trade-mark infringement and unfair competition is 


exactly the same. The Supreme Court says: 
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In all cases where rights to the exclusive use of a trade-mark are 
invaded, it is invariably held that the essence of the wrong consists in the 
sale of the goods of one manufacturer or vendor as those of another; and 
that it is only when this false representation is directly or indirectly made 
that the party who appeals to a court of equity can have relief. This is 
the doctrine of all the authorities. Canal Company v. Clark, 13 Wall. 
$11, 322. 


And in a later case that court says: 


Courts afford redress or relief upon the ground that a party has a 
valuable interest in the good-will of his trade or business, and in the 
trade-marks adopted to maintain and extend it. The essence of the wrong 
consists in the sale of the goods of one manufacturer or vendor for those 
of another. . . . This essential element is the same in trade-mark cases 
as in cases of unfair competition unaccompanied with trade-mark infringe- 
ment. In fact, the common law of trade-marks is but a part of the 
broader law of unfair competition. Hanover Milling Co. v. Metcalf, 240 
U. S. 403, 412 [6 T.-M. Rep. 149]. 


In this case plaintiff claims in perpetuity the monopolistic right 
to the descriptive word “shredded” and a monopolistic right in the 
shape or form of the biscuit. Any right of plaintiff must be based 
upon the wrong of defendant. Relief must be based upon con- 
fusion or palming off, otherwise relief should be denied. Originally 
patents covered every phase of plaintiff’s business. There were 


product, process and design patents which secured plaintiff a per- 
fect monopoly of the business. These patents have expired and 
the case falls into the class of expired patent cases and is controlled 
by the Singer case. 


In that celebrated case the name “Singer” meant two things; it 
meant the type of machine and it meant the maker. The funda- 
mental patents in the case had expired over twenty years before 
suit was brought. There was a large volume of testimony to the 
effect that when people in the trade were asked “What do you 
understand by a Singer Machine” invariably they answered “We 
understand it to be a machine manufactured by the Singer Manu- 
facturing Company.” The conduct of the June Manufacturing 
Company, the defendant, was particularly exasperating. It called 
its machine an “Improved Singer.” It used “J. Mfg. Co.” in 
imitation of “S. Mfg. Co.” on plaintiff’s machine. As the serial 
number on “Singer” machines ran into the millions defendant be- 
gan with 300,000,000. It also imitated plaintiff’s machine in ex- 
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ternal appearances and even in ornamentation. Yet, because the 
patents had expired, the Supreme Court gave to defendant the 
right to make the Singer Sewing Machine; the right to use the 
name “Singer”; and the right to make the machines in the form in 
which the Singer Company had made them. The injunction that 
issued only went to the extent of requiring the June Company to 
put its name on its machines. In other words, June was only re- 
quired to do what the defendant in this case has always done—place 


> 9» 


the name ‘‘Kellogg’s” on the package. The court said: 










































It is self evident that on the expiration of a patent the monopoly 
created by it ceases to exist, and the right to make the thing formerly 
covered by the patent becomes public property. It is upon this condition 
that the patent is granted. It follows, as a matter of course, that on the 
termination of the patent there passes to the public the right to make the 
machine in the form in which it was constructed during the patent. We 
may, therefore, dismiss without further comment the complaint, as to the 
form in which the defendant made his machines. It equally follows from 
the cessation of the monopoly and the falling of the patented device into 
the domain of things public, that along with the public ownership of the 
device there must also necessarily pass to the public the generic designa- 
tion of the thing which has arisen during the monopoly, in consequence of 
the designation having been acquiesced in by the owner, either tacitly, 
by accepting the benefits of the monopoly, or expressly by his having so 
connected the name with the machine as to lend countenance to the result- 
ing dedication. To say otherwise would be to hold that although the 
public had acquired the device covered by the patent, yet the owner of 
the patent or the manufacturer of the patented thing had retained the 
designated name which was essentially necessary to vest the public with 
the full enjoyment of that which had become theirs by the disappearance 
of the monopoly. In other words, that the patentee or manufacturer 
could take the benefit and advantage of the patent upon the condition that 
at its termination the monopoly should cease, and yet when the end was 
reached disregard the public dedication and practically perpetuate in- 
definitely an exclusive right. Singer Mfg. Co. v. June Mfg. Co., 163 
U. S. 169, 185. 


In a later case the court said: 






. ... but when the patent expired the exclusive right to manufacture 
the article expired with it, while the name which described it became, 
under the facts of this case, necessarily one of description and did not 
designate the manufacturers. There was no other name for the article, 
and in order to obtain it a person would have to describe it by the 
words “Rahtjen’s Composition.” The words thus became public property 
descriptive of the article, and the right to manufacture it was open to 


all by the expiration of the English patent. Holzapfel’s Co. v. Rahtjen’s 
Co., 183 U. S. 1, 10. 
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Where the name is the only name by which the article can be 
described and is the only name by which it was described during 
the existence of the patent that name becomes public property 
upon the expiration of the patent. Here the patented biscuit was 
known as “Shredded Wheat” or “Shredded Wheat Biscuit.” Upon 
the expiration of the patent that name became public property. 

Evidence that “Shredded Wheat” or “Shredded Wheat Biscuit” 
has been understood by the public for years to mean a product 
only by the plaintiff does not establish plaintiff's right to that name. 
Where a secondary meaning is established, even to the exclusion of 
any other meaning, a competitor has the right to use that name 
provided he clearly distinguishes his goods. So where a man 
distinguishes his goods he has fulfilled his duty to his competi- 
tors and to the public. What normal person desiring plaintiff's 
biscuit would take defendant’s package and think he was getting 
plaintiff's package. Or what person seeing defendant’s package 
would think it was plaintiff's package. Such confusion cannot be 


inferred from the circumstances of the case and there is no proof 
of it. 


The testimony of a hundred witnesses from all parts of the 
country establishes there was no passing off of defendant’s biscuit 
for plaintiff's or deception of the public to any appreciable extent. 
Howard Duane, a witness on behalf of plaintiff testified: 


XQ. You saw right away that the biscuit handed to you in this carton 
was not the biscuit you had been getting? 

A. Immediately. 

XQ. Did you eat it? 

A. Yes. 

XQ. Did you notice anything about the size when you took it out of 
the carton? 

A. Yes, the size was shorter than the “Shredded Wheat Biscuit.” 

XQ. You did not think that was any biscuit made by the National 
Biscuit Company or the Shredded Wheat Company? 

A. No, I did not. I knew it was not. 


Alvin J. Lee, plaintiff’s witness, testified: 


XQ. 44. Do you recognize this Kellogg’s whole wheat biscuit package 
as one of the general family of Kellogg packages? Are not the colors the 
red and green colors of the standard Kellogg package? 











118 TWENTY-FIVE TRADE-MARK REPORTER 


A. Yes, red and green, and it says Kellogg’s. 

XQ. 45. You would recognize that as one of the family of Kellogg 
packages, would you not, that whole wheat biscuit package? 

A. Well, with the name on it, yes. 

XQ. 46. And you have never seen any of the whole wheat packages 
that did not have the Kellogg name on it in big red letters, have you? 

A. Not as I remember. 


Q. 47. Is there any difference in size between the Kellogg’s and the 
National shredded wheat? 


A. I am rather inclined to think that the Kellogg’s is smaller. 
Mrs. Irma Colliflower, plaintiff’s witness, testified : 


XQ. 49. So, when you asked for shredded wheat and got this product, 
you knew right away that this brand was not the Niagara Falls product? 
A. Why, absolutely. 


XQ. 50. You understood right away, as I understand you, that she 
was giving you a product made by the Kellogg Company. Is that so? 

A. Yes. 

Mrs. Clara Goodman, plaintiff's witness, testified: 


XQ. 62. I show you this biscuit in Plaintiff's Exhibit No. 6 for iden- 
tification and I ask you if you recognize any resemblance or any dis- 
similarity between these two? 

A. No. There is a difference in the biscuits. 

XQ. 63. What is that difference? 

A. The shredded wheat is a larger biscuit. 

XQ. 64. And when Mrs. Huber gave you this package of “Kellogg’s 
Shredded Wheat,” you knew right away that it was not the Niagara 
Falls package that you were getting? 

A. Certainly. 

XQ. 65. And you recognized instantly that it was a new shredded 
wheat package? 

A. Yes. 


Testimony of this sort could be quoted at great length. Unless 
there is deception or the probability of it, there is no unfair com- 
petition. The proof is lacking in both respects. Plaintiff is com- 
plaining, not of unfair competition but of effective competition. 

In conclusion I am of opinion that defendant has the right to 
make shredded wheat biscuit, to make the biscuit in a pillow form 
and to use the name “Shredded Wheat’’; and that plaintiff has no 
trade-mark right in the words “Shredded” and “Shredded Wheat” 
or in the form of shredded wheat biscuit. Defendant is guilty of 
no unfair competition by using the words “Shredded” and 
“Shredded Wheat’ or by making shredded wheat biscuit in the 
form of a pillow or by displaying on its packages the illustration of 
its biscuit in a bowl. 
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This opinion contains a statement of the essential facts and of 
the law applicable thereto in conformity with Equity Rule 70%. 
The bill must be dismissed. 


Krart-Puenirx Curerese Corporation v. R. E. Rospertrson, Inc. 
(9 F. Supp. 125) 


United States District Court, Eastern District of Michigan 


December 14, 1984 


Trape-Marks—Unrair Competirion—Use or Misiteapinc Lasets—DeEcep- 
TION OF PuBLic. 

Where names or labels adopted by defendant are so similar to those 
of the plaintiff as to make it appear likely that purchasers will be 
deceived, proof is not required of specific instances in which persons 
have actually been deceived thereby. 

‘Trape-Marxs—“MiraciteE Wie” ann “Wonper M1x” on SaArap Dressinc 
—ConFuictinc Marks. 

The words “Wonder Mix,” held to be deceptively similar to the 
words “Miracle Whip,” both trade-marks being used on salad dress- 
ing, and a preliminary injunction was granted. 

In equity. Action for alleged unfair competition in the use of 
similar trade-mark and label. Preliminary injunction granted. 


Nicholson, Snyder, Chadwell § Fagerburg, of Chicago, IIl., 
and Thomas J. Hughes, of Detroit, Mich., for plaintiff. 
Rice & Rice, of Grand Rapids, Mich., and George § Klein, of 

Flint, Mich., for defendant. 


Tuttrie, D. J.: This case is before the court upon plaintiff’s 
motion for preliminary injunction. Affidavits have been filed by 
both parties and testimony of witness called by the defendant has 
been taken in open court. 

It is proved and not denied that the plaintiff has expended large 
sums of money in advertising and otherwise promoting the sale of 
its salad dressing under the trade-mark “Miracle Whip,” and en- 
joyed a wide sale and distribution of such product in this District 
and throughout the United States long before defendant adopted 
the phrase “Wonder Mix” as a name for its salad dressing. There 
is little difference in meaning between the words, “Miracle” and 
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“Wonder.” If I heard plaintiff's product “Miracle Whip” adver- 
tised over the radio or read advertisements of “Miracle Whip” in 
the newspapers, and afterward went into a store which was carry- 
ing both “Wonder Mix” salad dressing and “Miracle Whip’’ salad 
dressing, I should be confused as to which of the two had been men- 
tioned in the advertisements. 

In addition to the fact that the word combination “Wonder 
Mix” has about the same meaning or suggestion which is conveyed 
by the words “Miracle Whip,” there is a rhythmic suggestion about 
the two marks, which to my mind intensifies the resemblances be- 
tween them. There is no question in my mind but that the defend- 
ant adopted the phrase “Wonder Mix” in order to take advantage 
of the good-will which the plaintiff had acquired by its extensive 
exploitation and sale of “Miracle Whip” products. The extent to 
which the defendant has imitated the plaintiff's trade-mark 
“Miracle Whip” goes beyond the limit of fair competition and hence 
constitutes unfair competition which ought to be restrained. 

With reference to the label adopted by the defendant, it is clear 
to me that an attempt was made to simulate the design of plaintiff's 
label as nearly as possible. The same blue border is used, as well 
as the red script with which the brand name and the words “Salad 
Dressing” are written. The only differences between the two 
labels are minor ones, including the defendant’s use of the words 
“Wonder Mix” instead of the words “Miracle Whip,” and such 
differences are submerged in the more prominent features of plain- 
tiff’s label, which were copied by the defendant. In fact, the rela- 
tively unimportant changes in ornamentation which the defendant 
made in its label intensify the conviction that the defendant copied 
the prominent features of plaintiff's label in order that the general 
impressions given by the two labels would be as much alike as 
possible. 

Defendant called various witnesses, including a grocer, to 
testify that in their opinion no customer is likely to be deceived by 
defendant’s label into thinking he is purchasing plaintiff’s product. 
Such evidence does not alter my conviction arising from my com- 
parison of the labels themselves that purchasers would be inevitably 
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confused between the two. Plaintiff has introduced no proof of 
actual deception, but where names or labels adopted by a defendant 
show in themselves similarity to those of the plaintiff and in such 
a degree as makes it appear likely that purchasers will be deceived, 
proof is not required of specific instances in which persons have 
actually been deceived thereby. 

Defendant is entitled to compete with the plaintiff provided he 
does so fairly. His adoption of the ““Wonder Mix’ name and of 
the label complained of in this case constitutes unfair competition 
and a temporary injunction should be issued before he has 
further invaded the rights of the plaintiff. 

A preliminary injunction will issue in the form prayed, upon 
the filing of a bond approved by this court for the protection of the 
defendant in the sum of $1,000. 


Nu Enamet Corporation, New York Nu Enamet Co., Inc., anp 
EasteRN NuENAMEL Co., Inc. v. Nate Enamet Co., Inc., 


Morris SCHMUCKLER AND NATHAN SCHMUCKLER, INDIVIDU- 
ALLY AND NaTHAN SCHMUCKLER, doing business under the 
trade-name and style of Duo ENnamext Paint Co. anp 
AtyEaR Dvo ENamet Paint Co. 


New York Supreme Court, Appellate Division 


January 25, 1935 


Unrarr Competition—Use or Srmitar Trape-Names—“Nu ENAMEL” anp 
“Duo ENAMEL.” 

Where plaintiffs had adopted and used exclusively the words “Nu 
Enamel” as a trade-mark for their products, the use by defendants of 
the words “Duo Enamel” on similar goods, held unfair competition. 

Unram Competition—Imitatine Piarntirrs’ Lasers anp LITERATURE. 

The use by defendants of labels and advertising literature similar 
in form and wording to that used by plaintiffs in marketing a similar 
product, held unfair competition. 

Unrarr Competition—Imitatine Store Fron-s. 

The use by defendants of certain features on their retail store 
fronts in imitation of plaintiffs’ stores, held a deliberate imitation and 
unfair competition. 
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In equity. Action for unfair competition. On appeal from the 
New York Supreme Court, New York County, dismissing the com- 
plaint. Decision reversed. 


Sapinsley § Lukas (Edwin J. Lukas, of counsel), of New York 
City, for appellants. 

Weisman, Quinn, Allan § Spett (Murray C. Spett, of counsel, 
Isidore Miller with him on brief), all of New York City, 
for respondents. 


Per Curiam: ‘The record on appeal herein leaves no doubt in 
our minds that the defendants have been guilty of most flagrant 
acts of unfair competition with the plaintiffs. The surreptitious 
manner in which the defendant obtained from plaintiff, Nu Enamel 
Corporation, inside information of the conduct of its business, under 
the guise of securing a franchise for the sale and distribution of 
said plaintiff's products in the State of California, including said 
plaintiff's folder of printed directions and information for the use 
of its product, clearly discloses the defendants’ ulterior purposes. 
The defendant Nathan Schmuckler procured from the president of 
the plaintiff a copy of one of plaintiff’s folders of directions and in- 
formation. ‘The defendants had this folder reproduced and copied 
in practically identical form and wording, except that the defend- 
ant’s trade-name “Duo Enamel,” was substituted for that of the 
plaintiff, and then distributed the folder to the public as their 
own. The defendants did not engage in business in the State of 
California, but, upon learning that the plaintiff had not as yet 
opened stores here, although the same was in contemplation, with 
the assistance of one of plaintiff’s employees whom the defendants 
hired under cover of darkness, the defendants immediately opened 
stores here. Such acts signalized the intent of the defendants to 
illegally appropriate the plaintiff's business and adopt it as their 
own. Phonetically, the name which the defendants used in con- 
nection with the sale of their product was almost precisely like the 
trade-name of the plaintiff. Plaintiff's registered name was 
“Nu Enamel.” That adopted by the defendants as their trade- 
name was “Duo Enamel.” However, the name thus adopted by 
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defendants was not the defendants’ trade-name as registered at the 
United States Patent Office at Washington. The defendants first 
applied for registry of the name “Duo Enamel” as their trade- 
name, but registry was refused, and the defendants then applied 
and had registered as their trade-name, “Alyear Duo Enamel.” 
Notwithstanding the United States Government’s refusal to register 
defendants’ trade-name as ““Duo Enamel,” the defendants at once 
proceeded to adopt such trade-name in direct competition with the 
trade-name of the plaintiff. The whole conduct of the defendants 
furnishes convincing evidence that the defendants were seeking to 
appropriate the plaintiff’s trade-name and business, and that the 
public was undoubtedly deceived thereby. The opening of various 
stores by the defendants and the simulation in general outside 
appearance of such stores shows, beyond any question, that the 
defendants sought to imitate the stores which had been opened 
throughout the country by the plaintiff, many of which had been 
visited by the defendant Nathan Schmuckler prior to the opening 
of the defendants’ stores. 


The courts of this State and sister states have uniformly re- 


strained acts of unfair competition much less flagrant than those 
of the defendant here. In the cases of Phoenix Cheese v. Kirp 
(176 App. Div. 735) [7 T.-M. Rep. 460], Cash, Inc. v. Steinbook 
(220 App. Div. 569) [17 T.-M. Rep. 281], Kallus v. Bimblick 
(229 App. Div. 313) [20 T.-M. Rep. 170], Volger v. Force (63 
App. Div. 122), Vulcan v. Meyers, (46 St. R. 962; affd. 139 N. Y. 
364), Dobbs v. Cobbs (226 App. Div. 372) [18 T.-M. Rep. 217], 
and in many other decisions of this Court in cases where acts of 
unfair competition on the part of the defendants were much less 
flagrant than those of the defendants herein, this Court has re- 
strained the continuance of the acts of unfair competition. 

We hold that the plaintiffs are entitled to enjoin the defendants 
from the further use of the trade-name “Duo Enamel” in connection 
with the defendants’ business, from the adoption of plaintiff's 
slogans, and from the further acts of simulation on the part of the 
defendants, of which the plaintiffs complain. 
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The judgment appealed from should be reversed with costs, 
and judgment entered as directed herein with costs. 


Liserty Orn Corporation v. Crow.Ley, Mitner & Co. 
(258 N. W. 241) 


Supreme Court of Michigan 
January 7, 1935 


Trape-Marks—Uwnrair CompPeTirion—“LIBERTY” AND Device or Statve 
or Ligerty oN LupeicaTtinc Ous—UnavrnHorizep Use or Piarn- 
TIFF’s Trape-Mark. 

After plaintiff had adopted as its trade-mark for lubricating oil 
the word “Liberty” and the device of the Statue of Liberty, which 
mark it had identified with its business in and in the vicinity of the 
City of Detroit, the sale by defendant of lubricating oil under the 
name “Liberty Motor Oil” with the representation of the Statue of 
Liberty thereon, held unfair competition and was enjoined. 

Unrarr Competition—Svits—AccouNTING FoR Prorits. 

In the case at issue, plaintiffs held entitled to the sum of $250 as 
damages, covering profits of defendant in sales made after notice of 
infringement was given. 

Unrairr Competition—UnavutTuHorizep Use oF PLAINTIFF’s MARK—SALE OF 
Inretincine Goops—LiaBiLiry For DAMAGEs. 

Where defendant began the sale of goods bearing the infringing 
trade-mark without knowledge of plaintiff’s prior right thereto, held 
that defendant incurred no liability to the plaintiff by reason of sales 
made in good faith. 


In equity. Action for unfair competition in the wrongful use 


of a trade-mark. From a decree in favor of plaintiff, defendant 


appeals and plaintiff cross-appeals. Decree modified and, as modi- 
fied, affirmed. 


Lucking, Van Auken & Sprague, of Detroit, Mich., for appel- 
lant. 

Swan, Frye § Hardesty and John C. L. Cowen (John F. 
Jordan, of counsel), all of Detroit, Mich., for appellee. 


Newson Suarpe, C. J.: The plaintiff corporation was organ- 
ized in 1918 by Emil Mettetal. He and his wife had all of the 
stock therein, except one share held by his attorney, John F. 


Jordan. Its purpose was to engage in the sale of lubricating oils. 
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It adopted the trade-mark “Liberty Oils and Greases,” with a 
representation of the Statue of Liberty placed thereon. The sales, 
with a few exceptions, were made in the counties north of Wayne, 
usually spoken of as “The Thumb,” and on the personal solicita- 
tion of Mettetal. It did no refining. Orders were sent in to a 
number of different refining companies and shipments made direct 
to the customers in containers bearing plaintiff's trade-mark. 

The defendant is one of the large department stores in the city 
of Detroit. Some of its departments are conducted by parties hav- 
ing no interest in the corporation, under leasing arrangements there- 
for. Automobile accessories, which included lubricating oil, were 
handled by the Sterne-Jay Corporation of New York City. In 
February, 1931, a carload, consisting of 1,410 five-gallon cans of 
oil, bearing the brand or trade-mark “Liberty Motor Oil,” with a 
representation of the Statue of Liberty appearing thereon, was 
shipped by the Radbill Oil Company of Philadelphia, on the order 
of the Sterne-Jay Corporation, to the defendant’s store at Detroit. 
It was advertised by defendant, and sales thereof made from its 
store. Neither the defendant nor the Sterne-Jay Corporation had 


any knowledge at that time that plaintiff was engaged in the sale 
of “Liberty” oils. 


Mettetal testified that some customers called his attention to 
sales made by the defendant at a less price than that for which 
his corporation was selling it, and that he went to the store and 
purchased a can for himself. On May 16, 1931, plaintiff’s attorney 
wrote defendant that its action in simulating plaintiff's trade-mark 
on its containers afforded ground for a suit for an injunction and 
damages, and suggested a possible adjustment of the matter. De- 
fendant answered that it had no intention of infringing on any 
trade-name, and that it would at once take up the matter with the 
people from whom it purchased its oils. It referred the matter 
to the Radbill Oil Company. Correspondence relative thereto was 
had between the attorney for this company and plaintiff’s attorney, 
and an offer of settlement made, which was rejected. 

On August 16, 1932, the plaintiff filed the bill of complaint 
herein, alleging that defendant had been, and was then, infringing 





126 TWENTY-FIVE TRADE-MARK REPORTER 


its trade-name and trade-mark in the sale of oils to its great damage 
and loss, and prayed for an injunction to enjoin it from doing so 
and for a decree for the damages it had sustained thereby. De- 
fendant’s answer contained a denial of many of the allegations in 
the bill and of plaintiff's right to the relief prayed for. 

After the submission of proofs, the trial court found that plain- 
tiff had a “prior right to the use of the word ‘Liberty’ and the 
‘Statue of Liberty,’ in this locality, in connection with lubricating 
oil.” He found difficulty in assessing the damages, but finally 
fixed them at $750, and entered a decree therefor, and in it en- 
joined the defendant from selling or offering for sale any lubricat- 
ing oil bearing such trade-mark, as prayed for in the bill of com- 
plaint. The defendant has appealed therefrom, and the plaintiff 
by cross-appeal insists that the award of damages to it should be 
increased to $9,250. 

The defendant contends: 

1. No injunction should issue. 


II. Plaintiff is not entitled to damages or profits. 
III. Plaintiff is guilty of laches. 


I. There has been much litigation in this country over the right 
of a party to be protected in the use of a trade-mark. The subject 
is considered and discussed in 68 C. J., 26 R. C. L., and Nims on 
Unfair Competition and Trade-Marks, and the decisions of the 
courts are reviewed at some length therein. 

The plaintiff had adopted and used its trade-mark for a number 
of years on the containers in which its oil was sold. There can be 
no question under the proofs submitted that the resemblance be- 
tween it and that used by the defendant on its containers was so 
marked that purchasers from defendant were deceived thereby. By 
priority of adoption and actual use plaintiff acquired the exclusive 
right to use it in connection with its sale of “Liberty” oil in Detroit 
and its vicinity, and its right to relief “is based upon the principles 
of common business integrity.” Good Housekeeping Shop v. 
Smitter, 254 Mich. 592, 286 N. W. 872, 873. 


The single question in this connection is whether the trade designation 
adopted by them is sufficiently similar to that of the plaintiff to be likely 





LIBERTY OIL CORP. V. CROWLEY, MILNER & CO. 127 


to confuse or mislead those using ordinary discrimination. W. B. Mfg. 
Co. v. Rubenstein, 236 Mass. 215, 128 N. E. 21, 22, 11 A. L. R. 1283 
[11 T.-M. Rep. 368]. 

In Dayton v. Imperial Sales, etc., Co., 195 Mich. 397, page 
406, 161 N. W. 958, 961 [7 T.-M. Rep. 311], this court said: 

The generally recognized and customarily granted relief in cases of 
this kind, and that to which plaintiff is reasonably entitled where the 
offense is established, is restraint from further use of the imitating name. 

‘The injunction was properly granted. _ 

II. To what damages, if any, is the plaintiff entitled? The 
estimate of its counsel is based upon the claim that defendant’s 
representative admitted that it had sold twelve carloads of 
“Liberty” oil bearing the trade-mark referred to. It seems clear 
that any admission thus made referred to all classes of oil which 
was sold in defendant’s place of business under its arrangement 
with the Sterne-Jay Corporation, and that but one carload, consist- 
ing of 1,410 five-gallon cans of “Liberty” oil, was received by it, 
of which all but three cans had been sold. 

It is undisputed that, up to the time when the defendant was 
notified by plaintiff’s attorney that it was simulating plaintiff’s 
trade-mark on its cans of “Liberty” oil, it had no notice or knowl- 
edge that the plaintiff was selling oil in the containers on which its 
trade-mark appeared. 

The plaintiff maintained no office, in the sense in which that 
term is generally used, in the city of Detroit. For several years it 
had a lock box in the post office, and used a part of the basement of 
the house in which Mr. and Mrs. Mettetal were living for a work- 
room. Mettetal testified: 

When this storm struck Detroit, these hard times and everything, I 
went up to my cottage up north. I have a hunting cottage up there— 
so then I moved my office over with the Perry Printing Company, 5075 
Grand River. That was about two or three years ago; and then Mr. 
Perry moved it over on 2614 West Warren and I went over with him, 
and that is where I am now—been there for the last year or so. In that 
office I have a desk, typewriter and printing, my booklets, samples of 
oil, and all my files and things like that. My name is not on the door nor 
is the Liberty Oil Corporation name on the door. Mr. Perry has his 


name there, so I did not put anything on the door, but I have it inside 
on my desk. 
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The first sale of “Liberty’’ oil was made by the defendant on 
February 26, 1931. The letter from plaintiff’s attorney notifying 
it that it was infringing on plaintiff's trade-mark was received by 
it on May 16 of that year. It had then sold 423 cans of the oil. 
Up to that time it seems clear under the authorities that it had in- 
curred no liability to the plaintiff by reason of such sales. Had 
plaintiff then begun, defendant would have been enjoined from 
making further sales, but would not have been held accountable for 
the profits made by it on the oil it had then sold or for any damages 
plaintiff sustained by reason thereof. 

In Nims on Unfair Competition and Trade-Marks it is said 
(p. 1078): 


An accounting will not be ordered where the infringing party acted 
innocently and in ignorance of the plaintiff’s rights, provided such party 
stops his illegal practices after he discovers the truth. 






































In a leading Massachusetts case, Regis v. H. A. Jaynes & 
Co., 191 Mass. 245, page 248, 77 N. E. 744, 776, that court said: 


There is some conflict in the decisions; but we think that the weight of 
modern authority is in favor of the rule that an account of profits will 
not be taken where the wrongful use of a trade-mark or a trade-name has 
been merely accidental or without any actual wrongful intent to defraud 
a plaintiff or to deceive the public. 


In Straus v. Notaseme Hosiery Co., 240 U. S. 179, 36 S. Ct. 
288, 60 L. ed. 590 [6 T.-M. Rep. 103], it was held: 


While one using an unregistered design similar to that adopted earlier 
by another may be enjoined from further use thereof, he may not be 
charged with profits if it appear that the original imitation was uninten- 
tional, that no deceit or substitution of goods was accomplished in fact, 
and that no considerable part of the business was due to his goods being 
supposed to be those of the earlier user of the design. Syllabus. 


After defendant received the notice from plaintiff's attorney, it 
refrained from advertising the “Liberty” oil, except in one issue 
of a paper published in the city, but it continued to sell it to those 
asking for it, and on August 16, 1932, when this suit was begun, it 
had sold the balance of the 1,410 cans, except fifty-nine cans, and 
fifty-six of these cans were afterward sold by it. 

On June 16, 1931, the defendant wrote the plaintiff's attorney: 


If it is your request that we discontinue sale of Liberty Oil, we will 
do so with the understanding that your clients will be held responsible for 
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any loss of profit that may be due to your taking such action, should it 
develop that your clients do not have sole rights to the name. 


Plaintiff’s attorney replied thereto on July 8, 1931: 


If we were not convinced of the long-standing character of our rights 
in the matter of the Liberty Oil Trade-Mark we would not have written 
you as we did. Whether or not you discontinue your sales under the 
objectionable mark must be for your Counsel to decide, without assurance 
from or responsibility by us. We are glad to note, however, that you are 
in touch with the Philadelphia Counsel for the source of your merchandise 
supply in this line, and we believe that in friendly conference with him 
we can convince him, without the trouble and expense of Court proceed- 
ings, of our client’s right both to his right to the use of the trade-mark 
which your merchandise has been using without justification and of his 
right to damages covering the period of your merchandising of the oil 
in question. 


In the sales made by the defendant after the receipt of this 
letter, it subjected itself to the risk of a final determination that 
plaintiff's claim of infringement was well founded, and as such 
claim was sustained by the trial court, and is now sustained by this 
court, it became liable to account to the plaintiff for the profits it 
received on such sales and for any damages plaintiff sustained 
thereby. Nims on Unfair Competition and Trade-Marks, § 421, 
and cases cited therein; Hamilton-Brown Shoe Co. v. Wolf 
Brothers §& Co., 240 U. S. 251, 36 S. Ct. 269, 60 L. ed. 629 [6 
T.-M. Rep. 169]. 

Defendant’s illegal acts in making such sales are in no way 
excused by the testimony of its assistant treasurer that “during the 
period subsequent to that time, until the institution of this suit, it 
was my assumption that the matter was being taken care of be- 
tween the plaintiff there and the source of supply of the oil. Not 
having heard anything further, I naturally thought that was the 
case.” 

In the opinion filed by the trial court he said: 

It appears from the testimony that the profit Crowley, Milner & Com- 
pany derived from their contract with Sterne-Jay Company did not ex- 
ceed $250. This should be taken into consideration in an estimate of 
plaintiff's damages. In my opinion, the total damage plaintiff suffered 
by reason of defendant’s advertising and selling the lubricating oil in 


question (which includes the profit referred to above) would be amply 
compensated by an award of $750. 
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Plaintiff’s counsel in their brief say that to its damages should 
be added “the unlawful profits of defendant, amounting, as nearly 
as they can determine, to $250.” 

While the amount of the profits as thus stated by the court and 
counsel was apparently not limited to the sales made after the 
notice of infringement was given, we are satisfied that it was not 
in excess of the profits realized by the defendant thereafter, and 
that plaintiff is entitled to recover this amount. 

Plaintiff's claim for damages other than the loss of the profits 
on the oil sold by the defendant must be founded upon proof that 
the customers whom it has lost by reason of the sales made by the 
defendant will not return to it, and that the business it had estab- 
lished has been injured thereby. There is evidence that certain 
persons who had handled its oil quit doing so when informed that 
what they supposed to be the same oil was sold by the defendant 
at a price less than it sold it. But a careful examination of the 
record discloses that plaintiff's loss of business in this respect oc- 
curred prior to the notice of infringement given to defendant, and, 
as already stated, -no liability attached to the defendant therefor. 
When the manner in which plaintiff conducted its business and the 
few customers it at any time had in the city of Detroit and its 
vicinity are considered, it would, in our opinion, be inequitable to 
award it damages on account of the sales made by defendant after 
the notice was given, which were made only to persons on request 
therefor. 


Damages for infringement or unfair competition in a suit in equity 
must be confined to the loss actually sustained by plaintiff as the direct 
and natural consequence of such acts, and damages which are uncertain 
or speculative cannot form the basis of a recovery. 63 C. J. p. 578. 

III. The record does not disclose any laches on the part of the 
plaintiff on which the defendant may rely as a defense. 

The decree will be modified by reducing the allowance to plain- 
tiff from $750 to $250, and, as thus modified, affirmed, with costs in 
this court to defendant. 


Potrer, Nortu, Feap, Wiest, Butzet, BusHNE.LL, and Epwarp 
M. Suarpe, JJ., concur. 













131 





D. L. & W. R. CO. V. LACKAWANNA MOTOR FRT. LINES 






Devaware L. & W. R. Co. v. Lackawanna Moror Freigut Lines, 






Inc. 
(175 A. 905) 





Court of Chancery of New Jersey 







December 28, 1984 





Trape-Marks AND Trape-Names—GeroorRAPHICAL Terms—“LACKAWANNA.” 

While the use of geographical names cannot ordinarily be monopo- 

lized for trade use, nevertheless the purpose, the manner, the associa- 

tion and the identification thereof with the business of the complainant 

may entitle the latter to object to the manner of its use and to demand 

protection from the deceptive products and advertising of a competitor. 
Trape-Marks AND Unrairn ComPetTITIon—Svuits—Da Mace. 

It is not necessary to show damage to obtain a restraining order 
against a business competitor unfairly using the complainant’s name. 
The mere use of the name in a way calculated to confuse and deceive 
the public into the belief that the defendant’s goods or services are 
those of complainant is sufficient. 

Trape-Marks AND Unrairn ComPetTiITIOnN—“LACKAWANNA” as NICKNAME OF 
Rartroap—Use or Name sy ComPeTiror. 

After plaintiff, Delaware, Lackawanna & Western Railroad Co., 
had for over fifty years operated a railroad under said name in and 
through the states of New Jersey, New York and Pennsylvania, said 
road and services having come to be commonly known by the name 
“Lackawanna,” the adoption and use by defendants of the word “Lac- 
kawanna” in its corporate name and as a trade-mark for its road and 
services in territory served by the plaintiff, held unfair competition, 
and an injunction was granted. 































In equity. Action to restrain alleged unfair competition in the 


use of a corporate name. Decree for complainant. 









Frederic B. Scott, of New York City, for complainant. 
Frank H. Eggers, of Jersey City, N. J., for defendant. 






Syllabus by the Court 






1. It is not necessary to show damage to obtain an order of 
restraint against a business competitor unfairly using the complain- 
ant’s name. The mere use of the name in such a way that it is 
calculated to confuse and deceive the public into the belief that the 
defendant’s affairs are those of the complainant is sufficient. 

2. It is not necessary that one using a trade-name which inter- 
feres with another’s prior right should have adopted such name 
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with intent to deceive the public or injure that other. The conse- 
quence of the act of one so using the trade-name, and not the motive 
for it, determines whether this court should interfere to protect the 
prior user in the custom, patronage, and standing with the trade 
which he has built up by the use of his trade-name. 


Eean, V. C.: The complainant seeks a preliminary injunction 
restraining the defendant from using its trade-name or trade-mark 
“Lackawanna” as part of the defendant company’s name, or desig- 
nation, in connection with the business of the defendant between 
certain points on the complainant’s railroad lines and from using 
any imitation or simulation of said name in its business. 

The complainant company was incorporated under the laws of 
the state of Pennsylvania in the year 1853 as a railroad corpora- 
tion, and is engaged in the transportation of freight and passengers 
in interstate and intrastate commerce in the states of Pennsylvania, 
New Jersey, and New York. Its line extends generally from 
Jersey City and Hoboken in New Jersey, through Newark, the 
Oranges, Summit, Morristown, and Dover; and through Paterson, 
Passaic, and Boonton, to the Delaware River; and thence by way 
of Phillipsburg, N. J., and Easton, Water Gap, and Stroudsburg, 
Pa., to Scranton, Pa.; thence to Binghamton, Buffalo, Syracuse, 
Oswego, and Utica, N. Y. 

It also owns and operates in the state of Pennsylvania a line 
known as the “Bloomsburg Branch,” which extends westerly from 
Scranton, through Wilkes-Barre, Wyoming, Pittston, Olyphant, 
Old Forge, Luzerne, Kingston, Forty Fort, West Nanticoke, Ber- 
wick, Bloomsburg, Danville, and Northumberland. It has operated 
its road from Scranton, Pa., to Hoboken and Jersey City in New 
Jersey since about 1870, and it has maintained freight stations in 
New York City to which freight is ferried from Hoboken and Jer- 
sey City by means of floats or lighters. It alleges that it has in- 
vested upwards of $300,000,000 in its transportation business, 
property, and facilities, and through expended effort it has gained 
a good reputation for business integrity and efficiency, and enjoys 
the confidence and good-will of shippers and the public, especially 
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in and about the localities traversed and served by its railroad. It 
is commonly known and called by the name the “Lackawanna.” It 
has used this title to designate its railroad and transportation busi- 

ness for fifty years; and it has advertised the name extensively in 

connection with its business, and it claims it as a trade-mark. 

It alleges that for more than thirty years it has used the name 
“Lackawanna” to designate certain special or joint transportation 
services which it offered and performed, either alone or in conjunc- 
tion with other railroads; and that the name ‘“‘Lackawanna’”’ has 
been understood and accepted as its trade-name, and is recognized 
as such and is so known to its patrons and shippers, and to the 
public. It states that it has been identified with the following 
transportation agencies which use the same name: Lackawanna 
Refrigerator Line; Lackawanna Dairy Despatch; Michigan Cen- 
tral-Lackawanna Fast Freight Line; Lake Shore-Lackawanna Fast 
Freight Line; Lackawanna-Grand Trunk Line. 

It contends that the name “Lackawanna” has acquired a second- 
ary significance and meaning in the transportation business within 
the area served by its system of railroads, and that it means the 
“Delaware, Lackawanna & Western Railroad Company”; and that 
it has acquired a property right in the name “Lackawanna” and the 
exclusive right to use it in the transportation business in the locali- 
ties served by it. 

The defendant is a New Jersey corporation operating motor 
freight lines between Newark and New York City, and between 
Newark and Scranton, Wilkes-Barre, and points on the Bloomsburg 
Branch of the complainant’s railroad. It was organized some time 
in the year 1933, and has a place of business located at No. 61 
East Runyon Street, Newark, N. J. It advertises and solicits 
business in and about the metropolitan area, and in and about the 
points served by the complainant, including Scranton, Binghamton, 
and Northumberland; and also in and about the points along the 


Bloomsburg Branch of the complainant’s lines. It is actively com- 
peting with the complainant in the freight transportation business 
within the described areas. The defendant issues and publishes a 
tariff entitled “Lackawanna Motor Freight Lines Tariff No. 6, 
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Naming Class and Commodity Rates (Subject to Change Without 
Notice) Between New York, N. Y.... Newark, N. J. and Vicinity 
and Scranton, Pa. . . . Wilkes-Barre, Pa., and Points Listed on 
Page 3 Including Store Door Delivery, Governed, Except as Other- 
wise Provided Herein, by Rules and Regulations Prescribed in 
A. H. Greenley’s Official Classification I. C. C—O. C. No. 51 and 
Supplements Thereto. Receiving Stations New York, N. Y., 
Newark, N. J., Scranton, Pa., Issued July 15, 1933. Effective 
August 7, 1933. Issued by: Richard L. Otto, Vice-President, 205 
Murray Street, Newark, N. J.” 

The said tariff includes the places served by the complainant as 
follows: Bloomfield, N. J.; Brooklyn, N. Y.; Bronx, N. Y.; Har- 
rison, N. J.; Hoboken, N. J.; Jersey City, N. J.; Long Island 
City, N. Y.; Newark, N. J.; New York, N. Y.; Paterson, N. J.; 
Wyoming, Pa.; Wilkes-Barre, Pa.; Scranton, Pa.; Pittston, Pa.; 
Olyphant, Pa.; Old Forge, Pa.; Nanticoke, Pa.; Luzerne, Pa.; 
Kingston, Pa.; Forty Fort, Pa.; Dunmore, Pa.; Binghamton, N. Y. 

The name “Lackawanna” is printed in bold outstanding type at 
the top of the cover, or first page, of the said tariff publication; and 
it is made up in form, size, and style in imitation or simulation of 
tariffs published by the complainant and appears almost to be a 
counterpart of it. There is also printed on the face or cover of 
said defendant’s tariff the following: “Governed, Except as Other- 
wise Provided Herein, By Rules and Regulations Prescribed in 
A. H. Greenley’s Official Classification I. C. C—O. C. No. 51 and 
Supplements Thereto.” 

The characters “I. C. C.”" above mentioned mean Interstate 
Commerce Commission; the characters “O. C.’’ mean Official Classi- 
fication. It is charged that the defendant by the printed letters 
on the face, or cover, of its tariff, pretends, or intends to suggest 
the inference, that it is a member of, and party to, the Official 
Classification, and that its business is under the jurisdiction of and 
subject to control and regulation by the Interstate Commerce Com- 
mission; whereas, in fact, the defendant is not a party to the 
Official Classification nor is it controlled or regulated by the Inter- 
state Commerce Commission. The complainant is a party to the 
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Official Classification for which it pays an annual charge of $2,500; 
and it is subject to control and regulation by the Interstate Com- 
merce Commission. 

The complainant’s advertising for a long period of years, at 
least thirty years, has emphasized the word “Lackawanna’”’ in out- 
standing type aside from its corporate or official name, and that 
designation has become familiar to the public and to shippers as a 
trade-name, and it is associated with and refers to the complainant 
company. The defendant company’s method of advertising its 
operations over a course practically the same as the complainant’s, 
and its service at the same stations, and the form and content of 
its published tariffs, would indicate that the defendant company is 
associated or connected with the complainant; and, unquestionably, 
it is the defendant’s intent and purpose to convey that impression. 
There is no doubt in my mind that its said procedure confuses many 
to the detriment of the complainant. 

The defendant company states that it has been operating along 
the same lines for approximately six years and that during that 
time there has been no protest or objection raised by the complain- 
ant against its use of the term “Lackawanna”; and that the com- 
plainant has suffered no damage in consequence of such use; and 
that in making use of the name “Lackawanna” in its corporate 
title, it had no thought of fraud or deception. In order to obtain 
relief in the instant case, the complainant is not required to prove 
damage. The mere use of the name in such a way that it is 
calculated to confuse and to deceive the public into the belief that 
the defendant’s affairs are those of the complainant is sufficient; 
and a fraudulent intent need not necessarily be shown to invoke the 
aid of the court, the test being: Is the resemblance calculated to 
mislead or confuse, to the complainant’s damage? Cape May 
Yacht Club v. Cape May Yacht § Country Club, 81 N. J. Eq. 454, 
86 A. 972, 973. In the case last cited, the principle was laid 
down that: “The jurisdiction of courts of equity to prevent in- 
jury from infringement of trade-names has been liberally exer- 
cised and applied in all circumstances whenever it appeared that 
the name was an established, distinctive, and valuable adjunct to 
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an undertaking, whether used to distinguish manufactured articles, 
a place of business, or a corporation, commercial, or one formed 
not for pecuniary gain.’ Other cases in point are: Van Horn vy. 
Coogan, 52 N. J. Eq. 380, 28 A. 788; International Silver Co. y., 
William H. Roger’s Corporation, 67 N. J. Eq. 646, 60 A. 187, 110 
Am. St. Rep. 506, 3 Ann. Cas. 894; Eureka Co. v. Eureka Co., 69 
N. J. Eq. 159, 60 A. 561, affirmed 71 N. J. Eq. 300, 71 A. 1134; 
Wirtz v. Eagle Co., 50 N. J. Eq. 164, 24 A. 658; Charles S. Mer- 
ton & Co. v. Percy Merton, Inc., 108 N. J. Eq. 380, 143 A. 515; 
Auto Hearse Mfg. Co. v. Bateman (N. J. Ch.), 109 A. 735 [10 
T.-M. Rep. 282]; Duro Co. v. Duro Co. (D. C.), 27 F. (2d) 336 
[18 T.-M. Rep. 430]; Alfred Dunhill of London, Inc. v. Dunhill 
Shirt Shop, Inc. (D. C.), 3 F. Supp. 487; California Fruit Growers 
Exchange v. Sunkist Drinks, Inc. (D. C.), 3 F. Supp. 496; Yale 
Electric Corp. v. Robertson (C. C. A.), 26 F. (2d) 972 [18 T.-M. 
Rep. 321]; Long’s Hat Stores Corp. v. Long’s Clothes, Inc., 224 
App. Div. 497, 231 N. Y. S. 107; Bush Terminal Co. v. Bush 
Terminal Trucking Co., Inc., 123 Misc. 448, 206 N. Y. S. 2; Yel- 
low Cab Corporation v. Korpeck, 120 Misc. 499, 198 N. Y. S. 
864 [13 T.-M. Rep. 804]; Columbia Grammar School v. F. Arthur 
Clawson, 120 Misc. 841, 200 N. Y. S. 768 [13 T.-M. Rep. 324]; 
Forman Co. v. Forman Mfg. Co., Inc., 119 Misc. 87, 195 N. Y.S. 
597; Checker Cab Mfg. Co. v. Hugh Sweeney, 119 Misc. 780, 197 
N. Y. S. 284 [13 T.-M. Rep. 58]; American Clay Mfg. Co. v. 
Amer. Clay Mfg. Co., 198 Pa. 189, 47 A. 936; Federal Securities 
Co. v. Fed. Securities Corp., 129 Or. 375, 276 P. 1100, 66 A. L. R. 
934, and annotations, pages 948 to 1033; Abbotts N. Y. Digest, 
Trade-Marks and Trade-Names, §§ 68 to 73; Charles Broadway 
Rouse, Inc. v. Winchester Co. (C. C. A.), 300 F. 706 [13 T.-M. 
Rep. 269]; William A. Rogers, Ltd. v. Majestic Products Corp. 
(D. C.), 23 F. (2d) 219 [18 T.-M. Rep. 120]; British-American 
Tobacco Co., Ltd. v. British-American Cigar Stores Co. (C. C. A), 
211 F. 933, Ann. Cas. 1915B, 363 [4 T.-M. Rep. 293]. 

The right to relief is based upon the unfair use of the title and 
its employment to deceive, and the fraud consequent in its use. 
It is argued by the defendant that the term “Lackawanna” is 
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a geographical name, being the name of a county in the state of 
Pennsylvania; and that, therefore, such a name cannot be exclu- 
sively appropriated by the complainant. While the use of geo- 
graphical names cannot ordinarily be monopolized in trade circles, 
still the purpose, the manner, the association, and its identification 
with the business of the complainant entitles the complainant to 
object to the manner of its use and demand protection from this 
court against the apparent deceptive practices and advertising of 
a poaching competitor. The courts have, in many instances, looked 
with favor upon, and protect, the use of geographical names in 
business. ‘They are in a sense an indication to the public of the 
place of production of manufacture, or of operation. Hopkins on 
Trade-Marks, §§ 65, 66, 67. The use of the geographical name 
“Portland” was sustained by this court in the case of Van Horn v. 
Coogan, supra. Likewise the name “Cape May” was sustained by 
this court in the case of Cape May Yacht Club v. Cape May Yacht 
§ Country Club, supra. Trappey v. McIlhenny Co. (C. C. A), 
281 F. 28 [12 T.-M. Rep. 179]; McIlhenny Co. v. Bulliard 
(D. C.), 265 F. 705; McIlhenny Co. v. Gaidry (C. C. A.), 255 F. 
6138 [8 T.-M. Rep. 283]; Manitou Springs Mineral Water Co. v. 
Schueler (C. C. A.), 239 F. 593, 600 [7 T.-M. Rep. 405]; Scandi- 
navia Belting Co. v. Asbestos § Rubber Works (C. C. A.), 257 F. 
937 [9 T.-M. Rep. 136]; Baglin v. Cusenier Co., 221 U. S. 580, 
31 S. Ct. 669, 55 L. ed. 863 [1 T.-M. Rep. 147]; Elgin National 
Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 21 S. Ct. 
270, 45 L. ed. 365. In the case of Bayuk Cigars, Inc. v. Fine, 
112 N. J. Eq. 166, 163 A. 799, affirmed 114 N. J. Eq. 83, 168 A. 


308, Vice Chancellor Backes sustained the complainant’s right to 


the use of the name “Philadelphia.” 

The attitude and conduct of the defendant in my opinion clearly 
indicates an intention to deceive the customers and patrons of the 
complainant, and consequently to gain at the expense of the com- 
plainant. Bayuk Cigars, Inc. v. Fine, supra. 


It is not necessary that one using a trade-name which interferes with 
another’s prior right, should have adopted such name with intent to deceive 
the public or to injure that other. The consequences of complainant’s 
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act and not the motive for it, determines whether this court should inter- 
fere to protect defendant in the custom, patronage, and standing with the 
trade which he has built up by the use of his trade-name. Polackof vy. 
Sunkin, 115 N. J. Eq. 134, 169 A. 724, 726. 


I feel that the use by the defendant of the name “Lackawanna,” 
as indicated by the affidavits submitted herein, constitutes fraud, 
deceptive imitation, and unfair competition against the complain- 


ant, and I shall, therefore, advise an order granting an interlocutory 
injunction as prayed for by the complainant. 


Henke & Pitiot, Inc. v. Hanovice 
(77 S. W. (2d) 303) 


Court of Civil Appeals of Texas 
October 25, 1984 


TrapE-Marks AND TrapE-Names—UnFAir CompetTitTion—‘H & P Foop 
Company” anp “H & P”—Non-Conriictinc TERMs. 

The name “H & P Food Company,” used by defendants in connec- 
tion with their grocery business, held not to be deceptively similar to 
the phrase “H & P,” used by plaintiff in a similar business. 

Unrarr Comretition—Use or Simitar TrapeE-NamE—AportTion 1Nn Goop 
FairH. 

Plaintiff had been in the grocery business in Houston, Texas, for a 
long time and incorporated in 1924 under the name “Henke & Pillot, 
Inc.,” which it used as its trade-name, although it had used the initials 
“H & P” on a few articles in connection with its corporate name. 
Held that appellees, who carried on a grocery business in the same city 
under the name “H & P Food Company” were not competing unfairly 
with appellant, particularly as the said name was adopted in good 
faith, as an abbreviation of the names of the owners, and no attempt 
was made to deceive or mislead the public as to the business of the 
respective parties. 

Unram Competition—Simitar TrapE-NaMES—WHEN DEcEPTIVE. 

In a case like the one at issue, equity will not interfere when 
ordinary attention by the purchaser of the article claimed to be decep- 
tively similar to plaintiffs’ would enable him at once to discriminate 
the one from the other. 

Unrar Competition—Svuits—LacueEs. 

Where appellant failed to take any action against appellees for a 
period of three years after the use by the latter of the allegedly in- 
fringing trade-name had been begun, such laches held to be grounds 
for dismissing the complaint. 


In equity. Action for alleged unfair competition. Appeal 
from a decision of the District Court dismissing the complaint. 
Affirmed. 
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W. P. Hamblen and W. P. Hamblen, Jr., both of Houston, 
Tex., for appellant. 


Russell A. Bonham, of Houston, Tex., for appellees. 


Graves, J.: This is an appeal from the judgment of the trial 
court—after hearing evidence of both sides—refusing appellant’s 
application for temporary injunction restraining the appellees 
from using the name “H & P Food Company in connection with 
their grocery business, and from advertising and soliciting business 
under that name.” 


In so decreeing, the learned trial judge filed these findings of 
fact and conclusions of law: 


Findings of Fact 


1. That the plaintiff, Henke & Pillot, Inc., has been in the grocery 
business in the City of Houston for a long period of time, beginning as a 
partnership and incorporating under such name in 1924, with the corpora- 
tion succeeding to the rights and business of the partnership. 

2. That plaintiff, Henke & Pillot, Inc., advertises under the full name 
of Henke & Pillot, Inc., and with the use of the scroll “H & P.” 


3. That plaintiff, Henke & Pillot, Inc., conducts its business under its 
full name, and its signs bear only the full name of Henke & Pillot, Inc. 

4. That said plaintiff does not now and has never used the name or 
initials “H & P” as its trade-name or corporate name. 

5. That plaintiff has used the initials “H & P” in connection with the 
sale of a few limited articles, termed “H & P Specials” which are not 
manufactured by them, and has used such initials in a few other instances, 
but in all such cases the full name of Henke & Pillot, Inc., has been used 
and prominently displayed upon the article in connection with such initials. 

6. That plaintiff has never trade-marked or registered the initials 
SH & | aging 

7. That plaintiff is familiarly called “Henke’s” and not “H & P” 
among its customers and the public. 

8. That the defendants have been in the grocery business under the 
trade-name of “H & P Food Company” for a period of three years, dur- 
ing which time they have built up a substantial business, have extensively 
advertised the same, and have gone to considerable expense in increasing 
their business; that plaintiff has had full knowledge of such operation dur- 
ing the entire three years and has not interfered, except that they pro- 
tested to defendants by letter dated January 9, 1932, and no reason is 
shown by plaintiff for its long delay in taking this action. 

9. That the defendants adopted the name of “H & P Food Company” 
as an abbreviation of the names of the owners, Hanovice and Pachter. 


10. That the defendants committed no fraud upon the plaintiff in so 
adopting the name of “H & P Food Company” as their trade-name. 
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11. That the defendants have not, in any manner, attempted to deceive 
or mislead the public into believing they were trading at the plaintiff's 
stores when trading with H & P Food Company, nor have they practiced 
any fraud or deceit to mislead or secure the customers of plaintiff. 

12. That the use by the defendants of the name “H & P Company” 
in its business, signs, advertisements and elsewhere, is not prejudicially 
similar to the signs or advertisements of the plaintiff, Henke & Pillot, Inc. 

13. That the name of “H & P Food Company” and its use by the 
defendants, is not so similar to that of Henke & Pillot, Inc., that a per- 
son of ordinary prudence using such reasonable care as the public in 
general may be expected to exercise, would by mistake deal with one 
when he intended to deal with the other. 

14. That no customers of plaintiff, Henke & Pillot, Inc., have pur- 
chased goods from the defendants, H & P Food Company, believing they 
were purchasing from the plaintiff. as 


15. That over a period of three years, with three stores now in opera- 
tion, and with a large number of customers daily, it was never shown that 
any person attended the store of H & P Food Company under the im- 
pression that same was a Henke & Pillot, Inc., store; it was shown, how- 
ever, that one woman presented a Henke & Pillot, Inc., credit card to 
a clerk in the H & P Food Company store, but it was further shown that 
before presenting the card she made inquiry of one of the owners, Hano- 
vice, as to whether or not it was a Henke & Pillot, Inc., store, and upon 
being informed that it was not a Henke & Pillot, Inc., store, she then 
proceeded to make selection of articles and then presented her credit card 
to the clerk, who again informed her that it was not a Henke & Pillot, 
Inc., store, and she left without making a purchase; this incident hap- 
pened several days prior to the filing of this application for an injunction. 

16. That the plaintiff, Henke & Pillot, Inc., has suffered no loss, injury 
or damage by the defendants’ use of the name H & P Food Company, 
and no probability of same was shown by plaintiff. 

17. That the use by defendants, Maurice Hanovice and Samuel Pachter 
of the name “H & P Food Company” for their grocery business in Hous- 
ton is confusing, and misleads people to think of Henke & Pillot, Inc. 


18. That the proof failed to show that any person had actually pur- 
chased defendants’ goods in the belief that they were the goods of plain- 
tiff, or had dealt with defendants thinking he was dealing with plaintiff. 

19. That defendants have in no manner imitated the plaintiff concern, 
its method of conducting business, or its manner of advertising, or its 
signs, or in any other manner. 


Conclusions of Law 


1. That defendants did not compete unfairly with plaintiff in adopting 
the name of H & P Food Company, where plaintiff used the name “Henke 
& Pillot, Inc.,” and that they are not now competing unfairly with plain- 
tiff in their use of such name. 

2. That plaintiff has failed to adduce evidence to entitle it to an injunc- 
tion against the defendants. 

3. That plaintiff has failed to adduce proof of loss, injury or damage, 
or the probability thereof, to entitle it to an injunction against the de- 
fendants. 
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4. That it would be an abuse of the discretion of this court to grant 
an injunction under the facts of this case. 

To which findings of fact and conclusions of law, the plaintiff and 
defendants excepted, and plaintiff gave notice of appeal. 

Ben F. Witson, Jvunce. 

Notwithstanding the earnest contention of able counsel to the 
contrary, after an examination of the statement of facts and a con- 
sideration of the arguments and authorities submitted, this court 
is unable to say that these quoted determinations below either 
lacked supporting evidence or failed to square with well-settled 
rules of law governing the facts so found; wherefore the appealed 
from order was not an abuse of a sound judicial discretion. 

Admittedly there was no support to the charge that appellees 
opened and operated their grocery stores “under the assumed name 
of H & P Food Company with the intent to defraud” the appellant, 
the undisputed evidence showing that there was no such intent 
and that this trade-name of the appellees was not an assumed one 
at all but the initials of their actual names; it furthermore obvi- 
ously appears that their trade-name thus chosen was neither idem 
sonans with nor so prejudicially similar to that of the appellant as 
to mislead a person of ordinary prudence in the exercise of due 
care into dealing with the one when he intended to deal with the 
other, the rule on this subject being thus stated in Dallas Plumbing 
Co. v. Dallas County Plumbing Co. (Tex. Civ. App.), 253 S. W. 
308 [13 T.-M. Rep. 418]: 

On appeal from a denial of an application for a temporary injunction 
restraining the use of a trade-name, the trial court having found against 
petitioner’s claims of fraudulent purpose and deception of public, the 
question is: “Are the two names so similar that a person, using such 


care as the public in general may be expected to exercise, would by mis- 
take deal with one when he intended to deal with the other?” 


That holding, being based upon the equivalent of the same 
state of facts as obtains here, seems to clearly reflect the law of 
Texas on this subject. While it is true, as appellant ably argues, 
in the making out of a case of unfair competition, it is neither 
necessary to prove that such was intended by the challenged con- 
duct, or that any one was actually deceived thereby into purchas- 
ing one seller’s goods in the belief that they were those of the 
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other, it being sufficient to show that such deception would naturally 
and probably result from the acts charged; but, since fraud is a 
least the essence of unfair competition, the rule goes this much 
further: 


Either actual or probable deception must be shown, for if there is no 
probability of deception, there is no unfair competition. Mere possibility 
of deception is not enough. In close cases, where the deceptive tendency 
is not clear, equity will withhold its hand until actual deception has re- 
sulted. 63 Corpus Juris, p. 396; Fletcher on Unfair Competition, in Gen- 
eral, 1921 Supp., § 726; Dixviepig Corporation, et al. v. Pig Stand Co, 
(Tex. Civ. App.) 31 S. W. (2d) 325, 328 [21 T.-M. Rep. 287]. 

Certainly the honest use of its own name in the prosecution of 
a legitimate business by one firm under such circumstances as 
here appeared will not be enjoined at the behest of another in com- 
petition with it, unless there was at least a reasonable probability 
of the public being misled thereby, and that sine qua non the trial 
court here on sufficient evidence found did not exist; finding No. 17, 
upon which the appellant much relies, did not go to any such ex- 
tent, but merely to the effect that the most the trade-name in this 
instance was reasonably calculated to do was to cause people at 
first blush and without investigation to think of appellant; but the 
statement of facts discloses that even those who testified to such a 
momentary mental disposition admitted that it was immediately 
dispelled on giving any attention to the matter, wherefore the rule 
thus stated in Wornova Mfg. Co. v. McCawley (C. C. A.), 11 F. 
(2d) 465 [16 T.-M. Rep. 371], applies: 

Equity will not interfere, where ordinary attention by purchaser of 


article claimed to be deceptively similar to plaintiff’s would enable him 
at once to discriminate one from the other. 


Other authorities to the same effect are: Turner & Seymour 
Mfg. Co. v. A. § J. Mfg. Co. (C. C. A.), 20 F. (2d) 298 [17 T.-M. 
Rep. 311]; Gallet v. R. § G. Soap &§& Supply Co. (C. C. A.), 254 
F. 802 [9 T.-M. Rep. 131]; American Tobacco Co. v. Globe 
Tobacco Co. (C. C. A.), 198 F. 1015 [2 T.-M. Rep. 187]. 

Other grounds than those specifically stated upon which the 
judgment here rendered might properly, in part at least, have 
been entered, as found by the court, are the absence of any loss, 
injury, or damage, or the probability thereof, resulting to the ap- 
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pellant from the prosecution of the appellees’ business in the man- 
ner shown, and further that it allowed them to use their own trade- 
name for a period of three years to its knowledge, during which 
time they had built up a substantial business under extensive ad- 
vertisement thereof at considerable expense, without making any 
complaint thereof except a protest by letter to them dated January 
9, 1982, the entire record furnishing no reason nor explanation of 
such long delay. In a similar situation in Best Foods v. Hemphill 
Packing Co. (D. C.), 295 F. 425 [15 T.-M. Rep. 208], the court 
said: 

Mere notification to defendant of a claim of infringement, which is 
denied, will not excuse a delay of three years before bringing suit, and 
keep alive the right to demand a preliminary injunction. 

Of similar import are Coca-Cola Co. v. Carlisle Bottling Works 
(D. C.), 43 F. (2d) 101, affirmed (C. C. A.), 48 F. (2d) 119, 
certiorari denied 282 U. S. 882, 51 S. Ct. 86, 75 L. ed. 778 [20 
T.-M. Rep. 403]. 

Further discussion being deemed unnecessary, an affirmance has 
been entered. 

Affirmed. 


Quaker O11 Company, Inc. v. QuAKEeR State Orn ReFiInine 
ComMPaNy 


United States Court of Customs and Patent Appeals 
Opposition Nos. 9,222 and 9,223 
Cancellation No. 1956 
January 7, 1935 


Trape-Marks—“QvuaAKER” AND “QuakKeR Strate Mepium”—ConFticTino 
Marks, 

The trade-marks “Quaker” and “Quaker A,” held inferentially to 
conflict with the words “Quaker State Medium,” all marks being used 
upon lubricating oils and greases. 

Trape-Marks—CanceELLATION—EvIpENCE—CREDIBILITY OF EXHIBITS. 

Invoices showing sales of goods bearing the litigated trade-mark 

introduced by appellant to prove grounds for cancellation, held in- 
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effectual, in the absence of goods actually showing the mark, in estab- 
lishing date of use. 
Trape-Marks—OpposiTioN AND CANCELLATION—REOPENING CasE—AppI- 
TIONAL EvipENCE. 
Where appellant’s motion to reopen for the purpose of presenting 
newly discovered evidence was granted, held that appellant was without 
right to adduce any additional testimony other than that specified in the 
motion. 
On appeal from decisions of the Commissioner of Patents in two 
opposition proceedings and suit for cancellation. Affirmed. For 


the Commissioner’s decision, see 23 T.-M. Rep. 203. 


George E. Tew, of Washington, D. C., Chindahl, Parker & 
Carlson and Lincoln B. Smith, all of Chicago, IIl., for 
appellant. 

Edward G. Fenwick, Mason, Fenwick § Lawrence, of Washing- 
ton, D. C., and J. V. Frampton, of Oil City, Pa., for appellee. 


HarFie.p, J.: These are appeals in trade-mark opposition and 
cancellation proceedings from the decisions of the Commissioner of 
Patents affirming the decisions of the Examiner of Interferences 
sustaining appellee’s notices of opposition, Nos. 9,222 and 9,223, 
Appeals Nos. 3,367 and 3,368, and also appellee’s application for 
cancellation, No. 1,955, Appeal No. 3,889, of appellant’s registra- 
tion No. 246,607. 

In the opposition proceedings it was held that appellant was 
not entitled to the registration of a trade-mark “Quaker” for use on 
lubricating oils and greases, nor to the registration of a composite 
trade-mark, the dominant feature of which is the word “Quaker,” 
for use on lubricating oils, gasoline, and kerosene, applications for 
which were filed July 3, 1928, and June 27, 1928, respectively. 

In the cancellation proceeding it was held that appellant was 
not the owner of the trade-mark ‘““Quaker Premium’ for use on 
motor lubricating oils and similar products, and that its registra- 
tion No. 248,607, issued October 23, 1928, on an application filed 
June 18, 1928, should be cancelled. 

It appears from the record that the three causes were sub- 
mitted to the Patent Office tribunals on a single record, and that 
the issues raised in the several proceedings were disposed of by 
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those tribunals by decisions in opposition proceeding No. 9,222, 
Appeal No. 3,367. 

A stipulation, subject to, and which has met with, our approval, 
was entered into by counsel for the parties. It was agreed therein 
that our decision in opposition No. 9,222, appeal No. 3,367, “shall 
govern the disposition of the appeals in the companion cases, oppo- 
sition No. 9,223 [appeal No. 3,368] and cancellation No. 1,955 
[appeal No. 3,369], all three of such cases having been tried and 
disposed of on the same record in the Patent Office.” 

Appellant in its application for registration in opposition 
No. 9,222, appeal No. 3,367, stated that it had used its trade- 
mark “Quaker” on motor lubricating oil since January, 1916. 

Dates of adoption and use subsequent to January, 1916, were 
alleged in appellant’s applications in the other involved cases. 

Appellee’s trade-marks “Quaker State Medium,” with the mono- 
gram “QSM,” and “Quaker State” are used on lubricating oils and 
greases. 

It appears from the record that appellee’s trade-marks have 
been in continuous use by appellee and its predecessor since July 
31, 1914; that they were registered in the United States Patent 
Office as follows: “Quaker State Medium,” with the monogram 
“QSM,” September 14, 1915, registration No. 106,015; “Quaker 
State,” August 16, 1921, registration No. 145,778; that appellee’s 
lubricating oils and greases are generally referred to by the term 
“Quaker”; that appellee has utilized practically every available 
means in advertising its trade-marks and its lubricating motor oils 
throughout the United States and Canada, including such adver- 
tising agencies as the Saturday Evening Post, Literary Digest, 
Collier’s, American and Country Gentleman, Power Farming Dealer, 
the radio, newspapers, road and sidewalk signs, electrical billboard 
displays, circular letters, etc.; that it has expended more than 
$2,000,000 in such advertising; and that it has sold its lubricating 


motor oils under its trade-marks throughout the United States and 
Canada. 


Subsequent to the introduction of evidence by appellee estab- 
lishing the facts hereinbefore set forth, appellant, a corporation of 
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Plainfield, Ind., introduced evidence to the effect that one G. F, 
Calbert, about the year 1902 or 1903, was engaged in the business 
of selling roof paint under the name of the Quaker Roof Paint 
Company; that in 1906 the company extended its business to 
include house paint, and the name was changed to Quaker Roof 
and House Paint Company; that about the year 1911 the business 
was extended to include lubricating oils, and the name of the com- 
pany was changed to the Quaker Oil Company; and that in 1917 
the company was incorporated under the name Quaker Oil Com- 
pany, Inc. 

Although at the time the cause was originally submitted to the 
Examiner of Interferences appellant introduced some oral testi- 
mony for the purpose of establishing that it and its predecessors 
had used trade-marks with the word “Quaker” appearing as the 
dominant feature of each on lubricating oils during the latter part 
of the year 1911 or the early part of 1912, and continuously there- 
after, no documentary evidence was submitted tending to establish 
such use prior to the year 1916. 

The witness Frank M. Calbert, secretary and treasurer of 
the appellant company, whose testimony was given in 1930, testi- 
fied that he kept all of the records for appellant’s predecessor 
during the latter part of the year 1911 and for several years there- 
after, and did all the “invoicing of bills” for lubricating motor oil 
“until the past few years.” He further stated that his company 
sold inferior grades of lubricating oils on which its trade-marks 
were not used. 

The Examiner of Interferences, in his original decision, March 
26, 1931, held that appellant was not entitled to register its trade- 
mark “Quaker” | and with reference to the testimony of the witness 
Frank M. Calbert, among other things, said: 

This witness was then asked on further cross-examination to point out 
which of the records in evidence show the word “Quaker” in connection 
with oil. This he was unable to do; and finally admitted that neither the 
records nor the invoices, exhibit 4, show the word “Quaker” in connection 
with oil. . . . This testimony is significant because, as pointed out, the 
name “Quaker” does appear on these invoices and other records in connec- 


tion with applicant’s other products, such as paint and roofing materials, 
which are goods not here in controversy. 
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There is a further circumstance in this case which cannot be over- 
looked, namely, that this same witness, F. M. Calbert, executed the present 
application on behalf of the respondent for the mark here in issue. As 
previously noted, in this application the first data of use alleged is January, 
1916. Not a word of explanation appears in the record as to the reason 
why that date and not the one now claimed was alleged in the application. 

As hereinbefore pointed out, the duty of going forward with evidence 
that is clear and convincing to establish a date of use prior to that 
alleged in the application, namely, January, 1916, is upon the respondent. 
The testimony relied upon by the respondent to establish an earlier date 
is wholly oral and its probative force must be measured by the surrounding 
circumstances as well as its innate character as analyzed above. (Italics 
ours. ) 


Thereafter, on April 11, 1931, appellant filed a written request 
for an extension of time, from April 15 to April 25, 1931, in which 
it might appeal to the Commissioner of Patents, because, it was 
stated, it was “‘considering bringing a motion to reopen” the case. 
On April 14, 1931, the request was granted. On April 17, 1931, 
appellant filed a motion requesting that the case be reopened to 
permit it to introduce “newly discovered evidence.” 

We quote from the motion: 

Now comes Quaker Oil Company, Incorporated, by its counsel, and 
moves to reopen the above-entitled cases in order that newly discovered 
evidence may be taken of trade-mark use of the word “Quaker” on oil 
prior to 1914, namely, order slips, bills of sale, and a shipping memoran- 
dum, as set forth in the accompanying affidavit of Frank M. Calbert, which 
evidence has been discovered since the depositions have been closed. 


The admission of this newly discovered evidence is necessary to a proper 
and just determination of these causes. (Italics ours.) 


Accompanying the motion were two affidavits; one by Thomas 
L. Mead, Jr., and one by Frank M. Calbert, which, due to their 
importance, we set forth: 


gal . that . . . . Thomas L. Mead, Jr., . . . on April 15, 1930, in 
Plainfield, Ind., examined the witness produced by the Quaker Oil Com- 
pany, Incorporated, in the above-entitled causes. That on April 14 he 
searched diligently among the sales slips of the Quaker Oil Company, the 
predecessor of Quaker Oil Company, Incorporated, for the years 1912, 
1913 and 1914, which sales slips were tied in bundles and stored in paste- 
board boxes in the shipping room of said Quaker Oil Company, Incor- 
porated. That said bundles were supposed to contain all the sales slips 
for the years stated. That several hours were so spent in searching with 
the result shown by the sales-slip exhibits introduced in evidence. That 
the sales slip attached to the accompanying affidavit of Frank M. Calbert 
were not found. (Italics ours.) 
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Affidavit of Frank M. Calbert 


Frank M. Calbert, being duly sworn upon his oath, says that he is the 
secretary-treasurer of the Quaker Oil Company, Incorporated, with its 
principal office located at Plainfield, Ind., which company is involved in 
the above numbered causes pending before the United States Patent Office 
in Washington, D. C. 

Affiant further says that since the final hearing of February 11, 1931, 
and within the last ten days he has discovered further evidence and that 
he has discovered new evidence sustaining the contention of the Quaker 
Oil Company, Incorporated, as to its application for trade-marks and in 
support of the contention of the Quaker Oil Company, Incorporated, that 
the application for cancellation by the Quaker State Oil Refining Com- 
pany should be denied. 

Affiant further says that during the course of business of the Quaker 
Oil Company, and prior to its incorporation, kept its files and papers but 
that some of them were deposited in the attic of an old barn and others 
were left in a safe in a storage room, other than said barn. That at the 
time affiant made the first search for evidence and the files of the Quaker 
Oil Company said old safe was covered up with asbestos fibre and it was 
this affiant’s belief that all of the files had been removed long since from 
said old safe. That since February 11, 1931, some of the asbestos fibre 
was used in and about said safe and said safe was uncovered and opened 
and it was found that there was deposited in said safe some of the files of 
the Quaker Oil Company of Plainfield, Ind. Upon examination of said 
files there was discovered that there were certain invoices showing sales 
of the Quaker Oil Company in 1913 in which the trade-mark “Quaker A” 
and the trade-mark “Quaker BB” were both used in the invoices and 
affiant says that those invoices are true and genuine and state the truth. 
That the same have not in any wise been changed or tampered with, but 
that the words “Quaker A” and “Quaker BB” were on said invoices at 
the time as shown by the date of said invoices. 

Affiant further says that in compiling and securing the evidence during 
the trial of this cause and before the final hearing that he used due dili- 
gence to discover all of the files and that he spent many days in going 
through old papers, but that the papers in the old safe, above referred to, 
were overlooked by reason of the fact that this affiant and his associates 
were quite positive, at the time, that all of said files had been removed from 
said old safe. 

A ffiant further says that the invoices and other exhibits attached to 
this affidavit are all genuine and true and are attached hereto for the sole 
purpose of aiding and assisting the Patent Office and its officials to arrive 
at the truth concerning the matters involved in the above causes. Affiant 
further says that the use of the year 1916 in the application filed by the 
Quaker Oil Company, Incorporated, was inserted by inadvertence and 
mistake and is not the truth and that these exhibits disclose the real truth 
of the date as being prior to 1914 when said Quaker Oil Company, Incor- 
porated, and its predecessor, used trade-marks of “Quaker A” and “Quaker 
BB.” 

Affiant further says that there is also attached hereto an order dated 
June 26, 1913, from Chester R. Downey and a bill of lading on which said 
order was shipped and that said order and said bill of lading are genuine 
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and that they are competent evidence in this issue and were only discovered 
by this affiant within the last ten days. That said exhibits were found in 
the safe above referred to. 

Wherefore, this affiant, in behalf of the Quaker Oil Company, Incor- 
porated, prays the United States Patent Office to stay further proceedings 
in the above causes pending and affecting the Quaker Oil Company, Incor- 
porated, until these exhibits may be made a part of the evidence in said 
causes and that said Quaker Oil Company, Incorporated, at Plainfield, 
Ind., be granted all proper relief upon a showing made by this affidavit 
and the exhibits attached hereto. (Italics ours.) 


Attached to the affidavit of Frank M. Calbert were exhibits 
2, 14, 15, 27 to 31, inclusive, and 33 to 38, inclusive. 

In a decision dated May 27, 1931, appellant’s motion to reopen 
was denied by the Examiner of Interferences. 

On June 11, 1931, an appeal was taken by appellant to the 
Commissioner of Patents, wherein it was stated that the Examiner 
of Interferences erred “‘in refusing to reopen these cases to admit 
newly discovered documentary evidence corroborative of the oral 
testimony of respondent’s witnesses, and the absence of which 
documentary evidence forms the basis for the adverse decision 
appealed from.” 

In his decision, October 5, 1931, the Commissioner of Patents, 
although approving the conclusion reached by the Examiner of 


Interferences on the evidence as originally submitted, reversed his 
decision denying the motion of appellant to reopen the case, and, 
with reference thereto, said: 


The magnitude of the interests involved in this proceeding; the expla- 
nation of the conditions under which the newly discovered evidence was 
finally found, as well as the nature of that evidence, suggest the propriety 
of having the complete record presented to this Office before the final 
adjudication of the matters in issue. (Italics ours.) 


On October 13, 1931, the Examiner of Interferences reset the 
times for the introduction of evidence in chief by appellant, and 
evidence in rebuttal by appellee. 

Appellant introduced in evidence the exhibits attached to the 
affidavit of Frank M. Calbert, filed in support of the motion to 
reopen the case, and, in addition thereto, other oral and docu- 
mentary evidence. 











150 TWENTY-FIVE TRADE-MARK REPORTER 
With the exception of Exhibit R, which is not material here, 
no further evidence was introduced by appellee. 

On November 25, 1932, the Examiner of Interferences sus- 
tained the motion of appellee, filed March 25, 1982, to strike from 
the record all of the evidence introduced by appellant subsequent 
to the reopening of the case, except the exhibits attached to the 
affidavit filed in support of the motion to reopen and the testimony 
relative thereto. 

In that part of his decision relating to appellee’s motion to 


strike, the Examiner of Interferences, among other things, said: 

In the decision of the Examiner, from which appeal was taken to the 
Commissioner, attention was called to the practice with respect to reopening 
as covered by Federal Equity Rule 69 and Patent Office Rule 154d, and 
certain decisions were cited in support thereof. Jn his brief before the 


Commissioner, on appeal, applicant has differentiated the instant case from 
those decisions in the following language: 

“In the case of McLeod, et al. v. City of New Albany, it was held that 
a case could not be reopened if the facts sought to be proven were not set 
forth. The evidence here sought to be introduced is before Your Honor.” 


It is clear therefore that all the evidence said to be newly discovered 
was then specifically identified by the record which was before the Com- 
missioner when the latter rendered his decision to reopen the case to admit 
this evidence. 


This decision therefore is interpreted by the Examiner as authorizing 
the taking of the testimony only of those persons who can testify relative 
to these documentary exhibits, to wit: Frank M. Calbert; Wolf, Shrock, 
Green and Swift. (Italics ours.) 

After carefully and fully analyzing such of this additional evi- 
dence, as he held to be a proper part of the record, the Examiner 
of Interferences concluded that it was wholly insufficient to estab- 
lish use by appellant of a trade-mark, the dominant feature of 
which was the word “Quaker,” on, or prior to, July 31, 1914, the 
date of the adoption and use by appellee’s predecessor of appellee’s 
trade-marks. 

On appeal, the Commissioner of Patents affirmed the decision 
of the Examiner of Interferences, and with reference to the grant- 
ing of appellant’s motion to reopen, among other things, said: 
“The granting of the motion to reopen was solely for the purpose of 
presenting the evidence accompanying and forming the basis for 
the motion and such testimony of witnesses as was necessary to 
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prove the exhibits included. Not only had the applicant failed to 
obtain permission to take any additional testimony but no request 
therefor had even been filed.” With regard to the additional 
evidence, held to be properly introduced by appellant, the Com- 
missioner said, inter alia: 

The difficulty with it all is that, even granting the exhibits are genuine, 
they fail when taken in connection with the testimony regarding them to 
show trade-mark use on the goods. No witness testifies that the goods 
referred to in any of these exhibits bore the trade-mark for which applicant 
seeks registration. The witnesses were testifying as to what is alleged to 
have occurred some eighteen or more years previous. They state almost 
nothing about these exhibits. These papers do not show the trade-mark 
was on the goods sold. Sifting through this new evidence and what the 
witnesses state about the exhibits there is nothing upon which to base a 
holding that goods bearing the trade-mark in question were actually sold 
prior to July 31, 1914, when the opposer began using its mark. 

We have carefully reviewed all of the evidence considered by 
the Patent Office tribunals, and are in entire accord with the con- 
clusion reached by them. That evidence, discussed in detail and 
carefully analyzed in the decision of the Examiner of Interferences, 
and somewhat more generally in the decision of the Commissioner 
of Patents, is, in our opinion, wholly insufficient to establish the 
use by appellant of a trade-mark, the dominant feature of which 
was the word “Quaker,” on lubricating oil, or goods of the same 
descriptive properties, prior to the adoption and use by appellee’s 
predecessor of the trade-mark “Quaker State,” July 31, 1914. 

We come now to a consideration of the question whether the 
Commissioner of Patents erred in affirming the decision of the 


Examiner of Interferences sustaining appellee’s motion to strike 
from the record the evidence introduced by appellant subsequent 
to the reopening of the case, except the exhibits attached to the 
affidavit accompanying the motion to reopen and the testimony 
relative thereto. 


It is contended by counsel for appellant that the Commissioner 
did not impose any limitations as to the evidence which appellant 
might introduce, and that, therefore, the granting of appellant’s 
motion to reopen the case for the purpose of the introduction of 
newly discovered evidence was equivalent to the granting of a 
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petition for rehearing in equity cases, or to the granting of a 
motion for a new trial in cases at law; that appellant was entitled 
to take any and all available evidence for the purpose of establish- 
ing that it had used its trade-marks on lubricating oils prior to July 
31, 1914; and that the Commissioner of Patents erred in affirming 
the decision of the Examiner of Interferences sustaining appellee’s 
motion to strike such additional evidence from the record as was 
not referred to in the motion to reopen, and in his refusal to con- 
sider such evidence. 

We deem it unnecessary to enter upon a discussion of the rights 
and responsibilities generally of a party whose petition for a 
rehearing, or for a new trial, as the case might be, has been 
granted. 

In the case at bar, subsequent to an adverse decision by the 
Examiner of Interferences, appellant merely petitioned for a 
reopening of the case in order that it might introduce certain 
specified newly discovered documentary evidence. 

It is true that the language used by the Commissioner of 
Patents in his decision reversing the decision of the Examiner of 
Interferences and granting the motion to reopen the case is some- 
what general, nevertheless it definitely refers to “the newly dis- 
covered evidence” upon which the motion to reopen was based, 
and we think it was his evident purpose, as stated by him in the 
decision from which this appeal was taken, to reopen the case 
solely to permit appellant tc introduce the evidence specified in 
its motion and in the affidavit accompanying it. If the Commis- 
sioner had intended reopening the case for any purpose other than 
that requested in appellant’s motion and affidavit, we would expect 
to find language definitely expressive of such intent. 

Appellant’s motion to reopen was addressed to the sound dis- 
cretion of the tribunals of the Patent Office. That discretion was 
exercised on behalf of appellant, and the motion was granted. 
Then, without any notice whatsoever to the Examiner of Inter- 
ferences, appellant proceeded to take evidence in addition to that 
referred to in the motion to reopen. No showing was ever made 
that such evidence was “newly discovered,” within the well-settled 
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meaning of that term. See 21 C. J. Sec. 881; 46 C. J. Sees. 536, 
547. So, it appears, appellant not only had full opportunity to 
introduce all the evidence it desired on the original trial, but it 
was also afforded full opportunity to present all the evidence 
requested in its motion to reopen. We think it is evident, there- 
fore, that, having a proper regard for an orderly course of proce- 
dure and the observance and enforcement of settled rules pertain- 
ing thereto, the discretionary authority of the tribunals of the 
Patent Office, in respect to matters of this character was properly 
exercised in the case at bar, and that those tribunals were fully 
justified in sustaining appellee’s motion to strike from the record 
all evidence, except the exhibits attached to the affidavit filed in 
support of the motion to reopen and the testimony relating thereto, 
introduced by appellant subsequent to the reopening of the case, 
and in refusing to consider such evidence. See 54 C. J. Sec. 185. 

For the reasons stated, the decision of the Commissioner of 
Patents, in each of the involved appeals, is affirmed. 


DeEcISIONS OF THE COMMISSIONER OF PATENTS 
Descriptive Terms 


Frazer, A. C.: Held that the applicant is not entitled to 
register the term “Daiquri Bacardi’ as a trade-mark for rum, un- 
less the exclusive use of the word “Daiquri” is disclaimed. 

The ground of the decision is that the application for regis- 
tration by the Compania Ron Bacardi is predicated upon a prior 
Cuban registration and that the records of the Cuban Patent Office 
as shown by certain certified copies show that the registration for 
the term “Daiquiri Bacardi” was for “a liquor with a rum base 
known generically as ‘daiquiri.’ ”’ 

In his decision, after stating the facts as to what the certified 
copies from the Cuban Patent Office show, he said: 


The chief question in controversy between the parties is whether or not 
the word “daiquiri” is merely descriptive of applicant’s goods to which 


its trade-mark is applied. Applicant’s position in this regard is thus 
stated in its brief: 
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“Opposer contends that the word ‘daiquiri’ is geographical or descrip- 
tive, but as this is, at this stage of the proceedings, a question to be 
decided by proof and goes to the merits of the case, it has no place in a 
petition to remand the case to the examiner for revision.” 








This would undoubtedly be true if the necessary proof were not already 
in the record, or even if there existed a conflict in such proof. But in my 
opinion the descriptive character of the word stands amply established and 
undisputed. 














He further said, with reference to arguments which had been 
presented : 








As applicant has expressly admitted that its Cuban registration de- 
scribes its goods as being “generically known as daiquiri,” it is unneces- 
sary to discuss in detail the evidence by which that fact is otherwise 
proved. While it can hardly be seriously denied that the generic term by 
which an article of merchandise is known is descriptive of the article, 
even this self-evident fact as applied to the present record is sup- 
ported by undisputed evidence. At the oral argument upon this petition 
counsel for opposer, with the approval and consent of counsel for ap- 
plicant, submitted certificates from the Cuban Patent Office from which 
it is clearly apparent that the word “daiquiri” is deemed by that office to 
be descriptive of the goods under consideration, and furthermore that 
applicant’s Cuban registration was granted with the express understand- 
ing that such is the fact. 

































Then, after quoting from certain decisions with reference to 
the descriptiveness of foreign words, he said: 


From what has been said it necessarily follows that applicant is not 
entitled to the exclusive use of the word “daiquiri” as a part of its trade- 
mark for rum in the United States. This being true it is difficult to find 
a logical reason for prolonging the present litigation. 

* * * 


The application of Compania Ron Bacardi, S. A., .... is remanded to 
the examiner of trade-marks with directions to require disclaimer of the 


word “daiquiri”; and upon the filing of such disclaimer the present 
opposition will be dismissed. 


1 Compania Ron Daiquiri, S. V. v. Compania Ron Bacardi, S. A., Opp’n 
No. 13,725, 159 M. D. 378, Jan. 22, 1935. 
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AmernicaN MepicinaL Spirirs Company v. Unirep DistTiLuers, 
Limitep, and Leonarp Gorpon IMportTATION Company, INc. 


United States Circuit Court of Appeals, Second Circuit 
March 11, 1985 


Trane-Marks—INFRINGEMENT—“BocrBoN pe Lvuxe” on Wuisky—De- 
SCRIPTIVE TERMS. 

The words “Bourbon de Luxe,” used as a trade-mark for whisky, 
held descriptive, inasmuch as “Bourbon” has long been applied to 
whisky made from corn and the words “de luxe” are in common use 
to denote high quality. 


Trape-Marks—INFRINGEMENT—"BourBoN ve Luxe”—Srconpary MEANING 
—INJUNCTION. 

Although the words “Bourbon de Luxe,” as applied to corn whisky 
are descriptive, nevertheless, plaintiff's use thereof for twenty-three 
years, held to have given the words a secondary meaning, sufficient to 
justify a preliminary injunction against their use by defendant. 

Trape-Marks—INFRINGEMENT—ConrTrisutory Acts—Use or Siminar LaBeEL. 

The use by defendants on whisky of cartons which were Chinese 
copies of plaintiff’s cartons held to have been adopted in fraud upon 
plaintiff's business. This fact, therefore, was found to be contributory 


to the infringement and to corroborate the evidence as to secondary 
meaning. 


Appeal by defendants from a decree pendente lite of the United 
States District Court, Southern District of New York, enjoining 
their use of the phrase, “Bourbon de Luxe.” Affirmed. 


Emil Weitzner, of New York City, for appellants. 
Hugh S. Williamson, of New York City, for appellee. 


Before L. Hann, and Cuase, Circuit Judges. 

L. Hann, C. J.: This is an appeal from a decree pendente lite 
enjoining the defendants from using the words, “Bourbon de Luxe,” 
as a name for their whisky. The plaintiff, a subsidiary of the Na- 
tional Distillers Products Company, is the successor of R. W. 
Wathen & Company, a Kentucky corporation, which was in turn 
the successor of Louis B. Eppstein, the executor of Milton L. 
Eppstein, who did business at Fort Worth, Texas. For some time 
before November 21, 1911—how long does not appear—Milton 
Eppstein had sold bourbon whisky under the name, “Bourbon de 
Luxe,” and on that day he registered the label in the Patent Office 
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as a “print” (Section 63, Title 17, U.S. C.). Thereafter he or his 
executor continued its use until March 26, 1926, limiting it to 
medicinal whisky after the advent of the Eighteenth Amendment. 
On that day Louis E. Eppstein, as executor, sold the label and 
good-will of the business to Wathen & Company. (As the plain- 
tiff’s title is unchallenged, we pass the obvious objection that it 
does not appear whether the business was sold along with the mark 
and the good-will.) Wathen & Co. continued to sell whisky as 
“Bourbon de Luxe,” until March 20. 1934, when it sold the label 
and good-will to the plaintiff; again the allegations and proof 
appear to be insufficient, but no point is made of it. The plaintiff 
also continued the name, so that there has been a continuous user 
for twenty-three years, though how extensive does not appear, 
except that thirty thousand cases have been sold since 1927. 

One defendant, Leonard Gordon Importation Co.. is a New 
York corporation, which acts as importer for the other, United 
Distillers, Ltd., a Canadian company, incorporated in British Co- 
lumbia in 1924. In 1929, this defendant adopted and registered in 
Canada, “Bourbon de Luxe,” as a trade-mark for its best bourbon 
whisky. It did not and could not import any of this into the 
United States until after the repeal of the Eighteenth Amendment, 
but then it began to do so, putting the bottles in cartons which were 
Chinese copies of the plaintiff’s cartons, both in text and in script. 
It is unnecessary to elaborate this feature of the case; even the 
defendants disclaim the right to continue, though they somewhat 
feebly protest that the bottles may go to the trade unwrapped. 
The fraud was patent and brazen, as appears from a moment's in- 
spection. The judge enjoined it, as he was obviously bound to do, 
and the question is whether he was wrong in going further and in- 
cluding the label as well. As to this the defendants argue that 
it is purely descriptive, and therefore not susceptible of monopoly. 
So far they are right; “bourbon” has for long been the name for 
whisky made for the most part, though not wholly, from corn; 
“de luxe” has become a naturalized English word; both appear in 


the Oxford Dictionary. But the plaintiff and its predecessors have 
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used the mark for twenty-three years, and presumably to some 
buyers, at least, it has come to signify more than a bourbon whisky 
of high quality. New England Awl Co. v. Marlborough Awl Co., 
168 Mass. 154, 156. Upon final hearing this, being in some dis- 
pute, may indeed turn out to be untrue; we do not hold that on this 
record a final injunction should go; but in spite of these doubts we 
believe that, contrary to the usual rule, an injunction, pendente lite, 
was proper. 

In cases of secondary user generally the buyers are of two 
classes, those who read the mark descriptively, and those who 
know it also as a sign of the source of the goods; the plaintiff is 
concerned only with the second. In the case at bar, not only is 
there some antecedent reason to suppose that there are such buyers; 
but, judged by its conduct, the defendant supposed so too. Pos- 
sibly it would not have attempted to beguile these through the use 
of the mark alone, but at least found it desirable to add the mark 
to the carton and must have believed that it would help in the 
result. For our present purpose we may take that belief at its 
face. My-T-Fine Corporation v. Samuels, 69 Fed. (2) 76 (C. C. 
A. 2) [24 T.-M. Rep. 141]. These two considerations, the length 
of the user and the fraud, are enough evidence of secondary mean- 
ing to support an injunction. We need have no scruple as to the 
defendant’s privilege to use the descriptive words of the mark as 
it did. As in cases of defamation, a privilege ceases when not 
used for the purposes that it is given to fulfill, The defendant 
was not trying to describe its goods at all; it was trying to prey 
upon the plaintiff's business. That may not in the end be enough 
to forfeit the privilege forever, but there is surely no injustice in 
forbidding absolutely until the trial what was never used honestly 
in the United States at all. 

Finally, the consequences of an injunction are much less serious 
to the defendants than of its denial to the plaintiff. It will not 
touch the use of the name in Canada; the use in this country was 
under protest after March 10, 1934, three months after it became 
lawful to sell whisky at all. During those three months no ex- 
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tensive trade could have been gained; anything gained thereafter 
was at the hazard of the validity of the mark. It cannot be a 
serious matter for the defendant to await final decree before be- 
ginning such a business. On the other hand continual user mean- 
while may be most damaging to the plaintiff. It would be desirable 


if the district court could see its way to hear the cause out of its 
order. Order affirmed. 


Judge Swan took no part in the decision of this case. 





Darwin & Mitner, Inc. v. Kinite CorPorATION, ET AL. 
(72 F. [2d] 437) 


United States Circuit Court of Appeals, Seventh Circuit 
June 26, 1934 


Trape-Marxs anp Unram Compretirion—“Kryite” ano “Komprre” anp 
“Prax 33” ror Steet CastING—CHANGING ForMutLa or Propuct. 
Appellant manufactured steel castings under a patented process, 
using as a trade-mark therefor the name “Cobalterom PRK 33,” often 
contracted to the letters “PRK.” Appellee obtained from appellant its 
raw material which it remelted and made into castings which were sold 
under the trade-marks “Kinite” and “Kompite,” these marks having 
been duly registered in the Patent Office. On expiration of the contract 
between appellant and appellee’s predecessors, Kinite Company, appel- 
lee changed the formula of its castings, but continued to sell them under 
the former trade-marks. Held that there was no unfair competition, 
inasmuch as each party sold his goods under its individual trade-mark. 
Moreover, appellee, by changing the formula if its casting and selling 
them under its own trade-mark was not guilty of unfair competition. 


In equity. Action for alleged patent infringement and unfair 
competition. On appeal from the United States District Court, 
Eastern District of Wisconsin, dismissing the bill. Affirmed, so far 
as concerns unfair competition. 


Donald H. Swett, of Chicago, Ill., Hadley F. Freeman, of 
Cleveland, Ohio, and George M. Albrecht, of Milwaukee, 
Wis., for appellant. 

Henry M. Huzley, of Chicago, Ill., and Arthur W. Fairchild 
and Leon F. Foley, both of Milwaukee, Wis., for appellee. 


Nore.—That portion of the decision relating to the patent is here 
omitted.— Eb. 





DARWIN & MILNER V. KINITE CORP. 


Before Atscuuter, Evans, and Fitzuenry, Circuit Judges. 


FitzHenry, C. J.: This appeal involves a decree entered in a 
suit wherein a bill in equity alleged the infringement of United 
States Patent, No. 1,277,431, issued September 3, 1918. to Paul 
Richard Kuehnrich, and by him assigned to appellant. In addition 
to seeking an injunction and an accounting for the infringement, 
it asks an injunction from using the designation “Kinite’’ or 
“Kompite” as a trade-mark; also damages for alleged unfair com- 
petition against appellees Dorr and Fleming, the president and 
secretary, respectively, of the appellee Kinite Corporation, and for 
an award of treble damages on account of the wanton and willful 
disregard of appellant’s rights. Appellees filed an answer in which 
they alleged nonpatentability, noninfringement, and denied the un- 
fair competition with which they are charged, claiming to be the 
owner of the trade-mark “Kinite’” and “Kompite.” The cause 
vas heard by the District Court, which found the patent to be in- 
valid, that there had been no infringement, no unfair competition, 
and that appellees Dorr and Fleming were not liable personally. 
The court dismissed the bill for want of equity and appellant took 
this appeal. 


* * * 


Before passing upon the issue of infringement and unfair com- 
petition, it is necessary to examine somewhat more closely the his- 
tory of the two corporations which are the parties to this suit. 
The General Milling Tool Company of Cleveland was organized 
in 1917 to manufacture tools and dies from PRK (appellant’s trade- 
marked products), which it bought from the owner of the patent. 
In 1918 the business was sold to the Kinite Company of Mil- 
waukee. This company continued to obtain its raw material from 
appellant. It was remelted and made into castings and sold to the 
trade under the trade-mark “Kinite’’ or, when the casting was pro- 


vided with a backing of ordinary steel so that a composite casting 
was formed, under the trade-mark “Kompite.” These trade-marks 
were registered by the Kinite Company in the United States Patent 
Office. Appellant sold its product under the name “Patented 
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Cobaltcrom PRK 33.” “PRK 33” being the registered trade-mark 
of appellant. On January 1, 1926, appellee Kinite Corporation 
purchased the assets, including trade-marks and good-will of the 
Kinite Company. At that time, Kinite Company had on hand 
about 40,000 pounds of material purchased from appellant. The 
new corporation had some negotiations with appellant resecting the 
continued purchase of raw material from it, the right to manufac- 
ture the material upon the payment of a royalty, and the right to 
sell “PRK” not only in casting, but in bars and forgings as well, 
The negotiations were unsuccessful. After using up the “PRK” 
which it had on hand, Kinite Corporation changed the formula of 
the steel which it used for its castings and continued to sell them 
by the trade-names of “‘Kinite’” and “Kompite’’ and also sold the 
same material in the form of bars and forgings. 


* * * 


In regard to the allegation of unfair competition, the record 
shows that appellant and appellee each sold its respective products 
under its own individual trade-marks, and we are at a loss to under- 


stand how the act of appellee in changing the formula of the prod- 


uct which it is selling under its own trade-mark can amount to un- 
fair competition. Sears, Roebuck & Co. v. Elliott Varnish Co. 
(C. C. A.), 282 F. 588. 

It follows from what has been said that there is no basis for 
holding appellees Dorr and Fleming individually liable. 

The decree of the District Court, in so far as it holds the patent 
in suit invalid, is reversed, but affirmed in all other respects. 

Reversed and remanded, with direction to vacate the decree as 


entered and to enter a decree in consonance with the foregoing 
views. 
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Tue Drackett Company v. THe CHAMBERLAIN COMPANY 


United States District Court, Western District of Pennsylvania 


January 30, 1935 


Trape-Marks—Svuirt Unoer Section 4915 Revisep Statrutes—Parties— 
JURISDICTION. 

In a suit brought under Section 4915 Revised Statutes to review the 
action of the Commissioner of Patents in refusing trade-mark applica- 
tions of the plaintiff, on the ground of descriptiveness, held that the 
Commissioner is a necessary party. Moreover, the Commissioner not 
being a resident of the district, the court was without jurisdiction. 


In equity. Action under Section 4115, Revised Statutes. On 
defendant’s motion to dismiss. Granted. 


Green §& McCallister, of Pittsburgh, Pa., for plaintiff. 
Byrnes, Stebbins & Blenko, of Pittsburgh, Pa., for defendant. 


ScHoonmakeER, J.: This is a bill in equity filed by The 
Drackett Company against The Chamberlain Company under the 
provisions of Section 4915 of Revised Statutes (Title 35, Section 
63, U. S. C. A.), to review the action of the Commissioner of 
Patents in refusing trade-mark applications of the plaintiff upon 
the grounds that the marks sought to be registered were descriptive 
of the goods upon which the trade-marks were used, and hence not 
registrable. No award of priority as to the marks in question 
was made in the Patent Office either to plaintiff or defendant. This 
action by the Commissioner was taken after opposition proceedings 
were filed in the Patent Office by the defendant. 

Defendant has filed a motion to dismiss, based on the allegation 
that this court is without jurisdiction of the cause under Section 
4915 of Revised Statutes, because relief which the plaintiff is now 
seeking could be granted only in a suit against the Commissioner 
of Patents who has not been joined, contending that the Commis- 
sioner is a necessary, if not a sole party-defendant in such a pro- 
ceeding. 

We agree with the defendant that we are without jurisdiction 
inthis case. It is only when there is an award of priority between 
two contesting applicants that this court could review the proceed- 
ings in the Patent Office under Section 4915, in a suit by one appli- 
cant against the other. There was no such award in the instant 
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case. The trade-marks sought te be registered were held to be 
non-registrable by the Commissioner of Patents, therefore deciding 
against the claims both of the plaintiff and the defendant. In such 
circumstances we hold that the Commissioner of Patents ig a 
necessary party; the Commissioner not being a resident of this 
District, we are therefore without jurisdiction of the cause and 
must dismiss it. 

The precise question at issue was decided by the District Court 
of the Southern District of New York, Fessenden v. General Elec- 
tric Company, 6 Pat. Q. 1, holding that an unsuccessful applicant 
for a patent may only bring suit in a court of equity under Section 
4915 against another who was granted a patent, unless there was 
an interference proceeding in the Patent Office in which the de- 
fendant was awarded priority, and that in all other cases the 
remedy for wrongfully withholding a patent must run against the 
public’s representative, namely, the Commissioner of Patents, 
Applying that to the trade-mark case, we have here a case pre- 
cisely analogous. Interference proceedings were filed by the de- 
fendant in this case, but no award of priority was made to the de- 
fendant by the Commissioner of Patents and the registration of the 
trade-mark was refused solely because it was a non-registrable 
mark. 

The plaintiff has called our attention to the case of Loughran 
v. Quaker City Chocolate §& Confectionery Co., 296 Fed. [14 
T.-M. Rep. 79], in our own Circuit, contending that that case es- 
tablishes the right of the plaintiff here to sue. There were cross 
appeals where an actual trade-mark issued to one of the applicants, 
and the purpose of the action was the twofold purpose of compell- 
ing the trade-mark registration of one plaintiff and the cancellation 
of the trade-mark allowed by the Commissioner of Patents. That 
case is not parallel with this one, because here the mark was not 
awarded to either of the parties, the plaintiff or the defendant. 

The motion to dismiss will be granted and an order may be sub- 
mitted accordingly. 





BAYER CO. V. JOHN L, ALTSHUL 163 


Tur Bayer Company, Inc. v. Joun L. AttsHut, doing business as 
Drvue DistrisutiInc CoMPANY 


United States District Court, District of Maryland 


November 20, 1934 


Trape-Marks—INFRINGEMENT—“Bayer Asprain”—RepackacGinc UwNoper 
Oricinat Trape-Mark. 

A manufacturer’s trade-mark is infringed when used in connection 
with genuine goods repackaged by another from larger containers with- 
out authority. 

Defendant bought in open market “Bayer Tablets of Aspirin” in 
large trade packages bearing the trade-mark “Bayer,” and repacked 
the tablets in tin packages upon which he caused to be printed the name 
“Bayer.” Defendant in connection with the sale of the repackaged 
goods distributed display cards and window strips displaying the name 
‘Bayer,” and also sent post cards to retailers offering “Bayer Genuine 
Aspirin.” Held, infringement of plaintiff's trade-mark. 

Unrarr Competition—Srmvutation or “Bayer Aspiatn” Packace. 

Where plaintiff had adopted and sold for many years aspirin tablets 
in small distinctive tin packages, defendant who used simulating tin 
packages in repackaging plaintiff's genuine goods from larger containers 
without authority, held guilty of unfair competition. 

In the case at issue, plaintiff, in addition to its larger containers, sold 
its aspirin tabletg in distinctive tin packages containing twelve tablets. 
Defendant used tin packages of the identical size, placing therein only 
ten tablets, although the packages were designed to hold twelve. De- 
fendant’s packages were closely similar to plaintiff's in color scheme, 
design and appearance. Defendant also displayed the words “New 
Economy Size” on his display cards and circular post cards. Held, 
guilty of unfair competition. 


In equity. Suit for trade-mark infringement and unfair com- 
petition. Preliminary injunction granted. 


Venable, Baetjer §& Howard (Charles McH. Howard, of coun- 
sel), of Baltimore, Md., and Edward S. Rogers and David 
Rasch, of New York City, for plaintiff. 

George Z. Ashman, of Baltimore, Md., for defendant. 


Statement of Facts 


Plaintiff, The Bayer Company, Inc., for many years has used 
as its trade-mark the word “Bayer” in connection with the sale 
of aspirin tablets manufactured by it. “Bayer Tablets of Aspirin” 
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are packed by The Bayer Company in three sizes of packages, con- 
taining respectively 100, 24, and 12 tablets. These packages for 
years have been of a distinctive color scheme, design and appear- 


ance. A specimen of plaintiff's twelve tablet tin package is re- 
produced below (Fig. 1). 


The defendant purchased large packages of “Bayer Tablets of 
Aspirin” and, without authority, repacked the tablets by placing 
ten in tin packages, identical in size with plaintiff's twelve tablet 
packages, and closely similar in color scheme, design and appear- 
ance. Defendant’s package retailed at 10c. whereas plaintiff's 


package is intended to be, and is customarily, sold for 15. De- 
fendant’s package is reproduced below (Fig. 2). 


10 TABLETS 


BAYER 


(GENUINE) 


ASPIRIN 


S GRS. EACH 
f Repacked by 
Drug Dist. Co, Balto.. Me. 10 ¢ 
Wholly Independent of Baye: Co 
Fic. 2 


Defendant distributed to retailers for use in connection with 
the sale of his package, display cards and window strips, and also 
mailed circular post cards, which prominently featured plaintiff's 
trade-mark “Bayer” and referred to defendant’s package as a 
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“sew economy size.” Specimens thereof are shown on page 00 
(Figs. 3 and 4). 


Defendant’s Display Card. 
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EXTRAORDINARY VALUE! ORDER NOW! 


Bayer Genuine Aspirin 80¢ tix 


GROSS LOTS $9.25 GROSS TINS 


PACKED 3 DOZEN TINS IN ATTRACTIVE DISPLAY CARTON 











SENSATIONAL NEW ECONOMY SIZE—10c Retailer, 8 Tablets to the Tin 


All Shipments F. O. B. Baltimore, Md. C. O. D., Parcel Post or Express. 
FOR QUICK “TURNOVER”, THIS ITEM LEADS THEM ALL. 


Drug Distributing Company 1402 Eutaw PI., Balto., Md. 
(Sole Distributors) 





Fic. 4. Defendant’s Postal Card 












The defense was that the tablets sold by defendant were actu- 
ally genuine “Bayer Tablets of Aspirin” and therefore the use of 
the “Bayer” trade-mark on defendant’s packages and advertising 
material was appropriate and truthful, especially since defendant's 
packages contained the statement: ‘“Repacked by Drug Dist. Co., 
Balto, Md., Wholly Independent of Bayer Co.’ Defendant further 
argued that plaintiff could not be damaged since defendant bought 


plaintiff's product and plaintiff was therefore bound to profit 
thereby. 



















The following preliminary injunction was granted by William 


C. Coleman, D. J.: 


This cause having come on to be heard by the Court upon motion of 
the plaintiff for interlocutory injunction against the defendant, and having 
been so heard upon Bill, Answer and Affidavits, and the proceedings in 
the cause having been considered, and the case argued by the solicitors 
for the respective parties and submitted— 

It is thereupon this 20th day of November, 1934, by the United States 
District Court for the District of Maryland, adjudged, ordered and de- 
creed that the defendant John L. Altshul, doing business as Drug Dis- 
tributing Company, his agents, servants and employees and those acting 
in privity or concert with him, be temporarily, during the pendency of 
this suit and until the further order of the Court, restrained and enjoined: 
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1. from making or causing to be made any reproduction, counter- 
feit, copy or colorable imitation of the plaintiff's trade-mark 
“Bayer,” and affixing the same to labels, signs, prints, packages, 
wrappers and receptacles intended to be used upon or in connection 
with the sale of merchandise of the same descriptive properties as 
that set forth in plaintiff's registration of its trade-mark; 

2. from parting with or disposing of any such labels, signs, prints, 
packages, wrappers or receptacles now in the possession or under the 
control of said defendant: 

3. from using the word “Bayer” or any like word or any simula- 
lation of plaintiff's packages or labels upon or in connection with 
any product sold by the defendant, whether or not such product be 
manufactured by the plaintiff; 

4. from using any package identical with or like the package 
shown as “Plaintiff's Exhibit C, Defendant’s Package,” with the 
Bill of Complaint, or any other package colorably imitating in size, 
color scheme, design or appearance, the package used by the plain- 
tiff, as shown in “Plaintiff's Exhibit A, Plaintiff's Package,” with 
the Bill of Complaint, or otherwise from infringing said trade-mark 
or competing unfairly with the plaintiff. 


Provided, however, that nothing herein shall prevent the defendant 
from repackaging and reselling genuine tablets of plaintiff's manufacture, 
purchased by the defendant in the open market, and from stating such 
fact upon boxes or containers which do not simulate those used by the 
plaintiff, substantially as follows: 


“Contents are genuine Bayer Aspirin repacked by John L. Allt- 
shul, trading as the Drug Distributing Company, not authorized by 


and not connected with The Bayer Co., Inc.” 


The words “not connected with” to ba printed on the same line as the 
words “The Bayer Co., Inc.”; every word in said statement to be in letters 
of the same size, color, type and general distinctiveness, and the defendant 
to make no use of the word “Bayer” except as a part of said statement; 
neither shall the defendant make use of said word “Bayer” upon any 
window strips, display cartons, post cards, circulars, pamphlets or other 
devices, except as part of the statement above referred to, which shall be 
in form, color, type, etc., as above specified. 

Before any interlocutory injunction issues hereunder, however, plaintiff 
shall first file in this cause a bond in the penal sum of five hundred dollars, 
executed by itself and some surety company to be approved by this Court 
or the Clerk thereof, or executed by such surety company alone; such bond 
to be conditioned that the plaintiff shall abide the decision of this Court, 
and pay all monies and costs which may be adjudged against it in case 
the said injunction shall be dissolved. 
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AMERICAN-STEWART DistTiILLterRy, [Nc. v. THe Stewart DIstitt- 


ING CoMPANY 


Maryland Court of Appeals 
February 7, 1935 


Trapve-Marks—INFRINGEMENT—“StTEwart WHISKEY’ —ABANDON MENT. 

Where the plaintiff company, whose predecessors had adopted as 
early as 1788 the trade-name “Stewart Distilling Company” for use on 
whiskey for medicinal purposes, in 1929 forfeited its charter in the state 
of Maryland by failure to pay its franchise tax, which charter was re- 
vived on September 20, 1933, held that plaintiff could not prevent the 
defendant from adopting, during the period of forfeiture, the word 
“Stewart” or the corporate name “The Stewart Distilling Company” 
for use in connection with whiskey. 

Trave-Marks—INFRINGEMENT—ABANDON MENT—SUITS—DamacGe—Proor. 

In the case at issue, held that appellant did not lose title to its trade- 
mark the period of forfeiture of its charter. On the other hand, its 
allegation of damage suffered by it from the use by appellee of its 
trade-marks and trade-name, held not to have been proven sufficiently 
to warrant an award of damages. 


In equity. Action for trade-mark infringement. On appeal 
from a decree of the Circuit Court of Baltimore City sustaining a 


demurrer. Affirmed. 


Eugene Frederick, of Baltimore, Md., for appellant. 
Tydings, Walsh, Levy § Archer, Morris Rosenberg and Paul 
H. Myer, all of Baltimore, Md., for appellee. 


Jounxson, J.: The appeal in this case is from a decree of the 
Circuit Court of Baltimore City sustaining a demurrer filed on be- 
half of The Stewart Distilling Company (appellee) to the bill of 
complaint of American-Stewart Distillery, Inc. (appellant). The 
bill of complaint covers several pages, from a consideration of 
which, with accompanying exhibits, its material allegations may be 
summarized as follows: 

That on June 10, 1921, it became a corporation under the name 
of “The Stewart Distilling Company” for the purpose of distilling 
and marketing whiskey, at which time it acquired a certain distillery 
premises and business, together with good-will, trade-marks, trade- 
names and brands in connection with the same, the title to which 
trade-names and brands existed in its predecessors as early as 
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1788; and the trade-name “Stewart Distilling Company” had been 
adopted by its immediate predecessors, who, however, manufactured 
whiskey for medicinal purposes only under proper permits obtained 
therefor, and likewise after its incorporation appellant engaged in 
the marketing of whiskies for medicinal purposes only, and so far 
as possible continued in this capacity until May 8, 1925, having 
in the meantime by various orders of the Commissioner of Internal 
Revenue issued under the Concentration Act been compelled to 
place all its whiskies in certain concentration warehouses. Having 
failed to pay its franchise tax due the State of Maryland for the 
vears 1926 and 1927, its charter was forfeited by proclamation on 
April 28, 1929, but on September 20, 1933, having paid all such 
taxes and charges, it filed its articles of revival with the State Tax 
Commission of Maryland, and its charter was duly revived, not 
under its original name of The Stewart Distilling Company, but 
under the name of American-Stewart Distillery, Inc.; and that it 
was preparing to resume the business of distilling and selling 
whiskey for medicinal purposes upon the repeal of the Eighteenth 
Amendment to the Constitution of the United States. The trade- 
mark “Stewart Whiskey” was registered on May 1, 1906, by its 
immediate predecessors, and the words “Stewart Whiskey,” 
“Stewart Rye Whiskey” and “Stewart Pure Rye Whiskey” had 
been used in connection with the business since its original found- 
ing in 1788, either by appellant or its predecessors, and its prod- 
ucts had become well known and recognized under said names, 
brands and trade-marks, which reputation was of great value to 
appellant, which then owned the exclusive right to use the word 
“Stewart” in connection with the manufacture and sale of whiskey, 
and that at the time of the sale of its whiskies, it had permitted 
the purchasers to market the same under said names and brands 
with the express reservation that such limited right to use the same 
should terminate upon the sale of such whiskies and revest in 
appellant. 

It is further alleged that on June 14, 1938, The Stewart Dis- 
tilling Company, the defendant below, was incorporated for the 
purpose of distilling and marketing whiskey, and that the appellant 
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has good reason to believe that the defendant corporation was or- 
ganized with the full knowledge that said trade-names, trade- 
marks and brands associated with the word ‘Stewart’ were the 
sole and exclusive property of appellant, which was entitled to 
revive its charter and resume business and appellee was formed 
for the purpose of appropriating such trade-names, brands and 
trade-marks of appellant to its own use, thus causing deception 
and confusion in the minds of the public; that the appellee was 
about to commence business of selling whiskey and using the word 
“Stewart” in connection with said business, by reason of all of 
which appellant would suffer irreparable loss and damage, for 
which it had no adequate remedy at law. 

The bill prayed: (a) That the appellee might be forever re- 
strained from using in its business the word “Stewart”; (b) that it 
might be enjoined and required to amend its corporate name so as 
to eliminate the word “Stewart” therefrom; and (c) for general 
relief. 


The complainant below and appellant in this Court is American- 
Stewart Distillery, Inc., but until April 23, 1929, its corporate 


name was “The Stewart Distilling Company,” which name since 
June 14, 19338, has been the corporate name of the defendant below 
and appellee in this Court. A consideration of the bill of com- 
plaint shows its purpose to be two-fold: (ist) To enjoin the ap- 
pellee from using the corporate name under which on June 14, 
1983, it was formed; (2nd) to prevent the appellee from using 
any of the trade-marks, trade-names and brands of appellant and 
in considering the sufficiency of its allegations, it is settled that 
those which are well-pleaded must be taken as true. Miller’s 
Equity, page 171 (par. 133); White v. White, 5 G. 359; Miller v. 
Baltimore County Marble Co., 52 Md. 644; Teztor v. Shipley, 77 
Md. 473. 

In considering the first of the above propositions, it should 
be noted that a Court of Equity is asked to enjoin appellee from 
using a name under which it has been incorporated, and which 
name is identical with the appellant’s name prior to the forfeiture 
of its charter, which charter had been forfeited by proclamation at 
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the time of the incorporation of the appellee. We must look to 
the statute under which the appellant’s charter was forfeited, as 
well as to the statute under which it was revived. The true mean- 
ing of the language should be considered rather than our opinion 
as to what the legislature should have said. Sea Gull Spec. Co. v. 
Snyder, 151 Md. 78. Such legislative intent may be found by 
express declaration or by consideration of the general scope and 
policy of the act. Graham, Sec. of State v. Wellington, 121 Md. 
656. Also, Courts should refrain from putting on a statute an 
interpretation differing from that applied by administrative officials, 
except for the most potent and urgent reasons. Arnreich v. State, 
150 Md. 91. Section 103 of Article 81 of the Code under which 
appellant's charter was forfeited, provides that from and after its 
effective date of dissolution “‘the charters or certificates of incor- 
porations of all such corporations which have not then paid all 
taxes, interest and penalties due as aforesaid shall be ipso facto 
repealed, annulled and forfeited, and the power granted to such 
corporations shall be inoperative, null and void, without the neces- 
sity of proceedings of any kind, either at law or in equity.” There 
is, however, a provision annexed permitting such corporations to 
become revived within six months from dissolution upon paying the 
penalties named in the Act. It thus appears to have been the in- 
tent that upon paying such penalties within the six months period, 
the defaulting corporation was permitted to function exactly as 
before, which included the use of its former name, but without such 
revival within the period it must forever remain dead. This was 
the appellant’s situation until the passage of Chapter 381 of the 
Acts of 1931, which was further amended by Chapter 322 of the 
Acts of 1933 (now Section 14414 of Article 81 of the Code). 
The appellant’s charter was revived under the Act last mentioned, 
which by its terms gave all corporations whose charters had been 
forfeited the right to be revived at any time upon compliance with 
certain conditions. The first of these required that the name of 
the old corporation at the time its charter was forfeited should be 
given and another condition required that the name by which it 
would be known after revival must be given. Upon compliance 
with these conditions and payment of the required penalties, fees, 
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etc., the corporation could be revived. The requirement as to giv- 
ing its future name would seem to indicate that its old name might 
not be available, since it is further provided that the name must 
be such as could be adopted by a corporation of the State organized 
or existing at the time of the receipt for record of the articles of 
revival. It has been urged by counsel for appellant that this 
statute permitting revival at any time by complying with the 
prescribed conditions was a warning to the appellee not to select 
the name “The Stewart Distilling Company” which had formerly 
been the name of the appellant, or by selecting such name it did 
so at its peril, and can now be compelled to surrender it in favor 
of the revived corporation, but we do not so construe the statute. 
To place this construction upon it, we would have to conclude 
from the language of the Act that the legislature intended to place 
a burden upon those about to form a new corporation of ascertain- 
ing the names which, although not then in use, had ever been used 
in the past, even though the corporations which had once used such 
names were dead; that the legislature was more interested in keep- 
ing a name for a dead corporation which showed no evidence of 
ever desiring to pay its obligations to the State than it was to 
allow a new corporation which was ready to do business with the 
State upon a cash basis to have such name. Furthermore, from a 
consideration of the Act and the record before us, the conclusion is 
compelling that the appellant in filing its articles of revival actu- 
ally gave the name of ““American-Stewart Distillery, Inc.,” as the 
name by which it would thereafter be known. Under such circum- 
stances there is no equitable principle upon which the appellant 
can complain of receiving such name, for this would be equivalent 
to complaining of its own conduct. Notwithstanding the acts of 
State Tax Commission are presumably correct under the statute, 
still had the appellant not desired to use this name it could have 
asked for such other name as it felt entitled to use, and if the 
decision of the Commission had been against its contention, this ac- 
tion could have been reviewed by mandamus. Curlander v. King, 
112 Md. 518; Hummelshime v. Hirsch, 114 Md. 39; Foote v. Har- 
rington, 129 Md. 123. 
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As it, therefore, appears from the bill of complaint, exhibits 
and statutes applicable thereto, that the appellee has obtained its 
name in a legal manner, it cannot be enjoined from its legitimate 
use. 

There remains for consideration the question of the sufficiency 
of appellant allegations in respect to the threatened use by appellee 
of its trade-marks, trade-names and brands. It is well settled that 
an application for an injunction goes to the sound conscience of the 
Court, acting upon all circumstances of each particular case, and 
the Court having the right to require a full and candid disclosure 
of all the facts may refuse to exercise its extraordinary power by 
writ of injunction if the proceedings are such as to show that a full 
disclosure has not been made. Canton Co. v. M. C. Railway Co., 
21 Md. 383. In all applications for an injunction or for a receiver 
the Court must be informed by the bill itself and its accompanying 
exhibits, if any, of every material fact constituting the case of the 
plaintiff in order that it may be seen whether there is a just and 
proper ground for the application of so summary a remedy. Dizon 
v. Dizon, 119 Md. 418. It is contended by appellee that the bill 
of complaint shows upon its face that any rights which appellant 
had in the old company as a trade-name were lost by abandonment 
and that neither a trade-name nor good-will can exist independently 
of the business to which they adhere. The first of these conten- 
tions seems sufficiently refuted by the act of revival which of itself 
is some evidence of an intention to resume business. True, accord- 
ing to the allegations, the appellant at this time is not engaged in 
manufacturing whiskey, but it does not follow that it will be un- 
able to resume business at some later date, in which event its trade- 
names and trade-marks may be of considerable value to it, and this 
not withstanding that registration of its trade-mark has apparently 
expired. Park and Tilford Import Corp. v. Richard Nash et al., 
No. 123, October Term, 1933 [24 T.-M. Rep. 1]. Moreover, the 
forfeiture of its charter did not destroy its assets, but the same 
were thereupon automatically transferred to its trustees for the use 
of creditors, stockholders and members and held by such trustees 
until the revival of the corporation, by the express terms of which, 
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under its new name it became vested with all real and personal 
property, rights and credits of the former corporation at the time 
its charter was forfeited, and which had not previously been dis- 
posed of. Article 23, Section 95, of the Code; Article 81, Section 
11414 (e), Chapter 322, Acts 1933. 

Notwithstanding this, does the bill of complaint sufficiently 
state facts to show irreparable damage in respect to the use by the 
appellee of its trade-marks, trade-names and brands? It has been 
held that the mere allegation in a bill of complaint that irreparable 
damages will ensue is not sufficient unless facts are stated which 
will satisfy the Court that the apprehension is well founded. Lamn 
and Hughes v. Burrell, 69 Md. 272; West Arlington Loan Co. v. 
Flannery, 115 Md. 274; Warren Mfg. Co. v. Baltimore, 119 Md. 
221; Consolidated Gas Co. v. Railroad Co., 107 Md. 671; Fowler 
v. Pennington, 121 Md. 297; Pope v. Clark, 122 Md. 1; Baltimore 
City v. Sackett, 135 Md. 56; Salisbury v. Camden Sewer Co., 
135 Md. 578. 

In the case last cited, Judge Boyd, speaking for this Court, 
said: 

Another objection is that there is no sufficient statement of facts in the 
bill to show irreparable damage. The mere allegation that the plaintiff 
will suffer irreparable damage is not sufficient, but facts must be stated 
which will satisfy the Court that the apprehension is well founded. 

So in this case the appellant’s allegations respecting irreparable 
damages by reason of the appellee’s use of its trade-marks, trade- 
names and brands are nothing more than its apprehensions and 
anticipations. There are no facts alleged to satisfy the Court 
that such apprehension is well founded. 

While for these reasons it follows that the order sustaining the 
demurrer should be affirmed, the appellant will not thereby be pre- 
cluded from taking any subsequent action against the appellee 
which may become necessary to protect it from invasion of such 
trade-marks, trade-names and brands. 

Order affirmed, with costs to the appellee. 
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In THE Matter or THE APPLICATION OF CONTINENTAL OIL 
ComMPANY 


United States Court of Customs and Patent Appeals 
Serial No. 327,728 
February 25, 1935 


Trapre-Marks—Recistration—“Germ Processeo”—DiscLaimer—Esroprev. 

Where, in an earlier application to register a composite mark con- 
sisting of a triangle and bar with the words “Conoco” and “Germ Pro- 
cessed,” appellant had filed a disclaimer of the words “Germ Processed,” 
it was held estopped because of such disclaimer from later registering 
a trade-mark consisting of the same words. 

Trape-Marks—Recistration—Errecr or Disclamer. 

The phrase “applicant does not waive any of its common law trade- 
mark rights in and to these words ‘Germ Processed’” by themselves, 
held to be without effect so far as registration was concerned. 

On appeal from a decision of the Commissioner of Patents 
denying registration. Affirmed. For the Commissioner’s decision 


see 22 T.-M. Rep. 228. 


Thomas E. Scofield, of Kansas City, Mo., for appellant. 
T. A. Hostetler, of Washington, D. C., for the Patent Office. 


Garrett, J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming the decision of the Examiner of 
Trade-Marks denying registration of the words “Germ Processed” 
as a trade-mark for use on lubricating oils and greases. 

The final decision of the Examiner of Trade-Marks was based 


upon the single ground of estoppel; that of the Commissioner of 


Patents, which is the decision we are called upon to review, was 
based upon both estoppel and descriptiveness of the mark. 

The reasons for appeal assign error as to both grounds. 

The application, which is for registration under the Trade-Mark 
Registration Act of February 20, 1905, was filed June 4, 1932. 


Appellant alleges adoption of the words as a trade-mark, and 
continuous use thereof “since October 15, 1929.” 


It appears that on January 5, 1931, appellant filed an appli- 
cation, serial No. 309,606, for the registration of a composite mark 
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bearing a triangle and bar with the word “Conoco” above the words 
“Germ Processed.” 

No part of the record in the application of January 5, 1931, 
is formally embraced in the record of the case here on appeal. 
Different decisions of the tribunals of the Patent Office in this 
case, however, recite a disclaimer in that case of the words “Germ 
Processed,” and the statement of the Examiner accompanying the 
appeal to the Commissioner discloses that the disclaimer was 
couched in the following language: 


No claim is made herein broadly to the words “Germ Processed” apart 
from the other features of the mark illustrated, it being understood in this 
connection, however, that applicant does not waive any of its common law 
trade-mark rights in and to these words “Germ Processed” by themselves. 


The brief for appellant volunteers the statement that in the 
former case the Examiner of Trade-Marks considered the words 
“Germ Processed” descriptive. Hence, we assume that the dis- 
claimer was there required as a condition precedent to the regis- 
tration of the composite mark. The brief states that the specific 


disclaimer was made “in order to try the question of descriptiveness 
separately and to obtain the registration of the triangle and bar.” 
Since the registration there sought was granted, we further assume 
that the disclaimer was regarded by the Examiner as being sufficient 
under the rules and practices of the Patent Office applicable in such 
cases. 


The case held to be controlling by the tribunals of the Patent 
Office is that of Warner-Patterson Co. v. Charles Y. Malcomb, 17 
C. C. P. A. (Patents) 984, 89 F. (2d) 274 [20 T.-M. Rep. 187], 
decided by this court April 10, 1930. 

In that case a predecessor (Malcomb & Malcomb) of the party 
Malcomb had, under a requirement of the Patent Office, disclaimed 
“apart from the mark shown,” the words “Liquid Solder” as a 
trade-mark for a radiator sealing compound. Subsequently, the 
Warner-Patterson Company filed an application for registration of 
the words, and while same was pending the party Malcomb also 
filed an application which contained the words. 
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The Examiner having the latter application in charge, evidently 
being of the opinion that the words were not descriptive, declared 
an interference, and Malcomb having established prior adoption 
and use (through his predecessor) was awarded priority. Estoppel 
to register was pleaded against Malcomb by Warner-Patterson 
Company, because of the prior disclaimer of his predecessor. The 
Commissioner held that he was not estopped, and this court re- 
versed the Commissioner’s decision, expressly holding that Malcomb 
was estopped from registration and exclusive use, without passing 
upon his right to use generally without registration. 

It will be manifest to those who examine our opinion in that 
case that we regarded the decision of the Supreme Court of the 
United States in the case of Beckwith v. Commissioner of Patents, 
252 U. S. 5388 [10 T.-M. Rep. 255], as determinative of the 
question. 

The Beckwith case, supra, was a proceeding in which Beckwith 
sought registration of a composite mark which contained words 
held by the Commissioner of Patents to be descriptive, and in which 
the Commissioner ruled that such words must be “erased” or “re- 
moved” for the mark, not merely disclaimed. Upon appeal to 
the Court of Appeals of the District of Columbia the decision of 
the Commissioner was affirmed by that tribunal. 

Certiorari was granted by the Supreme Court and, upon con- 
sideration of the case, that tribunal, after reviewing the practice 
in the Patent Office over a period of years, concluded and held that 
Beckwith upon filing proper disclaimer as to the descriptive words 
was entitled to registration of the composite mark. In the course 


of its decision the Supreme Court, referring to the composite mark, 
said: 


It seems obvious that no one could be deceived as to the scope of such 
a mark, and that the registrant would be precluded by his disclaimer from 


setting up in the future any exclusive right to the disclaimed part of it... . 
(Italics ours.) 


At another point the Supreme Court said: 


; and, very certainly, that a dis- 
claimen on the part of applicant that no claim is made to the use of the 
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words “Moistair Heating System” apart from the mark is shown in the 
drawing and as described, would preserve to all others the right to use 
these words in the future to truthfully describe a like property or result 
of another system, provided only that they be not used in a trade-mark 
which so nearly resembles that of the petitioner “as to be likely to cause 
confusion or mistake in the mind of the public or to deceive purchaseres” 
when applied “to merchandise of the same descriptive properties.” (Italics 
ours. ) 


It will be noted that the appellant in the instant case, in the 


disclaimer, supra, upon which the registration there obtained was 
dependent so far as the Patent Office tribunals were concerned, first 
made disclaimer in conventional phraseology, but added thereto a 
declaration to the effect that it was waiving none of its common law 
trade-mark rights. 

By reason of this added declaration appellant now insists that 
there was no waiver of its claim to the right of registration of 
the words “Germ Processed’”’ by themselves. 

We do not so construe the declaretion. It seems to us that 
the clause of the disclaimer, reading, ‘it being understood in this 
connection, however, that applicant does not waive any of its com- 
mon law trade-mark rights in and to these words ‘Germ Processed’ 
by themselves,” was surplusage insofar as the question of registra- 
tion was concerned, and that they may not properly be construed 
as the reservation of a right to register them “by themselves.” 

Two courses were open to appellant in the prior registration 
proceeding. First, it might have appealed and secured a judicial 
determination as to the descriptiveness of the words banned by the 
tribunals of the Patent Office, or it might have erased, or removed, 
the words from its composite mark and applied for their registra- 
tion in a separate application. 

Not having taken either of these courses, but having chosen to 
retain the words as a part of the mark, with the recited disclaimer, 
we think that, under the doctrine of the Beckwith case, supra, 
appellant is now precluded from setting up any exclusive right 
to the disclaimed part of its registered mark. 
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Under our view upon the question of estoppel, there is no neces- 
sity to discuss the question of descriptiveness. 
The decision of the Commissioner of Patents is affirmed. 


Vick Cuemicat Company v. Centrat City CHemicat Company 
United States Court of Customs and Patent Appeals 
Opposition No. 12,009 
February 25, 1935 


Trave-Marxs—Opposrrion—INsecricipes AND Mepicatep Satve, Nose AND 
Turoat Drops anp Mepicarep CovucH Drorps—Goops or Same 
Descriptive Properties. 

Held that insecticides and medicated nose and throat drops and 
medicated cough drops and liver pills are goods of the same descriptive 
properties. 

Trave-Marks—Opposirion—“Vick’s” anv “Lix”—Non-Conruicttnc Marks. 

Where, in the case at issue, although the respective goods were held 
to be of the same descriptive properties, it was held that the word “Lix” 
was not confusingly similar to “Vick’s,” both applied to goods of differ- 
ent uses in the pharmaceutical class. 

On appeal from a decision of the Commission of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 


sioner’s decision see 23 T.-M. Rep. 408. 


Thomas L. Mead, Jr., of Washington, D. C., and Edward S. 
Rogers, of New York City, for appellant. 
James H. Littlehales, of Washington, D. C., for appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition 
proceeding wherein the Commissioner of Patents affirmed a decision 
of the Examiner of Trade-Mark Interferences dismissing the op- 
position of appellant and adjudging that appellee is entitled to 
the registration applied for by it. 

On October 21, 1931, appellee filed an application for the 
registration of a composite trade-mark comprising a lattice-like 
background upon which appears the notation “Lix.” Upon the 
mark there also appears the following words: 
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Kills 
Flies and 
Mosquitoes 
also 
Roaches-Moths-Bedbugs 
Ants-Fleas and Gnats 
(Active Ingredients 100% ) 


Central City 
Chemical Company 
Chicago, Ill. 
Large 
Size 


The exclusive use of such last-quoted words apart from the 
mark shown is disclaimed. The mark for which exclusive rights 
are claimed consists of the notation “Lix’’ upon a lattice-like back- 
ground. The application declares that the mark was adopted and 
is used for insecticide, and that it has been so used and applied 
since February 28, 1931. 

In January, 1932, appellant filed a notice of opposition alleging 
that since long prior to October 21, 1931, it had used as a trade- 
mark for pharmaceutical preparations, namely, medicated salve, 
nose and throat drops, medicated cough drops, and liver pills, the 
word “Vick’s,” and that it had registered such mark on November 
19, 1918, Registration No. 123,667. A copy of such registration 
appears in the record. Said notice of opposition further alleged 
that appellant’s mark “Lix” was confusingly similar to appellant’s 
mark ‘“‘Vick’s’’; that the goods to which the respective marks are 
applied are of the same descriptive properties, and that registration 
of appellant’s mark would be injurious to opposer, appellant here. 

On April 25, 1932, appellee moved to dismiss said opposition 
upon the ground that the notice of opposition failed to state any 
grounds for denial of appellee’s application. This motion was 
denied by the Examiner, and on November 7, 1932, appellee filed 
its answer to. the notice of opposition, denying that the goods to 
which the respective marks are applied are of the same descriptive 
properties, that there was confusing similarity between the marks, 
and that the opposer would be damaged by the registration of appel- 
lee’s mark. 








he 
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Appellant took testimony; appellee did not. 

The Examiner of Trade-Mark Interferences held that the goods 
to which the respective marks are applied were not of the same 
descriptive properties, and further that confusion was not likely 
by the use of said marks on the goods to which they are applied. 

The Commissioner of Patents in his decision stated: 


.... There is no showing that opposer ever intended or represented to 
purchaser that its goods were or could be used as insecticides. The op- 
poser’s goods, intended as they are for use by direct external application 
to the body of human beings or, as to the liver pills, internal use, are not 
deemed to belong to the same class as this term can be reasonably or is 
authoritatively defined to which the applicant’s goods belong. The respec- 
tive goods are wholly dissimilar in appearance, in purpose, function, opera- 
tion, and would seem to necessarily therefore possess different descriptive 
properties to such an extent that confusion would be almost impossible. 

We are not in accord with the views of the Patent Office tribu- 
nals that the goods to which the respective marks are applied are 
not of the same descriptive properties. The goods upon which 
appellant uses its mark are medicinal preparations. In the case 
of United States v. Wm. Cooper & Nephews, Inc., 22 C. C. P. A. 
(Customs) —, T. D. 47038, we held that the term “insecticide” 
may include medicinal preparations. We think it apparent from 
the record that the goods of the respective parties are sold largely 
in the same stores, and to a large extent purchasers of insecticide 
would also naturally be purchasers of the goods upon which appel- 
lant uses its mark. 

We think that, under the decisions of this court, the goods to 
which the respective marks are applied are of the same descriptive 
properties. Cheek-Neal Coffee Company, etc. v. Hal Dick Manu- 
facturing Company, 17 C. C. P. A. (Patents) 1103, 40 F. (2d) 
106 [20 T.-M. Rep. 274]; The B. F. Goodrich Co. v. Clive E. 
Hockmeyer et al., 17 C. C. P. A. (Patents) 1068, 40 F (2d) 99 
[20 T.-M. Rep. 205]; California Canneries Co. v. Bear Glace Co., 
18 C. C. P. A. (Patents) 782, 44 F. (2) 866 [21 T.-M. Rep. 23]; 
Blackstone Products Co., Inc. v. Green Brothers Co., 21 C. C. 
P. A. (Patents) 1065, 70 F. (2d) 271 [24 T.-M. Rep. 175]; Noll 
v. Krembs, 22 C. C. P. A. (Patents) —, 78 F. (2d) 491 [25 T.-M. 
Rep. 28]. 
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However, where the marks are not the same, and the goods to 
which they are applied are different in kind, although in a legal 
sense possessing the same descriptive properties, the question still 
remains whether appellee’s mark “Lix,” applied to insecticides, so 
nearly resembles appellant’s mark “Vick’s,” applied to medicated 
salve, nose and throat drops, medicated cough drops, and liver pills, 
as to be likely to cause confusion and mistake in the minds of the 
public or to deceive purchasers. 

In the case of California Packing Corporation v. Tillman & 
Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 
T.-M. Rep. 288], this court said: 


.... the right to register depends upon the distinguishing dissimilarity 
between the goods or the marks. The same degree of difference in the 
marks or goods or both must exist so as to distinguish the goods of the 
owner as is required to prevent the probability of “confusion or mistake 
in the mind of the public,” etc. This distinguishing difference or indistin- 
quishable similarity may rest not only in the “essential characteristics” of 
the goods themselves with reference to their form, composition, texture, 
and quality, but may rest in the use to which they are put, the manner in 
which they are advertised, displayed, and sold, and probably other consid- 
erations. . . 


In the case of Malone v. Horowitz, 17 C. C. P. A. (Patents) 
1252, 41 F. (2d) 414 [20 T.-M. Rep. 462], there was involved the 
question of whether the mark “Molo,” applied to mouth wash, 
breath purifier, throat gargle, and general antiseptic, was confus- 
ingly similar to the mark “Poro,” applied to hair and toilet goods 
used in beauty culture. After holding that the goods to which the 
respective marks were applied were “merchandise of the same 
descriptive properties,” we said: 


The words “Poro” and “Molo” are quite similar in sound and appear- 
ance, and if applied to goods which were identical, there would be no 
doubt but that confusion would result from the registration of both words 
as trade-marks. The fact that the goods are not identical makes the issue 
before us a close one. We think, however, that the use of the trade-mark 
“Molo” in the manner heretofore set out would be likely to cause con- 
fusion or mistake in the mind of the public and would be likely to deceive 
purchasers. At least there is a reasonable doubt as to whether such use 
YAVUI-Ipe1} P2[}}9S-[[9M 94} JapUN pu UOISNJUOD YONS WOIJ 9a1J 9q PlNOM 
rule such doubt must be resolved against the newcomer. The newcomer 
has a wide choice from which to select without entering the field of one 
whose business is well known and well established. Kassman § Kessner 
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(Inc.) v. Rosenberg Bros. & Co., 56 App. D. C. 109, 10 F. (2d) 904. 
(Upper italics supplied.) 

From the foregoing cited cases it appears that, even though the 
goods to which the respective marks are applied are of the same 
descriptive properties, nevertheless, in determining the question of 
confusion, consideration should be given to differences in the goods 
as well as to the differences in the marks. 

Appellee’s mark for which it seeks registration is applied to 
insecticides. An insecticide is defined in Funk & Wagnall’s New 
Standard Dictionary as “One who or that which kills insects, as 
insect powder.” Webster's New International Dictionary defines 
“insecticide” as (a) “An agent or preparation for destroying in- 
sects; an insect powder,” and (b) “Killing of insects. Rare.” 

Appellant’s counsel calls our attention to the fact that the 
United States Insecticide Act of 1910, U. S. C., Title 7, Sec. 122, 
contains the following provision: 

The term “insecticide” as used in this chapter shall include any sub- 
stance or mixture of substances intended to be used for preventing, de- 
stroying, repelling, or mitigating any insects which may infest vegetation, 


man or other animals, or households, or be present in any environment 
whatsoever. . . . (Italics ours.) 


It is sufficient to say, with respect to said legislation, that it 


‘ 


does not purport to enlarge the common meaning of the term “‘in- 
secticide’” except for the purposes of that act, and that act has 
no relation to the proceedings here in question. 

Moreover, the chief chemist for appellant testified in its behalf 
as follows: 


X-Q. 4. You don’t undertake to recommend it (“Vick’s VapoRub”) as 
an insect exterminator? 

A. No. 

X-Q. 5. You never undertake to advertise it or recommend it as an 
insecticide? 

A. No. 

X-Q. 6. Is it not true, Mr. Black, that an insecticide is more or less an 
exterminator of insects and that would be its general use? 

A. Yes. 

X-Q. 7. In your opinion would you say that any of the leading ingredi- 
ents in “Vick’s VapoRub” are leading ingredients in an insecticide? 
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A. It would be my opinion that they would not be in a true insecticide, 
that is, a product which, as the name would imply, is designed to actually 
kill. 


It appears from the testimony that at the time appellant’s 
notice of opposition was filed it applied its trade-mark “Vick’s” 
to four articles sold in the United States market, viz., “Vick’s 
VapoRub,” “Vick’s Nose and Throat Drops,” “Vick’s Cough 
Drops,” and “Vick’s Little Laxative Pills”; that all of said reme- 
dies, except the pills, were sold primarily for the cure or allevia- 
tion of colds, while “Vick’s Little Laxative Pills” were sold for use 
as a laxative. It appears that “Vick’s VapoRub” is in the form 
of a salve, and in the folder accompanying the package in which 
it is sold the salve is recommended for a number of uses other than 
the treatment of colds, among them being relief from insect bites 
and stings. It also appears from an advertisement of appellant 
introduced in evidence that the salve is recommended for vacation 
use as follows: 

Take the familiar blue jar on 
your vacation and try it for— 
SUNBURN—Prevents and heals. 
BRUISES—SPRAINS—Use like a 
liniment. 
BITES—STINGS—Drives mosquitoes 
away, soothes bites. 


However, the testimony upon behalf of appellant clearly estab- 
lishes that said “Vick’s VapoRub” is sold primarily for use as an 
external application for colds, and there is nothing in the record to 
indicate that appellant’s mark “Vick’s” is ever applied to an in- 
secticide, but, on the contrary, the testimony shows that it is not 
so applied. 

We are of the opinion that, taking into consideration the differ- 
ence in the marks together with the difference in the goods to which 
the respective marks are applied, confusion in the mind of the 
public is not likely, and we do not think that purchasers would be 
likely to be deceived. 

In the case of Malone v. Horowitz, supra, the goods there in- 
volved were much more closely related than are the goods in the 
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case at bar. We there held that the mark “Molo,” applied to 
mouth wash, breath purifier, etc., was confusingly similar to the 
mark ‘“Poro,” applied to hair and toilet goods used in beauty cul- 
ture. We there said that the fact that the goods were not identical 
made the issue of confusion a close one. Were the goods here in- 
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which the mark “Vick’s” is applied, are so different in character 


the difference in the goods, confusion would not be likely to occur. 
| For the reasons stated, the decision of the Commissioner of 


Patents is affirmed. 


AKTIEN-GESELLSCHAFT Fur FeEINMECHANIK, VoRMALS JetTeR & 


ScHEERER Vv. Kny-ScHEERER CorRPORATION 
United States Court of Customs and Patent Appeals 
Cancellation No. 2335 


February 25, 1935 


Trapve-Marks—ReEGIsTRaTION—“AESCULAP” FOR SuRGICAL AND MepIcInAL 


APPLIANCES—TRADING wiTH ENEMY Act—OwNeERSHIP. 


Where, appellant, a German organization, had registered the word 

“Aesculap” as a trade-mark for surgical and medicinal instruments on 

; April 1, 1930, the registration being a renewal of one granted the appel- 
} lant June 28, 1900, held that, inasmuch as the right and title to the origi- 
; nal registration had passed through a series of assignments, to the 
appellee, appellant’s American agent, appellant was no longer owner of 

the trade-mark and, therefore, its second registration should be can- 


‘ celled. The Commissioner's decision was, accordingly, affirmed. 


On appeal from a decision of the Commissioner of Patents 
ordering the cancellation of a trade-mark. Affirmed. For the 


Commissioner’s decision, see 22 T.-M. Rep. 227. 


volved so closely related as were the goods in that case, we might 
come to the conclusion here that the use of the mark “Lix’’ would 
be likely to cause confusion or mistake in the mind of the public, 
i and would be likely to deceive purchasers as to the origin of 
the goods; but we think that the goods to which the mark “Lix” is 
applied, while of the same descriptive properties as the goods to 


and use that, considering the difference in the marks together with 
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Elmer Stewart and Thomas L. Mead, Jr., both of Washington, 
D. C., for appellant. 
Clarence G. Campbell, of New York City, for appellee. 


Garrett, J.: On July 1, 1931, appellee, Kny-Scheerer Cor- 
poration, a corporation organized under the laws of the State of 
New York, filed petition in the United States Patent Office seeking 
cancellation of a trade-mark registration, No. 269,353, granted on 
April 1, 1930, to appellant, Aktien-Gesellschaft Fiir Feinmechanik 
(hereinafter referred to as A. G. F. M.), of Tuttlingen, Germany. 

Upon hearing by the Examiner of Interferences he rendered 
decisions recommending cancellation. This decision was affirmed 
by the Commissioner of Patents, and from the latter decision the 
instant appeal to this court was taken. 

The mark which consists of the word “Aesculap’”’ was claimed 
for use on surgical, chirurgical and medicinal instruments—many 
of such instruments being designated eo nomine. Also included 
were furniture for sick rooms and various specifically named articles 
of furniture for hospital and clinical uses. The registration was 
granted under the Trade-Mark Registration Act of 1905. 

In the certificate of registration appellant alleged continuous 
use “since November 10, 1899,” and it is stated, in effect, that it 
had neither assigned the trade-mark nor abandoned its use, but 
that it had continuously used it since the date mentioned. The 
certificate also recites that appellant “is the owner of United States 
trade-mark registration No. 34,826, issued June 28, 1900.” The 
last named registration was of the same word for substantially the 
same uses. It was further stated in the certificate that the trade- 
mark had been registered in Germany on July 10, 1900, this state- 
ment being required by the provisions of section 2 of the aforesaid 
trade-mark registration act. 

It appears that while the question of registration of the mark 
here involved (No. 269,353) was being considered in the Patent 


Office, there was a tentative rejection of same upon said registra- 
tion No. 34,826, and thereafter appellant amended its application 
so as to assert its ownership of the latter named mark, following 
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which, with other amendments not here material, the registration 
was granted. 


It is the contention of appellee that appellant was not, at the 
time of the registration, the owner of the mark embraced in regis- 
tration No. 34,826, but that the title thereto was in appellee by 
reason of various transfers and assignments, as hereinafter related, 
and that appellant, therefore, had no right to claim ownership. 


A somewhat detailed historical statement seems essential to a 
clear understanding of the issue. 

It appears that prior to 1895 there existed in Germany an or- 
ganization under the name and style of Jetter & Scheerer, which 
was engaged in the manufacture of surgical and other instruments 
of the kind described in the trade-mark registration involved, and 
that this organization established a firm by name of Jetter & 
Scheerer in New York through which all its merchandise shipped 
to the United States was handled. 

In 1895, or thereabout, the German organization was merged 
into the corporation A. G. F. M., which is the appellant here. 
Thereafter, in 1896, a New York organization by the name of 
Richard Kny & Company negotiated a contract with A. G. F. M. 
whereby it purchased the Jetter & Scheerer organization of New 
York, and in 1897 there was organized, under the laws of the State 
of New York, a corporation by the name of “The Kny-Scheerer 
Company,” which carried on the business in the United States, its 
relation to A. G. F. M. seemingly being that of exclusive selling 
agent. 

On June 26, 1900, A. G. F. M. registered the word “Aesculap”’ 
(registration No. 34,826, supra), in the United States Patent Office, 
alleging use “since the 10th of November, 1899.” This registra- 
tion appears to have been under the Trade-Mark Registration Act 
of 1881 and, by the terms of that act, had a duration of thirty 
years, or until June 26, 1930. That it was applied to the goods 
handled by the Kny-Scheerer Company as agents, in the United 
States, of A. G. F. M. is not in dispute. 
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The charter of the Kny-Scheerer Company seems to have been 
granted for a limited period, and about 1915 it was taken over by 
a newly organized corporation entitled ‘““The Kny-Scheerer Cor- 
poration,’ which continued to carry on the United States business 
of A. G. F. M. as exclusive selling agent. It was so engaged in 
1917 when the United States became involved in war with Germany. 

The record contains, as appellee’s Exhibit C, a copy of an 
assignment executed June 21, 1919, by Francis P. Garvin, Alien 
Property Custodian, in which it is recited that, acting under the 
“Trading with the Enemy Act” of October 6, 1917 (vide c. 106, 
40 Stat. 411), as amended by subsequent acts (vide c. 28, 40 Stat. 
460 and c. 201, 40 Stat. 1020) together with executive orders and 
proclamations issued in pursuance thereof, he had seized certain 
properties. It is stipulated by counsel for the respective parties 
that the here material recitals of this instrument as to the seizure 
so made is as follows: 


(1) Every contract agreement of every description between Aktienge- 
sellschaft Fiir Feinmechanik vormals Jetter & Scheerer and The Kny- 
Scheerer Corporation, and also every right, title and claim created in favor 
of or granted to said Aktiengesellschaft fiir Feinmechanik vormals Jetter 
& Scheerer by the terms of any contract or agreement by which said The 
Kny-Scheerer Corporation was given the right or privilege of using in the 
business, trade-marks, trade-names, good-will and other property of said 
Aktiengesellschaft fiir Feinmechanik vormals Jetter & Scheerer, in return 
for which certain sums of money or portion or portions of profits earned 
by said The Kny-Scheerer Corporation were to be paid as compensation 
for such use, together with every right and claim to compensation or dam- 
ages from said The Kny-Scheerer Corporation, or to any part of the 
profits earned by said The Kny-Scheerer Corporation, based upon or grow- 
ing out of any use heretofore made by said The Kny-Scheerer Corporation 
of any patents, trade-marks, trade-names, good-will or other property of 
said Aktiengesellschaft fiir Feinmechanik vormals Jetter & Scheerer. 

* * * 
(3) Trade-marks registered in the United States Patent Office (subject 
to the rights of The Kny-Scheerer Corporation), identified as follows 
Date Mark Goods 
June 26, 1900 Aesculap Surgical devices 
and furniture 
together with the good-will of the business pertaining to said trade-marks 
and the certificates of registration thereof. 
* * * 
The foregoing instrument further recites, in effect, as is also 


stipulated by counsel, that: 
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. by reason of a certain public sale of two thousand (2,000) shares 
of the capital stock of said The Kny-Scheerer Corporation, held under an 
order of sale made by him on the 4th day of April, 1919, the aforesaid 
property was on the 24th day of April, 1919, the date of sale named in 
said order, sold to Holley Securities Corporation, a corporation of New 
York, located at 68 New Street, New York, N. Y., it being then and there 
the highest bidder therefor; the said Francis P. Garvin, Alien Property 
Custodian, did by this assignment sell, assign, transfer and set over 
unto Holley Securities Corporation the property so seized, including the 
trade-mark No. 34,828 dated June 28, 1900, for mark Aesculap. 


It may be here said that the record presented to us gives no 
explanation whatsoever with respect to the sale of the “two thou- 
sand (2,000) shares of the capital stock of said The Kny-Scheerer 
Corporation,” except that which appears in the foregoing excerpt 
from the stipulation. Why, or in what manner, the shares passed 
into possession of the Alien Property Custodian does not appear, 
nor is it shown whether said two thousand shares represented the 
entire stock of the said corporation, or only a portion thereof. No 
instrument showing their seizure was placed in the record. 

However, no question has been here raised as to the regularity 
or legality of that proceeding and the court must infer that the 


said shares did legally pass under the control of the Alien Property 
Custodian; that his sale thereof conformed to the law, and that 
through some understanding, not clearly disclosed, the sale of 
these shares carried with it the properties shown by said Exhibit C 
to have been seized. 


The foregoing assignment is stated to have been recorded in the 
Patent Office October 7, 1919. 

The record further discloses that Holley Securities Company, 
by an assignment dated October 16, 1919, recorded in the Patent 
Office October 29, 1919, sold and “‘set over unto” The Kny-Scheerer 
Corporation, its successors and assigns, all the rights, title and 
interest which Holley Securties Corporation had derived from the 
Alien Property Custodian by the conveyance above recited. 

It is assumed by us that “The Kny-Scheerer Corporation” of 
this transaction was the one whose contracts with A. G. F. M. were 
seized and two thousand of whose shares were sold by the Alien 
Property Custodian. The record indicates nothing to the contrary, 
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nor is any question raised here as to The Kny-Scheerer Corpora- 
tion having been, at the time of the conveyance of October 16, 
1919, a legal entity capable of receiving the assignment so made to 
it. 

It further appears that about December 30, 1920, a new cor- 
poration was organized under the name of “The Kny-Scheerer Cor- 
poration of America,” and, by an assignment of that date, recorded 
in the Patent Office February 8, 1921, the said The Kny-Scheerer 
Corporation conveyed the properties to the said The Kny-Scheerer 
Corporation of America. 

In January, 1929, the said The Kny-Scherrer Corporation of 
America was dissolved. There appears in the record, as an exhibit, 
a certain contract which recites the dissolution referred to, and the 
organization on December 31, 1928, of “Kny-Scheerer Corporation” 
for the purpose of acquiring the properties of the corporation dis- 
solved. 

The said Kny-Scheerer Corporation then organized is the 
appellee here, and to it, by an assignment recorded in the Patent 
Office March 4, 1931, The Kny-Scheerer Corporation of America 
conveyed the properties which it had received. 

This latter assignment seems to have been signed and acknowl- 
edged by the president of The Kny-Scheerer Corporation of 
America on February 26, 1931, and concerning it there is a conten- 
tion by appellant which will be hereinafter discussed. 


In each of the conveyances above recited as having been 
recorded in the United States Patent Office, trade-mark registration 
No. 34,826, of June 26, 1900, seems to have been specifically re- 
ferred to and expressly conveyed, being described as ‘“‘Aesculap,” 


the goods for its application being named as “Surgical devices and 
furniture.” 


Both the Examiner of Interferences and the Commissioner of 
Patents agree in the holding that the tribunals of the Patent Office 
are without jurisdiction to determine the matter of the disputed 
ownership of registration No. 34,826, the intimation of their de- 
cisions being that any rights which appellant may have had therein 
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must be determined and declared by a proceeding in equity, and, 
since by reason of the conveyance described, the legal title to the 
registration was lodged, according to the Patent Office records, in 
appellee at the time of the registration complained of, it was held 
that appellant had no right to the registration and cancellation was 
adjudged. 

One of the contentions of appellant before us, alluded to above, 
is based upon the date of the conveyance to appellee by the last 
assignment heretofore recited. 

It is urged that the conveyance by The Kny-Scheerer Cor- 
poration of America was not signed and acknowledged by its presi- 
dent until February 26, 1931; that the said corporation had become 
defunct January 15, 1929, and that the registration therein con- 
veyed in fact expired June 26, 1930. Appellant’s brief, after 
substantially reciting the foregoing, says: 

It is, therefore, obvious and elemental that petitioner could not have 
been injured on April 1, 1930, by the registration on that date of appel- 


lant’s mark herein sought to be cancelled, for it was not then possessed 
of the mark. A defunct corporation cannot convey title. 


We do not think the rights of appellee are affected by this 
particular situation. While the conveyance to appellee was dated, 
as alleged, the recital therein is that appellee “obtained all of the 
rights of The Kny-Scheerer Corporation of America on or about 
the 15th day of January, 1929.”’ The execution of the conveyance 
would seem, therefore, to have been in fulfillment of a contract 
which had been consummated earlier and before the expiration of 
registration No. 34,826, the conveyance itself merely constituting 
evidence of what that consummated contract had been. We should 
not feel justified in holding, upon the very meagre record here 
presented relating to the dissolution of The Kny-Scheerer Cor- 
poration of America, that there was no authority to execute the 
conveyance on the date it was signed and acknowledged by the 
official so signing and acknowledging it. There is no showing here 
that the contract was not executed within the time allowed by 
statute for the winding up of the affairs of the dissolved corpora- 
tion, and, in any event, the instrument bears evidence that the 
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contract conveying whatever was conveyed was actually made 
during the life of registration No. 34,826. 

The general contention of appellant, as first presented to this 
court, was largely to the effect that, since at the time of the seizure 
of the mark there was no question with respect to appellant’s 
ownership thereof, the relationship between the parties hereto 
after the war may and should be considered, and that these are 
indicative of such a recognition by appellee and its predecessor of 
ownership by appellant as to preclude appellee from maintaining 
the cancellation proceeding here at issue. 

This contention is not sound. It is inconceivable that appel- 
lant did not have knowledge of the seizure of the mark by the 
Alien Property Custodian and of the status of the legal title thereto 
at the time of its entrance into the post-war contracts. We find 
nothing in either of the two such contracts that are of record which 
relates in any way to trade-mark ownership or usage rights. If 
there were any understanding between the parties affecting such 
title or rights, appellant has made no effort to prove them here. 
No record has been presented which would justify the court in con- 
sidering anything other than the status of the legal title, even if 
our authority so to do be assumed. 

Subsequent to the oral argument of the case and after much 
study of it by the court, counsel for the respective parties were 
invited to submit briefs upon a phase which it occurred to the 
court might be involved, but of which little theretofore had been 
presented; viz., the construction of the language of seizure used 
by the Alien Property Custodian with a view of determining just 
what had been seized and conveyed, in so far as it was proper and 
within the court’s authority to consider such construction in de- 
termining the question of ownership. 

In submitting this question to counsel, the court had in mind 
the general principles of common law as relating to trade-marks, 
including the well-established doctrine that generally a trade-mark 
is not the subject of ownership except in connection with an exist- 
ing business, as declared, in substance, in Hanover Milling Co. v. 
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Metcalf, 240 U. S. 405 [6 T.-M. Rep. 149], and the relation thereto 
of the United States trade-mark registration law. 

In response to our invitation counsel submitted briefs, and 
these have been quite carefully examined in connection with the 
authorities therein cited. 

After full study of the issues involved and questions presented, 
it is our view, in the light of the recitations of seizure contained in 
the conveyance by the Alien Property Custodian to Holley Securi- 
ties Company, as above quoted, that seizure was made not only of 
the specific contracts between A. G. F. M. and appellee’s prede- 
cessor, but of the trade-marks themselves in connection with the 
good-will of the business which pertained thereto, and the certifi- 
cates of registration thereof, and further that, in the light of the 
subsequent conveyances which have been enumerated, appellee be- 
came such an owner of the mark as to preclude any right of regis- 
tration on the part of appellant at the time it secured the regis- 
tration, No. 269,353, of April 1, 1930. 

That the Alien Propery Custodian was clothed with authority 
to seize properties such as patents, trade-marks and copyrights, by 
the provisions of the Trading with the Enemy Act, and to make 
sales thereof, in the manner in which the sale to Holley Securities 
Corporation was made, is not here seriously questioned, nor do we 
apprehend that it could be in view of the decision of the Supreme 
Court of the United States in the case of United States v. Chemical 
Foundation, Inc., 272 U. S. 1, wherein that court affirmed a de- 
cision of the Circuit Court of Appeals of the Third Circuit (United 
States v. Chemical Foundation, Inc., 5 F. (2d) 191), which, in 
turn, had affirmed the decision of the United States District Judge 
of Delaware (294 Fed. 300). See also Hicks, Alien Property 
Custodian v. Anchor Packing Co. et al., 16 F. (2d) 728 [17 T.-M. 
Rep. 208]. 


The decision of the Commissioner of Patents is affirmed. 


Buanp, J., dissents. 
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CrystaL Corporation, formerly THe Crystat Cuemicat Com- 
PANY, [NcorPoRATED Vv. THE MaNnuHattTaNn CHemicaL Manvu- 
FACTURING Company, Inc. (Anna T. Fox, Assignee, 
Substituted ) 


United States Court of Customs and Patent Appeals 
Opposition No. 12,010 
March 4, 1985 


Trape-Marxs—Opposition—“T.Z.L.B.” anno “Crystat Z.B.T.” ror Tatcum 
Powper—ConrFiictinc Marks. 

A trade-mark consisting of the word and letters “Crystal Z.B.T.,” 
held to be confusingly similar to a trade-mark consisting of the letters 
“Z.B.T.,” both marks being used on talcum powder for toilet use. 

Trave-Marks—RecistraBILITy—CriTERIA—Nor CONTROLLING as TO Con- 
FUSION. 

While the motives for adopting marks and the equities between the 
parties involved in the use of such marks may be proper matters to 
have in mind when considering the questions of registrability, they are 
not matters which can be controlling where the question of confusion is 
the sole issue. 


On appeal from a decision of the Commissioner of Patents dis- 


missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 23 T.-M. Rep. 265. 


Morris Hirsch and Edward S. Rogers, both of New York City, 
and Thomas L. Mead, Jr., of Washington, D. C., for appel- 
lant. 


Dante G. Galotta, of Washington, D. C., for appellee. 


Buianp, J.: In the United States Patent Office the appellant 
instituted an opposition proceeding directed against the registra- 
tion by appellee of the trade-mark “T.Z.L.B.” for talcum powder 


for use on the human skin and especially for use in the nursery. 

Appellant’s opposition was grounded upon its prior adoption, 
use and registration of its trade-mark “Z.B.T.” for talcum powder. 
It claimed it adopted the mark “Z.B.T.” in 1922 and registered the 
same in 1926. The application for the 1926 registration recites 
that the appellant is the owner of the trade-mark “Crystal Z.B.T.”’ 
registered October 2, 1923. 
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The record shows that appellant’s expenditure in advertisement 
between 1923 and 1931 has amounted to nearly one-third of a 
million dollars, and that appellee does not advertise its product 
except in catalogues; that appellant’s sales from 1923 to the date 
cf taking the testimony amounted to nearly ten million cans; that 
the products of both parties are sold in the same places, to the 
same class of trade and for the same purposes; that the round, 
long tin cans in which the powder is sold by both parties are made 
by the same manufacturer, and that in shape and size there is a 
close resemblance between the packages sold. 

Appellee claims use of its mark since 1924. Prior to 1924, 
appellee was engaged in manufacturing and selling a number of 
brands of toilet powder under the trade-names “French Bouquet,” 
“Rose and Violet,’ Ming,’ ‘Darling Baby,” and “Whitmans.” 
Its baby powder so used was composed of three basic ingredients. 
It is claimed by appellee that in 1924 it added an additional in- 
gredient to its new baby powder which brought about the adoption 
of the four-letter trade-mark, each letter representing one of the 
basic ingredients. 

The sole question presented here is whether or not there is 
sufficient similarity between the marks as to justify sustaining the 
opposition on the ground of probability of resulting confusion. 

Appellant has shown that from 1922 it advertised its product 
as “Z.B.T.” and that appellant and others used the term “Z.B.T.” 
in correspondence without associating with it the word “Crystal.” 
Appellant did not prove that prior to appellee’s adoption of its 
mark “T.Z.L.B.” it ever used in a trade-mark sense the letters 
“Z.B.T.” by themselves. It did show, however, that in the use of 
the mark at the time appellee adopted its four-letter mark, it 
printed the term “Crystal” in very small and inconspicuous letters, 
and the letters “Z.B.T.” in large, bold letters, that its product 
was referred to as “Z.B.T.” It is also shown that in 1921 appel- 
lant’s powder was sold in a paper can with metal top and bottom, 
similar in size to the can now sold, which contained the term 
“Crystal Z.B.T.”, the word “Crystal” being printed in substantially 
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the same-sized letters as the capital letters “Z.B.T.” It is then 
shown that between that date and the date of the registration of 
the “Z.B.T.” mark in 1926, it gradually made the word “Crystal” 
smaller and less conspicuous and emphasized and made larger the 
letters “Z.B.T.” 

The Commissioner of Patents affirmed the decision of the Ex- 
aminer of Interferences, which dismissed the notice of opposition, 
and it is from the decision of the commissioner that appellant- 
opposer has appealed to this court. 

Opposer argues the question here as if the issue were confined 
to the confusing similarity on identical goods of the letters “Z.B.T.” 
and the letters “T.Z.L.B.”, printed with the same-sized type. 
That is hardly the question presented since, as has been hereinbe- 
fore stated, appellee began its use of its mark prior to any trade- 
mark use by appellant of the “Z.B.T.” letters unaccompanied by 
the term “Crystal.” It seems to us that the question presented is: 
Is the mark “T.Z.L.B.” so similar to the mark “Crystal Z.B.T.’’, as 
the latter was used when appellee adopted its mark, as is hereinbe- 
fore shown, as to cause confusion, or is there reasonable doubt on 
the question of confusion? 

It unquestionably appears that the letters “Z.B.T.”’ constitute 
the dominant portion of appellant’s mark. This conclusion is not 
only justified from an examination of the mark itself, but from the 
facts appearing of record which show that the letters “Z.B.T.” 
were the chief feature of appellant’s mark which identified its 
goods. 

As to what has been held to be the prominent or dominant fea- 
ture of certain marks, see Ex parte Diamond Ink Co., 98 QO. G. 
1488, 1902 C. D. 45; Armour & Co. v. Louisville Provision Co., 
283 Fed. 42 [13°T.-M. Rep. 44]; Great Bear Spring Co. v. Bear 
Lithia Springs Co., 45 App. D. C. 305 [8 T.-M. Rep. 405]; and 
The Goodyear Tire & Rubber Co. v. V. C. Kenyon Co., Inc., 19 
C. C. P. A. (Patents) 1039, 56 F. (2d) 670. In the last cited 
case, this court said: 
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It is true that appellee’s mark contains features in addition to the rep- 

resentation of wings that are dissimilar to the marks of appellant, but 
after all, that representation is the most noticeable feature of the mark 
and seems to us to be the dominating feature. 
See also American Fruit Growers, Inc. v. Michigan Fruit Growers, 
Inc., 17 C. C. P. A. (Patents) 906, 38 F. (2d) 696 [20 T.-M. Rep. 
135], and Gillette v. Gillette Safety Razor Co., 20 C. C. P. A. 
(Patents) 1177, 65 F. (2d) 266 [23 T.-M. Rep. 307]. 

The tribunals of the Patent Office recognized that the question 
presented was a close one. Appellee had not been using letters to 
indicate the origin of its goods, and for some reason (appellant 
urges that it was for the purpose of profiting by resulting con- 
fusion) appellee adopted all three letters which appellant had 
used but rearranged them and added one additional letter. 

Appellee argues that to sustain appellant’s contentions would 
amount to giving appellant a monopoly upon any lettered trade- 
mark for baby powder. We think the weight of the authorities 
strengthens the conclusion that appellant is entitled to a monopoly 
of a lettered trade-mark for baby powder to the extent that no 
newcomer has the right to adopt any lettered trade-mark which, by 
reason of similarity, would produce confusion. We think it is well 
known that it is more difficult to remember a series of arbitrarily 
arranged letters than it is to remember figures, syllables, words or 
phrases. The difficulty of remembering such lettered marks makes 
confusion between such marks, when similar, more likely. 

This court in the recent case of Helen Schy-Man-Ski & Sons v. 
S.S. 8. Co., 22 C. C. P. A. (Patents) —, 73 F. (2d) 624 [25 T.-M. 
Rep. 35], in considering the trade-marks “S-S-S.” and “S.S.S.”, 
reviewed several decisions involving arbitrarily arranged lettered 


trade-marks, discussed some of the cases relied upon here by appel- 
lee, and said: 


It seems quite evident that the tribunals in the Patent Office came to 
the proper conclusion about this matter. It is apparent that if, in the same 
establishment, bottles of the S.S.S. preparation were placed side by side 
with goods of the same descriptive properties, as these are, in similarity 
shaped bottles marked “S-S-S-” the opportunities for confusion are very 
great. Especially is this true among the illiterate and ignorant, and those 
who cannot be expected to exercise the same care and caution which might 
be exercised by those of another degree of information or intelligence. . . 
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It will not be necessary to again review those authorities here, 
but it may be gleaned from them that the courts have not hesitated 
to express disapproval of the adoption of a lettered mark if it ap- 
peared that confusion might result from similarity between such 
mark and other similar marks for goods of the same descriptive 
properties. 

Many decisions, not necessary to cite here, in this Court and 
in other courts, in cases quite similar in principle to the one at bar, 
have pointed out that those who adopt trade-marks for their mer- 
chandise should not enter a field where doubts can be reasonably 
entertained as to the likelihood of confusion, since the field from 
which to select valid trade-marks for use in distinguishing one’s 
goods is a very broad one. 

The peculiar nature of the marks involved here, the nature of 
the goods and the manner in which they are sold, the purposes for 
which the goods are used, the prices at which they are sold, the 
manner in which they are obviously most economically and prop- 
erly packaged, and the fact that no great care in purchasing would 
ordinarily be observed, all lead to the conclusion that confusion 
might result. Certainly there is sufficient doubt on the question 
that under the well-settled rule, appellee should not be permitted 
the registration sought. 

While the motives for adopting marks and the equities between 
the parties involved in the use of such marks may be proper matters 
to have in mind in considering the question of their registrability, 
they are not matters which can be controlling where the question of 
confusion is the sole issue. 


The decision of the Commissioner of Patents is reversed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Act of 1920—Conflicting Marks 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1920, the words “Nickel Stick’”’ as a 
trade-mark for frozen confections in view of the prior registration 
of the mark “‘Nikl Stikl.” 

The First Assistant Commissioner, after noting applicant's 
argument that in order to refuse registration under the Act of 1920 
because of a prior registration the two marks must be identical, 
and calling attention to the opinion of the Solicitor of the Depart- 
ment of the Interior (1920 C. D. 89) holding that the meaning of 
the Act was that registration of marks bearing a confusing simi- 
larity was prohibited even though the marks were not identical, 
and noting the decision in R. H. Macy & Co., Inc. v. The Macey 
Co., Inc., 295 O. G. 463, 1922 C. D. 2 [12 T.-M. Rep. 257], in 
which a similar construction was placed upon the Act of 1920, said: 

Under the circumstances, I feel compelled to abide by these precedents 
and deny registration to the applicant here. Not only do I feel so bound, 
but in principle I agree thoroughly with the two earlier decisions. I can 


think of no sound argument in favor of permitting the registration of con- 
flicting marks under any law.! 


O pposition—Sus pension 


Spencer, F. A. C.: The First Assistant Commissioner refused 
to refer this proceeding to the examiner of trade-marks in order to 
determine whether the registration should be refused to the appli- 
cant in view of the articles of incorporation of the opposer, and the 
articles of incorporation of another company and certain affidavits 
and advertisements. 


In his decision the First Assistant Commissioner noted opposer's 
argument as to the objects set forth in the articles of incorporation 
and the showing as to the business in which one of these cor- 


1 Ex parte Good Humor Corporation of America, Serial No. 343,348, 
159 M. D. 384, Feb. 18, 1935. 
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porations was engaged and that therefore the mark is not regis- 
trable under the decision of the Supreme Court in American Steel 
Foundries v. Robertson, Commissioner of Patents, et al., 269 U. S. 
372, 342 O. G. 711 [16 T. M. Rep. 51], and said: 

It is admitted that the case does not fall within that class of cases 
referred to by the Supreme Court where the mark sought to be registered 
is merely the name of a corporation and therefore its registration is for- 
bidden whether the companies are engaged in selling the same class of 
goods or not. It is argued, however, that the articles of corporation, the 
affidavits and the publications referred to, bring it within the second 


class of cases referred to where there is likelihood of confusion by reason 
of the use of applicant’s mark. 


He then called attention to the decision in Wm. A. Coombs Mill- 
ing Co. v. The Dewey Bros., Co., 1911 C. D. 129, 171 O. G. 743 
[1 T.-M. Rep. 301], where it was held that the practice theretofore 
obtaining of suspending opposition proceedings to determine 
whether a statutory bar existed to the granting of the registration, 
should be discontinued, and said: 

If that is the proper practice, and it is deemed that it is, in a case 
where the only question raised can be determined on the record of the 
opposition and the records of this Office, it is all the more proper practice 


where it is asked to have considered, in connection with the ex parte con- 


sideration of applicant’s right to registration, matters not of record but 
set out in affidavits.” 


Res Adjudicata 


Frazer, A.C.: Held that the applicant is not estopped to raise 
the question of abandonment of the mark by the opposer, where 
the acts relied upon to establish abandonment occurred after the 
decisions in certain prior proceedings between these parties. 

In his decision the Assistant Commissioner noted the prior pro- 
ceedings in which opposer here had filed an opposition to the 
registration of the mark by the applicant and subsequently the 
opposer had filed a petition for cancellation based on the ground 
that the question of the validity of that registration was res 


2 National Dairy Products Corporation et al. v. Allied Mills, Inc., 
Opp’n No. 14,066, 159 M. D. 386, Mar. 2, 1935. 
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adjudicata in view of the decision in the earlier opposition pro- 
ceeding. He then noted that in the answer to the present opposi- 
tion applicant had set up a number of affirmative defenses, one of 
which was that the opposer had abandoned his trade-mark. He 
then said: 


I agree with the examiner that “the thing sued for” in the present 
proceeding is identical with that involved in the cancellation case, namely, 
ownership of the trade-mark and the incidental right of registration in 
the Patent Office. I am unable to agree, however, that all of the affirma- 
tive allegations of the answer pertain to “matters capable of being con- 
troverted between the parties” in the cancellation proceeding; and I am 
clearly of the opinion that in some of the issues presented applicant has 
“claimed by a different right not involved in the first action.” 

There can be no question under the authorities but that all matters 
which were passed upon or which properly could have been passed upon 
in the cancellation proceeding became res judicata by reason of the deci- 
sion of the examiner of interferences, and can not now be relitigated. 
That decision was rendered September 22, 1927. Hence, applicant’s aver- 
ments with respect to its ownership and use of the mark prior to that time 
should be stricken from the answer, as should also those allegations which 
attack the validity of the cancellation proceeding and of the prior opposi- 
tion proceeding. This is likewise true of the paragraph with reference 
to a decree of the Supreme Court of New York County, N. Y., entered 
December 13, 1910, which applicant claims established its ownership of 
the mark as against opposer. All these defenses were unquestionably 
concluded by the final judgment in the cancellation case. Clearly, however, 
nothing that transpired thereafter could have been litigated in that case, 
and it was therefore as of a date not later than September 22, 1927, that 
the rights of the parties were necessarily adjudicated in the final judgment. 


He then stated that the plea of abandonment presented a diffi- 
cult question because of the manner in which it had been pleaded 
and stated: 


It will thus be seen that both the examiner and the opposer have tacitly 
conceded applicant’s right to adduce proof, under its answer, of such facts 
relating to the alleged abandonment as were not involved in the previous 
litigation. Under these circumstances, while the defense is inaccurately 
set forth, and is not as specific as good pleading would dictate, I think 
enough appears in the answer to permit of an amendment stating any 
pertinent facts which would tend to establish an abandonment of its trade- 
mark by opposer subsequent to September 22, 1927, I am also of the 
opinion that as to such facts the final judgment in the cancellation case 
is not conclusive, and that applicant should be permitted to take testimony 
with respect thereto. 


With further reference to certain matters pleaded in the answer, 
he said: 
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The examiner of interferences did not discuss this point in the present 
decision, nor did he expressly pass upon it. I do not wish, therefore, to 
prejudge the matter; but I do hold that the paragraph of the answer relat- 
ing thereto should be permitted to remain, because I am not convinced 
that the statement in the prior decision was anything more than mere 
dictum. In other words I think it at least doubtful that it was an es- 
sential element of the decision, and if it was not it cannot now serve as 
the basis of an estoppel. This is a question which should be passed upon 
by the examiner in the further prosecution of the case. 

The last paragraph of the answer attacks the sufficiency of the notice 
of opposition. This is another point upon which applicant is entitled to 
a ruling, but as it has not yet been considered by the examiner I shall 
express no opinion as to the merits of the defense.® 


3 Société Anonyme des Anciens Etablissements Panhard and Levassor 
v. Panhard Oil Corporation, Opp’n No. 13,311, 159 M. D. 372, Jan. 7, 1935. 
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Socirte VINICOLE DE CHAMPAGNE v. THE Mumm CHAMPAGNE & 
’ Importation Company, Inc. 


United States District Court, Southern District of New York 


March 22, 1935 


Trapve-Marxs—Goop-Wiitt—Derinirion—Sitvs. 

Good-will, regarded as property, has no meaning except in connec- 
tion with some trade, business or calling. It is inseparable from the 
business to which it adds value and exists where the business is carried 
on. Such business may be carried on in one place or in several. 

Trape-Marks—“Mumm” on CHAMPAGNE—SALE OF Foreign Business TO 
Frencu Liaquipator—Errecr—Sirvs. 

On December 28, 1914, the French Sequestrator, under authority 
from the French Government, seized and attached, under certain war 
legislation, all the properties then owned in France by G. H. Mumm & 
Co., for many years producers at Rheims of champagne and other 
wines bearing the trade-mark “Mumm.” On August 11, 1920, all the 
property of G. H. Mumm & Co. so sequestrated and attached, was 
conveyed to the plaintiff, said sale including all trade-marks and the 
good-will of the business, not only in France, but in all foreign coun- 
tries. Held that the situs of G. H. Mumm & Co. was Rheims, France. 

Trape-Marxs—‘Mumm” on CuHampacne—U. S. Reoisrrations—Convey- 
ANCE—V ALIDITY. 

In the case at issue, held that certain trade-mark registrations of 
the word “Mumm” granted by the U. S. Patent Office to the firm of 
G. H. Mumm & Co., the French concern, were a part of the property 
seized by the French Sequestrator in 1914 and were by him validly 
conveyed to the plaintiff company as the purchaser of the business. 


In equity. On two motions in a cause of trade-mark and unfair 
competition (1) to strike out five alleged separate defenses pleaded 
in the answer to the bill of complaint, and (2) to strike out the 
counter-claim therein also pleaded. Motion to strike out the first, 
second, third and fifth defenses granted without leave to amend. 
Motion to strike out the fourth defense granted with leave to 


amend. Motion to strike out counter-claim granted without leave 
to amend. 


C. P. Goepel, of New York City, for plaintiff. 
Lyle T. Alverson, of New York City, for defendant. 


Wootsey, J.: I grant the motion to strike out the first, second, 
third and fifth alleged separate defenses and do not give leave to 
amend. 
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I grant the motion to strike out the counter-claim and do not 
give leave to amend. 

I grant the motion to strike out the fourth alleged defense with 
leave to amend as herein indicated within twenty days from the 
service on the defendent’s attorneys of the order entered on this 
motion with notice of entry. Failing that amendment, the fourth 
defense will also be finally stricken out. 

I. A motion to strike out separate defenses, being the equivalent 
of a demurrer, opens up the entire record as do many other kinds of 
interlocutory motions. Cf. Park v. Warner Brothers, et al., 8 F. 
Supp. 37-38; Welch v. Warner, 47 F. (2d) 231, affirmed 47 F. 
(2d) 232 (C. C. A. 2); Sklarsky v. Great Atlantic § Pacific Tea 
Co., 47 F. (2d) 662, 665; Cheatham v. Wheeling § Lake Erie Rail- 
way Company, 37 F. (2d) 593, 598, 599. 

The purpose of all interlocutory motions of this kind is to raise 
properly pleaded issues of fact which can be tried. In dealing 
with motions of this kind, therefore, when the record is thus opened 
up, the Court can often find in other parts of the pleadings 
than the defenses at which the motions are aimed, matters which 
will assist in the determination of the wisest method of dealing 
with the motions in order to achieve the purpose of getting at the 
issues of fact involved. 

II. In the instant motions the pleadings have been amplified by 
submitting to me certain documents which are incorporated therein 
by reference and of which profert is made by one party or the 
other. 

These documents conveniently fall into the following categories: 

1. Agreed copies of the French text and translations into Eng- 
lish of three decisions, rendered successively on October 24, 1921, 
on December 16, 1923, and on November 23, 1933, by the Mixed 
Franco-German Arbitral Tribunal—hereinafter referred to as the 
Mixed Tribunal—set up pursuant to the provisions of Article 304 
of the Treaty of Versailles in a series of three international litiga- 
tions in which the Société Vinicole de Champagne, plaintiff in this 
cause, was represented by the French Government through its 
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agents, and Herman von Mumm, Walther von Mumm and Mrs. 
Emma von Mumm Passavant, widow of Peter von Mumm, who 
were the partners in the former firm of G. H. Mumm & Company, 
were represented by the German Government through its agent. 
It may appropriately be observed that in the first two decisions 
the Mixed Tribunal was unanimous and that in the third the Ger- 
man Agent filed a dissent allegedly on jurisdictional grounds. 

2. Copies (a) of the Award, made on July 11, 1932, by the 
arbitrators chosen by the parties to an arbitration held in pur- 
suance of the provisions of Section 1003 of the French Civil Code 
between the Société Vinicole de Champagne, the plaintiff in this 
cause, and the several individuals above mentioned who were in- 
volved in the said international litigations, and (b) of the order of 
the Court of First Instance of the Department of the Seine permit- 
ting the filing of, the said Award (on the ground that it did not 
contain anything contrary to the public policy of France) and 
ordering its execution according to its tenor. 

3. Photostatic prints, certified by the United States Patent 
Office, of two sets of assignments showing the sale to the plaintiff 
in this cause by the French Liquidator of all the property of G. H. 
Mumm & Company of every kind. 

III. From the pleadings thus amplified by these exhibits emerge 
the following facts undisputed for the purposes of this motion: 

In 1856 the firm of G. H. Mumm & Company was organized at 
Rheims, France, under the laws of France as a société en nom col- 
lectif, with members of the Mumm family as a preponderating 
majority of the beneficial owners thereof. 

From January 1, 1900, and until the events hereinafter men- 
tioned, all the beneficial ownership of G. H. Mumm & Company 
was in members of the Mumm family, the partners in the firm being 
Herman von Mumm, Walther von Mumm and Mrs. Emma von 
Mumm Passavant, widow of Peter von Mumm. 

G. H. Mumm & Company, which was always domiciled at 
Rheims, in exporting wine from France into the United States used 
on their labels trade-marks which were owned and registered by 
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them in France and registered by them also as owners in the 
United States, as, inter alia, Nos. 55,641, 55,642 and 55,643 in the 
United States Patent Office. 

From 1891 to the time hereinafter mentioned Frederick de Bary 
& Company of New York were the agents of G. H. Mumm & Com- 
pany and the distributors of their wines in the United States, 
where they were sold under the trade-marks above mentioned. 

On January 1, 1911, a corporation of New York, called The 
Mumm Champagne & Importation Company, Inc.—precisely the 
same name as that of the defendant herein—was formed by de Bary 
& Company, and this corporation, which will be called hereinafter 
the First Agency Corporation, took over the de Bary business in 
Mumm wines and continued it as before, selling champagne bottled 
in France and marked with the Mumm trade-marks. 

On December 28, 1914, after the European war had begun, the 
French Government appointed a Sequestrator who sequestrated 
and attached all the properties of every nature and kind of G. H. 
Mumm & Company in France. 

On August 11, 1920, all the properties of the firm of G. H. 
Mumm & Company so sequestrated and attached were sold by a 
duly appointed Liquidator to the plaintiff which was organized 
shortly before that date. This sale by its terms covered all the 
assets of the said firm, all stock in hand, all vineyards, and all 
other real estate including the premises where the firm headquarters 
were then situated at No. 29 Rue du Champ de Mars, Rheims, 
all trade-marks used by the firm, whether registered or not, includ- 
ing all those that were registered, all the good-will of said firm, 
and all the brands belonging to said firm, not only in the Republic 
of France but in all foreign countries. 

On August 17, 1920, the sale of the G. H. Mumm & Company 
properties to the plaintiff was duly confirmed and recorded in the 
office of the Clerk of the Court of the First Instance at Rheims. 

On January 26, 1921, the First Agency Corporation was dis- 
solved by de Bary & Company and thenceforth entirely disappears 
from the situation except as the memory of a name. 
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On September 9, 1921, the French Liquidator confirmed the 
transfer to the plaintiff herein of all the right, title and interest of 
G. H. Mumm & Company in trade-marks which were owned and 
registered by G. H. Mumm & Company in France and registered 
by it as owner thereof in the United States. 

On October 24, 1921, the Mixed Tribunal, rendered a unanimous 
decision in a litigation which had been initiated by the plaintiff 
against the above named persons who were the Mumm partners at 
the time of its seizure, in which it held that the plaintiff had ac- 
quired all the trade-marks which had belonged to G. H. Mumm & 
Company on January 10, 1920, and had the right to have them 
transferred to its name and to make use of them in all countries on 
condition that they should—in countries where the trade-mark law 
allowed it—add to the name of G. H. Mumm & Company a printed 
statement that the plaintiff was the successor of that firm, and 
prohibiting the partners in the old Mumm firm from opposing the 
registration of trade-marks by the plaintiff in other countries, or 
using the Mumm name in any way which would create confusion 
with Société Vinicole’s wines, and requiring the agent of the Ger- 
man Government to insure the execution of the Tribunal’s decision. 

On October 29, 1921, the confirmation of transfer, dated Sep- 
tember 9, 1921, of all the G. H. Mumm & Company trade-marks 
to the plaintiff herein was recorded in the United States Patent 
Office. 

On December 3, 1921, there was recorded in the United States 
Patent Office a certified copy of the Court record of the Clerk of 
the Court of the First Instance at Rheims showing the sale to the 
plaintiff by the French Liquidator on August 11, 1920, of all the 
business properties of G. H. Mumm & Company, i.e., as above in- 
dicated, its vineyards and other real estate, stock in hand, equip- 
ment, inventories, good-will, trade-marks and brands in France and 
all foreign countries. 

On June 8, 1922, the plaintiff as successor to G. H. Mumm & 
Company applied to the United States Patent Office for registra- 
tion in its name as owner of the American trade-marks Nos. 55,641, 
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55,642 and 55,643, which were then registered in the name of 
G. H. Mumm & Company, as owner thereof. 

On August 28, 1923, the aforesaid application filed at the 
United States Patent Office in respect of the Mumm trade-mark 
No. 55,643 was granted and it was registered in the plaintiff’s name 
as owner and given the No. 172,400. 

On November 6, 1923, the aforesaid application filed at the 
United States Patent Office in respect of the Mumm trade-mark No. 
55,641 was granted and it was registered in the plaintiff's name as 
owner and given the No. 175,387. 

On December 16, 1923, there was a unanimous decision by the 
Mixed Tribunal in a second litigation which had been initiated by 
the plaintiff against the G. H. Mumm & Company partners, and in 
that case the above mentioned Herman von Mumm and Walther von 
Mumm and firms or companies formed by them in Berne, Switzer- 
land and Frankfurt, Germany, were condemned for damages in the 
sum of 3,500,000 francs for not having conformed to the earlier 
decree made by the Mixed Tribunal on October 24, 1921, and in 
having filed interferences on applications by the plaintiff herein 
for transfer of the Mumm trade-marks in Argentine and Great Bri- 
tain, and the German State was condemned for damages in the 
sum of 6,000,000 francs for having failed to make that decree effec- 
tive, even in its own Patent Office. 

On December 18, 1923, the application filed at the United 
States Patent Office in respect of the Mumm trade-mark No. 65,642 
was granted, and it was registered in the plaintiff’s name as owner 
with the No. 177,417. 


On November 4, 1927, an application was made by the plain- 
tiff to the United States Patent Office for the registration of two 
more trade-marks Nos. 97,346 and 97,877, formerly owned by 
G. H. Mumm & Company, in the plaintiff's name as owner. 

On April 3, 1928, the application just referred to was granted 
and the trade-marks were registered in the plaintiff’s name as 
owner and given the No. 240,714. 
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On August 14, 1930, the plaintiff filed a third petition with the 
Mixed Tribunal against the aforesaid former Mumm partners and 
the Mumm companies formed by them at Berne and Frankfurt-on- 
the-Main, on the ground that the former Mumm partners had dis- 
regarded the previous decisions and decrees of the Mixed Tribunal 
and had been guilty of infringement of those decrees by failing, 
when they used the name of G. H. Mumm & Company, to dif- 
ferentiate between the former G. H. Mumm & Company of Rheims 
which the plaintiff bought, and the new Mumm companies in Berne 
and Frankfurt which had been formed—after the plaintiff's pur- 
chase of G. H. Mumm & Company—by the former Mumm part- 
ners, and asking for damages and other incidental relief. 

On June 1, 1932, whilst this litigation was pending in the Mixed 
Tribunal—apparently, in an endeavor to reach some sort of modus 
vivendi which would conveniently settle the dispute which seemed 
to threaten to be perennial between the former Mumm partners 
and the plaintiff—a private civil arbitration, under Section 1003 
of the French Civil Code, was agreed on between the plaintiff and 
the aforesaid Mumm partners as a means of settling and disposing 
of this third litigation. 

On July 11, 1932, the three arbitrators, chosen under the said 
arbitration agreement by a vote of two to one, prescribed as a 
modus vivendi for the parties that the Mumm partners referred to 
in the arbitration as the “Consorts Mumm”’ could use their patro- 
nymic for their own wine if it was followed at once by a statement 
of the date when the firm or company selling it had been formed 
and the place at which it was domiciled, that the former Mumm 
partners should not be allowed to re-establish their business at 
Rheims, even if they should decide to re-establish it in Champagne, 
that they must change their labels in certain respects, and that the 
plaintiff Société Vinicole de Champagne could use its name as suc- 
cessor of G. H. Mumm & Company on its labels and could, as 
owner, file, nationally and internationally, the trade-marks 
“Mumm” and “Mumm-Heims,” except that they should indicate 
that they were the successor of G. H. Mumm & Company at 
Rheims, unless so doing would necessitate under the law of the 





210 TWENTY-FIVE TRADE-MARK REPORTER 


country where the application was filed the issuance of a new trade- 
mark, in which event they should have the privilege of renewing 
the old trade-marks as they then existed. 

On July 22, 1932, this arbitration award was permitted by an 
order of the Civil Court of the Department of the Seine to be filed 
as above noted in this opinion. 

On December 9, 1932, however, the plaintiff claiming that the 
Mumm partners were not living up to the decision of the said 
arbitrators and that, therefore, the plaintiff refused further to be 
bound thereby, revived before the Mixed Tribunal the third litiga- 
tion above mentioned. 

On September 29, 1933, the defendant, the Mumm Champagne 
& Importation Company, Inc.—an exact resurrection of the name 
of the First Agency Corporation—was formed under the laws of 
the State of New York with a capital of 100 shares, of which 
Walther von Mumm—who was one of the former partners of G. H. 
Mumm & Company of Rheims and a party to all the above detailed 
litigations with the plaintiff herein—owned 70 percent and was the 
active head as president. This corporation—which will be called 
hereinafter the Second Agency Corporation—is now the exclusive 
agent of the Mumm family in the United States, and claims owner- 
ship and title to all the trade-marks formerly registered in the 
United States as owned by G. H. Mumm & Company, and is the 
defendant herein. 

On November 23, 1933, the Mixed Tribunal made its decision 
in the third litigation and held that the arbitration agreement of 
June 1, 1932, under the French Civil Code, which was in effect a 
settlement of a proceeding before the Mixed Tribunal, was without 
effect because it had not been confirmed by the Mixed Tribunal 
and that, consequently, the arbitration judgment of July 11, 1932, 
based on the arbitration agreement, was void and without effect so 
far as the Tribunal was concerned, and prohibited the several 
members of the Mumm family, including Walther von Mumm, from 
making use of any manufacturing and commercial marks containing 
the word “Mumm” unless it should be connected with the words 
“von Schwarzenstein” printed in characters of the same size, shape 
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and color as the word ‘““Mumm,” because Mumm von Schwarzenstein 
and not von Mumm was found to be the true patronymic of the 
so-called Mumm family, and that in addition thereto the date of 
the founding of the firm in question should be shown, and the name 
and place where it was domiciled should also be indicated by 
similar type; giving to the plaintiff herein also other incidental 
relief as to certain details of color, etc., in labels, and again requir- 
ing that the plaintiff herein should, when using the name “Mumm” 
or “Mumm-Reims,”’ mention its name as successor in the same 
characters as they had been hitherto employing. 

The German member of the Mixed Tribunal dissented from 
this decision, apparently on the ground that there was not any 
ground for holding the award in the Civil Arbitration void, and 
that in any event the Mixed Tribunal was without jurisdiction to 
deal with questions of unfair competition which should be left to 
the Civil Courts. 

On January 30, 1934, the present suit was started on the equity 
side of this Court, asking, inter alia, an injunction against the use 
of the word “Mumm” in the defendant’s name and of its use in 
connection with trade-marks for the sale of champagne. 

The motion herein is directed to five separate defenses and a 
counter-claim contained in the answer filed by the defendants. 

IV. From the facts just summarized, it is clear that the de- 
fendant herein, the Second Agency Corporation—though bearing 
exactly the same name as the First Agency Corporation—was 
formed in New York in 1933 and so is an entirely new entity. It 
did not exist when the controversies above referred to were decided 
between the plaintiff and the former partners of G. H. Mumm & 
Company either in the Mixed Tribunal or in the French Civil 
Arbitration. 

Moreover, the defendant herein is shown, in the papers before 
me, to be nothing but a kind of protective emanation of Walther 
von Mumm or Walther Mumm von Schwartzenstein, whichever his 
correct name may be. The mere fact that he is the principal stock- 
holder in the defendant corporation and its President does not 
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put that corporation in privity with him so far as any judgments 
against him are concerned. 

Therefore, the decisions in the Mixed Tribunal and in the Civil 
Arbitration above referred to—so far as the papers before me 
show—are res inter alios acta, whereby the present defendant 
would not be bound, and of which, in consequence, it cannot take 
any advantage unless it is allowed to plead over and by so doing 
can succeed in mending its hold. 

It is, therefore, unnecessary for me to determine on this motion 
whether a decision of the Mixed Tribunal would be res judicata 
between the plaintiff and any party who is in privity with the 
former Mumm partners. 

This is fortunate, because to determine this it would be neces- 
sary to have information, which I have not, as to whether there is 
a form of judgment which is entered on decisions of the Mixed 
Tribunal, because it is well settled that the decision or opinion of a 
court or the verdict of a jury does not make a matter res judicata. 
In order to secure that result the cause must go to a judgment or 
decree. Reed v. Proprietors of Locks, etc. on Merrimac River, 
8 How. 274, 290, 291, 12 L. Ed. 1077; Smith v. McCool, 16 Wal. 
560, 561, 21, L. Ed. 324; King v. Chase, 15 N. H. 14, 41 Am. 
Dec. 675; Lorillard v. Clyde, 99 N. Y. 196, 200, 1 N. E. 614; 
Springer v. Bian, 128 N. Y. 99, 102, 27 N. E. 1076. 

Even with regard to the situation on the French Civil arbitra- 
tion, it would probably be necessary to have further information 
before it could be determined whether the doctrine of res judicata 
could, for the reasons just stated, be applied in respect of that 
arbitration as against persons in privity with the former Mumm 
partners. 

V. The defendant asserts the right of using the name chosen 


for it by its incorporators and denies any confusion of goods. 
Those issues remain to be decided hereafter. But the other main 
point raised by the defendant must be dealt with now and it is 
that the seizure of the business of G. H. Mumm & Company by the 
French authorities was necessarily limited to its property corporeal 
and incorporeal within French territory, and, hence, that the sale 
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of the business did not affect the trade-marks registered by the 
business in the United States, with the result that the property 
in such trade-marks here remains still in the former Mumm part- 
ners. 

The foregoing summary of facts herein shows that what may be 
aptly called the pre-war situation in this matter, so far as here 
relevant, was— 

1. That G. H. Mumm & Company, a co-partnership, was domi- 
ciled at Rheims, France, manufactured champagne only there, and 
had for many years as agents and distributors of their champagnes 
in the United States, at first the firm of de Bary & Company and 
thereafter the First Agency Corporation, which was formed by the 
de Bary firm. 

2. That the trade-marks used by G. H. Mumm & Company for 
their champagnes had been used by them for many years, were 
registered by them in France, and also in the United States Patent 
Office under the permission contained in Section 2 of our Trade- 
mark Act—Title 15 United States Code, Section 82. 

3. That the distributors of G. H. Mumm & Company’s cham- 
pagnes in the United States, as appears from the papers before 
me, so far as any trade rights here were concerned, had nothing 
more than the right to sell—while the relationship with them 
lasted—G. H. Mumm Company’s champagnes, manufactured and 
bottled by that firm in France, in bottles bearing on their labels 
one or other of the trade-marks above mentioned. 

4. That the manufacture of champagnes by G. H. Mumm & 
Company was always confined to Rheims, France, that the trade- 
marks used on their bottles were never used to indicate a manufac- 
turing origin for their contents elsewhere than in Rheims, and, 
consequently, that the good-will of the firm, even if it may have 
been partly based on sales outside French territory, must have been 
founded on the reputation of Mumm champagnes, radiating from 
Rheims, France, through the wine trade of the world, and, in a 
business of this kind, must have constituted a very important asset 
of the firm of G. H. Mumm & Company. 
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It is obvious that the sale of the properties and business of 
G. H. Mumm & Company by the French Liquidator could not have 
been effectual to pass to a purchaser the title of any part thereof 
which bad not been seized and attached by the French Sequestrator, 
and that the Sequestrator could not have seized and attached any 
property, tangible or intangible, which did not have its situs in 
French territory. 

The good-will of a mercantile business such as that of G. H. 
Mumm & Company might perhaps fairly be described as a form of 
incorporeal commercial property resulting from the trade hospital- 
ity of the customers of the business towards the purchase of what- 
ever goods the business has to sell. The trade-names and trade- 
marks used by the business are merely credentials—protective 
labels of provenance—which assure its customers in respect of each 
purchase that their trade hospitality is not being abused. The re- 
sult of fair dealing in this regard is a commercial friendship based 
on reciprocal confidence between a merchant and his customers. 

In the United States trade-marks exist independently of regis- 
tration. The registration of the Mumm trade-marks in the United 
States, therefore, did not create the trade-marks, but was merely a 
convenience privilege—affording prima facie protection—which, on 
certain conditions, is allowed in this country to the foreign owner 
of the good-will of a business, and which in the instant case was 
promptly availed of by the plaintiff in making application, as the 
new owner of the good-will of G. H. Mumm & Company, for the 
re-registration of the trade-marks in its name. 

It seems to me that the effect of the French sale of the good- 
will of G. H. Mumm & Company, and, hence, of the trade-marks 
of that firm in this country, turns on whether good-will has a 
situs, and, if so, whether the situs of the good-will of G. H. Mumm 
& Company under the circumstances here shown was such as to 
make it subject to seizure and attachment in France. 

I have been able to find only one case in which the question of 
the situs of good-will seems to have been much discussed. That 
is the case of The Commissioners of Inland Revenue v. Muller & 
Co.’s Margarine, Ltd. (1901) Appeal Cases 217, affirming the deci- 
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sion of the Court of Appeal (1900) 1 Q. B. 310, which involved 
the question as to’ the stamp taxes to be paid on a contract partly 
executed in England and partly in Holland for the sale of a Ger- 
man business with its good-will. The House of Lords in that case 
dismissed the appeal of the Revenue Commissioner, and decided 
that, although the contract was partly executed in England, the 
stamp taxes to be imposed on it did not have to be calculated under 
the British Stamp Act on the basis of the value of the good-will, 
because that had its situs outside of Great Britain—at the place of 
business of the Company in Germany. 

Lord Lindley in his speech for affirmance made some illuminat- 
ing comments on good-will in respect of the aspect of it now under 
consideration. At page 235 he said: 


Good-will, regarded as property, has no meaning except in connection 
with some trade, business or calling. In that connection I understand 
the word to include whatever adds value to a business by reason of situa- 
tion, name and reputation, connection, introduction to old customers, and 
agreed absence from competition, or any of these things, and there may be 
others which do not occur to me. In this wide sense, good-will is insepara- 
ble from the business to which it adds value, and, in my opinion, exists 
where the business is carried on. Such business may be carried on in one 
place or country or in several, and if in several there may be several 
businesses, each having a good-will of its own. 


At page 236 he said: 


Good-will is only taxable as property; and the legal conception of 
property appears to me to involve the legal conception of existence some- 
where. Incorporeal property has no existence in nature and has, physically 
speaking, no locality at all. We, however, are dealing not with anything 
which in fact fills a portion of space, but with a legal conception, or, in 
other words, with rights regarded as property, but to talk of property as 
existing nowhere is to use language which to me is unintelligible. 


The Muller case was apparently a case of a somewhat more 
localized trade than is involved in the instant case, but it was a 


case like this of a manufacturing business maintained wholly in 
one place. 


It seems to me quite clear that a manufacturer's good-wili must 
have a situs, and that such situs must be where his business is car- 
ried on. The situs of the good-will of G. H. Mumm & Company, 
therefore, was at Rheims, France, where only the firm’s business of 
making champagne was located. 
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I hold, therefore, that when the French Sequestrator seized the 
properties and business of G. H. Mumm & Company he seized the 
good-will of the firm which was inseparable from the business and 
had its situs at the domicile of the business. Consequently, the sale 
of the business by the French Liquidator to the plaintiff would have 
carried with it, even if they had not been specifically mentioned in 
the sale, all the good-will of the business as a part thereof and also 
the ownership of the trade-marks which were symbolic of that 
good-will. Cf. President Suspender Company v. McWilliam, 238 
Fed. 159, 162 (C. C. A. 2) [7 T.-M. Rep. 103]; Coca-Cola Bottling 
Company v. Coca-Cola Company, 269 Fed. 796, 805, 806 [11 
T.-M. Rep. 134]. 

This theory of the situation herein was apparently the rationale 
of the decision of the Mixed Tribunal of October 24, 1921, and of 
the various orders made in the two subsequent decisions in an en- 
deavor to enforce the present plaintiff's rights as against the former 
Mumm partners; and the same theory seems to be implicit in the 
rules laid down for matters such as are here involved in the Re- 
statement of Conflict of Laws just issued by the American Law 
Institute, whereof the following sections seem apposite to this sub- 
ject: Chapter 7, “Property”; Topic 1, “Property in General,” 
Section 212; Topic 3, “Movables,” Sections 255 and 256. 

The doctrine above suggested of the situs of the good-will as 
affecting its seizure differentiates the instant case from the Char- 
treuse cases, Baglin v. Cusenier Company, 221 U. S. 580 and 
LeCouturier, et al. v. Rey, et al. (1910) [1 T.-M. Rep. 147] Ap- 
peal Cases 262—and from the Ingenohl cases—Ingenohl v. Olsen, 
273 U.S. 541, 544 [17 T.-M. Rep. 111] and Ingenohl v. Wing On 
Company (Shanghai) Ltd., 44 Reports of Patent Cases 343, 358, 
359 (Privy Council 1927). 

In the Chartreuse cases the French Sequestrator, appointed 
under the French Association Act of 1901 which resulted in the 
dissolution of Order of Carthusian Monks in France, never suc- 
ceeded in seizing the secret process under which the monks had 
manufactured chartreuse, first, at their monastery “La Grande 
Chartreuse” near the Dauphine Alps in the Department of Isere, 
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France, at Voiron, and, later, at Fourvoirie, close by Voiron. That 
secret was taken to Tarragona in Spain by the monks when they 
sought sanctuary there, and, hence, they took with them to their 
new domicile in Spain the good-will of the business of manufactur- 
ing chartreuse. 

In the Ingenohl cases, Ingenohl, who had had a successful 
business of manufacturing cigars at Manila, established a similar 
manufacturing business at Hong Kong, where he used the same 
trade-marks as he used in the Manila factory. Thus there was in- 
volved in the Ingenohl cases the situation suggested in the above 
quotation from Lord Lindley in the Muller case (1901) Appeal 
Cases 217, at page 265, wherein he said that if a business is car- 
ried on in several countries there may be several businesses each 
with its own good-will. Under the Muller decision the good-will of 
each of such manufacturing businesses would have its situs in the 
country where such business was established. That, it seems to 
me, is the underlying philosophy which led Mr. Justice Holmes 
in Ingenohl v. Olsen to hold that the seizure by the Alien Property 
Custodian of the Ingenohl manufacturing business at Manila and 
his sale thereof did not carry any trade rights in Hong Kong due 
to the fact that there was a separate business in Hong Kong with 
its own good-will there situate. 

If Ingenohl’s business had been a unitary business, such as we 
have in the instant case in respect of G. H. Mumm & Company, 
the decision of the Supreme Court may well have been different. 

VI. If I am wrong as to my theory that the situs of the good- 
will underlay the decisions of the cases just discussed, there is an- 
other aspect of the situation which is equally controlling in the 
plaintiff's favor. 

Although Mr. Justice Holmes held that the sale by the Alien 
Property Custodian in the Philippines did not affect a transfer of 
any trade rights in Hong Kong, he was careful to say, 273 U. S. 
at page 544: 


Of course a foreign state might accept the Custodian’s transfer as com- 
ing within its jurisdiction, if there were no opposing local interest or right. 
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Now, that is just what happened in the instant case, for our 
executive department, acting through our Patent Office, has recog- 
nized the sale by the French Liquidator to the plaintiff herein 
and has allowed the plaintiff herein to register as owner of the busi- 
ness and good-will of G. H. Mumm & Company the trade-marks 
formerly registered as owned by G. H. Mumm & Company as 
owner. 

It is of interest to note here that the same result was also 
reached in England by the Comptroller General in an interference 
by the former Mumm partners on an application by the plaintiff 
herein to register the Mumm trade-marks in its name as owner. 
Cf. In the Matter of the Registered Trade-Marks 4172, 4174, 4181 
and 42607 (Applications by G. H. Mumm & Company and by 
Société Vinicole de Champagne), 39 Reports of Patent Cases 379 
(1922). 

The decisions in the Mixed Tribunal and the award of the 
Arbitrators in the Civil Arbitration above mentioned make it abun- 
dantly clear that the sale and transfer of the G. H. Mumm & Com- 
pany business with its appanages to the plaintiff herein by the 
French Liquidator was valid under French law. Indeed, I do not 
understand that the validity of the sale is challenged by the defend- 
ant. As I understand it, only the question of the ambit of the sale 
is raised—that is, what property was transferred by it. On this 
question I think that the plaintiff here secured by the sale the full 
ownership of all the good-will and trade-marks of G. H. Mumm & 
Company. 

What it might have to do to protect such ownership in such 
good-will and trade-marks in the different countries to which its 
trade extended is another question depending on the laws of such 
countries but not involved here. In this country the plaintiff fol- 
lowed up its position as owner of the Mumm good-will and trade- 
marks by promptly securing the registration of the trade-marks 
here. Thus its situation has been fully regularized here for some 
time; indeed, the plaintiff has had some of the Mumm trade-marks 
registered in its name since 1923 and others since 1928. For the 
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reasons above stated I think that its situation in this regard is 
unassailable. 

VII. It follows from what I have said that my decision in 
respect of the several separate defenses must be as follows: 

A. The first defense, which is to the effect that the use of the 
name of G. H. Mumm & Company is a fraud on the public here 
by the plaintiff, because no member of the Mumm family is in the 
plaintiff corporation and because the plaintiff only got such part 
of the business of G. H. Mumm & Company as was located in 
France and its possessions, cannot, in my opinion, be made good 
here. For in Exhibit 1 annexed to the plaintiff's complaint, the 
plaintiff describes itself clearly as the successor of G. H. Mumm & 
Company, and it is perfectly obvious that, on my theory of the 
case—leaving aside in respect of this defense the question of 
whether the defendant has any locus standi to raise it—an amend- 
ment would not assist the defendant. Therefore, the motion to 
strike out the first defense is granted without leave to amend. 

B. The second separate defense alleges that there was fraud 
in securing registration of certain of the trade-marks in the plain- 
tiff’s name because in the applications it was stated that the ap- 
plicant had used the trade-marks for ten years preceding February 
20, 1905, which was obviously impossible as it was not formed 
until circa 1920. As I stated above, a motion of this kind opens 
up the record and the Court may look back to the complaint for 
strength as well as for weakness. Here the assignments on file in 
the Patent Office detailing the circumstances by which the plain- 
tiff claims to have achieved the ownership of the former G. H. 
Mumm & Company trade-marks negatives any fraud in obtaining 
their registration in the plaintiff's name, and relegates the state- 
ment in the applications on which the defendant makes its attack 
to the status of an obvious and innocent error. 

Therefore, again leaving aside the question of the defendant’s 
locus standi, the motion to strike out the second separate defense is 
granted without any leave to amend. 

C. In dealing with the three other defenses, the defendant is, 
for the reasons herein above stated, faced with the necessity of 
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showing some juridical connection with the situation to give it any 
locus standi. The defendant is described as a corporation of New 
York, organized September 29, 1933, with Walther von Mumm as 
its principal owner and president, but that does not give it any 
locus standi to maintain the third or the fifth defense or the 
counter-claim. 

In dealing with the third and fifth defenses and with the 
counter-claim I hold that, even if the defendant could make out a 
locus standi, in view of my opinion as to the law, to allow an 
amendment would be futile, and, therefore, the third and fifth 
separate defenses and the counter-claim are stricken out without 
leave to amend. 

D. With regard to the fourth defense, I grant the motion to 
strike out, but I give leave to amend. 

I think that the infirmity in the fourth defense is that the de- 
fendant does not allege what the true name of Walther von Mumm 
is. I think it is not sufficient to plead as the defendant has done, 
that Walther von Mumm is a direct descendant of the founder of 
the original G. H. Mumm & Company. I think the defendant 
must allege what the true name of Walther von Mumm is. In order 
to give the defendant an opportunity to do this I give it leave to 
amend the fourth separate defense within twenty days, but if it 
fails to do so, the fourth defense also will be finally stricken out. 

Settle order on notice. 


Evectric Auto-Lite Co. v. P. & C. Mra. Co., INc., et aL. 
(8 F. Supp. 314) 


United States District Court, Eastern District of New York 


May 7, 1934 


Unrar Competition—DEFINITION. 

Although the essence of unfair competition consists in the sale of the 
goods of one manufacturer or dealer for those of another, such acts 
are not confined to the palming off of merchandise, and a court of 
equity can extend equitable relief where it is required. 

Unrarr Competit1on—Score or Insunctive REevier. 
A court of equity should not prevent, unless required, the legitimate 


business of a defendant, but should eliminate therefrom all efforts to 
deceive. 
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Unram Competirion—Use or Srmirar Trape-Mark on Repam Parts— 
PaTENTED ARTICLE. 

Plaintiff put out a combination starter, generator, distributor, coil 
and starter switch of automobiles under the name “Electric Auto-Lite 
Co.,” said devices being covered by patents; and kept in stock numerous 
“repair parts,” sold to the public through various service stations. 
Defendant operated a plant and put out repair parts for automobiles 
to service stations, mechanics and automobile units under the name 
“Auto-Lite.” Held that, inasmuch as the plaintiff had a patent monop- 
oly of the parts concerned, defendants should be enjoined from selling 
similar parts under the name “Auto-Lite.” 

Unram Competition—Svirs—P artes. 

In a suit for alleged unfair competition the injunction should be 
permitted against the corporation, and not against individual officers 
thereof. 


In equity. Action for patent and trade-mark infringement and 
unfair competition. Decree in accordance with opinion. 


Braselton, Whitcomb & Davies, of New York City, and Ward, 
Crosby & Neal, of New York City (Edmund B. Whitcomb, 
of Toledo, Ohio, Joshua Ward, of New York City, Carl F. 
Schaffer, of Toledo, Ohio and Jesse A. Holton, of counsel), 
for plaintiff. 


Kenyon & Kenyon (Schechter, Lotsch & Sulzberger, Theodore 
S. Kenyon, John L. Lotsch and W. Houston Kenyon, Jr., of 
counsel), all of New York City, for defendants. 


. Note.—That part of the opinion relating to the patents is here omitted. 
D. 

Incu, D. J.: This is a suit in equity. Plaintiff, an Ohio cor- 
poration, with its principal place of business at Toledo, Ohio, sues 
the defendants, one being a New York corporation, with its prin- 
cipal place of business in the City of New York, the others are the 
president, and treasurer, respectively, of the corporation, and are 
citizens and residents of the State of New York. 

Prior to 1930, these individual defendants were copartners. 
Thereafter they incorporated this copartnership in the name of the 
corporate defendant. Where the word “defendant” is used, I refer 
to the corporate defendant. 

The bill of complaint sets forth three causes of action, unfair 
competition, contributory, and in two instances direct, infringement 










































222 TWENTY-FIVE TRADE-MARK REPORTER 


of letters patent belonging to plaintiff, and alleged violation of 
plaintiff's registered trade-marks. 

As to the cause of action for unfair competition, the amount in- 
volved clearly exceeds the statutory requirement. 

The relief asked for in the bill is the usual injunction against 
infringement, accounting, etc., and that defendants be enjoined 
from unfair competition in the manufacture and sale of “parts” 
used by plaintiff in its manufacture and sale of its patented combi- 
nations, in which combinations these “parts” are elements. 

The issues raised by the amended answer of defendants were 
duly tried, and the questions of law were duly argued upon most 
comprehensive and excellent briefs, previously submitted, by the 
eminent counsel for the respective parties. 

The issues of fact present little difficulty. There is sub- 
stantially no dispute as to them. 

The real dispute is as to the respective rights of these two cor- 
porations, plaintiff and defendant, in the large and important field 
of manufacture and sale of “parts” for electrical devices used ex- 
tensively in the modern automobile, in which industry it plainly 
appears the corporate defendant is a competitor of plaintiff. 
Whether this competition is lawful or not is the real question. 

The charge of patent infringement involves alleged contributory 
infringement of ten patents which will be hereafter referred to, 
and of direct infringement of the Wollenweber patent, United 
States No. 1,669,888, and the Gilchrist patent, United States No. 
1,735,112. 

The proof shows that plaintiff, at large expense, and after much 
research, manufactures what it terms an “Auto-Lite System’ for 
automobiles. This system is composed of a number of units, in 
substance, a starter, generator, distributor, coil, and starter switch. 
Each of these mechanical devices or units is manufactured by plain- 
tiff and is covered by one or more of the ten United States patents 
already referred to. Most of them are combination patents and 
have as elements certain small parts such as screws, contact points, 
breaker arms, rotors (a little fan-shaped affair which slides over 
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the contact points in the distributor and also acts as a fan), dis- 
tributor caps, condensers, etc. 

In other words, there are these innumerable small “parts’’ in 
this “system” of units, some of which “‘parts” are expected to wear 
out long before the particular unit loses its usefulness, because they 
bear the heavy burden of the modern electric power plant of the 
present automobile. Also some “parts” prove defective or are 
broken before the expected usefulness of the particular unit is 
ended. 

Nevertheless, dealing with the character of this “system,” it is 
plain that a failure of a “part” to properly function may, because 
of the sensitive character of the “system,” seriously impede or 
prevent the proper functioning of other units in the “system.” 

There appear to be other electrical “systems” than those of 
plaintiff, but the Auto-Lite “system” is being used in a large num- 
ber of automobiles manufactured by different automobile makers. 

Plaintiff therefore keeps on hand a large supply of small 
“parts” which it distributes to its various service stations through- 
out the United States and to others that may require them. 

This service department has approximately 40 central stations, 
1,300 service stations, and 3,000 parts depots, in this country. 

The defendant operates a plant in the Eastern District of New 
York, and employs eighteen salesmen throughout the United States. 
It does not attempt to sell its “parts” to an automobile manufac- 
turer, but devotes its energy to supplying the “‘parts” to service 
stations, mechanics, and owners of the automobiles, by and through 
some 1,800 jobbers, with possibly 25,000 outlets in the United 
States. 

There is no proof here, nor is the claim made, that defendant 
manufactures and sells a particular patented unit aside from the 
direct infringement already referred to. On the contrary, it is the 
right to manufacture and sell these small “parts” that defendant is 
contending for and which plaintiff contests. 

Since 1922 plaintiff has been prominent in the automobile in- 
dustry. In 1925 its net worth was close to $5,000,000. In 1928 
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this increased to nearly $16,000,000. In 1981 a still further in- 
crease took place to approximately $21,000,000. 

Naturally there has been, during the period of depression, a 
falling off in value, but during the four years prior to 1932, the 
original equipment business of plaintiff amounted to over $60,000,- 
000, and a substantial part of the business of plaintiff has been in 
the supplying of these small “parts” for its units. Between 1929 
and 1932 the volume of this “‘parts” business amounted to over 
$5,000,000. 

Then again plaintiff has expended large sums of money in the 
development and sales promotion of its product. It expended over 
$1,000,000 for patents and royalties. It has spent over $1,000,000 
for sales promotion, engineering, experimenting, and developing. 

Its “parts” business has two branches, one is where a guaranty 
is given and, if a part is defective, it is replaced without charge. 
The cost of this branch amounts to considerable, and it also re- 
quires furnishing free “parts” to car owners in maintaining a guar- 
anty to car manufacturers. 

There is what is termed in this department slow and fast mov- 
ing ‘“‘parts’” based on the demand for same. All of this requires 
plaintiff to manufacture and maintain large stocks of these “parts.” 

Seventy-five percent of plaintiff's sales relate to these “‘fast- 
moving” parts. These number approximately 700, or about 14 
percent of the combined number of “parts” involved. 

The money return is in these fast-moving parts, and it is as to 
these “parts” that plaintiff meets with competition from defendant. 

I can find no sufficient evidence that defendants ever deliber- 
ately and expressly made “parts” and sold them as _ plaintiff's 
“parts.” In other words, the proof is insufficient that defendants 
expressly deceived a customer into believing that the “parts” pur- 
chased by such car owner was one manufactured and sold by 
plaintiff. 

To be sure, there were one or two witnesses produced by plain- 
tiff, men operating little automobile repair shops, who did testify 
that they did cheat the public in this manner, but the great weight 
of testimony is to the contrary so far as these defendants are con- 




































ELEC. AUTO-LITE CO. V. P. & C. MFG. CO. 225 


cerned. Such isolated cases of dishonesty cannot, in fairness to 
the defendants, be attributed to them. We can eliminate, therefore, 
the usual case of an express effort to deceive the public, an unfair 
competition which needs no citation of authorities to condemn. 

The intention, however, of a competitor to unfairly compete 
may be ascertained in other ways than by such express statements 
by it, and the opportunity to unfairly compete may arise and be 
shown from and by the manner in which an otherwise lawful busi- 
ness is conducted. 

It appears, therefore, that both plaintiff and defendant are con- 
ducting a substantial business in these small “parts” that are used 
in plaintiff's units. 

Defendant sells its “parts” under its own name and in most 
instances under its own trade-mark. 

Plaintiff claims that defendant cannot lawfully manufacture and 
sell any of these parts, both because to do so is unfair competition 
as well as being an infringement of the patent monopoly owned by 
plaintiff. 

The defendant, on the other hand, insists that the market is 
open to it as long as it does not expressly deceive the public into 
thinking that it is buying plaintiff’s “parts,” and that, if plaintiff 
is successful in this suit, it will simply mean that the court has 
given plaintiff “a monopoly unlimited as to time, in the business of 
supplying the unpatented and unpatentable wearing parts of ignition 
devices,” and will “force every car owner, whose car is equipped 
with plaintiff's ignition devices, to come to plaintiff and pay 
its price whenever those ignition devices are in need of common 
repair.” This fear on the part of defendant is not without war- 
rant. It is a part of the common experience in an industry, and 
has been mentioned by the courts. Cortelyou v. Charles E. John- 
son & Co. (C. C. A.) 145 F. 933, page 934; Wagner, etc., Co. v. 
F. S. Webster Co. (C. C.) 144 F. 405; Pyle-National Co. v. Oliver, 
ete., Co. (C. C. A.) 281 F. 682. 

An important object of the law of unfair competition is the pro- 
tection of the public, the individual consumer. 
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The desire to increase prices to this consumer is aided or re- 
tarded by the ability to make the consumer pay the increased price, 
and a monopoly as to a product for which there is and must be a 
demand is persuasive towards getting more for the product than 
otherwise it would be possible or than the product is reasonably 
worth with a reasonable profit. “The primary purpose of our 
patent laws is not the creation of private fortunes.” Motion Pic- 
tures, etc., Co. v. Universal, etc., Co. 243 U. S. 502, 37 S. Ct. 416, 
418, 61 L. Ed. 871, L. R. A. 1917E, 1187, Ann. Cas. 1918A, 959. 

It is here that a patent monopoly exists, for a limited time, as 
a reward for progress in the art and for the benefit to the public 
because of the advance in the art. 

Unless, however, such patent monopoly clearly belongs to plain- 
tiff, the danger to the public here urged by the defendant cannot be 
ignored, unless competition, which is a means of preventing the 
taking of unfair advantage of the public, is fair and honest com- 
petition, by competitors who truly stand on their own reputation 
and are proud of their products. 

* * 


Where, therefore, a user of a patented device can repair or 
replace a part, he is not guilty of infringement if he does so, and 
it seems to me that he should have the right to obtain the necessary 
unpatented and unpatentable parts when his own right arises. If 
this is so, I fail to see how he can exercise this right if he is com- 
pelled to get the part only from the owner of the patent. 

There is therefore a legitimate business in the making of un- 
patented or unpatentable parts to meet this emergency. 

This results in competition between the owner of the patents 
and the makers of such parts. This competition is covered by two 
laws regulating it. One is the law of infringement, which we have 
just discussed. The other is the law of unfair competition, which 
plaintiff here likewise invokes. 

Apparently, where the competitor is shown by the facts, not to 
be manufacturing and selling an unpatented part for the specific 
purpose of the proper use by the user of such part, but, on the 
contrary, seeks to “induce the making of improper replacement,” 
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an injunction may issue to prevent, not the actual infringement, but 
the plainly “threatened” infringement. 

On the other hand, the courts have intervened and enjoined a 
business of a competitor on the ground that a manufacturer is en- 
titled to the reputation it has made in an industry, and the con- 
sumer should be allowed to distinguish between the products of the 
two, particularly as to the “source.” 

“The essence of the wrong consists in the sale of the goods of 
one manufacturer or vendor for those of another.” Elgin, ete., 
Co. v. Illinois, etc., Co., 179 U. S. 665, 21 S. Ct. 270, 274, 45 
L. Ed. 365. 

However, such subterfuge is not confined to express palming off 
of merchandise. A court of equity can consider the facts of a 
particular case and extend this equitable relief where it, within 
reason, is required. International News Service v. Associated 
Press, 248 U. S. 215, 39 S. Ct. 68, 63 L. Ed. 211, 2 A. L. R. 293 
[9 T.-M. Rep. 15]. This part of the law is “plastic.” Ely-Norris, 
etc., Co. v. Mosler Safe Co. (C. C. A.) 7 F. (2d) 603 [15 T.-M. 
Rep. 515]. 

In the latter case, the Supreme Court, in reversing the lower 
court (273 U. S. 132, 47 S. Ct. 314, 71 L. Ed. 578), indicated that 
it had not been proven that the public, had it known the facts, 
would have gone to plaintiff, rather than to the other competitor. 

Plaintiff cites Estes § Sons v. George Frost Co. (C. C. A) 176 
F. 338; Thayer Telkee Corp. v. Davenport-Taylor Mfg. Co. 
(D. C.) 46 F. (2d) 559; Enterprise Mfg. Co. v. Landers, etc. 
(C. C. A.) 181 F. 240; Yale, etc., Co. v. Alder (C. C. A.) 154 F. 
37; Barton et al. v. Rer-Oil Co. (C. C. A.) 2 F. (2d) 402, 40 
A. L. R. 424 [18 T.-M. Rep. 267]; Rice §& Hutchins v. Vera Shoe 
Co. (C. C. A.) 290 F. 124 [13 T.-M. Rep. 389]; Knabe Bros. 
Co. v. American Piano Co. (C. C. A.) 229 F. 23 [6 T.-M. Rep. 
298]. These cases indicate that “deception” is unfair competition. 
Without “deception,” therefore, a plaintiff's case falls, yet what 
may be “deception” in a particular case is not so limited, but rea- 
sonably may be inferred from subtle plans and course of business 
duly proved. 
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Accordingly, we find the defendant urging as follows: 


Car owners do not buy particular ignition repair parts by name or 
trade-mark. They buy the skill of a repairman, trusting to the accuracy 
of his diagnosis, the skill of his hands, and his judgment in determining 
which parts need to be replaced and what to replace them with. Ignition 
repair parts are not sold like toothpaste or pianos, the public making a 
conscious selection between competing brand names. Ignition repair parts 
are merely the tools of the trained workman, like the alloy, gutta percha 
or cement which the dentist employs as his judgment may dictate. 

When trouble develops in his ignition system, the car owner goes to the 
repairman he trusts, whether it be an Auto-Lite authorized service station 
or an independent reliable garageman, and employs this repairman to 
restore the car to good running order. (Defendant’s Brief, p. 49.) 

And from this argument it is argued that there could not pos- 
sibly be “deception” by defendant in this case, citing such cases as 
Marvel Co. v. Pearl et al. (C. C. A.) 188 F. 160; A. C. Gilbert Co. 
v. Shemitz (C. C. A.) 45 F. (2d) 98 [20 T.-M. Rep. 120]; Rath- 
bone, Sard § Co. v. Champion, etc., Co. (C. C. A.) 189 F. 26, 37 
L. R. A. (N. S.) 258 [1 T.-M. Rep. 259]; Wagner Typewriter Co. 
v. F. S. Webster Co. (C. C.) 144 F. 405; Magee Furnace v. 
Le Barron, 127 Mass. 115; American Safety Razor Corp v. In- 
ternational Safety Razor Corp. (D. C.) 26 F. (2d) 108 [22 T.-M. 
Rep. 507]. 

While there is here testimony that the public, that is, the car 
owner, is generally careless or even ignorant of the mechanism in 
plaintiff's system, or some other system, yet this very fact and the 
testimony on which this argument of defendant is based seems to 
show two things; one is, that the car owner can be and is readily 
imposed upon because of this condition, and, second, that the re- 
pairman and skilled mechanic is certainly able to repair or replace 
from parts in his possession without the necessity for any specific 
guide to plaintiff's units by defendant. 

The use by a competitor of the name of another competitor must 
be clearly “bona fide.” Nims, The Law of Unfair Competition and 
Trade-Marks (3d Ed.), p. 390. 

Defendant claims that using plaintiff’s numbers for its parts, 
although adding its own numbers, as well as the phrase “to fit Auto- 
Lite,” is simply a description, and is justified by such cases as 
Deering Harvester Co. v. Whitman & Barnes Mfg. Co. (C. C. A.) 
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91 F. 376, but it seems to me the facts in that case differ essentially 
from the facts before me, and that there is here no necessity or 
common practice requiring defendant to thus advertise plaintiff's 
name and numbers. 

Moreover, in the Deering Harvester Co. Case, the court ex- 
pressly held: “Their whole course of dealing, as shown by this 
evidence, has been such as to mislead no one into buying their 
product as that of appellants.” Page 380 of 91 F. 

The view I take, therefore, on the evidence before me, is that 
the court of equity should not prevent, unless required, the legiti- 
mate business of defendant, but should eliminate from such business 
all effort to “deceive,” or which may reasonably tend to “deceive,” 
a car owner. 

Under such circumstances, if a court of equity can remedy such 
situation adequately, by application of the law of unfair com- 
petition, thus avoiding the necessity to plaintiff of the usual large 
expense, research, and time required in a complicated patent suit, 
it is proper to do so. 

* * * 

Where plaintiff complains to a court of equity that defendant 
is unlawfully and unfairly competing with it in its business, the 
burden of proof rests upon the plaintiff. It may attempt to show 
several ways in which this business is unlawfully interfered with. 
If one is sufficient and the court can supply as adequate remedy 
without duly interfering with or possibly destroying a legitimate 
business, that remedy should be the one to be applied. 

Unfair competition is receiving more attention by industry to- 
day than ever before. 

For instance, we find certain “codes” of the National Industry 
Recovery Act (48 Stat. 195), one apparently adopted by the 
“Wholesale Automotive Trade,” and this code apparently becomes 
a part of the law of the land under section 3 (f) thereof (15 
USCA § 703 (f). The citation from this code so far as applicable 
is: “‘(2) The sale by any member of the trade of any article of 
automotive merchandise known to the trade to be identical with and 
to be manufactured by the manufacturer of some branded or trade- 
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marked article at a price lower or on terms more favorable than 
the prices and terms in the currently published suggested resale 
schedules of said manufacturer for said branded or trade-marked 
article, is an unfair method of competition.” (Page 192, Journal 
of the Patent Office Society, March, 1934, Vol. XVI, No. 3, Carl 
Fenning, patent attorney.) 

Again quoting from the same article, at page 203, we find the 
following: 


Among the things made unfair competition by the codes are: .... To 
copy or duplicate .... parts for recognized machines and sell them at 
prices under the reasonable cost of the original manufacturers as ap- 
proved by the Planning and Fair Practice Agency and subject to review 
by the Administrator. Knitting, Braiding, and Wire Covering Machine 
Industry. 


The above references are not mentioned by either of the parties 
to this suit, and it is possible to argue that such agreements, 
whether binding or not, may be considered by some to be con- 
trary to the present decisions of courts or they may be considered 
steps lawfully taken in the right direction. They are only men- 
tioned here for the reason that apparently those dominant in a 
particular industry now consider such things “unfair competition.”’ 
Of course, to those who would like to control an industry, any 
competition by the smaller concern is “unfair.” 

But it is not necessary to apply any such new doctrine in the 
case before me, for the facts seem to me to indicate that the prob- 
lem here can be solved by old ideas of honest dealing. 

If the right to produce, manufacture, and sell an unpatented 
part that is old in the art exists, this right is open to all in the 
industry, and should not be discouraged or interfered with, if 
exercised fairly, with due regard to the rights of others in the 
same industry. It is possible for some concerns to make these parts 
better than others. It may convince mechanics, or endeavor to do 
so, that its product is better than any other in the market. Such 
trade is proper, and such endeavor to perfect a product and be- 
lieve in its accomplishment is one of the great incentives to progress 
in the industry. But no one can contend that one concern can 
“Chinese copy” the production of another concern and advertise 
it as the product of that other concern, nor should this be allowed 
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indirectly where the intent is plain not to rely upon its own reputa- 
tion but to increase its sales by means of the reputation of the 
other. 

This defendant does just this thing. It voluntarily attaches 
itself to plaintiff's business by its advertising, catalogues, etc., like 
a barnacle to a ship, and rides with plaintiff on the theory that the 
owner of a car will likely “replace” a perfectly good part made by 
plaintiff with a part made by defendant because it is easier and 
quicker to do so and results in more profit to the mechanic and the 
defendant. 

It may possibly be, therefore, the duty of the court to enjoin, 
not a plain case of infringement, but an inducement to infringe. 
“The duty of careful investigation into the objects of the pur- 
chasers,” etc., is on the defendant where the facts show by its 


“Advertisements and course of business . . . . a willingness to 
co-operate with any infringer . . .. by making and selling to him 
a device or element of a patented combination.” T'homson-Hous- 


ton, etc., Co. v. Kelsey, etc., Co. (C. C. A.) 75 F. 1005, 1010. 

I prefer, however, on the particular facts here, to place my 
decision, and for the reasons above stated, not on the grounds of 
alleged contributory infringement, thus possibly entirely destroying 
what may be a legitimate business, but on the theory of unfair 
competition, which may preserve that business within legitimate 
bounds and at the same time, in my opinion, fully protect, so far 
as proper, the business of plaintiff and the rights of the owner 
of an automobile. 

This brings us to the course of business of defendant. 

The defendant does not design these parts in question. It waits 
until plaintiff’s devices are shown in an automobile show or in 
some other public manner. It then scrutinizes these devices to 
see what quick-wearing and quick-moving “parts” are indicated. 
It then obtains some of these “parts” and carries them to its fac- 
tory, where exact duplicates thereof are attempted to be made and 
large quantities manufactured and distributed throughout the coun- 
try in active competition with plaintiff. Moreover, it publishes ex- 
tensive catalogues for the use of its customers, advertising to them, 
in effect, that it has so copied these “parts” of plaintiff, and that 


232 TWENTY-FIVE TRADE-MARK REPORTER 


they can be “replaced” in case of need for such parts. It even 
indicates the “number” by which mechanics can follow the “num- 
ber” of plaintiff for a “part.” 

In other words, it does everything it can to “supplant” plain- 
tiff’s “parts” with its “parts.” This is not fair competition. 

On the contrary, while there is no express fraud countenanced 
by defendant, it knows or should know that it has done all that it 
can to cling to the advertising and reputation of plaintiff short of 
actually substituting an alleged plaintiff's part for the original. 

Moreover, I fail to see why defendant, the later arrival in the 
market, should choose a “circle’’ in which to put its initials, often 
times illegible, in place of the registered trade-mark of plaintiff, 
“a circle” with its initials. Certainly there is no necessity for 
that if defendant’s contention is correct that it stands upon its 
own merits. 

It is these subtle things that show which way the wind blows 
on the question of intention. 

As I judge the advertising of defendant, the part of its busi- 
ness complained of by plaintiff is to make unpatented “Auto-Lite 
parts” for plaintiff’s “system,’’ well knowing that the average car 
owner, if informed of the substitution or proposed substitution, 
would probably reject the substitution or insist upon the Auto- 
Lite part. Thus, due to the ignorance or carelessness of the 
average car owner, which it is the purpose of a court to protect, 
so far as reasonable, defendant unfairly competes in its present 
method of doing business with plaintiff. 

Accordingly, in my judgment, defendant can make the un- 
patented parts complained of just as well as the plaintiff, but it 
cannot advertise plaintiff's name in connection with these “parts’’ 
or plaintiff's numbers to identify them, or advertise that its “parts” 
fit Auto-Lite devices, or advertise that it sells parts to “replace” 
Auto-Lite parts. It must sell its “parts,” of which I understand 
it is justly proud, to its customers on the express condition that a 
proposed “substitution” be made known to the purchaser so that he 
may choose when necessity requires. It must change its trade-mark 
to one not so similar to that of plaintiff. If defendant can make 
better ‘“‘parts’” than plaintiff, it will be rewarded legitimately by 
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those who are in a position to appreciate such superiority when a 
car owner must-lawfully repair or replace a broken, defective, or 
worn-out part. If it cannot do this, but must rely on this subter- 
fuge and unfair association and appropriation of plaintiff’s name in 
order to sell its parts, that is unfair competition. 


* * *~ 


Finally, on the proof in this suit, it is my opinion that the 
controversy is between the plaintiff and the defendant corporation, 
who are competitors in this industry. I fail to find any sufficient 
proof involving the personal liability of the individual defendants. 
They are the officers of the defendant corporation and acted as 
such, without proof, so far as I can find, that they acted in any 
other capacity or manner. 

Thus the conclusions I have come to are as follows: The im- 
portant contest between plaintiff and defendant is as to the respec- 
tive rights of these corporations, in the automobile industry, in 
connection with the manufacturing and selling of certain small 
parts, old in the patent art, but used in patented combinations by 
plaintiff. 

I find that plaintiff has proved sufficiently that defendant is un- 
fairly competing in the industry with it and is entitled to a decree 
on that ground. 

* * * 

If this is correct, it means that a plaintiff such as this can obtain 
all the relief it is entitled to, without the necessity of the expense 
and labor and hazard of a patent suit in order to protect itself from 
unfair dealing. 

The bill is dismissed, with costs as to the individual defendants, 
and without costs as to alleged contributory infringement, and with 
costs as to direct infringement of the two patents claimed to have 
been directly infringed. (As to Wollenweber, solely for failure of 
proof as to title.) 

Plaintiff is entitled to a decree with costs forbidding defendant 
from continuing to unfairly compete with plaintiff in accordance 
with this opinion. 
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Hott v. Metropouitan Rerinine Co., Inc. 
(9 F. Supp. 662) 


United States District Court, Eastern District of New York 


January 31, 1935 


Trave-Marxs—“Rvust-I-Cimwe” ror Rust-Removinc Preparations—Non- 
Descriptive TERM. 

The word “Rust-I-Cide,” used as a trade-mark for rust-removing 

and rust-resisting compound, held non-descriptive and valid. 
Trape-Marxs—Score or Prorecrion. 

A trade-mark owner is entitled to protection, not only for his trade- 
mark as applied to the general type of goods on which it is used, but 
has a right to be protected against the use of the mark in a field to 
which his business may naturally expand. 

Trape-Marxs—Goops or THE Same Descriptive Properties. 

A chemical preparation for removing rust from metal parts by 
external application, held to be of the same class as a similar prepara- 
tion applied externally, notwithstanding that the chemical constituents 
of the respective products were different. 

Trapve-MarKks—INFRINGEMENT—Svi1tTs—EsropPeL. 

Where plaintiff and its predecessors began to use the trade-mark 
“Rust-I-Cide” on their product in November, 1920 and continued such 
use, but did not bring suit against defendant until June, 1934, held 
that there was no estoppel because of laches, inasmuch as financial 
conditions during the years mentioned were a sufficient excuse for 
failure to bring action. 

Trape-Marks—INFRINGEMENT. 

Where, plaintiff and its predecessors in business had in 1920 adopted 
and since then made a continuous use of the word “Rust-I-Cide” as a 
trade-mark for a rust-removing preparation, the adoption by the de- 
fendant in 1929 of the same word as a trade-mark for similar goods, 
held infringement and was enjoined. 


In equity. Action for trade-mark infringement and unfair 
competition. Decree for plaintiff. 


Phillips, Mahoney, Leibell § Fielding of New York City (John 
F. Robb, of Cleveland, Ohio, of counsel), for plaintiff. 
Shapiro, Kolbrener & Schlissel (William E. Warland, of coun- 

sel), all of New York City, for defendant. 


CampsBELL, D. J.: This suit is brought on United States regis- 
tered trade-mark No. 147,024, dated September 27, 1921, of the 
word “Rust-I-Cide,” application for which was filed by The Rusti- 
cide Company, an Ohio corporation, on December 16, 1920, and the 
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certificate of registration states continuous use in business since 
October 8, 1920. 

The bill also alleges infringement by defendant of the common- 
law rights to the trade-mark and for unfair competition by the 
defendant in using the name “Rust-I-Cide,’ which forms the essen- 
tial part of the business name of the plaintiff, and likewise formed 
essential portions of business names of plaintiff's predecessors to 
the business of whom he succeeded. 

The bill asks for the usual injunction and accounting. 

The plaintiff is a resident of the state of Ohio. 

The defendant is a New York corporation, which was incor- 
porated about September 30, 1925. 

Although there were more defenses pleaded in the answer, the 
defendant, as appears by its briefs, relies only on the three follow- 
ing defenses: 

1, There is and has been and can be no confusion between the goods of 
the plaintiff and the goods of the defendant for the reason that the product 
sold by plaintiff ‘is an entirely different product than that sold by de- 
fendant. The products of the respective parties cannot be used for the 
same purposes. They do not accomplish the same result. They are mer- 
chandised in an entirely different way to entirely different people, through 
entirely different channels of trade. 

2. The evidence shows that each party knew of the other’s product as 
far back as 1929, and possibly longer. Each party recognized that it 
could not fill any order that it received for the other’s goods and in a 
few instances where the orders meant for one party were received by the 
other, the orders were sent to the party who could fill the order. 

3. The word Rust-I-Cide is descriptive, meaning “to kill rust” or “rust 


killer.” It is not the proper subject of a trade-mark and no one can 
acquire any exclusive rights therein. 


The following facts are admitted by the answers to interroga- 
tories: 


The defendant admits that within six years prior to the com- 
mencement of this suit it applied the notation “Rusticide” to drums 
containing its rust-removing compound, in the manner depicted by 
photograph Plaintiff’s Exhibit No. 27, and sold in interstate com- 
merce preparations for removing rust in such containers or drums, 
so marked. The defendant admits its compound is sold as Rusti- 
cide, a liquid chemical preparation for removing rust. 
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Defendant admits that it first learned of the existence of plain- 
tiff and/or his predecessors in business in October, 1929, and at 
the same time learned of the use by plaintiff’s predecessor of the 
trade-mark “Rust-I-Cide.” Also defendant admits knowledge that 
the notation “Rusticide” was part of the name of plaintiff's prede- 
cessors in business, under which name they did business, and that 
said knowledge was obtained in October, 1929. 

Defendant admits that it first received notice from plaintiff of 
the alleged infringement of plaintiff's registration for trade-mark 
in suit March 1, 1934, and that it did not acknowledge said notice. 

Defendant said that it used its preparation for removing rust 
only in the interior of pipes where liquid is present. 

Defendant said it used only the trade-marks “Rusticide” and 
“Duboth” upon its rust-removing preparation. 

The proofs at the trial showed that defendant employed at 
least one other trade-mark related to the subject-matter in con- 
troversy, namely, “Killrust,” registered by defendant February 24, 
1925. 

The testimony of eight of the plaintiff’s witnesses was taken by 
deposition, only the plaintiff testified orally on his own behalf at 
the trial. 

From all the testimony on behalf of plaintiff it appears that 
The Rusticide Company commenced business as early as November, 
1920, continuing the use of the trade-mark “Rust-I-Cide’’ actually 
applied to the goods previously by certain individuals who became 
members of that company. It also appears that the trade-mark 
“Rust-I-Cide” was directly applied by labels to the goods, that the 
trade-mark was effected by an application filed in December, 1920, 
which resulted in the certificate of registration in 1921, and that 
the trade-mark as applied to the labels after registration was pre- 
sented to the public as registered in the United States Patent Office. 

It further appears that the said The Rusticide Company con- 
tinued the business under the said trade-mark until the year 1930, 
when that company’s business, assets, trade-marks, inventory, and 
obligations were, at a sale in bankruptcy proceedings, taken over 
by Harvey O. Yoder, and the business continued under the name 
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“Rusticide Products” practically as before, but on a reduced basis, 
due to the adverse business conditions of 1930 and succeeding years, 
until 1934, when all of the assets, including good-will, business, 
trade-marks, and registration of trade-marks “Rust-I-Cide” and 
“Glassobrite” were conveyed to plaintiff, T. T. Holt, who has con- 
tinued the business since his purchase as aforesaid, up to date, un- 
der the name “The Rusticide Products.”” Orders have been re- 
ceived and filled by this company, operated by the plaintiff, T. T. 
Holt, in respect to practically all of the states of the Union and in 
foreign countries. Both Yoder, doing business as Rusticide 
Products, and T. T. Holt, doing business as The Rusticide Prod- 
ucts, have continuously used the trade-mark ‘“‘Rust-I-Cide” for a 
rust removing or preventing chemical preparation. 

The gross amount of business done by The Rusticide Company 
and Rusticide Products, between 1920 and 19380, was estimated 
by Mr. Yoder to be bewteen $75,000 and $125,000. The better 
years were as high as $18,000 or $20,000, and the lower years 
$6,000. 

The plaintiff testified that, since he had taken over the business, 
he had done approximately $12,000 gross business, and that at the 
time of giving his testimony he had taken over and was selling about 
50 percent of the customers that the previous company sold. 

The defendant offered evidence that it had since its organization 
in 1925 done, and is doing, up to the time of the trial, a business in 
excess of $100,000 a year in selling and servicing of water supply 
systems, etc., by the use of its composition sold as Rusticide. 

On the trial defendant offered in evidence two letters dated 
February 21, 1933, and March 8, 1933, respectively Defendant’s 
Exhibits E and F, which I received subject to the objection that 
there was no showing whatever of any authority of the writer to 
negotiate with the defendant in reference to the business of Rusti- 
cide Products, with the statement that, if such authority was not 
shown, they would not bind. 

These letters were written on the stationery of Rusticide Prod- 
ucts, but were signed personally by George N. Dobie, who requested 
that he be addressed at his home 1532 Elmwood Avenue, Lakewood, 
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Ohio. The address of Rusticide Products, which company was 
owned by Harvey O. Yoder, was 5500 Walworth Avenue. 

The writer of those letters, George N. Dobie, had been one of 
the organizers of The Rusticide Company, the predecessor of Rus- 
ticide Products, but, after Harvey O. Yoder became the owner and 
continued business under the name Rusticide Products, said Dobie 
had been simply an employee of Harvey O. Yoder, and had no 
authority to sell or negotiate for sale of the trade-mark “‘Rust-I- 
Cide”’ or the business connected with it in the years 1930, 1931, 
1932, or 1933. This appears from the evidence taken by deposi- 
tion before the trial, and no evidence was offered by defendant to 
rebut it. 

The letters themselves plainly show that the writer, George N. 
Dobie, was negotiating personally with the defendant for purposes 
of personal advancement. They were his letters, not those of the 
company. 

The said letters are not binding on the plaintiff or his prede- 
cessor. 

The defendant offered as a defense prior use, but the use so 
alleged was use by the defendant, and did not include use by its 
predecessors. Use by the defendant was what plaintiff prepared to 
meet, and it was not called upon to meet use by defendant’s prede- 
cessors. 

The defense of prior use must be pleaded with sufficient defi- 
niteness to apprise the plaintiff as to the use, by whom and when, 
so that by investigation plaintiff may be prepared to meet it, and a 
plea of prior use by a corporation organized in 1925 cannot by 
amendment on the trial be carried back to a use by its predecessor 
five or six years before that time. 

The evidence showed that the defendant was not incorporated 
until 1925, which was long after the registration of the trade-mark 
owned by plaintiff and its use, and therefore there was no issue 
tendered as to priority. 

Plaintiff is entitled to priority. 

In any event, the evidence on behalf of defendant with refer- 
ence to marking its product with the name “Rusticide” is not of the 





HOLT V. METRO. REF. CO., INC. 239 


character required to convince me that defendant marked its prod- 
uct with the name’ “Rusticide” from a date as early as 1925. 

The contention of defendant that it could prove prior use by 
the predecessors of defendant under the following allegation of 
the answer: “The mark or name Rusticide has been used in vari- 
ous States of the United States for many years since October 8, 
1920, by persons unassociated with the plaintiff or his predecessors 
in interest with the knowledge of the plaintiff and his predeces- 
sors,’ is without merit as October 8, 1920 is a date when plain- 
tiff’s predecessor certainly used the trade-mark, and any use sub- 
sequent to that time would not be prior use. 

In passing, I would say that there is no defense proven under 
that allegation, as the trade-mark “Rust-I-Cate” was registered 
January 22, 1929, and the trade-mark “Rust-I-Cide” was regis- 
tered August 12, 1930, for Ready Mixed Paint, Varnish, Stains and 
Paint Enamel, both long after plaintiff's, and there was no proof 
of their use, even if such defense was allowable. The word “Cide” 
registered before plaintiff's was not in any sense the same or so 
similar that there would be confusion. 

Defendant was not present in person or by counsel on taking 
plaintiff’s depositions, and, when they were offered, defendant took 
objection generally to so much of them as were hearsay, and the 
court said it would rule on such portions as were pointed out in 
defendant’s memorandum as hearsay. 

No particular answers have been pointed out as hearsay in the 
defendant’s memorandum, but defendant has contented itself with 
citing certain pages on which some of the answers with reference 
to the particular matter are clearly not hearsay; therefore no rul- 
ing is made, as the particular answers are not pointed out. 

In my findings of facts, however, I have not based them on any 
evidence which I considered hearsay, nor is it necessary, as the 
letters in evidence between the plaintiff and predecessor of plain- 
tiff, and defendant, in 1932, 1933, and 1934 show confusion on the 
part of the public. 

The plaintiff owns a valid trade-mark “Rust-I-Cide” registered 
September 27, 1920, which he and his predecessors have used con- 
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tinuously since October 8, 1920, and the word “Rusticide” has 
formed a part of the names under which plaintiff and his predeces- 
sors have manufactured and sold merchandise under said trade- 
mark. 

This brings us to a consideration of the defenses urged by 
defendant. 

Let us first consider the defense that there is, and can be, no 
confusion between the goods of the parties. Defendant contends, 
and the evidence on behalf of plaintiff shows, that plaintiff marks 
its bottles, containers, etc., in which it sells its product, with the 
word “Rust-I-Cide” in white letters on a black background, and 
the word and black background are surrounded by an elliptical 
line with red both above and below the word “Rust-I-Cide’’ as 
typified by Defendant’s Exhibit A and Plaintiff's Exhibit No. 17. 
And also that plaintiff sells its product at retail to hardware and 
paint stores, gasoline stations, etc., and in glass containers and in 
wood containers holding five gallons, ten gallons, half barrels, and 
full barrels; the trade-mark such as shown on Plaintiff’s Exhibit 
No. 17 being used on all such containers. And, further, that 
plaintiff advertises his goods in various magazines and national 
trade papers. 

Defendant on the other hand contends that defendant does not 
advertise in any magazines or papers of any kind, and no com- 
petent evidence of any kind was offered to the contrary. 

Defendant also contends that not one of its representatives ever 
advertised it, but there is no positive evidence on that point, as Mr. 
Edwards, president of the defendant, testified only that he did not 
know of any representative who ever advertised their product. 

Mr. Edwards said that defendant does not sell its product as a 
product, but what it sells is a service; so advertising the product 
would not do any good, and it would have to advertise in connection 
with a service. 


While the advertisement alleged to have been published by 
Ernst Hardware Company was not sufficiently proved to be ad- 
mitted in evidence, and while Mr. Edwards says that the defendant 
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did not sell Rusticide to the Ernst Hardware Company, the defend- 
ant did sell to it drainpipe solvents. 

The plaintiff did and does have business with industrial plants, 
in reference to plaintiff's Rust-I-Cide trade-mark, and plaintiff's 
business relation with industrial plants was clearly shown to be 
among the outlets for the sale of its product Rust-I-Cide. 

Mr. Edwards testified that the sale by defendant of its product 
to industrial plants was one of the outlets. 

From this it appears that the customers of plaintiff and defend- 
ant include the same class of purchasers. 

Plaintiff's product is a chemical preparation for removing rust 
from metal parts by application thereto externally, and, where said 
parts are inclosing parts, by application thereto internally. 

Defendant’s product is the same class of goods as plaintiff's, 
and would be classified in the same class, to wit, class 6, chemicals, 
medicines, and pharmaceutical preparations, if it could be regis- 
tered in the United States Patent Office, under the Federal Trade- 
Mark Act 1905, § 1 et seq., as amended (15 USCA § 81 et seq.), 
and is a chemical preparation for removing rust from metal parts, 
confessedly used by application to the interior of enclosing metal 
parts such as pipes. 

The chemical constituents of plaintiff's and defendant’s products 
are different, and to a large extent defendant uses its preparation 
in a different way, or with a different mode of application to the 
metal parts; nevertheless, confusion has been proved to exist. 

The name “Rust-I-Cide” is a fanciful or arbitrary mark. 

Even if there was no proof of confusion, where a fanciful or 
arbitrary trade-mark or notation is adopted by plaintiff in the 
manner presented in this case, and defendant adopts the same as 
in this case, and the uses of the two compounds are for the same 
class of work, i.e., removal of rust, and there was no reason why 
defendant should have selected the same arbitrary name as plain- 
tiff, in such a case any possible doubt of the likelihood of damage 
should be resolved in favor of plaintiff. Lambert Pharmacal Co. 
v. Bolton Chemical Corporation (D. C.) 219 F. 325 [5 T.-M. Rep. 
88]. 
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The right in a trade-mark notation is not confined to the use of 
the trade-mark particularly upon the same class of goods. Aunt 
Jemima Mills Co. v. Rigney § Co. (C. C. A.) 247 F. 407, L. R. A. 
1918C, 1039 [8 T.-M. Rep. 163]; Yale Electric Corporation v. 
Robertson (C. C. A.) 26 F. (2d) 972; Wall v. Rolls-Royce Co. of 
America (C. C. A.) 4 F. (2d) 333; Gilbert Co. v. John C. Gilbert 
Chocolate Co. (Cust. & Pat. App.) 48 F. (2d) 930; Ralston 
Purina Co. v. Saniwax Paper Co. (D. C.) 26 F. (2d) 941. 

In Aunt Jemima Mills Co. v. Rigney § Co., supra, the defend- 
ant used the trade-mark “Aunt Jemima’ for pancake syrup, which 
trade-mark had been previously registered for flour. 

In Yale Electric Corporation v. Robertson, supra, the plaintiff 
used the word “Yale” upon many sorts of hardware, especially 
upon locks and keys, but not upon electric flash-lights and batteries, 
which was the use to which it was put by defendant. Defendant 
held not entitled to register, and the Circuit Court of Appeals of 
this circuit, by Circuit Judge Learned Hand, at page 974 of 26 
F. (2d), said: ‘And so it has come to be recognized that, unless 
the borrower’s use is so foreign to the owner’s as to insure against 
any identification of the two, it is unlawful.” 

In Wall v. Rolls-Royce Co. of America, supra, the defendant 
used the trade-mark “Rolls-Royce” for radio tubes, whereas the 
trade-mark of the plaintiff which was protected was a trade-mark 
and notation owned by an automobile manufacturer. 

In Gilbert Co. v. John C. Gilbert Chocolate Co., supra, a case 
for trade-mark infringement, it was held that medicated chewing 
gum was a product of the same descriptive properties as chocolate 
candy. 

In Ralston Purina Co. v. Saniwax Paper Co., supra, it was held 
to be infringement to use a trade-mark on paper bread wrappers, 
which trade-mark had been registered for flour. 

Defendant cites in support of its contention France Milling 
Co. v. Washburn-Crosby Co. (C. C. A.) 7 F. (2d) 304; Beech-Nut 
Packing Co. v. P. Lorillard Co. (C. C. A.) 7 F. (2d) 967, affirmed 
273 U. S. 629, 47 S. Ct. 481, 71 L. Ed. 810; White Rock Mineral 
Springs Co. v. Akron B. & C. 8S. Co. (C. C. A.) 299 F. 775 [14 
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T.-M. Rep. 421]; Mason, Au §& Magenheimer C. Co. v. Loose-Wiles 
Biscuit Co. (D. C.) 1 F. Supp. 755. These cases, in my opinion, 
are not in point, but are clearly distinguishable. 

In France Milling Co. v. Washburn-Crosby Co., supra, the facts 
are so different, and the acquiescence by the Washburn-Crosby 
Company, which had sold for years to France Milling Company 
under its trade-mark “Gold Medal” the plain wheat flour from 
which France Milling Company, to its knowledge, had manufac- 
tured the pancake and buckwheat flour which it sold under the 
mark “Gold Medal,” is so plain, that I do not see how it can be 
controlling in this suit. 

In Beech-Nut Packing Co. v. P. Lorillard Co., supra, the plain- 
tiff used the mark “Beech-Nut” on food supplies of various kinds, 
while the defendant used it on tobacco and cigarettes. The use of 
the mark in that case is clearly distinguished from that in this suit, 
where both plaintiff and defendant use it on rust remover. 

In White Rock Mineral Springs Co. v. Akron B. & C. 8S. Co., 
supra, the plaintiff used the words “White Rock” on mineral water 
and ginger ale. Defendant used for fifteen years and registered 
“White Rock” for beer, malt extract, and liquors. After and dur- 
ing prohibition defendant used the word near beer, a soft drink. 
Plaintiff opposed defendant’s registration for “White Rock” but 
did not appeal from the decision. The court held that plaintiff 
had acquiesced in the use of the same mark by defendant for 
substantially the same class of goods, and dismissed the bill. 

There has been no such acquiescence in this suit. 

In Mason, Au & Magenheimer C. Co. v. Loose-Wiles Biscuit 
Co., supra, the use of the word “Trumps” on cookies was held not 
to infringe the use of the same word on confectionery. This clearly 
is not authority for the use of the plaintiff’s mark by the defendant 
in this suit, where the mark is used by both parties on a rust killer 
or rust remover. 

Defendant had other trade-marks, and the word “Rusticide” did 
not form any part of its name, therefore it must have believed it 
would gain some distinct benefit by its use, and since 1929, at 
least, defendant has been using the name with full knowledge of 
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the rights of the plaintiff. The defendant likewise must have 
known that the owner of said trade-mark had not given and did 
not intend to give to the defendant any right to use that trade-mark. 

This it seems to me is clearly shown by the letters of Dobie, 
offered in evidence on behalf of defendant, because, although he 
was unauthorized by the owner of the trade-mark to write the let- 
ters in question, and really wrote them to assist himself, he obvi- 
ously was seeking to ingratiate himself with the defendant by 
suggesting the possibility with his assistance the trade-mark could 
be acquired. 

I do not believe that it makes any difference under the Trade- 
Mark Law that there is a difference in the constituents of the 
respective products of plaintiff and defendant, and we must not 
lose sight of the fact that defendant’s witnesses testified, that the 
varying constituents of the defendant’s products, as to percentage 
at least, were changed to fit each service as might be determined to 
be necessary. Neither do I believe that it makes any difference 
under the Trade-Mark Law that the defendant uses it internally in 
pipes and other containers with water, and plaintiff uses its prod- 
uct for removing rust from parts to which the product is applied 
externally, and in some instances internally. 

In any event, the plaintiff's product is used by at least one very 
large company internally to remove rust from coils and receivers 
and tanks, the plaintiff's Rusticide product being introduced into 
those inclosing parts. 

The fact is that both plaintiff's and defendant’s products are 
chemical preparations for the removal of rust. 

The contention of defendant that its product is used in water 
systems to remove discoloration of the water and not to remove 
rust does not convince me that the facts are different than I have 
stated, because the discoloration of the water in question is caused 
by rust, and, when the rust is removed, the water ceases to be dis- 
colored; therefore what defendant accomplishes with its product is 
what plaintiff accomplished, to wit, remove rust. 

This it seems to me appears very clearly by a comparison of 
Plaintiff's Exhibit No. 21 (an old price list of about May 5, 1926, 
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and a circular of the original The Rusticide Company) with de- 
fendant’s circulars Plaintiff's Exhibit No. 28, first, the circular en- 
titled ‘““Rust’s Greatest Enemy—Rusticide” ; second, the small cir- 
cular, page 2, and the last page. 

The limitation which defendant seeks to impose on plaintiff's 
trade-mark is not sustained by authority; on the contrary, as I 
understand it, the law is that a trade-mark owner is entitled to 
protection, not only for his trade-mark, as applied to the general 
type of goods in connection with which it is used, but such owner 
has a right to be protected against the use of his trade-mark in a 
field which naturally is within or to which his business may 
naturally extend. L. E. Waterman Co. v. Gordon, 72 F. (2d) 272, 
273 [24 T.-M. Rep. 347], in which case the manufacturer of foun- 
tain pens under a trade-mark objected to the use of the trade-mark 
on razor-blades, and the Circuit Court of Appeals of this circuit, 
by Circuit Judge Learned Hand, said: 


A trade-mark protects the owner against not only its use upon the 
articles to which he has applied it, but upon such other goods as might 
naturally be supposed to come from him. 


It does not seem to me that the amount of business conducted 
by the defendant gives it any greater right to infringe than a man 
conducting a small business would have. On the contrary, the 
larger the business carried on by the defendant, the greater the 
damage which plaintiff suffers. 

It clearly appears from the evidence of defendant’s expert that 
plaintiff's product is not the same as the product of Dr. Allen, 
patented under No. 1,329,573 and issued February 3, 1920, but 
has been changed and is still a product to remove rust. 

Defendant contends that plaintiff's predecessors acquiesced in 
the use of the name “Rusticide” by defendant, but that contention 
is not sustained. 

Plaintiff's predecessors had actively pushed the sale of their 
product ‘“Rust-I-Cide,” and it was well known on the market, its 
sale having been made in a wide area, and, if defendant was ac- 
tively pushing the use of its service and product, it should have 
heard of plaintiff’s product; but, as defendant was not advertising, 
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plaintiff's predecessors undoubtedly had not heard of defendant’s 
use of the name “Rusticide” before 1929, and at that time, in all 
reasonable probability, there was no confusion. 

In 1929 The Rusticide Company lacked funds, due to the slump 
in building, and would not have been able to prosecute an action 
for infringement. Conditions grew worse with The Rusticide Com- 
pany, until in 1930 the company found itself in the bankruptcy 
court. 

The trade-mark and other assets of The Rusticide Company 
were purchased by Mr. Yoder, but the business conditions were 
such that he could not prosecute an action for infringement. 

In 1932 and 1933 the letters between the parties show that 
there was confusion on the part of the public. Plaintiff purchased 
in January, 1934, and shortly thereafter he learned of the con- 
fusion. 

Plaintiff wrote defendant a letter with reference to defendant’s 
use of the name “Rusticide,’ which defendant did not answer, and 
plaintiff, to protect his rights, commenced this action on June 14, 
1934. 

There was no estoppel. 

Defendant did not allege or prove any intervening rights. 

Surely the financial conditions of the years from 1929 to 1934 
furnish a sufficient excuse for the failure of The Rusticide Com- 
pany and Mr. Yoder to commence an action for infringement, and 
there can be no complaint of any long delay on the part of the 
plaintiff, and, further, the evidence of confusion increased, which 
also furnished a good reason for the plaintiff to believe such con- 
fusion did and would damage the plaintiff. 

The first defense which we have discussed is not sustained. 

The second defense, as I understand it, is that plaintiff’s pre- 
decessor consented to the use of the name “Rusticide’ by defendant, 
and that there was a working agreement between them. 

I can find no consent or working agreement. 

In addition to what I have hereinbefore written, the following 
establish that there was no consent or working agreement. 
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The letters between plaintiff's predecessor and defendant were 
prompted simply .by business honesty in sending to another a letter 
which was intended for him or it. 

There was no consideration of any kind for any consent by 
plaintiff's predecessor, and there were no mutual dealings in the 
form of sales or purchases, and there is no evidence of consent or 
working agreement. 

Much more than a mere exchange of common courtesies is re- 
quired. McLean v. Fleming, 96 U. S. 245, 257, 24 L. Ed. 828; 
Aunt Jemima Mills Co. v. Rigney §& Co., supra; H. A. Metz Lab- 
oratories, Inc. v. Blackman, 153 Misc. 171, 275 N. Y. S. 407 [24 
T.-M. Rep. 504]; Menendez v. Holt, 128 U. S. 514, 521, 9 S. Ct. 
143, 82 L. Ed. 526. 

In McLean v. Fleming, supra, the Supreme Court, by Mr. Jus- 
tice Clifford, at page 257 of 96 U. S., said: 

Negotiations took place at one time between the respondent and one 
of the predecessors of the complainant for an interchange of commodities, 


with a view that both commodities might be sold at each of their respective 
places of business. 


Evidence of a decisive character is exhibited in the record to show that 
the complainant or his predecessor knew throughout what description of 
labels and trade-marks the respondent was using; and it does not appear 
that any objection was ever made, except as heretofore stated and ex- 
plained. Once, the respondent was requested to insert the initials of his 
Christian name before his surname, in the label; and it appears that he 
immediately complied with the request. 


Notwithstanding such actions of the trade-mark owner, the in- 
junction was granted. 

In Aunt Jemima Mills Co. v. Rigney § Co., supra, the owner 
or first user of the trade-mark wrote a letter to the alleged in- 
fringer suggesting its surprise at the adoption of the name “Aunt 
Jemima for your syrup, but presume you can do so without violat- 
ing any law in the matter.” Notwithstanding such letter, the 
infringer was enjoined. 


In H. A. Metz Laboratories, Inc. v. Blackman, Inc., supra, the 
court said (page 419 of 275 N. Y. S.): “Before the doctrine of 
laches will be applied, there must exist more than the mere lapse 
of time.” 
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In Menendez v. Holt, supra, the Supreme Court, by Mr. Jus- 
tice Fuller, at page 523 of 128 U. S.,9 S. Ct. 143, 145, said: “The 
intentional use of another’s trade-mark is a fraud; and when the 
excuse is that the owner permitted such use, that excuse is disposed 
of by affirmative action to put a stop to it.” And no estoppel arises. 

The cases cited by defendant are not in point. 

In the case of William H. Keller, Inc. v. Chicago Pneumatic 
Tool Co. (C. C. A.) 298 F. 52 [13 T.-M. Rep. 393] the name 
“Keller” was not a registered trade-mark. The defendant spent 
$50,000 in marking its products and in “notifying the trade its 
products were not made by appellees,” and to prevent confusion. 
Agreements of Julius Keller were not binding on the defendant 
William Keller. The complainant, with knowledge of defendant’s 
use, wanted defendant to act as agent and agreed to give it, as 
agent, commissions on sales. A condition such as that involving 
the second letter of May 21, 1918, quoted in the decision, is not 
present here. The Keller Case embodied important equities not 
found in the instant case. 

In the case of Whittemore Bros. Corporation v. Ramsey (D. C.) 
300 F. 576[ 15 T.-M. Rep. 7], it was held that the plaintiff had not 
established its priority over the defendant’s predecessors, and there 
had been a delay of twenty years. 

In the case of Popular Mechanics Co. v. Fawcett Publications 
(D. C.) 1 F. Supp. 292 [20 T.-M. Rep. 537], a motion for a 
preliminary injunction was denied where there had been four years’ 
delay in bringing suit, and there was a question as to the right of 
the defendant to use similar words to the name already registered. 
This is clearly distinguishable from the instant case, where delay, 
if any, is explained. The word used is exactly the same. 

In the case of Coca-Cola Co. v. Carlisle Bottling Works 
(C. C. A.) 43 F. (2d) 119 [20 T.-M. Rep. 403], the court held 
that the mark “Roxa Kola’ did not infringe the trade-mark ‘“‘Coca- 
Cola,” and where, after communicating with defendant as to the 
use of the name, plaintiff remained silent for three years upon 
defendant’s assurance that it would discontinue the practice of 
substituting its product for the plaintiff’s, and that it would use 
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its best efforts to discourage the dealers in so doing, there was 
acquiescence. 

This defense is not sustained. 

This brings us to the last defense urged by defendant in its 
brief, that the word “Rust-I-Cide” is descriptive, meaning “to 
kill rust,” or “rust killer,” and that it is not the proper subject of 
a trade-mark, and no one can acquire any exclusive rights therein. 

This was a last minute defense, unsupported by any evidence. 

The whole defense rests upon argument, which to me is not 
convincing. 


Hiri 


It is unnecessary to review the various cases cited by the de- 
fendant and the names which were held to be descriptive in those 
cases, as I am convinced that the word “Rusticide” is an arbitrary 
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word, and is not descriptive of the ingredients, qualities, or charac- 

teristics of the article on which the trade-mark is used. I know of 

no successful attack ever having been made on the word “Herpi- 

cide” as a trade-mark, on the ground of descriptiveness, and “‘Rusti- 

cide” is certainly no more descriptive than “Herpicide.” 

This defense is not sustained. 

: Unfair competition is shown. 

¥ The defendant in the use of the word ‘“Rusticide” is not only 

f using the plaintiff's trade-mark, but also a word that has, from 
the beginning, formed part of the name under which plaintiff and 
his predecessors have marketed their product. American Steel 

; Foundries v. Robertson, 269 U. S. 372, 46 S. Ct. 160, 70 L. Ed. 

a 317 [13 T.-M. Rep. 289]. 

# Aside from the rights under the registration, plaintiff by con- 

? tinuous use of the word “Rusticide” by his predecessors and him- 

Pe self, from 1920 right down to the day of this trial, has established 

common-law rights to the mark, and the common-law rights of the 

plaintiff have been infringed by the defendant. 

q A decree may be entered in favor of the plaintiff against the 

& defendant, with injunction, accounting, costs, and the usual order 

of reference. 

Settle decree on notice. 
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Submit proposed findings of fact and conclusions of law in 
accordance with this opinion, for the assistance of the court, as 
provided in rule 701% of the Equity Rules (28 USCA § 723) and 
rule 11 of the Equity Rules of this court. 


AssociaTED Press v. Kvos, Inc. 
(9 F. Supp. 279) 


United States District Court, Western District of Washington 


December 18, 1984 


Unram CompetiTion—Broapcastinc News Irems Arter PvusLicaTion. 


Complainant furnished regularly to its newspaper members news 
items which were regularly published by its members located in the 
State of Washington. Defendant operated a radio station in Belling- 
ham, Washington, and broadcast certain news features borrowed from 
the newspapers of complainant’s members after publication. Held that, 
when general news furnished by complainant, or local news claimed to 
be under its control as regards republication, has been printed in a 
regular issue of complainant’s member newspapers and that issue has 
been published and distributed to the public, such news reports from 
that moment belong to the public, including the defendant and all 
others who may desire to use them, for all purposes except for sale by 
a rival news agency to its news publishing members, and that the 
mere fact that defendant disseminates gratuitously those news reports 
as a part of its radio service, after they have been so received by de- 
fendant contemporaneously with other members of the public, does not 
prevent defendant from so receiving and using such news reports, since 
such practice by defendant does not involve the pirating by one news 


gathering and distributing agency of news reports of another such 
agency. 


Unram Competirion—Use or Rapio To Broapcast—News—RIGHT oF 


Broapcaster Unper Common Law. 

In the absence of any law enacted by Congress or contract between 
the parties, the use by defendant of complainant’s news items for radio 
broadcasting is, like other agencies for improving free speech and a 
free press, in the public interest and may not, under these conditions, 
be enjoined, notwithstanding that it may result in incidental financial 
loss to the complainant. 


In equity. Action for alleged unfair competition, in which a 


temporary restraining order was issued. Order dissolved and 
temporary injunction denied. 


Howard & Kindall, of Bellingham, Wash., for complainant. 








OI aT, Sw eB 


iver ia NIE OR Bee 








ASSOCIATED PRESS V. KVOS, INC. 251 


Kenneth C. Davis, of Seattle, Wash., and William H. Pember- 
ton, of Olympia, Wash., for defendant. 


This cause is now before the court on complainant’s bill of 
complaint, order to show cause why a temporary injunction should 
not issue, defendant’s motion to dismiss the bill, and supporting 
affidavits on both sides of the controversy. 

The record discloses several points for decision, but the ques- 
tion most strenuously urged upon the court’s attention is whether 
defendant radio station, not engaged in supplying news to other 
radio stations for broadcasting by them, can broadcast over its 
own station gratuitously to its radio listeners news reports sup- 
plied by complainant news agency to its member newspapers, after 
those news reports have been printed in regular issues of the news- 
papers and distributed to the public. The case is an important one, 
and a proper consideration of it necessitates the full statement of 
facts and issues now following. 

The bill of complaint alleges that complainant, the Associated 
Press, is a corporation, and a resident and citizen, of New York; 
that the defendant is a Washington corporation, having its prin- 
cipal place of business at Bellingham in said state; and that the 
amount in controversy is in excess of $3,000, exclusive of interest 
and costs. 

That complainant was incorporated in 1900 under the Mem- 
bership Corporations Law of the State of New York, and its mem- 
bers are the proprietors or representatives of numerous news- 
papers, morning and evening, published throughout the United 
States; that complainant is engaged in gathering from sources all 
over the world, through its own instrumentalities and by exchange 
with its members and others and by other appropriate means, any 
and all kinds of information, news, and intelligence, telegraphic or 
otherwise, for the use and benefit of its members and distributing 
the same among its members for publication in the newspapers 
owned or represented by them, under and subject to the provisions 
of complainant’s by-laws; that complainant has its own represen- 
tatives in every important city in the world; that it has reciprocal 
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arrangements with many important news agencies in foreign coun- 
tries for interchange of news; that it has more than 1,200 mem- 
bers, each owning or representing a daily newspaper in the United 
States; that each of these members, as required by complainant’s 
by-laws, supplies to complainant local news gathered by such 
member; that such news is promptly transmitted by wire or tele- 
phone to complainant’s members and their newspapers; that com- 
plainant is thus able to assure to its members prompt collection and 
transmission of news from every point in the world; that com- 
plainant incurs great cost in collecting local and foreign news and 
interchanging news with other news agencies, such cost amount- 
ing each year to many millions of dollars, which is equitably 
divided amongst complainant's members, in accordance with its 
by-laws. 

That such service of complainant is of great financial and 
business importance to its members because it is practically and 
financially impossible for any one member alone to establish or 
maintain a requisite organization for collecting world news; that 
such cost is prohibitive to any one member acting alone; that such 
service, or similar service of world-wide collection of news, is essen- 
tial to modern daily newspapers and can be obtained only through 
a co-operative system or by purchase of news from some existing 
news agency privately owned; that in addition to the business im- 
portance to its members, such service of complainant is of great 
public importance in that it provides an accurate and impartial 
news service to the public. 

That such news service furnished by complainant to its mem- 
bers depends for its value to such members upon the promptness, 
accuracy, and impartiality of the news furnished and on the trans- 
mission thereof by complainant to its members earlier than similar 
information can be furnished to other newspapers competing with 
complainant’s members; that complainant’s members are required 
not to furnish nonmember newspapers with such news; that com- 
plainant’s plan of operation requires that news collected by it shall 
remain confidential and secret until publication of its news has 
been fully accomplished by all of complainant’s members, in order 
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that competing newspapers and news agencies shall not receive 
the benefit of complainant’s service without paying therefor; that 
news received through complainant’s service is, by complainant’s 
by-laws, received exclusively for publication in member newspapers 
and upon the condition that members shall make no other use of 
such news and that members and their employees will not furnish 
complainant’s news in advance of publication to any nonmember 
and will not permit any one else to furnish such news, including 
local news gathered by any member, to nonmembers. 

That the defendant KVOS conducts a radio station in the City 
of Bellingham, Wash., which makes daily broadcasts from 7 o'clock 
in the morning to 11 o'clock in the evening, consisting of programs 
of substantially the same kind as commonly given by radio broad- 
casting stations; that the defendant radio station, as a part of its 
daily programs, conducts three times daily news broadcasts, com- 
monly called “Newspaper of the Air’; that the first of such news 
broadcasts is from 9.15 to 9.45 o’clock a.m., the second from 12.15 
to 12.45 during the noon hour, and the third and last is from 7 to 
7.45 o'clock in the evening; that defendant claims and the fact 
usually is that such radio news broadcasts comprise the reading of 
the most important and most interesting news events of the day. 

That three of complainant’s member newspapers, to wit, the 
Bellingham Herald, published at Bellingham, Wash., the Seattle 
Post-Intelligencer and the Seattle Daily Times, both of Seattle, 
Wash., about 93 miles distant from Bellingham, publish and dis- 
tribute daily newspapers, including news furnished and controlled 
by complainant’s news service, in the territory served by defen- 
dant’s radio broadcasting station; that for each morning broadcast 
from 9.15 to 9.45 o’clock defendant radio station obtains copies of 
the morning editions of the Bellingham Herald and Seattle Post- 
Intelligencer and systematically reads therefrom the whole or most 
important paragraphs or parts, sometimes verbatim and sometimes 
slightly rearranging the wording, of the most important and most 
interesting news items in those newspapers, including the items 
furnished to such newspapers by complainant and including news 
items gather by its member newspapers as local news and belonging 
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to complainant; that for defendant’s evening broadcast of each day, 
except Sunday, from 7 to 7.45 o'clock, defendant regularly obtains 
copies of the latest editions of the Bellingham Herald, evening 
edition, and the Seattle Daily Times, and systematically reads 
therefrom such news items; that the morning edition of the Bel- 
lingham Herald, so used by defendant, goes to press at approxi- 
mately 3.30 o’clock a.m. of each day; that the morning edition of 
the Seattle Post-Intelligencer, so used by defendant, includes all 
of the news furnished by complainant to it up until 11.30 o'clock 
in the evening of the day before; that the evening edition of the 
Bellingham Herald, so used by defendant, includes all of the news 
furnished by complainant to it up to 4 o’clock of the afternoon of 
each day; that the evening edition of the Seattle Daily Times, so 
used by defendant, includes all of the news furnished by com- 
plainant to it up to 10 o’clock in the forenoon of the day it is pub- 
lished; that each one of these newspapers label local news items 
as “local news,” which as to republication is controlled by com- 
plainant. 

That in respect to publishing of such news items the defendant 
radio station is in competition with those three newspapers; that 
defendant conducts such news broadcasts as a part of its business 
of operating its radio station; that its radio station is a business en- 
terprise conducted for profit, the profit being derived from sale of 
time over its radio station for advertising purposes to persons, 
firms, and corporations desiring to advertise their businesses or 
products and desiring to purchase time from defendant radio station 
in which to advertise and promote their businesses or products; 
that the value of such time for advertising purposes of defendant’s 
radio station depends practically entirely upon the popularity of 
its station, that is, upon the number of persons who usually listen 
to defendant’s radio programs; that the object and purpose of such 
radio news broadcasts over the defendant’s station is to popularize 
its station by making its programs interesting through news broad- 
casts and thereby inducing a greater number of persons to listen 
to defendant’s programs, whereby the value of time over defend- 
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ant’s broadcasting station for such advertising purposes is en- 
hanced. 

That the major portion of revenue derived by complainant’s 
newspaper members is derived from the sale of space in those 
newspapers for advertising purposes; that the value of such news- 
paper advertising space depends largely upon the number of read- 
ers of the newspapers, and the number of such readers depends 
practically entirely upon the freshness and interest of the news, 
intelligence, and information contained in the newspapers; that 
such news ceases to be fresh and interesting after it has become 
generally known and that the “news value” of such news is prac- 
tically destroyed as soon as, or shortly after, the same becomes 
generally known; and that by virtue of the matters aforesaid de- 
fendant has become and is a competitor of complainant and its news- 
paper members in the obtaining and distribution of news, and such 
competition necessarily involves rivalry and business competition 
in being the first to obtain and distribute such news for the pur- 
pose of popularizing and making more attractive the respective 
advertising mediums of the defendant’s radio station and com- 
plainant and its newspaper members. 

That the defendant radio station does not have any organization 
of its own for the purpose of gathering or obtaining news except 
as to some local items not complained of and does not purchase 
news from any news agency, but on the contrary regularly and 
continuously follows the practice of “pirating” the news, intelli- 
gence, and information gathered at great expense by complainant 
and its members as mentioned above; that such practice of defend- 
ant constitutes unfair competition by defendant against complainant 
and its members, depriving them of the just benefits of their labors 
and expenditures, and causing dissatisfaction among complainant’s 
newspaper members, due to the fact that defendant is thus able to 
spread and disseminate, throughout the territory served by its 
station, in advance of dissemination by complainant’s members, the 
same identical news which is paid for and obtained by the members 
from complainant; that, in effect, if defendant radio station con- 
tinues such practice of pirating complainant’s news in the future, 
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complainant and its members will suffer irreparable injury and 
damage therefrom and complainant’s efforts and expenditures to 
gather and obtain news will be rendered largely without reward 
or value so far as concerns the territory served by defendant radio 
station; that complainant is without speedy, complete, or adequate 
remedy at law or otherwise except through injunction, and an ap- 
propriate prayer for injunctive relief is set out in complainant’s 
bill of complaint. 

Upon filling its bill of complaint and upon application of com- 
plainant supported by affidavits, the court issued the above-men- 
tioned show cause order directing the defendant to show cause why 
a temporary injunction should not issue pending trial on the merits 
and restraining defendant from such alleged pirating of news 
pending the hearing on show cause order. Thereupon defendant 
appeared by motion to dismiss the bill of complaint on the grounds, 
among others, that the bill does not recite facts sufficient to entitle 
plaintiff to the relief prayed for and is without equity; that in fact 
the amount in controversy does not exceed the sum of $3,000 exclu- 
sive of interest and costs; and that the Bellingham Herald, a local 
corporation, is a necessary party complainant and that the failure 
to join the Bellingham Herald is the result of collusion between 
complainant and the Bellingham Herald, designed to avoid appear- 
ance of the fact stated in defendant’s motion that by reason of the 
absence of the Bellingham Herald as a party complainant, there 
does not exist in reality the requisite diversity of citizenship. De- 
fendant also filed affidavits in response to the show cause order, 
and to defendant’s affidavits complainant filed rebuttal affidavits. 
The matter was argued on the questions raised by the show cause 
order and motion to dismiss, and submitted to the court on briefs. 


Bowen, D. J. (after stating the facts as above): The rule is 
that a motion to dismiss in equity must be judged solely by plain- 
tiff’s pleadings, and for the purposes of the motion all facts well 
pleaded are taken as true. The question raised in defendant’s 
motion that in fact the amount in controversy does not exceed the 


sum of $3,000 is, by that rule, disposed of adversely to the defend- 
ant. 
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The question raised, also, in the motion to dismiss that there is 
a defect of parties complainant, in that the Bellingham Herald 
was not joined, must likewise be resolved against defendant, upon 
the authority of Federal Equity Rule 38 (28 USCA § 723), Hop- 
kins (6th Ed.) p. 226, which provides: “When the question is one 
of common or general interest to many persons constituting a class 
so numerous as to make it impracticable to bring them all before 
the court, one or more may sue or defend for the whole,” and upon 
the authority of Merchants’ §& Manufacturers’ Traffic Ass’n v. U. S. 
(D. C.) 281 F. 292, 294, where the court said: “We see no objec- 
tion to classes of persons similarly situated being represented by 
an association or other organization and coming into the controversy 
under the common name. This, we think, brings this case within 
the well-known rule that bills may be filed in the name of an un- 
incorporated association, and by parties on behalf of others simi- 
larly situated,’ and in view of the further fact that it is alleged 
in complainant’s bill (paragraph 5, p. 2) “that complainant has 
more than 1,200 members, each owning or representing a daily 
newspaper in the United States,’ and as stated elsewhere in the 
bill in effect that those members are similarly situated. 

The foregoing leaves to be disposed of only the remaining 
question, also raised by the motion to dismiss, as to whether the 
bill states a cause of action in equity or any facts entitling com- 
plainant to the relief now sought. 

Responding to complainant’s bill and affidavits alleging that 
defendant obtains copies of morning editions of complainant’s 
member newspapers and systematically reads therefrom over the 
radio to defendant’s radio listeners the news reports in question, 
the statements in the affidavit of L. H. Darwin on behalf of de- 
fendant categorically deny those allegations on behalf of com- 


plainant and set forth many news sources, other than complainant’s 
news service, available to affiant by reason of his previous experi- 
ence as a newspaper man and public official and of his broad ac- 
quaintanceship. 

Affiant Rogan Jones, in this affidavit on behalf of defendant, 
states in effect that, as to the general news reports used in such 
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radio news broadcasts, the same are obtained by the defendant un- 
der its contract with Radio News Association of New York City, 
which is a radio news service maintained for radio broadcasting 
stations which contract for that service, and that such news re- 
ports are broadcast from New York by that association to defend- 
ant and others entitled to them, by short wave length, three or 
more times daily, from 6 to 7 a.m., 9.30 to 10.30 a.m., 2 to 3 p.m., 
and 5.30 to 6 p.m., Pacific Standard Time; that such news is copy- 
righted and is received by KVOS in Continental Code by a licensed 
operator on a special high-grade and expensive apparatus in Bel- 
lingham over antenne arranged, located, and designed especially 
for this news feature, after long and expensive experimentation by 
defendant’s station. The statements in complainant’s affidavits that 
defendant has in many specific instances read general and local 
news items claimed to belong to complainant’s news service, or 
substantial portions of such items, are clear and convincing, and, 
when considered in connection with the less specific statements in 
defendant’s affidavits as to defendant’s sources of general and local 
news information, compel the conclusion, and the court so finds, 
that defendant has in its radio news broadcasts taken and “pirated” 
local and general news dispatches in some specific instances as 
charged by complainant, but not until after such news items were 
published and distributed to the public in the regular public edi- 
tions of the newspapers of complainant’s members. 

Complainant does not assert any rights under a statute or the 
copyright laws. It is not contended that the defendant procured 
the questioned information through a breach of contract between 
complainant and its member newspapers or through some surrepti- 
tious or dishonest conduct or from a private or confidential source 
before the news reports were published and distributed to the 
public in a member newspaper. The bill charges unfair competi- 
tion by the defendant, and in its brief complainant argues, in addi- 
tion to that charge, that it has a property right in the news items in 
question, and that such property rights have been and are being 
violated by the defendant. In the argument before the court, 
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counsel for complainant stressed its claim of unfair competition 
rather than its asserted property rights in the news reports. Com- 
plainant claims it has such property right in the news reports for 
at least twenty-four hours after first publication thereof in one of 
the newspapers of complainant's members, but that defendant has 
customarily broadcast the reports many hours before the expiration 
of such twenty-four hour period. 

As upholding such property right, complainant cites The Asso- 
ciated Press v. Sioux Falls Broadcast Association,’ decided by 
Judge Jas. D. Elliott of the United States District Court of South 
Dakota at Sioux Falls, on March 4, 1933, being cause No. 377 
S. D. Eq., and International News Service v. Associated Press, 248 
U. S. 215, 39 S. Ct. 68, 63 L. Ed. 211, 2 A. L. R. 293. Com- 
plainant insists that the South Dakota case, upholding complain- 
ant’s alleged property rights, is supported by the authority of the 
International News Service Case. A certified copy of the findings 
and conclusions of the South Dakota case, supplied to this court by 
complainant, discloses that Judge Elliott ruled that complainant 
and its members have “what a court of equity will treat as a prop- 
erty right in news gathered and disseminated by complainant and 
also so called local news gathered by members of complainant and 
which members of complainant are obligated to transmit to com- 
plainant”; but a careful review of the International News Service 
Case fails to disclose a statement by the Supreme Court to the 
effect that complainant in that case acquired or had an absolute 
property right as such in news gathered by it and supplied to its 
member newspapers for any time after distribution to the public, 
or indeed for any time whatever, either before or after such pub- 
lication. There seems to be no room for question that the true 
construction of the rule of the majority decision in that case is 
confined to the actual holding on the particular facts there in- 
volved and that the case turns on the point that the pirating news 
agency was guilty of unfair competition, in view of the opinion of 
Justice Pitney speaking for the majority (at page 241 of 248 
U. S. 39 S. Ct. 68, 73), as follows: 


1 No opinion filed. 
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It is said that the elements of unfair competition are lacking because 
there is no attempt by defendant to palm off its goods as those of the 
complainant, characteristic of the most familiar, if not the most typical, 
cases of unfair competition. [Citing.] But we cannot concede that the 
right to equitable relief is confined to that class of cases. In the present 
case the fraud upon complainant’s rights is more direct and obvious. 
Regarding news matter as the mere material from which these two com- 
peting parties are endeavoring to make money, and treating it, therefore, 
as quasi property for the purposes of their business because they are both 
selling it as such, defendant’s conduct differs from the ordinary case of 
unfair competition in trade principally in this; that, instead of selling its 
own goods as those of complainant, it substitutes misappropriation in the 
place of misrepresentation, and sells complainant’s goods as its own. 


At page 240 of 248 U. S., 39 S. Ct. 68, 73, Justice Pitney 
further says: 


But in a court of equity, where the question is one of unfair competi- 
tion, if that which complainant has acquired fairly at substantial cost may 
be sold fairly at substantial profit, a competitor who is misappropriating 
it for the purpose of disposing of it to his own profit and to the disad- 
vantage of complainant cannot be heard to say that it is too fugitive or 
evanescent to be regarded as property. It has all the attributes of prop- 
erty necessary for determining that a misappropriation of it by a com- 
petitor is unfair competition because contrary to good conscience. 


Thus, the most that can be said of the majority rule in that 
case is that the majority reasons on an issue of unfair competition 
between news agencies in business for profit, that the complainant, 
whose labor and facilities have developed the news report up to 
the point at which the profit could first be realized, might be said 
to have a quasi property in the news reports gathered by it for the 
purposes of its business as against the unfairly competing news 
agency, and that on such an issue of unfair competition in business 
a pirating “competitor who is misappropriating it [such news] for 
the purpose of disposing of it to his own profit and to the disad- 
vantage of complainant cannot be heard to say that it is too fugitive 
or evanescent to be regarded as property.” By fair construction, 
it is not thought that a majority of the court in the cited case 
meant to hold that in all cases, for all purposes, the complainant 
there had an absolute property right in the news reports, and this 
court is of the opinion that, as against this defendant radio station, 
the complainant here has no property right for any time whatever 
in the questioned news reports after they are published. 
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On the question of unfair competition, the International News 
Service Case is riot controlling here, because the rule of that case 
is confined to the peculiar facts there involved and they are unlike 
the facts here. In that case a majority of the court held there was 
unfair competition between plaintiff and defendant, both of whom 
were news agencies engaged for profit in gathering and distribut- 
ing news reports to their respective contract members. In the 
case at bar, the defendant is not in any way pirating the news re- 
ports furnished by the complainant for the purpose of selling them 
or distributing them for profit to radio news broadcasters or other 
news publishers. The fact that, in so far as disseminating news is 
concerned, the defendant radio station may be performing a service 
similar to that of member newspapers of the complainant, does not 
necessarily of itself constitute the defendant a competitor even of 
a member newspaper of the complainant, because the member news- 
paper disseminates news for profit through sale of newspapers, 
while the defendant radio station receives no compensation for dis- 
seminating news to the public, but does so free of charge therefor. 
Complainant contends that the news broadcast service is maintained 
by defendant radio station in order to make its time allocated to ad- 
vertising service more valuable to advertisers through building up a 
broader field for effective advertising; and that, similarly, the field 
of effective advertising through complainant’s member newspapers 
is broadened by extending the field of newspaper distribution. A 
newspaper publisher gets paid not only for the advertising space 
in his newspaper purchased by advertisers, but also for each 
particular copy of his newspapers distributed to the public. The 
defendant radio station is not, therefore, directly in competition 
with complainant’s member newspapers in respect to the business 
of disseminating news for profit. The mere fact that the defend- 
ant radio station competes for business profit with complainant’s 
member newspapers in the advertising field does not make of the 
defendant and such newspapers competitors for business profits in 
the dissemination of news. Nor can it rightly be said that the 
taking or pirating by defendant, from complainant’s members’ 
newspaper issues regularly distributed and dedicated to the in- 
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formation of the public, of news reports and the broadcasting by 
defendant of such reports over its station to its radio listeners, 
without compensation or direct profit therefor, constitute unfair 
competition by defendant with the business of news gathering and 
dissemination for profit by complainant or its member newspapers. 
In this connection it is pertinent to note the language of the ma- 
jority opinion in the International News Service Case, at pages 
239, 240 of 248 U. S., 39 S. Ct. 68, 72 of the report of that case, 
as follows: 


The right of the purchaser of a single newspaper to spread knowledge 
of its contents gratuitously, for any legitimate purpose not unreasonably 
interfering with complainant’s right to make merchandise of it, may be 
admitted; but to transmit that news for commercial use, in competition 
with complainant—which is what defendant has done and seeks to justify 
—is a very different matter. . . . Stripped of all disguises, the process 
amounts to an unauthorized interference with the normal operation of com- 
plainant’s legitimate business precisely at the point where the profit is to 
be reaped, in order to divert a material portion of the profit from those 
who have earned it to those who have not; with special advantage to de- 
fendant in the competition because of the fact that it is not burdened 
with any part of the expense of gathering the news. The transaction 
speaks for itself and a court of equity ought not to hesitate long in char- 
acterizing it as unfair competition in business. 


But as above pointed out, defendant here disseminates the ques- 
tioned news reports to its listeners gratuitously and without profit, 
and for that reason complainant’s case against the defendant on 
the facts here must, in so far as the same is based on the rule of 
the cited case, fail. The rule of the majority of the Supreme Court 
in the cited case relied upon by complainant does not, on the ques- 
tion of unfair competition, apply to the facts in the case at bar. 

Complainant also brings forth in its behalf the case of The 
Associated Press v. Sioux Falls Broadcast Association, decided by 
Judge Jas. D. Elliott of the United States District Court of South 
Dakota at Sioux Falls, on March 4, 1933, being cause No. 377, 
S. D. Eq. This court has not had access to the opinion of Judge 
Elliott in that case, but from a certified copy of the findings and 
conclusions in the case it appears that the facts involved in it are 
substantially on all fours with the facts in the case at bar. It is 
argued that Judge Elliott considered the rule of International News 
Service v. Associated Press, supra, applicable and controlling in 
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the case before him; but, if Judge Elliott entertained that view, this 
court finds itself*respectfully unable to concur in Judge Elliott’s 
interpretation and application of the law. 

Complainant has cited other authorities reviewed by the court, 
but, without mentioning them all, it seems that the more important 
of them involve unlicensed use by the defendants of market or trade 
quotations or trade information compiled through special skill or 
inventive labor, and generally distributed not to the public at 
large, but only under contract to trade members. In the case at 
bar, no special skill or inventive labor is involved. 

The case of Tribune Co. v. Associated Press (C. C.) 116 F. 
126; the dissenting opinions of Justices Holmes and Brandeis in 
International News Service v. Associated Press, supra; the opinion 
of Circuit Judge L. Hand in Cheney Bros. v. Doris Silk Corpora- 
tion (C. C. A.) 35 F. (2d) 279; and the reasoning of the court in 
the German case reviewed in Journal of Air Law, 1931, vol. II, 
p. 63, all announced principles more clearly applicable to the facts 
here involved. 

Complainant, on page 26 of its brief, cites the Communications 
Act of 1934, title 47 U. S. Code Anno., § 605, and quotes therefrom 
as follows: “And no person not being authorized by the sender 
shall intercept any communication and divulge or publish the 
existence, contents, substance, purport, effect, or meaning of such 
intercepted communication to any person; and no person not being 
entitled thereto shall receive or assist in receiving any interstate 
or foreign communication by wire or radio and use the same or 
any information therein contained for his own benefit or for the 
benefit of another not entitled thereto”; and complainant argues 
that the German case cited by defendant, which refused to protect 
a radio broadcaster from pirating of its news by a newspaper, 
could not apply to the case at bar by reason of the provisions of 
the cited Communications Act (47 USCA § 151 et seq.); but that 
statute specifically applies only to communications by wire or radio 
and does not apply to communications published in a newspaper. 
The German case, therefore, holding that the radio broadcaster has 
no right in news which can be protected after the news has been 





264 TWENTY-FIVE TRADE-MARK REPORTER 


broadcast by radio to the public, may at least be said to indicate 
the modern trend and to point out the policy of a leading European 
country in protecting the public interest in news and in denying 
private business claims thereto from the moment the news is first 
dedicated to the use of the public, and, in so far as the principles 
announced therein apply to similar acts not controlled by specific 
law or authority, the German case is worthy of appropriate con- 
sideration here in the absence of other controlling authority to the 
contrary. The facts in that case are more nearly analogous to the 
facts in the case at bar than are those stated in any other cited 
case, except the South Dakota case. 

This court holds that when general news furnished by com- 
plainant, or local news claimed to be under its control as regards 
republication, has been printed in a regular issue of complainant’s 
member newspapers and that issue has been (in the ordinary 
course) published and distributed to the public, such news reports 
from that moment belong to the public, including the defendant and 
all others who may desire to use them, for all purposes except for 
sale by a rival news agency to its news publishing members, and 
that the mere fact that defendant disseminates gratuitously those 
news reports as a part of its radio service, after they have been 
so received by defendant contemporaneously with other members 
of the public, does not prevent defendant from so receiving and 
using such news reports, since such practice by defendant does not 
involve the pirating by one news gathering and distributing agency 
of news reports of another such agency, as was the case in [nter- 
national News Service v. Associated Press, supra. 

Another very important phase of this case is that disclosing the 
everlasting conflict between private enterprise and public interest. 
The case occasions restatement of the principle that improved 
instrumentalities for the advancement of social progress and public 
convenience, including agencies for improved free speech and free 
press, must not be discarded for the sake of private enterprise, 
unless such hindrance of the public interest be required by positive 
law or clear contract. To refuse the interpretation of its rights 
desired by complainant may, as contended, result in incidental 
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financial loss to it, but, in the absence of law or contract, it is in 
this situation for Congress alone to abridge the public interest in 
favor of complainant’s private enterprise; but Congress so far, 
even after giving the subject specific consideration in the past, has 
failed to take any action in the premises. 

The relative positions of complainant and defendant in the com- 
munication of news may be better understood by recalling to view 
the history of the important phases of our development in the 
fields of transportation and communication. In the earliest period 
of our country’s history, communication of private dispatches and 
public news was by individual courier on foot or, like Paul Revere, 
on horseback. Later came the stagecoach with the mails, always 
pressing onward to new frontiers. Next, the locomotive, or, as 
originally known, the “iron horse,’ developed the mail express, 
soon, however, yielding a portion of its communications business 
to the telegraph and telephone, and later yielding much of its 
business to its present aggressive competitors, the motorbus, motor- 
truck, and airplane. In many instances, electric street railways 
have been forced out of business by the more convenient and effi- 
cient motorbus. 

These improvements and developments have occurred in the 
field of news communication as well as in transportation, and have 
facilitated and have been indispensable to the march of progress in 
which the public has been most vitally interested, and, in respect to 
them, the protection of private investment has had to yield to the 
convenience of the public. A fair construction of the true situation 
in the case at bar is that it involves an exemplification of the greater 
efficiency of modern news dissemination instrumentalities as com- 
pared with those of by-gone days, which, in those days, adequately 
served alike private enterprise and public interest. Complainant’s 
and its newspaper member’s facilities are not likely to pass into 
disuse as some news communication instrumentalities have in the 
past, but the service which complainant’s facilities have rendered 
to the past or may render to the future cannot be employed to 
hinder the use of more modern means, including those of the de- 


fendant radio station, which, in some respects, surpass complain- 
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ant’s facilities to an extent comparable to the advantages of the 
airplane over those of the railroad train. 

Accordingly, the proper protection of complainant’s business, 
news service contracts, and invested capital cannot justify, with- 
holding from the public the more speedy and more extensive dis- 
semination of news through the improved instrumentalities of de- 
dendant radio station and others similarly situated, even when news 
reports broadcast by defendant or others gratuitously to their radio 
listeners have been taken from sources originated or controlled by 
complainant, if the reports have already been dedicated to the in- 
formation of the public in a publicly distributed issue of com- 
plainant’s member newspaper, unless such dissemination is in viola- 
tion of some clear contract between complainant and defendant or 
complainant’s member newspapers, or in violation of some positive 
law or well-defined general rule of conduct. This court is advised 
of no such positive law, contract, or rule of conduct, applicable to 
the facts here; and upon the foregoing considerations of facts and 
law the court concludes that the bill states no cause of action in 
equity nor any facts entitling complainant to the injunctive relief 
now sought. 

The temporary restraining order will be dissolved, the defend- 
ant must be discharged from the show cause order, and the tem- 
porary injunction will be denied. As in the court’s view the bill 
cannot in any event succeed, it must be dismissed. Counsel may 
propose appropriate form of order. 


ApvanceE Neckwar_E Co., INnc., ET AL. v. GoIDL 
(77 S. W. 598) 


Texas Court of Civil Appeals 
December 22, 1934 


Trapve-Marks—Uwnrair Competition—Suits—Insuncrion Witnovut Notice 
To DeFreNDANTS—ERrnror. 

The granting of an ex parte temporary injunction against the user 
of a similar business name from listing same in the telephone directory, 
no notice thereof having been given defendants, held error, where no 
immediate and pressing necessity therefor was shown. 
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In equity. Action for alleged unfair competition. From a 


judgment granting a temporary writ of injunction, defendants 
appeal. Reversed and rendered. 


Herring §& Hutchison and Henry Feld, all of Dallas, Texas., 
for appellants. 


E. M. Reichman, of Dallas, Texas., for appellee. 


Jones, C. J.: Appellee, Saul Goidl, instituted this suit in a 
district court of Dallas county, for an injunction and for damages 
against appellants, Advance Neckwear Company, Inc., Arthur Goidl 
and Johanna Goidl. The immediate issuance of a temporary writ of 
injunction was prayed for. On the presentation of a petition to the 
judge of the court in which the verified petition was filed, the judg- 
ment indorsed his flat thereon, directing the issuance of a temporary 
injunction, as prayed for, on appellee’s filing the usual injunction 
bond in the sum of $500. The bond was duly filed and the tem- 
porary writ of injunction issued September 17, 1934, and duly 
served on appellants on said date. Appellants made no appearance 
in the district court, but have duly perfected their appeal to this 
court. 

Under such an appeal, the facts alleged in the petition become 
the statement of facts in this court. It appears that, in May, 1933, 
appellee engaged in the business of manufacturing and selling 
neckwear of all kinds and descriptions as a wholesaler, and selling 
such merchandise to retail stores, merchants, and purchasers using 
wholesale quantities, and is now engaged in such business; that his 
place of business is located at 1111 Commerce Street, City of 
Dallas, and is operated under the name of “Goidl Neckwear Manu- 
facturing Company” and the “Goidl Neckwear Company’; that 
he has caused the name of “Goidl Neckwear Manufacturing Com- 
pany” to be placed in the telephone directory of the city, in which 
is given the telephone number and location of the place of business; 
that the same name has been placed in the city directory of the City 
of Dallas, with appellee as its owner, and giving said place of 
business; that by industry, advertising, and business integrity, he 
has built up a splendid business under said trade-names, not only 
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in the City of Dallas, but throughout the State of Texas, and 
throughout a number of neighboring states, and is now doing busi- 
ness of many thousands of dollars per year; that these trade-names 
have been duly registered, and no other business of this kind has 
operated under such kindred names until about a month before 
the institution of this suit. 

Appellant Advance Neckwear Company, Inc., is now and has 
for many years been engaged in the business of manufacturing and 
selling neckwear, in the City of Dallas, at an entirely different 
location from that used by appellee; that appellants Arthur Goidl 
and wife, Johanna Goidl, are not personally engaged in the neck- 
wear business, but are employees and stockholders in the Advance 
Neckwear Company; that for the purpose and intent of injuring 
appellee, appellants entered into a conspiracy to mislead the pa- 
trons of appellee and the residents of the City of Dallas, and to 
take advantage of the advertising of appellee, of his good-will and 
reputation, and to effectuate such conspiracy caused the name of 
“Goidl Arthur Neckwear Manufacturer” to be listed in the tele- 
phone book, and caused the name of “Goidl Arthur Neckwear 
Manufacturing Company”’ to be listed in the classified section, un- 
der “neckwear,” in the telephone directory, issued by the South- 
western Bell Telephone Company, which company is likewise made 
a defendant in this suit; that said parties have no place of business, 
but listed the telephone number of the Advance Neckwear Com- 
pany as the telephone number of the said Advance Neckwear Com- 
pany, and the place of business is given the same listing as that of 
the Advance Neckwear Company; and that such methods used by 
appellants are calculated to and are misleading appellee’s cus- 
tomers, injuring appellee’s trade, and that he has suffered damages 
already in the amount of $10,000. 

The petition in the respects above mentioned is fuller and more 
complete than that detailed in the above statements and states a 
cause of action on its face. The prohibitory part of the temporary 
writ of injunction issued is: 


Now, therefore, you, the said Advance Neckwear Company, Inc., a cor- 
poration, Arthur Goidl and wife, Johanna Goidl, and the Southwestern 
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Bell Telephone Company, a corporation, your counsellors, solicitors, at- 
torneys, agents, servants, and employes are hereby commanded to desist 
and refrain from using the name, “Arthur Goidl Neckwear Manufactur- 
ing” and “Arthur Goidl Neckwear Manufacturing Company,” or in any 
wise advertising said business or doing business under said name, or list- 
ing said names in the telephone directory of the Southwestern Bell Tele- 
phone Company for the City of Dallas, Texas, and from hereafter securing 
a telephone with the telephone number from the defendant, Southwestern 
Bell Telephone Company, under any of said names or any similar name 
leading to confusion or likely to deceive the public into believing that they 
are dealing with the plaintiff, or any other advertising medium or matter, 
and restraining the defendant, Advance Neckwear Company, Inc., from 
using the name of “Goidl” in any way to deceive the public and the pur- 
chasers of the plaintiff, to the injury of the plaintiff; and that the de- 
fendant, Southwestern Bell Telephone Company, be restrained from here- 
after listing said names of “Arthur Goidl Neckwear Manufacturing” and 
“Arthur Goidl Neckwear Manufacturing Company,” or any name similar 
to said names on behalf of the defendants or either or all of them, until 
the further order of the District Court to be holden within and for the 
County of Dallas, 44th Judicial District of Texas at the courthouse thereof, 
in the City of Dallas, at or before 10 o’clock a.m. of the Monday next 
following the expiration of twenty-five days from the date of this writ, 
being Monday, October 15, A.D. 1934, when and where this writ is returna- 
ble. 


The first notice appellants had of the filing of the suit and the 
issuance of the temporary writ of injunction was September 17, 
1934, when such writ was served on them. All of the appellants 
reside in the City of Dallas, as shown by the petition, and the 
Advance Neckwear Company has its place of business in said city, 
and the other two appellants, Arthur Goidl and wife, Johanna 
Goidl, are regular employees at such place of business. The officer 
to whom the district clerk gave the temporary writ of injunction 
served them the same day it was issued. There is absent any al- 
legation that shows an immediate and pressing necessity for the 
restraining order of the court, without notice to appellants. From 
the facts alleged in the petition, it is reasonably certain that all of 
the appellants could have received notice in one day of the filing of 
the suit that they should appear and show cause why the relief of 
a temporary injunction should not be granted; notwithstanding 
this, the court granted without notice all of the equitable relief that 
could have been given appellee at the final trial of the case. 

We are therefore of the opinion that the court erred in grant- 
ing an ez parte temporary writ of injunction, without notice to 
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appellants, and the order for the issuance of the temporary injunc- 
tion should be set aside and the injunction dissolved. Soto v. State 
(Tex. Civ. App.) 171 S. W. 279; Nelson v. Thompson (Tex. Civ. 
App.) 64 S. S. (2d) 373; Hopkins, et al. v. Frenchy (Tex. Civ. 
App.) 75 S. W. (2d) 184; Farb v. Theis (Tex. Civ. App.) 250 
S. W. 290. 

This order is made without prejudice to appellee’s right in the 
future to apply for the issuance of a temporary writ of injunction, 
on due notice to appellants, if he desires to pursue such course in 
the future. 


Reversed and rendered, dissolving the temporary writ of in- 
junction. 


In rE NorTHERN Pigment Co., ET AL. 
(71 F. [2d] 447) 


United States Court of Customs and Patent Appeals 
May 23, 1934 


Unram Competition—DErFInirTIon. 

It is well settled that unfair acts which will be enjoined by equity 
in the same manner as are the acts of palming off may consist of de- 
ceitful advertising which injures a competitor, bribery of employees, 
secret rebates and concessions, and other devices of unfair trade. 

Trape-Marks—ImportTaTion Unpver Tarirr Act oF 1930—Unrair Meruops 
or CoMPETITION. 

The importation into the country of an article which could not be 
manufactured and sold without the consent of the inventor or its 
licensee, held an unfair method of competition. 

Unram Competition—Tarirr Act or 1930—INTERPRETATION. 

By the words “unfair methods of competition and unfair acts in the 
importation of articles into the United States” (Sec. 337A) Congress 
did not intend that before such acts could be stopped, they must fall 
within the technical definition of unfair methods of competition as 
defined in certain decisions, but if unfair acts in the importation of 
articles are being practiced by anyone, they are to be regarded as 
unlawful and the section was intended to prevent them. 


In equity. On appeal from the United States Tariff Commis- 
sion in an action to exclude the importation of certain iron com- 
pounds for pigment purposes. Affirmed. 
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Pickrell §& McDonald (Eugene R. Pickrell, of counsel), all of 
New York ‘City, for appellants. 


Pennie, Davis, Marvin §& Edmonds, of New York City, (Ernest 
H. Merchant, Clarence M. Fisher, of Washington, D. C., 
and George J. Hesselman, of New York City), for Magnetic 
Pigment Co. 


Buianp, A. J.: The Northern Pigment Company, et al. have 
here appealed from the findings and recommendations made by the 
United States Tariff Commission pursuant to section 337, Tariff 
Act of 1930 (19 USCA § 1337). 

Said findings and recommendations were made after an inves- 
tigation was made by said Commission upon complaint of the Mag- 
netic Pigment Company, a New York corporation, in which com- 
plaint it was alleged that Bruce Ross, Limited, a Canadian cor- 
poration of Toronto, and others, were causing to be imported into 
this country yellow oxide of iron pigments produced by the North- 
ern Pigment Company, a Canadian corporation, and made by em- 
ploying the method of two United States patents under which the 
said Magnetic Pigment Company, as exclusive licensee, had been, 
for ten years, manufacturing such pigments commercially in the 
United States. 

After hearing the interested parties and making independent 
investigation, the said Commission made certain findings and recom- 
mendations which are set out in the margin. Pending the investi- 
gation by the Tariff Commission which was instituted on February 
24, 1933, the Commission recommended to the President that entry 
of certain iron compounds suitable for pigment purposes be ex- 
cluded except under bond, in accordance with the provisions of sub- 
division (f) of section 837, 19 USCA § 1337 (f). The Secretary 
of the Treasury, pursuant to the President’s request, issued on 
March 8, 1933, instructions to collectors of customs in conformity 
with the Commission’s recommendation. 

With the exception of the allegation in the complaint with 
respect to the use by the Northern Pigment Company of the trade- 
mark “Norpico,” which is alleged to be similar to the registered 





272 TWENTY-FIVE TRADE-MARK REPORTER 


trade-mark ‘““Mapico” of the Magnetic Pigment Company, the Com- 
mission made findings on all material allegations, all of which 
findings of law and fact were regarded by the Commission as being 
in harmony with and a justifiable basis for the recommendation for 
the issuance of an order of exclusion. Practically all the findings 
were against the contentions of the respondents. On the trade- 
mark question the Commission made no finding whatever. 

The appeal here by the Northern Pigment Company, Limited, 
et al., involves a great number of questions presented in nineteen 
assignments of error, but the controversy chiefly resolves itself into 
a few fundamental questions of law, which questions will be 
separately discussed in this opinion. 

It is first contended that the action brought by the Magnetic 
Pigment Company was a fishing expedition; that the oxide pig- 
ments made by the Northern Pigment Company, although similar, 
were better than those made by the Magnetic Pigment Company in 
this country, and that they were made by a secret process known 
only to the Northern Pigment Company; and that the investiga- 
tion was instituted for the purpose of discovering appellants’ 
method. 

The Commission found, and we think properly, that the North- 
ern Pigment Company, in the production of the said imported 
oxides, used the process disclosed by certain patents to Penniman 
and Zoph, Nos. 1,327,061 of January 6, 1920, and 1,368,748 of 
February 15, 1921, under which patents the Magnetic Pigment 
Company was the exclusive licensee for the portion of the United 
States east of the states of Montana, Wyoming, Colorado, and 
Texas. We think the record abundantly supports this conclusion. 
The law is settled, however, that if there is any substantial evidence 
which supports the findings of the Tariff Commission, its findings 
will not be disturbed in this court, since our jurisdiction is, by 
statute, expressly limited to questions of law. Frischer § Co., Inc., 
et al. v. Bakelite Corp., et al. 17 C. C. P. A. (Customs) 494; Id. 
(Cust. & Pat. App.) 39 F. (2d) 247, 257 [20 T.-M. Rep. 499]. 

Both parties have, in their briefs, quoted testimony which, we 
think, constitutes some substantial evidence that the Northern Pig- 
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ment Company, in producing the imported merchandise, employed 
the methods of the patents. Also, the testimony with reference 
to the analysis of the imported material is some substantial evi- 
dence that the material was made by the said Penniman and Zoph 
patented processes. Many other circumstances and facts dis- 
closed by the record are convincing, we think, that the Northern 
Pigment Company produced its oxides, which are similar, if not 
identical, to those produced by the Magnetic Pigment Company, 
by the use of the process of said American patents. 

The record shows that the president and the secretary-treasurer 
of the Northern Pigment Company were both formerly employed 
at the plant of the Synthetic Iron Color Company in California, 
a licensee under the Penniman and Zoph patents. Both of these 
individuals worked under the direction of Zoph, one of the inven- 
tors. It is shown in the record how the Northern Pigment Com- 
pany in Canada was established and why. We quote from the 
testimony of Fred C. Berling, the secretary-treasurer of the North- 
ern Pigment Company: 

We discussed raising capital and starting a small company to manu- 
facture for these processes and we considered various locations. There 
were two licensed manufacturers on the Pacific Coast and the tonnage 
consumed in that territory, in view of the fact that there were two manu- 
facturers, decided us against trying to locate on the Pacific Coast. In the 
East competition would also be keen, because it was covered by the Mag- 
netic Pigment Company of Trenton. We corresponded with the Boards 
of Trade of various large Canadian cities, and secured data on importa- 
tions of oxide of iron into Canada, and learned that most of the iron 
oxides used in Canada were imported, and we were able to learn about no 
manufacturer of yellow iron oxides or red iron oxides in Canada. We 
gave further consideration to Canada, because our capital was very limited 
and we knew that the reason—or, rather, both being employed by a plant 
who used the patented process, would be held against us, in the States; 
and there was no doubt that we would be brought into court on patent 
litigation, and we knew it would be impossible to build a plant and bring 
it into production and to defend ourselves with the small amount of 
capital we had available. 


So, taking everything into consideration we decided to study the situa- 
tion in Canada from an economic standpoint. 


This leads up to the second contention of appellants, to wit, 


that the record shows that no efficiently and economically operated 
United States industry is shown to have been injured or that the 
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importation of said oxides has the tendency to destroy or sub- 
stantially injure such an industry. In this connection it is urged 
that while the Magnetic Pigment Company is a large producer in 
the United States of said pigments, it is not the sole industry, and 
furthermore that the importation of the cheaper produced product 
of appellants would tend to destroy a monopoly, protect the public, 
and thus produce a healthy condition. 

We have carefully gone into the record on this phase of the 
question, and we conclude that the finding in this respect by the 
Tariff Commission was fully justified. It was shown that owing 
to the location, lack of advertising expense, lack of patent royalty 
expense, conditions of labor, etc., the Northern Pigment Company 
sold, in certain quantities, its product at 414 cents per pound, 
f. 0. b. Toronto. This price was subject to a discount of 1 percent 
in ten days and must also have included a commission to Bruce 
Ross, Limited. The actual production cost of the product of the 
Magnetic Pigment Company at Trenton, N. J., in 1932, was 6.341 
cents per pound. It is shown in evidence that by reason of the im- 
portation of iron oxides produced by the Northern Pigment Com- 
pany and offers to sell same to the customers of the Magnetic Pig- 
ment Company at a lower price than the cost of production of the 
Magnetic Pigment Company, the business of the Magnetic Pigment 
Company during the years 1931 to 1932 was a failure. These and 
other facts in the record, we think, are not only some substantial 
evidence supporting the finding of the Commission that the importa- 
tion of the pigments manufactured by the Northern Pigment Com- 
pany tended to destroy or substantially injure an industry of the 
United States, but conclusively show this fact. 

Third. Before the Commission, appellants stated that they 
did not question the validity of the patents, but in this court they 
directly challenge the validity of the patents by contending that 
one of them is void by reason of public use of the process for more 
than two years prior to the application for such patent, and that 
both patents are void because the process steps as well as the 
product are old. In Frischer & Co., Inc., et al. v. Bakelite Corp., 
et al., supra, this court held as follows: 
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The second question is concerned with the right or duty of the Tariff 
Commission to pass_ upon the validity of the patents involved herein. 
Counsel for both the complainant and respondents proceeded upon the 
theory, in this court, that the Commission had a right to pass upon the 
same and much testimony was taken before the Commission on that ques- 
tion. But, whatever the concessions of counsel may be, we are clearly of 
opinion that it was neither the right nor the duty of the Tariff Commission 
to pass upon the question as to whether complainants’ patents were 
properly issued or not. 


We are of the opinion that since the validity of the patents 
was not a proper consideration for the Tariff Commission, it is not 
a proper matter for consideration here on appeal. We find nothing 
in the Tariff Act of 1930, or the legislative history with reference 
thereto, that differentiates the law applicable to this case from the 
law which was applicable to the predecessor provision of the Tariff 
Act of 1922, concerning which the above-quoted language was used. 

Fourth. The next question raised by the appellants is, we 
think, the most important one in the case and by reason of its 
importance it is entitled to most careful consideration. It is con- 
tended by the appellants, in substance, that before the provisions 
of section 337 of the Tariff Act of 1930 (19 USCA § 1337) may be 
applied, it is necessary for the Tariff Commission to find not only 
“unfair methods of competition,” as that term is defined by the 
courts, but also “unfair acts in the importation”; that both must 
be found, since Congress in section 337 used the conjunctive “and” 
instead of the word “or.” It is then argued that under numerous 
judicial interpretations of the term “unfair methods of competi- 
tion,’ the importation into this country of an article which could 
not be manufactured and sold without the consent of the inventor 
of the article or his licensee does not constitute unfair methods of 
competition. It is furthermore argued that it is not an unfair act 
within the meaning of that term as used in the section. 

Section 337 (a) of the Tariff Act of 1930 (19 USCA § 1337 
(a) ) reads as follows: 


Sec. 337. Unfair practices in import trade. 

(a) Unfair methods of competition declared unlawful. Unfair methods 
of competition and unfair acts in the importation of articles into the 
United States, or in their sale by the owner, importer, consignee, or agent 
of either, the effect or tendency of which is to destroy or substantially 
injure an industry, efficiently and economically operated, in the United 
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States, or to prevent the establishment of such an industry, or to restrain 
or monopolize trade and commerce in the United States, are hereby de- 
clared unlawful, and when found by the President to exist shall be dealt 


with, in addition to any other provisions of law, as hereinafter provided. 
[Italics ours.] 


This exact question has not been passed upon before, but we 
think both the reasoning and result of our decision in the Frischer 
Case, supra, are controlling of our decision here. In the Frischer 
Case there was involved a patent situation similar to the one at 


bar and also the violation of a trade-mark right. In that case we 
said: 


The sole remaining question for decision is whether such facts are suf- 
ficient, in law, to constitute “unfair methods of competition and unfair 
acts in the importation of articles into the United States, or in their sale 
by the owner, importer, consignee, or agent of either,” as provided in 
said section 316 (a), 19 USCA § 174. 

H. R. 7456, which afterwards became the Tariff Act of 1922, did not, 
as it passed the House of Representatives, contain the present section 316. 
This section was inserted by the Senate Committee on Finance and, as 
originally reported to the Senate, provided that the President might 
designate any executive department or independent establishment of the 
government, or both, to investigate any alleged violation and report their 
findings in the same to him. As the bill passed the Senate, the United 
States Tariff Commission was substituted as a fact finding agency “on 
complaint under oath or upon the initiative of such department or inde- 
pendent establishment.” In conference, this section assumed the form in 
which it appears in the law. In reporting the bill to the Senate, the report 
of the Finance Committee states: “The provision relating to unfair 
methods of competition in the importation of goods is broad enough to 
prevent every type and form of unfair practice and is, therefore, a more 
adequate protection to American industry than any antidumping statute 
the country has ever had.” 

In view of this statement, and having in mind that one of the express 
objects of the Tariff Act of 1922, as stated in its title, was “to encourage 
the industries of the United States,” it is very obvious that it was the pur- 
pose of the law to give to industries of the United States, not only the 
benefit of the favorable laws and conditions to be found in this country, 
but also to protect such industries from being unfairly deprived of the 
advantage of the same and permit them to grow and develop. 

What constitutes unfair methods of competition or unfair acts is 
ultimately a question of law for court and not for the Commission. Fed. 
Tr. Com. v. Gratz, 253 U. S. 421, 427, 40 S. Ct. 572, 64 L. Ed. 993 [10 T.-M. 
Rep. 295]; Standard Oil Co. v. Fed. Tr. Com. (C. C. A.) 273 F. 478, 17 
A. L. R. 389 [12 T.-M. Rep. 325]; Am. Tobacco Co. v. Fed. Tr. Com. 
(C. C. A.) 9 F. (2d) 570; Fed. Tr. Com. v. Curtis Pub. Co., 260 U. S. 
568, 580, 43 S. Ct. 210, 67 L. Ed. 408 [13 T.-M. Rep 25]. Each case of 
unfair competition must be determined upon its own facts, owing to the 
multifarious means by which it is sought to effectuate such schemes. Fed. 
Tr. Com. vy. Beech Nut Co., 257 U. S. 441, 453, 42 S. Ct. 150, 66 L. Ed. 
$07, 19 A. L. R. 882 [10 T.-M. Rep. 317]. 
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The appellants were importing material which constituted an infringe- 
ment of the patent rights of the complainant Bakelite Corporation. The 
fact that the respondents purchased the same in a foreign country where 
their manufacture was in accordance with law, and that they may have 
lawfully imported the same into this country, does not alter the case. 
It has been held that where a person was authorized, under the laws of 
Germany, to sell a certain product there, purchasers from him could not 
be thereby authorized to sell the articles in the United States in defiance 
of the rights of patentees under a United States patent. The sale of 
articles in the United States, under a United States patent, cannot be con- 


trolled by foreign laws. Boesch v. Graff, 183 U. S. 697, 10 S. Ct. 378, 33 
L. Ed. 787. 


The same is true as to the registered trade-marks of Bakelite Cor- 
poration. The monopoly in case of a United States patent is more ex- 
tensive, but there is no sufficient reason for holding that the monopoly 
of a trade-mark is less complete. Where imported goods were marked 
with a French trade-mark, it was held that they could not be sold in the 
United States when such mark was the same as the trade-mark of the 
plaintiff in the United States. Ownership of goods does not carry the 
right to sell them with a specific mark. Bourjois § Co. v. Katzel, 260 
U. S. 689, 43 S. Ct. 244, 67 L. Ed. 464, 26 A. L. R. 567 [13 T.-M. Rep. 69]. 


It seems to us that the above is quite applicable to the facts in 
the case at bar, with the exceptipn of that part which relates to 
the registered trade-marks, since in the instant case no finding on 
that subject was made by the Tariff Commission. 

In the Frischer Case, supra, we discussed the authorities on the 
“methods of unfair competition’ and there pointed out the im- 
portance of “palming off” the merchandise of one person for that 
of another in acts of unfair competition. The “palming off” doc- 
trine was an important element in the Frischer Case, because in that 
case there was evidence of such palming off. 

It is well settled, we think, that unfair acts which will be en- 
joined by equity in the same manner as are the acts of palming off 
may consist of deceitful advertising which injures a competitor, 
bribery of employees, secret rebates and concessions, and other de- 
vices of unfair trade. See Nims, Unfair Competition and Trade- 
marks (8d Ed.) p. 86; also, Witherow Steel Corp. v. Donner Steel 
Co. (D. C.) 81 F. (2d) 157; Vortex Mfg. Co. v. Ply-Rite Con- 
tracting Co., et al. (D. C.) 33 F. (2d) 302, 313 [19 T.-M. Rep. 
311). 

We are of the opinion that when Congress used the phrase, in 
section 337 (a) of the Tariff Act of 1930, 19 USCA § 1337 (a), 
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“unfair methods of competition and unfair acts in the importation 
of articles into the United States,” it did not intend that before 
such methods or acts could be stopped, the act had to fall within 
the technical definition of unfair methods of competition as it has 
been defined in some of the decisions, but we think that if unfair 
methods of competition or unfair acts in the importation of articles 
into the United States are being practiced or performed by any 
one, they are to be regarded as unlawful, and the section was in- 
tended to prevent them. We are furthermore of the opinion that 
the importation into this country of a product made without the 
authority of a patentee, under the process of an American patent, 
such as is shown in the case at bar, falls within the provision “un- 
fair methods of competition and unfair acts in the importation of 
articles into the United States.’”’ In re Orion Co., 71 F. (2d) 458, 
22 C. C. P. A. (Customs) —, decided concurrently herewith. 

From the case of Standard Oil Co. of Maine v. Standard Oil 
Co. of New York (C. C. A.) 45 F. (2d) 309, 311 [21 T.-M. Rep. 
107], we quote the following: 


The law of unfair competition in trade is of comparatively recent origin 
and growth, Nims on Unfair Competition, § 2; but it has been and is 
being extended to cover all instances of fraudulent interference with an- 
other business. Courts of equity are extending the principles of equity to 
enjoin unfair competition in all its phases... . 


The following is quoted from Nims on Unfair Competition and 
Trade-Marks (3d Ed.) p. 36: 


Section 9a. Passing off no longer a requisite of the unfair competition 
action. That this action has expanded in recent years cannot be doubted. 
It is no longer true that there is no cause of action unless passing off 
is present. Passing off is but one of various practices that are actionable 
as unfair competition. The growth has been gradual but constant. At 
the outset, actual passing off was enjoined. Later, although no actual 
passing off was proven, injunctions were issued against acts that might 
result in passing off, if continued. Later still, acts were enjoined which 
injured the plaintiff even though no passing off was present or threat- 
ened, ... 


Further discussion of this phase of the case is not regarded as 
of importance here. Congress has used a broad and _ inclusive 


term, and we think the context of the provision and the purposes 
for which it was enacted, as shown by its legislative history, 
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clearly indicate that the acts of the respondents, as found by the 
Commission, clearly’ fall within the term in controversy. 

Fifth. It is argued at great length by appellants that in view 
of the fact that Congress made a special provision authorizing cus- 
toms officers to stop the importation of goods, which if sold here 
violated American registered trade-mark rights, and made no men- 
tion there or elsewhere of the violation of a patent right, it could 
not have contemplated the violation of a patent right being within 
the purview of the term used. 

We find no merit in this contention. The enforcement of the 
trade-mark provision was one which could easily be left to the 
customs officers. It could be satisfactorily handled administra- 
tively. The determination of when an unfair method of competi- 
tion had been followed or an unfair act in importation had been 
practiced called for such investigation and fact finding as to make 
such a determination by the regular customs officers almost an im- 
possibility. It is not difficult to see why Congress would not desire 
to thrust such a duty and responsibility upon the customs officers 


at the ports. In view, however, of the solicitude of Congress to 
protect American trade-mark rights, it would seem to follow that it 
would be and was also concerned with the protection of American 
patent rights, and we believe it intended that the section in con- 


troversy should meet this particular situation as well as other un- 
fair acts. 


This court, in the Frischer Case, quoted with approval the fol- 
lowing finding of the Tariff Commission: 


The situation presented by the manufacture in the United States of 
articles infringing patents is quite different from that presented by the 
importation of such articles made abroad. In the case of the sale of arti- 
cles manufactured in the United States the infringing manufacturer can 
be proceeded against and thus the unfair practice be reached at its 
source. Domestic patentees have no effective means through the courts 
of preventing the sale of imported merchandise in violation of their patent 
rights. Customs officers are forbidden to disclose information concerning 
importations. Customs Regulations 1923, Articles 1131, 1323. When such 
merchandise is delivered from customs custody it may be and frequently 
is distributed throughout the United States. The difficulties which con- 
front a patentee seeking to enforce his rights through the courts are 
practically insurmountable. He is required to proceed against each in- 
dividual dealer selling the infringing articles, which of course would lead 
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to a multiplicity of suits with little likelihood that all infringing dealers 
could be reached. The cost of the numerous suits with the small amount 
of damages which may be recovered in any one suit discourages resort to 
the courts. Moreover, a decree obtained against one dealer would have 
no binding effect upon others, and by the simple expedient of changing the 
consignees the effect of a decree when secured would be nullified. Unless, 
therefore, section 316 may be invoked to reach the foreign articles at the 
time and place of importation by forbidding entry into the United States 
of those articles which upon the facts in a particular case are found to 
violate rights of domestic manufacturers, such domestic manufacturers 
have no adequate remedy. 

It has long been settled that articles patented in the United 
States cannot be manufactured abroad, imported, and sold in viola- 
tion of the rights of the patentee. Boesch v. Graff, 133 U. S. 697, 
10 S. Ct. 378, 338 L. Ed. 787. In the instant case the record shows 
that there were a number of distributors or handlers of the North- 
ern Pigment Company’s product in competition with the product 
of the Magnetic Pigment Company. Upon being notified by the 
Magnetic Pigment Company to desist, most of them ceased such 
efforts, but others were found to take their places. It seems obvi- 
ous that there is no adequate remedy to protect the rights of a 
complaining American industry, such as is shown by the record at 
bar, unless the provisions of the section at bar may be invoked. 
Moreover, the section contains this significant clause: “.... should 
be dealt with, in addition to any other provision of law... .” No 
valid reason or logical basis to support the conclusion that Con- 
gress, by using both the phrase “unfair methods of competition” 
and “unfair acts,’ did not intend to cover the violation of patent 
rights, such as are involved here, has been suggested to us. Obvi- 
ously one of the purposes of the enactment of the section, as well 
as the whole act, was for the encouragement of American industry. 
The proper application of the legislation here in controversy cer- 
tainly would encourage and help a great many American industries. 

It has been suggested that Congress could not have contem- 
plated the exclusion from importation of foreign made goods upon 
the basis of an invalid patent, and that if the Tariff Commission 
and this court have no right to pass upon the validity of a patent, 
the result would be that lawful and proper importations could be 
excluded by reason of the existence of a wholly invalid patent. 
The courts, in many instances, have held that patents issued by the 
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United States Patent Office will carry with them the presumption 
of validity. Seymour v. Osborne, 11 Wall. (78 U. S.) 516, 538, 
20 L. Ed. 33; Frischer & Co., Inc., et al. v. Bakelite & Co., et al., 
supra. Forums have been provided where the validity of such 
patents may be tested. It is hardly presumable that it was in- 
tended that the Tariff Commission, a fact-finding body, should 
assume such a responsibility. Notwithstanding this situation, 
which appellants seem to think is anomalous, we conclude that 
Congress intended to prohibit such importations even though the 
validity of the patent had not been passed upon and could not be 
passed upon by the Tariff Commission or this court upon appeal 
from the Commission. Appellant speaks of the violation of the 
rights of American citizens. It has often been held that the im- 
portation of foreign goods is not a right but a privilege. Board of 
Trustees of the University of Illinois v. United States, 20 C. C. 
P. A. (Customs) 134, T. D. 45773; affirmed, 289 U. S. 48, 538 
S. Ct. 509, 77 L. Ed. 1025. 

Sixth. Appellants also contend that the section is unconstitu- 
tional for the reason that it is indefinite and leaves the determina- 
tion of what are unfair methods and unfair acts to the Tariff Com- 
mission, and for the further reason that it attempts to delegate to 
the President judicial powers. In the Frischer Case, supra, we 
held that the predecessor section 316 of the Tariff Act of 1922 (19 
USCA §§ 174-180) was constitutional, and cited Hampton, Jr., § 
Co. v. United States, 14 Cust. App. 350, T. D. 42030, affirmed, 
276 U. S. 394, 48 S. Ct. 348, 72 L. Ed. 624, as supporting author- 
ity. Appellants have attempted to point out differences between the 
predecessor provision of the Tariff Act of 1922 and that of the 
Tariff Act of 1930 now under consideration. It is needless for us 


to go into an extended discussion of this question, since we see no 
merit whatever in the contention. No differences between said 


provision of the Tariff Act of 1922 and that of the Tariff Act of 
1930 here in controversy have been pointed out that would cause 
us to regard this court’s holding in the Frischer Case, supra, as 
not controlling of the issue of constitutionality in the case at bar. 

Appellants’ brief contains a separate paragraph headed as fol- 
lows: “This court has never hesitated to reverse its decisions 
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when convinced error had been committed.’ At the end of this 
paragraph, certain of our decisions have been cited. As we under- 
stand it, this is a concession that the main issue involved in this 
case was decided in the Frischer Case, supra, and that this appeal 
is, in effect, for the purpose of bringing about a reversal of said 
decision in that respect. We have no quarrel with appellants’ at- 
tempt to bring all material facts before this court with a view of 
avoiding the force and effect of that decision and of attempting 
to bring about a reversal of it if possible, and although appellants 
have very fully and very ably discussed the many different ques- 
tions raised, we are convinced of the correctness of our conclusion 
and reasons in that decision and think it is for the most part 
controlling in this case as we have hereinbefore indicated. 

We conclude that there are no errors of law in the findings of 
the United States Tariff Commission herein and that they should 
be, and are, therefore, affirmed. 


Affirmed. 
HartFiEtp, A. J., did not participate. 


Garrett, A. J. (specially concurring): As in the case of 
In re Orion Co., decided concurrently herewith, 71 F. (2d) 458, 
22 C. C. P. A. (Customs) —, I agree that the doctrine announced 
by the majority in the case of In re Frischer & Co., Inc., et al. v. 
Bakelite Corp., 17 C. C. P. A. (Customs) 494, T. D. 43964, is 
controlling here. 

It is true that in the Frischer & Co. Case, supra, the majority 
held that in addition to alleged patent infringement there were cer- 
” while in the instant case 
and in the Orion Co. Case, supra, the sole act is the alleged patent 
infringement, but the clear implication of the Frischer & Co. deci- 


tain other acts comprising “unfair acts, 


sion, if not the positive holding, left no doubt as to the meaning of 
the majority, and to dissent upon any theory that the question was 
not there foreclosed would, I feel, be merely to quibble. I do not 
agree to all the assertions and expressions of the majority in the 
instant case, but, constrained by the doctrine of the Frischer & 
Co. Case, supra, I concur in the conclusion. 
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R. B. Davis Company v. Jutivs J. Davis, individually and doing 
business as Jutius J. Davis Bakine Powper Co. 


United States District Court, Eastern District of New York 
April 23, 1935 


Unrair Competirion—Use or Simian Lasers anp Trape-Name—“Davis’ 
O. K. Baxrxc Powner.” 

In 1878, plaintiff's predecessor began the manufacture of baking 
powder under the mark “Davis’ O. K.,” in 1905, plaintiff was incor- 
porated and four years later obtained registration for its “Davis 
Baking Powder” mark. Subsequently, in 1919 and in 1932, plaintiff 
obtained registration for the words “Davis” and “Davis Baking Pow- 
der,” respectively. Defendant began in 1932 to put out a_ baking 
powder under his name and label, buying this product from another 
concern, which label he registered in the Patent Office in April, 1933. 
In February, 1934, after obtaining a formula, he began manufacturing 
and putting out the baking powder himself. Held that the original 
use of the name “Davis” by defendant was a business fraud on the 
plaintiff and should be enjoined. 

Unram Competitrion—“Davis” on BakinG Powper—SeconpDaRY MEANING. 

Because of the long association of the word “Davis” with plaintiff's 
products, especially with baking powder, said word held to have ac- 
quired a secondary meaning as indicating plaintiff's product exclusively. 

Unrain Competirion—Svuirs—Form or INJUNCTION. 

In the case at issue, held that the plaintiff would be sufficiently 
protected by an injunction against the further use by defendant of 
the word “Davis” on his label. 


Nims & Verdi (Wallace H. Martin and Steward W. Richards, 
of counsel), all of New York City, for plaintiff. 


Russell, Shevlin & Russell (Matthew J. Shevlin and Charles M. 
Siegfried, of counsel), all of New York City, for defendant. 


Incu, J.: The plaintiff brings this suit by bill of complaint 
duly filed August 18, 1934, in which it asks that the defendant be 
restrained from manufacturing or selling or offering for sale a 
certain baking powder and a chocolate flavored malt product, made 
by defendant, in certain containers, bearing certain labels, offered 
in evidence, which plaintiff claims has enabled defendant to un- 
fairly compete with plaintiff, and which violate plaintiff's trade- 
marks, ete. 

The defendant duly answered, by pleading filed October 15, 
1934, which answer puts in issue the material allegations of said 
complaint. The answer contains a counterclaim based on an 
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alleged conspiracy and entrapment by plaintiff resulting in alleged 
damage to defendant, it being claimed that the said conspiracy and 
entrapment was a -part of plaintiff's efforts to unlawfully destroy 
the business of defendant. 

The plaintiff duly replied to this counterclaim by reply, filed 
October 30, 1934. This court has jurisdiction of both suit and 
counterclaim. 

A preliminary injunction was granted to plaintiff, which in- 
junction was thereafter modified on appeal. This will be consid- 
ered later in this opinion. 

The first thing to be found are the facts. Thereafter will be 
considered the effect of the order of said appellate court, as in- 
dicated in its decision. Finally the law applicable to the facts 
found will be discussed. A great deal of testimony was taken but 
the material facts appear to be, in substance, as follows: 

In 1878 Robert Benson Davis commenced the manufacture of 
baking powder. In his label he emphasized two things. One was 
the word “Davis” the other the letters “O. K.” The earlier speci- 
mens of this label are found in plaintiff's Exhibits 2, 3 and 4. 
The business started in New York City but in or about 1893 the 
factory was moved to Hoboken, New Jersey, where it still is. 

In 1905 the plaintiff was incorporated under the laws of the 
State of New Jersey and four years later plaintiff obtained its first 
trade-mark registration of Davis Baking Powder (plaintiff's Ex- 
hibit 1). 

In 1919 plaintiff obtained its trade-mark for the word “Davis” 
with an apostrophe (plaintiff's Exhibit 5). Finally in 1932 plain- 
tiff obtained another trade-mark registration for “Davis Baking 
Powder” (plaintiff's Exhibit 4). 

It is therefore a fact that, for over a half a century, Davis 
Baking Powder has been on the market and for the past quarter of 
a century, since obtaining its first United States trade-mark, this 
baking powder has been identified by the word “Davis.” 

Between the years 1918 and 1934 the annual sales have aver- 
aged 21,000,000 cans. This market covers not only the United 
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At one time these sales reached al- 
most 35,000,000 cans in a single year. 

Substantially all the grocery stores, and certainly all the im- 
portant stores of this character, not only handled Davis Baking 
Powder but there is ample testimony that this product is commonly 
known and identified by the name “Davis.” 

To be sure the letters “O. K.,” at first more prominent, and 
under the new and more attractive labels, less prominent, have been 
retained but it is clearly proven from the testimony that it is this 
word “Davis” that uniformly identifies plaintiff's product to the 
consumer and grocer. 

Naturally such a history in regard to a product, one which I 
think cannot be reasonably disputed, rests on two things. One the 
excellent method of manufacture, the other, wide advertising. 

One of these alone might not be sufficient for it is a waste of 
money to advertise an inferior product. Certainly this would be 
so for such length of time as we find here. On the other hand, 
unless an excellent product is widely and wisely advertised, the 
extent of its market remains limited. 

The proof shows that plaintiff's method of manufacture com- 
prises ingredients of highest quality, carefully tested by experts, 
and manufactured by expensive and adequate machinery, designed 
to insure its purity, and, from the time it consists of raw material 
until it reaches the consumer packed in its can, this product is not 
touched by human hands. 

It also appears that for the past few years air tight cans have 
been added to prevent deterioration, it having been discovered, in 
the continued efforts of plaintiff to perfect its product, that the slip 
cover can, then in general use, tended to permit such deterioration. 

There is testimony that plaintiff supplies more than one-half 


of the total amount of the baking powder sold in the New York 
area. 


States but foreign countries. 


In addition to this business of manufacturing and selling baking 
powder plaintiff also manufactures a preparation named “Coco- 
Malt.” This coco-malt business was purchased by plaintiff in 1925 
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and in the past ten years plaintiff has sold approximately 34,000,- 
000 cans of this chocolate malted drink. 

As to the second important thing, that of advertising of its bak- 
ing powder and coco-malt, plaintiff has done a great deal. This 
consists of extensive advertising in newspapers, magazines, street 
car cards, and over the radio. The volumes of these advertise- 
ments offered in evidence by plaintiff covering a period from 1917 
to date (plaintiff's Exhibits 10, 11, 12 and 13) show the wide 
amount of this advertising. 

Much of the later advertising relates to both the baking powder 
and ‘“‘Coco-Malt.” This advertising also has been in newspapers 
of other languages except English. All of the above has cost and 
is costing plaintiff a great deal of money. 

Having briefly considered the plaintiff's business we now turn 
to the business conducted by the defendant. 

According to the testimony of Davis he was born in 1892. Both 
his father and mother were Roumanians and came to this country 
before his birth. So far as he knows his father, who is dead, was 
known as Davis and defendant has always been known by that 
name. His mother was not produced as a witness. In 1911 when 
he was about nineteen years of age he was employed by a shoe 
company. In 1918 he entered the Army and was discharged 
March, 1919 and then returned to this shoe company where he 
continued to act as an accountant and manager, until 1921, when he 
left the shoe company to go into the real estate business. He was 
and is also a notary public. He had a small place of business at 
176 Stagg Street, Brooklyn. In 1932 he looked around for some 
other and additional occupation and became interested in a maga- 
zine article which advertised a book by someone mentioning the 
various lines of business which might be gone into and pursuant to 
this he considered the possibility of manufacturing and selling a 
baking powder. 

He made inquiries at a small grocery store nearby and learned 
from the grocer that he bought his baking powder from a certain 
concern and called upon this concern and arranged with it to pack 
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a product for him in his own cans and under his label. He then 
had a commercial artist make cuts for a label and the product was 
then packed by this company in defendant’s cans shipped to and 
sold by defendant. 

In April, 1933, he registered his label in the Patent Office No. 
308,688 (defendant’s Exhibit D). 

The foregoing arrangement by defendant continued for a few 
months when defendant changed to another concern in Jersey City. 
This new concern followed the same plan, packing the cans for 
defendant and shipping same to him for sale by him, until Feb- 
ruary, 1934, when defendant obtained a formula from a chemical 
company and started to manufacture a powder himself and pack 
the cans by hand. 

At his place of business, on the window of which is the adver- 
tisement of the real estate and insurance activities of defendant, 
the front portion is used as an office or store and set aside is a 
small room, with a curtain at the doorway, in which room or com- 
partment is his so-called manufacturing plant. He states that he 
still does “insurance and real estate and acts as notary public.” 

This plant consists of a 200-pound mixer, driven by a motor, 
and after mixing the powder, it is discharged into a galvanized can, 
and from this can, it is poured into a barrel, lined with moisture 
proof paper, and a cover is placed upon this barrel. Defendant 
then packs the cans by hand as needed. 

Thus it is apparent that both the size of this so-called plant 
and the method pursued are somewhat primitive. His method of 
selling the product depends on his own efforts as salesman, with 
such assistants as he hires. His advertising likewise is limited but 
his price is cheaper. 

No fault can be found with such humble beginnings as it has 
often accompanied the start of a large and important industry. 
The trouble here is that defendant is attempting to succeed not on 
the merits of his own baking powder, etc., but is intentionally 
appropriating the extensive good-will and advertising of plaintiff 
in his attempt to sell his products. 
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So much for the facts concerning the history of the plaintiff 
and defendant. We now turn to the decision of the Circuit Court 
of Appeals of this Circuit, on the motion for a preliminary injunc- 
tion. 

This motion was based on affidavits, the statements in which 
were followed substantially by many of the witnesses called at the 
trial. 

Of course, if this decision was intended to direct, in a sense, 
the proper form of decision after the trial such direction must and 
should be carefully followed by this court. But it does not seem 
to me that such was the intention and in fact a mere reading of 
the decision indicates, it seems to me, that pending a trial the ap- 
pellate court, considering a motion confined merely to affidavits, 
did not feel that the broad relief originally directed by the lower 
court should be granted but that any such broad relief, if any, 
should be only after a trial at which witnesses could be examined 
and cross-examined. 

Believing this is the correct viewpoint the court has carefully 
considered all the testimony and exhibits, necessarily giving the 
great weight to which it is entitled to the decision on the prelimi- 
nary motion, and with the due caution indicated under the cir- 
cumstances. 

The mandate of the Circuit Court of Appeals modified the order 
of the lower court and confined the relief granted to plaintiff pend- 
ing the trial to the following: 


From. using in connection with the sale of baking powder other than 
the plaintiff's product, the word “Davis,” unless accompanied by the 
prefix, “Julius J.,” and the suffix, “not connected with the R. B. Davis 
Company, manufacturers of the original Davis baking powder.” Both 


prefix and suffix are to be in type of the same font, size and color as the 
word, “Davis.” 


Counsel for defendant now urges, both in his briefs and on the 
oral argument, that even this restriction is not warranted. 

In my opinion it is not only warranted but in the view that I 
take of the facts proved at the trial it will be ineffective to afford 


reasonable protection to plaintiff from the deliberately unfair com- 
petition of defendant. 
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The learned appellate court in its opinion stated among other 
things as follows: 


In general we are in agreement with the disposition of this case made 
by the district judge. Laying aside all controverted issues, it is apparent 
that the defendant, long before his business could have become substantial, 
learned that the use of his name in the baking powder business would be 
likely to interfere with plaintiff's old and well known name. Thereafter 
he went on at his peril, even though his original purpose was innocent; 
a conclusion which we are by no means disposed to assume, and whose 
determination we leave open for the hearing. 

I am satisfied after careful consideration of all the testimony 
that on the particular facts in this suit the great concern of the 
defendant about the right to use his name is a sham. That what he 
wants is the right to use the plaintiff's name and hopes to accom- 
plish this because of the known reluctance of the courts to restrict 
a man in the use of his own name in business. 

The defendant on cross examination admitted that when he was 
about fifteen or sixteen years of age that his mother used Davis 
Baking Powder, the product of plaintiff, while he also states that 
he did not know of any Davis Baking Powder being on the market 
when he decided to go into business. 

It is my opinion that he not only knew of it since the time that 
he admits that his mother used it but that he intentionally and 
deliberately chose this name “Davis” to be prominently displayed 
on his product because he knew that plaintiff's powder was very 
widely and favorably known. In other words he found it a 
fortunate circumstance and believed he could use this desirable 
name because of his own name. This may have been a reasonable 
attitude were the facts different but this alleged right entirely dis- 
appeared after he received notice from plaintiff complaining of his 
acts, and nevertheless persisted in doing so. 

In my opinion even the original idea was not innocent but on 
the contrary was shrewdly adopted hoping that the law would sus- 
tain him on the theory of the use of his own name. 

Thus, in my opinion, the original use of this name by defendant 
was a business fraud unless a man can use his own name under 
any and all circumstances which I take it, is not the law. Herring- 
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Hall & Marvin, etc. v. Hall, 208 U. S. 554. Garrett v. Garrett, 78 
F. 472. Nims on Unfair Competition, 3rd Ed. pages 195-206. 
Also see as to registration in this connection Davis v. Davis, 233 
U. S. 461. Chickering v. Chickering, 215 F. 490 [2 T.-M. Rep. 
492]. 

I also find that because of the long association of the word 
“Davis” with plaintiff's products, especially that of baking powder, 
the word “Davis” has taken on a new meaning or, as it is usually 
referred to, has assumed a secondary meaning which latter meaning 
has submerged the primary meaning of the word “Davis” as a 
man’s name merely, and this new meaning survives and has become 
the identification, in the market, of the product and its source, as 
much as a trade signature. 

Counsel for defendant in their excellent briefs strenuously op- 
pose both of these propositions. They deny any secondary meaning 
to the word “Davis” in this suit and they assert the absolute right 
of defendant to use his own name as he pleases. 

It seems to me that they rely substantially upon several cases 
in regard to the right of a man to use his own name. But even 
in these cases it seems to me that court gave no such absolute right. 
In Howe Scale Co. v. Wyckoff, etc., 198 U. S. 118-136 the court 
states: “It is dishonesty in the use that is condemned, whether in 
a partnership or corporate name, and not the use itself.’’ And also 
in this case it is indicated that the power of the court is properly 
directed towards the correcting of an abuse of the right to use a 
personal name rather than the denial of the right to use. 

Again in Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169-187, 
the court states: 


The right to use a name because of its generic signification would im- 
ply power to destroy any good-will which belonged to the original maker. 
It would import not only this but also the unrestrained right to deceive 
and defraud the public by so using the name as to delude them into be- 
lieving that the machine made by one person was made by another. 


In Chickering v. Chickering, 120 Fed. 69 and Royal Baking 
Powder v. Royal, 122 Fed. 337 and Brown Chemical Co. v. Meyer, 
139 U. S. 540 this right to prevent injury from the use of a name 
is recognized. 








R. B. DAVIS CO. V. JULIUS J. DAVIS 291 


So that in the above cases, upon which defendant’s counsel re- 
lies there seems to be nothing which interferes with the power of 
this court not to “deny” the use but to “limit” the use of a man’s 
name, which is all that we are doing here. 

I shall assume that defendant’s name is Davis and that under 
ordinary circumstances he would have the right to use his name 
in making baking powder or a chocolate malted product but the 
overwhelming weight of testimony here is that the name of Davis 
has become so associated with a baking powder manufactured and 
sold by plaintiff that the use of this name by defendant, on a can 
of baking powder, without something to reasonably assure the court 
that the ordinary public, which includes grocermen as well as con- 
sumers, would not be misled or deceived as to the source of the 
product would be to allow the defendant to use this name and thus 
commit a fraud upon the plaintiff. 

As to the chocolate malted product of plaintiff and the proposed 
product of defendant, a somewhat different situation exists, but 
not as to his right, in fair competition, to use the name of Davis. 
The proof as to the conception by defendant of this proposed addi- 
tional product, when considered in the light of the preceding ten 
years of manufacture and sale by plaintiff of its “Coco-Malt”’ to- 
gether with its advertising of this product as a Davis product, 
satisfies me that this is but another attempt to unfairly compete 
with plaintiff by using the name “Davis” indicating to the buyer 
of this product the false and misleading source of manufacture. 

It is only necessary to cite a few cases to show the well estab- 
lished doctrine that one manufacturer cannot palm off his goods as 
that of another. The proof of plaintiff clearly shows this likely 
confusion and deception. See Jacobs v. Beecham, 221 U. S. 263 
[1 T.-M. Rep. 55]. Other cases. Waterman v. Modern, etc., 235 
U.S. 88 [5 T.-M. Rep. 1]. Vick Medicine v. Vick Chemical, 11 
F. (2d) 33 [16 T.-M. Rep. 67]. DeNobili Cigar Co. v. Nobile 
Cigar Co., 56 F. (2d) 324 [22 T.-M. Rep. 136]. Hat Corporation, 
etc. v. Davis, 4 F. Supp. 613 [23 T.-M. Rep. 311]. A. Hollander 
§ Son, Inc. v. Joseph Hollander, Inc. (N. J.), 175 Atl. 628. West- 
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phal v. Westphal’s, 216 A. D. 58 affirmed 243 N. Y. 639 [6 T.-M. 
Rep. 139]. Compania, etc. v. American Bacardi, etc., New York 
Law Journal, June 20, 1934. 

Passing off products. Florence Mfg. Co. v. Dowd, 178 Fed. 73. 
Martini, etc. v. Consumers, etc., 57 F. (2d) 599. Stuart v. F. G. 
Stewart, 91 Fed. 243. Meyer v. Dr. B. L. Bull, etc., 58 Fed. 884. 

Ordinary purchasers buying with ordinary custom are likely 
to be misled. McLean v. Fleming, 96 U. S. 245. 

It is not necessary to prove actual deception of customers if 
the natural and probable result would be confusion and deception. 
Rice, etc. v. Vera Shoe Co., 290 Fed. 124 [13 T.-M. Rep. 389}. 

If after notice defendant stood upon his rights and continued to 
use a label that might be held likely to deceive such act might be 
an intentional wrong. Straus, etc. v. Notaseme, etc., 240 U. S. 179 
[6 T.-M. Rep. 103]. Fuller v. Huff, 104 Fed. 141. R. H. Macy 
v. Macys, Inc., 39 F. (2d) 186. 

Direct evidence of fraudulent intent is not required where the 
necessary and probable tendency is to deceive the public. Charles 
Broadway Rouss v. Winchester, 300 Fed. 706 [13 T.-M. Rep. 269]. 
Counsel for defendant claims that much of this proof by plaintiff 
was manufactured by plaintiff's investigators and that no one of 
average intelligence would be deceived by defendant’s label. 

I do not agree with this contention. The proof shows other- 
wise. 

So far as the use by defendant of the word ‘Davis’ on his 
product, the result can only be, upon the particular facts of this 
case, a deception and fraud. Nor, in my opinion, can this be 
avoided by the otherwise reasonable use by defendant of his initials 
or first name, whether large or small, for it is the word “Davis” 


that is the valuable thing in this controversy and defendant knows 
it. 


This can be easily shown by assuming that the defendant did 
not display the name “Davis.” In such case the products of 
defendant would stand upon their own merits. He would be free 
to increase his business by the quality and the desirability of his 
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merchandise in the same way that plaintiff, through over a half a 
century, has succeeded in the market. 

Defendant has shown no training in this business, nor does he 
present any new or peculiar product. He went into it solely as 
something to be tried when his business of real estate and insurance 
languished and without any experience whatever. Yet it is evident 
that around the word “Davis” and defendant’s right to use it, cen- 
ters the most strenuous efforts on the part of defendant. 

Defendant’s counsel says that it is a very common name and so 
it may be. But I have failed to find any good reason by defendant 
for its use except the claimed right to use his own name regardless 
of consequences, which I believe I have shown, is not the law. 

Consequently I decide that defendant must not use the name 
“Davis” to identify his products, confining my decision to the par- 
ticular facts here and also confining it to this defendant. 

I do not think however the necessary protection of plaintiff, 
thus afforded, will be weakened or rendered ineffective if defendant 
is allowed to use his full name or that of his company as now in- 
dicated as the source of manufacture, in small and inconspicuous 
letters on his labels, provided this is also done in a proper manner 
and in a way that will not reasonably conflict with the real label 
of the article. I am quite aware that this right may be abused by 
defendant but if such abuse arises it can be corrected without much 
difficulty and it seems to me that, in spite of the unusual circum- 
stances here, such limited right should be accorded defendant in 
view of the desire of the courts not to interfere, beyond what is 
absolutely necessary to prevent a fraud, with the right of a man to 
use his own name. This leaves the present label of defendant to be 
briefly discussed. 

In my opinion, eliminating the word “Davis” I see no reason 
to hold that defendant’s label with its word “Rising” and general 
color scheme would reasonably mislead or deceive the public. De- 
fendant can use this label as so changed in accordance with this 
decision. 

I am not satisfied with the proof as to defendant’s proposed 
label as to his proposed chocolate malt product. 
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While there is no doubt that he intended to anticipate the color 
of plaintiff’s product and the fact that it was another successful 
product of plaintiff, the proof is insufficient to justify an injunc- 
tion against some proposed label. 

However, I am satisfied that it would be a plain fraud and 
surely unfair competition which would and should be restrained for 
defendant to use a label for this product which displays the word 
“Davis.” His right to use the name shall be limited to the same 
extent as is decreed in the case of baking powder. 

There has been no laches on the part of plaintiff. Shortly after 
plaintiff became aware of defendant’s product being in competition 
with it and on August 23, 1933 plaintiff wrote defendant requesting 
discontinuance by him of the use of the name “Davis.”” Defendant 
declined to obey this request and this suit was commenced August 
27, 1934. In the meantime plaintiff was investigating the acts and 
conduct of defendant for the purpose of proof at the proposed 
trial. I see no reason to discuss the trade-marks. 

This disposes of the suit by plaintiff. 

There remains the counterclaim of defendant. 

All that need be said as to this is that defendant bases this 
counterclaim upon what he claims to have been a conspiracy on the 
part of the plaintiff to injure defendant, and refers to the testi- 
mony of Ralle, a professional investigator, hired by plaintiff. It 
is my opinion that these claims are baseless. To be sure there is 
testimony that Ralle and defendant and others considered the ad- 
visability of the extension of defendant’s business and the form of 
labels, etc., to be used, but the most that can be said against it: 
would be that Ralle always found a ready listener in defendant 
and, if anything, simply furnished opportunity to defendant to do 
what he intended to do. This is far from any entrapment or con- 
spiracy. I find the counterclaim without merit and it is dismissed. 
Submit findings of facts and conclusions of law. Decree for plain- 
tiff, with costs, in accordance with the above. Settle decree on 
notice. 
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HyVis O1zs, Inc. v. THe Frep G. CLark Company or MINNESOTA 
United States District Court, District of Minnesota 
April 6, 1935 


Trapve-Marks—“HyVis” anv “Or Man” For Lusricatine Ons—Vatipiry. 

The words “HyVis” and “Oil Man,” registered in the United States 
Patent Office for use on lubricating oils, held valid trade-marks. 

Trape-Marks—INFRINGEMENT—ADULTERATION—Use oF Marks By De- 
FENDANT AFrrer EXPIRATION OF LICENSE. 

Plaintiff and its predecessors had since 1919 continuously used the 
words “HyVis” and “Oil Man” as trade-marks for lubricating oils, 
said products being 100 percent pure Pennsylvania oils and as such 
extensively advertised and sold throughout the United States. De- 
fendant, incorporated in 1928, contracted with plaintiff's predecessor 
to take over the business of the latter’s Minneapolis branch, thus ac- 
quiring the exclusive right to sell plaintiff's oils under the said trade- 
marks in that territory, the understanding being that the oils furnished 
defendant by plaintiff were to be 100 percent pure Pennsylvania oils. 
For several years thereafter, defendant not only failed to pay to 
plaintiff the minimum royalty specified under the contract, but also 
adulterated the lubricants sold thereunder by the use of inferior oils. 
Defendant enjoined from the further use of plaintiff's trade-marks. 


In equity. Action for trade-mark infringement. Decree for 
plaintiff. 


Fowler, Carlson, Furber & Johnson (Henry C. Carlson, James 
J. Laughlin, Jr., Lloyd L. Evans and Frank Greene on the 
brief), all of Minneapolis, Minn., for plaintiff. 

Elliott, Coursolle & Kelley, of Minneapolis, Minn., for defend- 


ant. 


After hearing and considering the evidence introduced by these 
respective parties, and the briefs and arguments of counsel, and 
being fully advised in the premises, the Court makes the following: 


Finding of Fact 


I. That plaintiff, HyVis Oils, Inc., is a Delaware corporation, and is 
the owner of the trade-mark “HyVis” and the trade-mark comprising a 
figure known as the “Oil Man” for lubricating oils, which were registered 
in the United States Patent Office, being registrations Nos. 135,948 and 
131,723, granted October 26, 1920, and May 25, 1920, respectively. That it 
acquired title to said trade-marks by written assignments dated Decem- 
ber 31, 1932, from Fred G. Clark, Inc., a corporation of Ohio, to which 
corporation the trade-mark registrations were originally granted under 
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its original name, The Fred G. Clark Co. of Cleveland, Ohio, the transfer 
of the trade-marks being incident to the purchase by plaintiff of the 
business and good-will of Fred G. Clark, Inc., its predecessor in business. 

II. That defendant, The Fred G. Clark Company of Minnesota, is a 
Minnesota corporation and was a distributor of oils bearing these trade- 
marks from January, 1928, to January, 1934, under a contract entered into 
with plaintiff's predecessor, Fred G. Clark, Inc. 

III. That plaintiff and its predecessor, since the adoption of the trade- 
marks in 1919, have continuously used said trade-marks and suitably 
applied them to drums, cans or other receptacles containing the lubricating 
oils, have sold oils so branded throughout the major portion of the United 
States, have advertised the oils sold under these marks extensively, in- 
cluding advertisements in magazines of national circulation, and have 
built up an extensive business in connection with these marks. That the 
oils of the plaintiff and its predecessor in interest sold under these trade- 
marks, by marks and legends applied to the drums, cans and other 
receptacles containing the same, and in the aforesaid advertising were 
always represented by the plaintiff and its predecessor in interest to be 
and they were in fact, 100 percent pure Pennsylvania oils, and have for 
many years been generally recognized as such. That these oils have for 
many years been recognized to be of superior quality by the trade and 
the consuming public. That Pennsylvania oils are and have always been 
commonly known among the trade and the consuming public as lubricat- 
ing oils refined from oils produced in what is known as the “Pennsylvania 
District,” which district comprises a certain well-defined area in the State 
of Pennsylvania, and certain limited and well-defined territory contiguous 
to said area in the States of New York, West Virginia and Ohio. 

IV. That prior to January, 1928, plaintiff’s predecessor, Fred G. Clark, 
Inc., established a branch in Minneapolis for the distribution of the oils 
sold under these marks, and on or about January 1, 1928, defendant was 
incorporated, and entered into a contract with Fred G. Clark, Inc., by 
which it took over the business of the Minneapolis branch, acquiring the 
exclusive right to sell oils bearing the trade-marks in the territory speci- 
fied in the contract. That on October 20, 1928, a new contract Exhibit 
“A” of the amended bill of complaint was executed and superseded the 
original contract of January, 1928, the only change being the addition of 
a small amount of territory. That this contract was assigned to plain- 
tiff by Fred G. Clark, Inc., as part of the transfer of December 31, 1932, 
with the consent of defendant. That Fred G. Clark, Inc., owned 49 
percent of the capital stock of the defendant corporation, but plaintiff, 
upon acquiring the business of Fred G. Clark, Inc., did not acquire any 
stock of the defendant corporation. That plaintiff's predecessor owned a 
majority of the outstanding and controlling capital stock of The Con- 
ewango Refining Company, a Pennsylvania corporation which owns and 
operates an oil refinery at Warren, Pennsylvania, and plaintiff has owned 
since December 31, 1932, the entire capital stock of The Conewango Re- 
fining Company, which company has refined the oils sold under these 
trade-marks for both plaintiff and its predecessor. 

V. That the oils sold by defendant under these trade-marks prior to 
January, 1933, to which plaintiff’s trade-marks were applied, except for 
surreptitious adulterations by the defendant, were bought by defendant 
from The Conewango Refining Company. That during the period between 
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January, 1933, and January, 1934, these oils were bought by defendant 
from plaintiff, HyVis Oils, Inc., and were oils refined by The Conewango 
Refining Company, and under the contract of October 20, 1928, it was 
required that all oils sold by defendant bearing said trade-marks should 
be 100 percent pure Pennsylvania oils. 

VI. That the defendant for several years in succession has failed to 
pay the minimum royalties specified in the contract of October 20, 1928, 
and on January 2, 1934, the plaintiff, in accordance with the terms of the 
contract, gave written notice to the defendant of its intention and election 
to cancel and terminate the contract, unless within ten days after receipt 
by the defendant of such notice, the defendant should pay the minimum 
royalties for the year ending during the month of October, 1933. That 
the unpaid minimum royalties under the contract for the year so ending, 
were in excess of $30,000. That the defendant wilfully and intentionally 
refused to pay any part of these minimum royalties and notified plaintiff 
that it denied all liability on account thereof. Thereupon, and on January 
20, 1934, the plaintiff notified the defendant that the plaintiff elected to 
cancel and terminate the said contract for failure to pay such minimum 
royalties. The defendant admits that, in accordance with the terms of the 
contract, minimum royalties in excess of $30,000 for the year ending in 
October of 1933 were unpaid, but claims that the payment of such mini- 
mum royalties had been waived by the plaintiff’s predecessor in interest. 

VII. The Court finds that there has been no express or implied modi- 
fication or waiver by the plaintiff or its predecessor in interest of any of 
the terms of the contract of October 20, 1928, except the temporary reduc- 
tion in royalty rate for a portion of the year 1932, during which period 
plaintiff's predecessor suspended national advertising, with the defendant’s 
consent. 

VIII. That defendant continuously and systematically adulterated the 
products sold under plaintiff's trade-marks for at least three years pre- 
ceding, and continuing to the date of the trial, by the adding thereto and 
blending therewith large amounts of oil not Pennsylvania oils, and par- 
ticularly by the addition of oils known as Mid-Continent oils, which are 
and always were much cheaper than Pennsylvania oils, and were produced 
from areas other than the Pennsylvania District. That the defendant 
intentionally and successfully kept such adulteration and the sale of 
adulterated oils under the trade-marks of the plaintiff secret from the 
plaintiff, as well as from everyone else, and the defendant’s concealment 
thereof persisted until after the trial of this cause was begun. That the 
defendant denied such adulteration in its pleadings herein, and in its 
answer, under oath of its chief executive and managing officer, to inter- 
rogatories propounded and filed herein under the Equity rules. The plain- 
tic did not come into possession of any evidence on which the plaintiff 
could reasonably expect to be able to establish any of the acts and prac- 
tices of the defendant in adulterating and in selling adulterated oils under 
these trade-marks, until more than a month after the termination of the 
contract, and then, only through and to the extent of laboratory tests of 
samples of oils sold by the defendant, and that from January, 1928, up to 
the time of the trial defendant has continuously represented and adver- 
tised as 100 percent pure Pennsylvania oils the oils which it sold under 
plaintiff's trade-marks. 

IX. That the advertisements and representations of defendant to the 
effect that the oils sold by it under plaintiff’s trade-marks were 100 percent 
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pure Pennsylvania oils were false and a fraud on the public and the 
plaintiff, and in violation of the contract and contrary to the penal 
statutes of every state in which defendant was authorized to do business 
by the contract. That at the time plaintiff terminated the contract in 
January, 1934, the plaintiff had no notice or knowledge sufficient to war- 
rant it in terminating the contract of October 20, 1928, on the ground of 
adulteration or to lead it to believe, and it did not in fact believe, that 
defendant actually indulged in adulteration. That the adulterations by 
the defendant of the oils sold by it under the plaintiff’s trade-marks con- 
stituted a continuous and systematic breach of the conditions of the con- 
tract between the plaintiff and the defendant from the time of the com- 
mencement of such adulteration down to the time of trial of this cause, 
for which the plaintiff at any time was entitled to immediately terminate 
and cancel the contract, had the plaintiff known of the existence of such 
breach. That the right to terminate and cancel the contract for this 
cause has never been waived by either the plaintiff or its predecessor in 
interest. 

X. That since the termination of the contract, the defendant has con- 
tinuously and persistently down to the time of the trial, sold under plain- 
tiff’s trade-marks, oils not the product of the plaintiff and oils which were 
adulterated as aforesaid, in the territory covered by the contract of 
October 20, 1928. 

XI. That under the contract between the plaintiff and the defendant, 
the plaintiff and its predecessor in interest had successive yearly options 
to cancel and terminate the same upon failure of the defendant to pay 
the minimum royalties specified in the contract for any yearly period 
thereof. That neither the plaintiff nor its predecessor in interest has ever 
waived any right to cancel and waive said contract in accordance with 
its terms for failure of the defendant to pay the minimum royalties 
specified in the contract for any yearly period thereof, nor is the plain- 
tiff herein estopped to assert its right of cancellation and termination. 

XII. That the cancellation and termination of said contract was a valid 
cancellation and termination thereof, and the contract between plaintiff 
and defendant was validly cancelled and terminated as of January 20, 
1934, and since that date said contract has had no force or effect. 

XIII. That the sale by defendant under plaintiff's said trade-marks 
of oils adulterated by defendant constituted breaches of the contract, and 
even though these grounds were not alleged in the notice of termination 
and cancellation, the existence of such adulteration and the fraudulent 
practice of the defendant in committing the acts of adulteration in and 
of itself is sufficient to grant the relief prayed for in the complaint. 


The court makes the following: 


Conclusions of Law 


1. Plaintiff has good title to the “HyVis” and “Oil Man” trade- 
marks and to the registrations thereof, Nos. 135,948 and 131,723, 
in the Patent Office of the United States of America, granted 
October 26, 1920 and May 25, 1920, respectively, and that said 
trade-marks are good and valid in law. 
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2. That the contract of which Exhibit “A,” attached to the 
amended complaint on file herein, is a copy, was validly canceled 
and terminated as of January 20, 1934, and since that date said 
contract has had no force or effect. 

8. That since January 20, 1934, the defendant has infringed 
plaintiff's said trade-marks and plaintiff is entitled to an accounting 
arising from the infringement thereof from said January 20, 1934, 
and is entitled to an accounting for royalties had under said con- 
tract for the period from October 20, 1933, to January 20, 1934. 

4. That plaintiff is entitled to an injunction permanently and 
forever enjoining and restraining the defendant, its officers, direc- 
tors, agents, servants, employees, successors and assigns and those 
acting under the defendant or under its authority, or in privity 
with it. 

(a) from labeling lubricants with, or in any manner whatsoever 
applying to lubricants, the plaintiff's trade-mark “HyVis” or the 
plaintiff's trade-mark comprising a figure, insignia or emblem con- 
sisting of a circle representing the letter “O”’ and the letters “i” 
and “]”” superimposed upon the lower portion of the circle, this 
figure being known as the Oil Man trade-mark, or either of them, 
or any name or device deceptively similar to the same, or either 
of them; 

(b) and from making any use of any name or device simulating 
plaintiff’s said trade-marks, or either of them, in connection with 
advertising, offering for sale, dealing in or selling lubricants, or 
in any manner whatsoever in connection with defendant’s business 
of selling lubricants ; 

(c) and from making any use whatsoever of plaintiff's said 
“HyVis” and “Oil Man” trade-marks in connection with the ad- 
vertising, offering for sale, or selling of any lubricants other than 
lubricants in sealed and labeled containers bearing these marks 
and obtained from plaintiff ; 

(d) and from doing any act or thing to fraudulently mislead 
the trade into the belief that “HyVis” lubricants can be procured 
from the defendant; 
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(e) and from in any manner whatsoever, directly or indirectly, 
infringing plaintiff's said trade-marks, or either of them. 

5. Plaintiff is further entitled to an injunction against the 
defendant enjoining and commanding it and its officers, directors 
and managing agents to deliver up to the marshall of this court 
to be destroyed as provided by law, all containers, labels, signs, 
prints, packages, wrappers, transfers, receptacles, stationery and 
other matter in the possession or under the control of the defendant, 
its officers, directors and managing agents or any or either of them, 
bearing said infringing trade-marks, or any mark or device decep- 
tively simulating the marks of the plaintiff. 


6. A decree may be presented in accordance herewith upon the 
usual notice. 


Memorandum 


NorpsygE, D. J.: It is conceded that the defendant failed to 
pay the minimum royalties under the contract for the year ending 
October 20, 1933. The fact that plaintiff's predecessor failed to 
insist on the payment of minimum royalties for the years prior to 
1933 cannot be considered as a waiver of the minimum royalties 
for all subsequent years. At best, the forbearance to cancel for 
failure to comply with the royalty provisions for the years prior 
to 1933 could only affect the rights of the plaintiff or its predeces- 
sor to cancel the contract for such defaults. It did not amount to 
a waiver of the right of plaintiff to insist on the performance of 
the contract for the year 1933. In fact, there is an absence of any 
substantial testimony that there was any agreement or understand- 
ing by and between the defendant and plaintiff's predecessor to 
the effect that future minimum royalties would not be insisted upon. 
The fact that defendant was permitted to enjoy the benefits of 
the contract by paying royalties for the oil sold which fell far below 
the minimum royalty requirements, could scarcely be construed as 
an abandonment or waiver for all times of the rights of the other 
party to insist on the fulfillment of the express provisions of the 
contract. Defendant has signally failed to prove any estoppel, 
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and without an estoppel, the doctrine of waiver should not be in- 
voked. 

Furthermore, the fraudulent conduct of the defendant in adul- 
terating the product sold and thus perpetrating a fraud which 
strikes at the very heart of the contract, constitutes such conduct 
that no court of equity will look with favor upon defendant’s plea 
invoking the doctrine of waiver. It cannot be heard to say that 
the Mid-Continent oils are just as good as the Pennsylvania oils, 
and that no harm was done to the business of the plaintiff as the 
result of the continued adulteration. Defendant assumed to benefit 
by the use of the representations made to the public that the 
product sold was 100 percent pure Pennsylvania oil, and no court 
will now permit the defendant to assume the position that its 
representations, advertising and assurances to its customers as to 
the qualities of the product sold were of no consequence and a mere 
sham. 

It is admitted that plaintiff was kept in ignorance of the de- 
fendant’s fraud, and it was not until the time of this trial, after 
devious schemes of denials in the pleadings and interrogatories 
that the defendant made any admission as to the adulteration of the 
HyVis product. In fact, not only is the court convinced that there 
has been no waiver under the evidence that prevented the plaintiff 
from canceling the contract for failure to comply with the 1933 
provisions, but the fraud and wrong doing committed by the de- 
fendant for a period of three or four years militates against defend- 
ant’s plea of waiver. This is true because the forbearance on the 
part of the plaintiff and its predecessor with reference to minimum 
royalties in the years prior to 1933 was in ignorance of the true 
facts regarding the fraudulent conduct of the defendant. It must 
be evident that, even though the contract was not canceled upon the 
grounds of fraud, the acts of adulteration, in and of themselves, 
justify the injunctive relief granted herein. Defendant by its own 
conduct has destroyed its contract rights and the relief prayed 
for in the complaint must be granted. 


Let this memorandum be made a part of the foregoing findings 
of fact and conclusions of law. 
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Tue Coca-Corta Company v. Pat-Ra-Cota Minerat Water & 
BEVERAGE CoMPANY 


United States District Court, Northern District of Illinois, Eastern 
Division 


April 8, 1935 


Unrarr Competirion—Svuits—AssiGNMENT OF Bustness—RIGHT or AssIGNEE 
to Brinc ProceepInec. 

Where, The Coca-Cola Company assigned to Coca-Cola Company all 
right, title and interest in and to the trade-mark “Coca-Cola,” together 
with the good-will of the business, the assignment held to be broad 
enough to permit the assignee to bring proceedings to enforce a court 
decree granted to the assignor. 

Unrair Competrrion—Surrs—“Pat-Ra-Cota” ann “Coca-Conra”—Vi0La- 
TION OF INJUNCTION—CONTEMPT. 

The defendant company, by continuing the use of the name “Pat- 
Ra-Cola” in a number of instances on its labels and bottle crowns 
after such use was enjoined by the court, held guilty of contempt. 

Unram -ComPetition—VIoLATION oF INJUNCTION—FINEs. 

In the case at issue, where instances of violation were limited and 
the defendant’s business small, defendant was ordered to pay plaintiff 
the sum of $200 as costs of the latter’s investigation, also the sum of 
$50.00 as Master’s fee. 


Action for civil contempt for the violation of an injunction in a 


suit for unfair competition. Defendant adjudged guilty of con- 
tempt. 


Rogers and Reed, William T. Woodson and James H. Rogers, 
all of Chicago, Ill., and Harold Hirsch and Marion Smith, 
and Frank Troutman, all of Atlanta, Ga., for plaintiff. 

Mr. Platt, of Chicago, Ill., for defendant. 


Master’s Report 


This is a civil contempt proceeding by Coca-Cola Company, a 
Delaware corporation, against Pat-Ra-Cola Mineral Water & 
Beverage Company (now known as Pat-Ra-Cola Beverage Com- 
pany), an Illinois corporation. 

On May 21, 1930, a final consent decree was entered enjoining 
defendant, among other things: 
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From using, offering for sale, or advertising any product under the 
name “Pat-Ra-Cola,” “Cola” or any like or similar name, or using the 
name “Coca-Cola,” “Pat-Ra-Cola,” “Cola,” or any like or similar name in 
connection with any product whatsoever, it being understood that the 
corporate name of the defendant company is not enjoined; 

Coca-Cola Company has produced affidavits showing that to- 
wards the end of 1934 defendant in a number of instances used 
labels and bottle crowns on which the name “Pat-Ra-Cola” was the 
name or designation of the product being sold by defendant, said 
name being used other than as part of the corporate name appear- 
ing on said labels. 

Coca-Cola Company claims the right to file said proceedings on 
the ground that it is assignee of The Coca-Cola Company, plaintiff 
in the proceeding in which said consent decree was entered. The 
assignment is dated December 30, 1933. It assigns to Coca-Cola 
Company: 

The whole right, title and interest in and to said trade-mark and to 
the registration thereof and to the certificate of registration thereof, to- 
gether with the business and good-will of the business in which the said 
trade-mark has been and is used; .... 

Defendant has appeared and filed a motion to dismiss this con- 
tempt proceeding on the grounds, among others, that Coca-Cola 
Company has not intervened in the original proceeding, does not 
have the right under its assignment to enforce said decree, and has 
no specific assignment of said decree. The parties have submitted 
briefs on these contentions. Upon consideration thereof, I find that 
the assignment to Coca-Cola Company above quoted is broad 
enough to permit Coca-Cola Company to institute and maintain this 
proceeding to enforce said decree. 

After I overruled said motion, defendant submitted no counter 
affidavits or evidence. 

I find that there has been a violation of the terms of said para- 
graph of the consent decree. According to the statements of fact 
made to me by both parties, I find no evidence indicating that de- 
fendant has sold any beverage as “Cola-Cola” (plaintiff's product) 
nor substituted any product on orders for “Coca-Cola.” The viola- 


tion is therefore limited to the one paragraph of the injunction. 
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From the proceedings before me it appears that defendant is a 
small concern, and that it has in fact printed a number of new 
labels which do not have “Cola” as a part of the name of the 
product. At the same time that defendant was using the word 
“Cola” as part of the name of the product on some of its labels and 
on the crowns of bottles, it also was using some labels with merely 
the word “Pat-Ra” as the name of its products. Its products are 
soft drinks which do not have the characteristics of plaintiff's 
product, called “Coca-Cola.” 

Plaintiff has produced affidavits claiming expenditures amount- 
ing to $396.10, in investigating defendant’s activities and in and 
about these proceedings. I find that defendant should pay to plain- 
tiff the sum of $200 as reasonable expenses and costs in and about 
said investigation, etc., and in bringing this suit, and that defendant 
pay the fee of the Master in Chancery in the amount of $50. 

As above stated, defendant is a small concern. It has been 
represented at the hearings before me that defendant’s beverage 
season does not become active until the warm weather. On applica- 
tion of defendant’s counsel I recommend that defendant be given 
a reasonable time in which to pay said money, and I suggest that 
defendant be given until July 8, 1935, to pay the same. 

The briefs filed by the respective parties accompany this re- 
port.’ 


Jacos I, Grossman, Master in Chancery. 


Avappin Mre. Co. v. MantiLe Lamp Co. or AMERICA 
United States District Court, Northern District of Illinois 
December 31, 1934 


Trape-Marxs—“Arapprn”—Non-Arsirrary Terms—Limrren Rionr. 
The trade-mark “Aladdin” having been registered in the Patent 
Office for more than forty different articles, held not to be an original, 
arbitrary or fanciful term and the right to use it was, therefore, 
limited. 
1 Note-——Judge Wilkerson’s order adjudging contempt, dated April 22, 
1935, is here omitted. Eb. 
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Trape-MarKks—Keros—eNneE Lamps anp Exvecrric Lamps—Goops or DirrerENT 
DescriprivE Properties. 


Kerosene mantle lamps, held to be of different descriptive proper- 

ties from portable electric lamps. 
Trave-Marks—INFRINGEMENT—“ALAppIN” ON KeEroseNE Mantie Lamps 
—Ricut To Extenp Use tro Execrratc Lamps. 

Plaintiff, a manufacturer of portable electric lamps under the trade- 
mark “Aladdin,” sued to restrain defendant, a manufacturer of kero- 
sene lamps under the name “Aladdin,” from extending the use of this 
mark to portable electric lamps. While the owner of a trade-mark 
has the right to use it on additional goods of the same general class, 
the fact that defendant’s United States registrations of the word 
“Aladdin” specifically exempted therefrom electrical apparatus, and 
that the name “Aladdin,” because of its suggestive meaning, is not 
susceptible of exclusive use, held that plaintiff was without right to 
restrain defendant from using the word on electric lamps. Inasmuch 
as plaintiff had never manufactured kerosene mantle lamps, defendant 
held to be entitled to an injunction restraining such use. 

Trapve-Marks—INFRINGEMENT—SvITs—LaCcHEs. 

Where defendant had, since 1926, known of the plaintiff's use of the 
word “Aladdin” on electric lamps and made no protest until 1933, 
held it was estopped because of acquiescence. 


In equity. Action for alleged trade-mark infringement and 
cross-claim by defendant. Decree in accordance with opinion. 


Maurice S. Cayne, of Chicago, IIl., for plaintiff. 
W. H. F. Millar and George I. Haight, both of Chicago, III, 
for defendant. 


Barnes, D. J.: By the bill of complaint, the Aladdin Manu- 
facturing Company (an Indiana corporation) seeks to enjoin the 
Mantle Lamp Company of America (an Illinois corporation) from 
using the word “Aladdin” in connection with portable electric 
lamps. 

By its answer and counterclaim, the Mantle Lamp Company 
contends that, because of its long prior use of the word “Aladdin” 
in connection with kerosene mantle lamps and accessories, it is 
entitled to use the term “Aladdin” on all of its lamps, including 
portable electric lamps, and asks that the plaintiff be enjoined 
from using the word on any goods which the plaintiff now sells 
under that name. 

The evidence shows that in 1908, the defendant Mantle Lamp 
Company, began the sale of kerosene mantle lamps and accessories 
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therefor under the name “Aladdin” and has since continuously 
marketed those products under that name. In 1920, plaintiff, 
Aladdin Manufacturing Company, started the manufacture of por- 
table electric lamps under the name “Aladdin,” and has since con- 
tinuously used that name in marketing its portable electric lamps. 
In 1931, the defendant began the manufacture of portable electric 
lamps, and in the following year started to use the word “Aladdin” 
on those lamps. 

As stated above, defendant contends that its long prior use of 
the word “Aladdin” on kerosene mantle lamps entitles it to the 
use of that trade-mark on electric lamps. 

The general purpose of the law of trade-marks and unfair com- 
petition is to prevent one person from passing off his goods as the 
goods of another. Hanover Milling Co. v. Metcalf, 240 U. S. 403, 
412, 36 S. Ct. 357, 60 L. Ed. 713 [6 T.-M. Rep. 149]. The basis 
of trade-mark rights is the good-will of a business, which the mark 
serves to identify to the purchasing public. Joseph Schlitz Brew- 
ing Co. v. Houston Ice & Brewing Co. (C. C. A.) 241 F. 817, 820 
[7 T.-M. Rep. 417]. But a trade-mark confers no right in gross 
or at large on its owner, like a statutory copyright or a patent for 
an invention (United Drug Co. v. Theodore Rectanus Co., 248 
U. S. 90, 98, 39 S. Ct. 48, 63 L. Ed. 141) [9 T.-M. Rep. 1], and 
the mere fact that one person has adopted and used a trade-mark 
on his goods does not prevent the adoption and use of the same 
trade-mark by others on articles of a different description (Ameri- 
can Steel Foundries v. Robertson, 269 U. S. 372, 380, 46 S. Ct. 
160, 70 L. Ed. 317) [13 T.-M. Rep. 289]. It has been said that 
goods are of the same class when the general and essential charac- 
teristics of the goods are the same, or when, for any other reason, 
they are so related or associated, either in fact or in the mind of 


the public, that a common trade-mark would lead purchasers to 


conclude that the several articles have a common origin. Standard 
Oil Co. v. Cal. Peach Growers (D. C.) 28 F. (2d) 283 [18 T.-M. 
Rep. 466]; 63 Corpus Juris, p. 318. 
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A kerosene mantle lamp is a mechanical device, while a portable 
electric lamp is’ an ornamental stand for supporting a light bulb. 
The two lamps are sold to different classes of trade, and neither in 
actual commercial practice is capable of supplanting the other in 
its field. The court is inclined to the view that kerosene mantle 
lamps, on the one hand, and portable electric lamps, on the other, 
are goods of different descriptions and classes and are not com- 
petitive. 

It is true that the owner of a trade-mark has the right to use 
the popularity of his mark to extend his business to new lines of 
goods of the same general class (63 Corpus Juris, p. 318), and it 
is here contended by the defendant that its prior use of the mark 
“Aladdin” on kerosene mantle lamps gave it the right to that 
name in the entire field of lamp products. 

In France Milling Co. v. Washburn-Crosby Co., 7 F. (2d) 304 
(2d C. C. A.) [15 T.-M. Rep. 185], it was held that a user of the 
trade-mark “Gold Medal,” as applied to pancake flour, may enjoin 
similar use by one who had long used the mark for raw wheat flour. 
The court said (page 306): 

The degree or exclusiveness of appropriation accorded to the originator 
of a trade-name often varies with the kind of name he originates. If the 
name or mark be truly arbitrary, strange, and fanciful, it is more specially 
and peculiarly significant and suggestive of one man’s goods, than when it 
is frequently used by many and in many differing kinds of business. Of 
this “Kodak” is a famous example, and the English courts have prevented 


one from putting forth Kodak bicycles, at the suit of the originator of the 
name for a totally different article... . 

One who devises a new, strange, “catching” word to describe his wares 
may and often has by timely suit prevented others from taking his word 
or set of words to gild the repute of even wholly different goods; .... 
but one who takes a phrase which is the commonplace of self-praise like 
“Blue Ribbon” or “Gold Medal” must be content with that special field 
which he labels with so undistinctive a name. 


In Treager v. Gordon-Allen, Ltd., 71 F. (2d) 766, 768 (9th 
C. C. A.) [24 T.-M. Rep. 419], it was held that the defendant, who 
first used the trade-mark “Par” for mechanics’ hand soap, acquired 
a common-law trade-mark in such words as applied to such soap, 
but not as applied to the whole field of soap products, and that, 
after plaintiff's registration of the same trade-mark for granulated 
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laundry soap, defendant had no right to extend the use of the name 
to interfere with the granulated or bar soap of plaintiff's manu- 
facture. The court there said: 


The word “Par” would not come within the class of fanciful or original 
words. It is a common expression which has come to suggest merit and 
not any particular business. ... Unless very narrowly applied, the word 
“Par” has such a general use and is such an originally descriptive term as 
would not be indicative of any particular maker of goods. 


The record here shows that the trade-mark “Aladdin” has been 
registered for use on more than forty different articles, and since 
it is not an original, arbitrary, or fanciful name, the right to use it 
must be a limited one. It is concluded that, under the facts in this 
case, the use by the defendant of the mark “Aladdin” on kerosene 
mantle lamps did not give it trade-mark rights to that name in the 
electric lamp products field. 

It is stated in defendant’s answer and counterclaim (page 8): 


That the defendant is the owner of the following trade-marks regis- 
tered in the United States Patent Office in the classes as. shown herein- 
after and on the dates as hereinafter set forth: 

No. 88507, registered September 24, 1912, in Class 34, of the United 
States Patent Office. Covering heating, lighting and ventilating apparatus, 
not including electrical apparatus. 

No. 102424, registered February 9, 1915, in Class 34, of the United 
States Patent Office. Covering heating, lighting and ventilating apparatus, 
not including electrical apparatus. . .. (Italics are the court’s.) 

The foregoing would indicate that defendant’s trade-marks did 
not cover portable electric lamps, and that when the plaintiff began 
using the word “Aladdin” on electric lamps, it invaded no field that 
had previously been occupied by the defendant. 

The record shows that, although the defendant has, since 1926, 
had knowledge of the use by the plaintiff of the word “Aladdin” on 
electric lamps, it has permitted such use without protest and with- 


out legal interference until 1933, and the court is of the opinion 


that because of such acquiescence it would be inequitable to restrain 
the plaintiff's use of the word “Aladdin” in connection with its 
sale of portable electric lamps. France Milling Co. v. Washburn- 
Crosby Co., supra; Victor Stove Co. v. Hall-Neal Furnace Co., 58 
App. D. C. 65, 24 F. (2d) 893; George J. Meyer Mfg. Co. v. Miller 
Mfg. Co. (C. C. A.) 24 F. (2d) 505. The court is also of opinion 
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that such acquiescence indicates that the defendant itself considered 
that the plaintiff was engaged in a noncompetitive business. 

The plaintiff is entitled to an injunction restraining the defend- 
ant from selling or offering for sale portable electric lamps under 
the name “Aladdin.” 

There is evidence that plaintiff sells some kerosene lamps or 
lanterns under the name “Aladdin.” The defendant is entitled to 
an injunction restraining the plaintiff from using the word “Alad- 
din” in connection with the sale of kerosene mantle lamps or lan- 
terns or accessories therefor. 

Neither the plaintiff nor the defendant is entitled to an account- 
ing for damages or profits. 

Counsel may prepare and, on notice, present findings of fact, 
conclusions of law, and a decree in accordance with this memoran- 
dum. 


Each side shall pay its own costs. 


Jutes Beneut, THeopore SELTzER AND Tuos. Leemine & Co., 
Inc. v. AMERICAN PHARMACEUTICAL ComMPANY, INc. AND 


Puitie Kacuurin 
(New York Law Journal, May 20, 1935) 


New York Supreme Court, New York County 


May 18, 1935 


Unram Competirion—Deception or Pusiic—Test. 

The public mind attaches to and is influenced by general appear- 
ances and is attracted by similarities rather than precise and detailed 
duplication; and in a case where similarity in dress or labels is con- 
cerned, it is what the public knows or thinks that controls. 

Unrair Competirion—Trape-Marks—“BaumMe ANALGEsIQUE BENGUE” ON 
A MepicrinaL Preparation—Seconpary MEANING. 

Plaintiff Bengué in 1896 put on the French market a medicinal 
compound under the name “Baume Analgésique Bengué” (healing 
balm) and two years later extended his business to the United States, 
where the preparation has since had a wide sale under the trade-mark, 
and with few exceptions, an uncontested market. Held that, because of 
this long continued and wide use in this country, the words “Baume 
Analgésique Bengué” have acquired a secondary meaning as indicating 
to the public plaintiff’s product exclusively. 
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Unram Competirion—Imrratinc PackaGes AND LaBers—INJUNCTION. 

The sale by defendants of a medicinal preparation under the name 
“Baume Analgésique,” thirty-four years after the first sale by plaintiff 
in the United States of its “Baume Analgésique Bengué,” which product 
had been widely and expensively advertised under plaintiff's trade- 
mark, and had come to denote plaintiffs product exclusively, held 
unfair competition, particularly as defendants’ label in size, general 
color scheme and appearance closely imitated plaintiff’s label. 

In equity. Action for unfair competition. Judgment for plain- 


tiffs. 


Couns, J.: By this action it is sought to restrain the defend- 
ants from competing unfairly with the plaintiffs. The basic plaint 
is that the defendants are practising fraud by utilizing the name 
which, by long and constant use and vast and expensive advertis- 
ing, had become, and still is, associated by the public as describing 
and identifying the plaintiffs’ product, and by so dressing the de- 
fendants’ article, and so setting it, that the defendants’ product is 
palmed off for that of the plaintiffs’. 

In 1896 the plaintiff Dr. Jules Bengué, a physician and phar- 
macist of France, compounded menthol, salicylate of methyl and 
lanolin into a salve theretofore unused and unknown, to which 
preparation he gave the designation “Baume Analgésique Bengué,” 
French words meaning “healing balm.” Two years later Doctor 
Bengué came to the United States, where he launched a branch 
business and embarked upon the manufacture and sale of “Baume 
Analgésique.”’ Not only was there no pharmaceutical preparation 
then known in this country by that name, but no emollient contain- 
ing the elements of menthol, salicylate of methyl and lanolin was 
being marketed or even manufactured here. 

As was its history in France, the preparation soon won favor 
here. It prospered. 

In 1899 the plaintiff Theodore Seltzer was appointed Doctor 
Bengué’s agent in this country, and the third plaintiff Thos. Leem- 
ing & Co. became the sole American distributor of the preparation. 
The product was marketed here in telescoped brown and white 
cardboard box, approximately 414 inches long, 134 inches wide and 
1 inch deep. The box was labeled “Baume Analgésique Bengué,” 
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and the tube, as well as a circular enclosed in the box, bore sub- 
stantially the same legend. 

For a period of about twenty years the advertising of the prepa- 
ration was confined to hospitals and physicians and medical pub- 
lications. The extensive public advertising came later. 

Up to about 1908 no similar preparation was marketed, but 
that year Parke Davis & Company marketed a like article called 
“Analgesic Balm,” whereupon the plaintiff Leeming commenced to 
warn their (plaintiff's) customers of imitations. 

In 1918 Leeming began to advertise the preparation generally 
through the medium of newspapers and street car cards, about 
$2,000,000 having been spent here by the plaintiffs in that connec- 
tion. In 1918 the inscription “The Original French Product” ap- 
peared underneath the legend “Baume Analgésique Bengué,”’ and 
from 1922 “Baume Analgésique Bengué” was altered to “Baume 
Bengué (Analgésique),’ (‘‘Analgésique”) appearing in smaller 
type than “Baume Bengué.”” In 1928 the plaintiffs unfurled the 
slogan: “Always ask for the genuine in the brown and white box.” 
Again, in 1933, “The Original French Product’ was supplanted by 
“The Original French Analgésique Baume,” and the phrase “Ben- 
Gay,” in red letters, was added. 

From its inception the preparation was given a French setting; 
it appeared in a French atmosphere; constantly, and in various 
ways, the idea that the product was of French origin was propa- 
gated and impressed upon the public. And the public came to 
know and demand the preparation as a French product. They 
knew it as “Baume Analgésique.’”’ However they pronounced or 
mispronounced it, the public became acquainted with the healing 
balm as a French invention, and this familiarity was created by the 
plaintiffs with their product. 

From 1898 to 1929 no other preparation than the plaintiffs 
was marketed in this country under the name “Baume Analgésique.” 

In 1932—thirty-four years after the entry of the plaintiffs’ 
product in the United States—the defendants marketed a prepa- 
ration which they labeled “Baume Analgesique.”’ The initials “A. 
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P. C.” in small type appeared underneath. This product, too, 
was and is marketed in a tube contained in a box the precise size 
and color as that of the plaintiffs, although the defendants’ house 
color had been golden rod and brown. On the defendants’ box in 
large letters are the words “French Formula” and “Genuine.” 
Patently, the general color scheme adopted by the defendants 
simulates that of the plaintiffs. The defendants, who have made 
virtually no expenditure for advertising, are thus enabled to sell 
their product to the trade at $2.40 a dozen, whilst the plaintiffs’ 
product is sold at $6 a dozen. In 1931 the plaintiffs sold about 
2,500,000 tubes; but the sales have decreased since the defendants’ 
competition. 

I have not essayed to chronologize the facts or to particularize 
the salient evidence. But it is transparent that the marketing of 
the two compounds, similarly named and embellished, has occa- 
sioned not only confusion but deception. 

The answer to the query whether the defendants are competing 
unfairly with the plaintiffs resides in the facts etched. These facts 
carry their own conclusion. To state the issue is to resolve it. 
The juxtaposition of the respective exhibits alone dictates the 
judgment. 

Let it be emphasized that this case should not be confused with 
copyright cases. Accordingly, many of the citations advanced by 
the defendants, involving as they do technical questions pertaining 
to copyright, have no pertinency here. The present concern is 
with the application of the far-flung principles of equity to the 
fairness and legitimacy of the competition between these litigants 
(Coats v. Merrick Thread Co., 149 U. S. 562). 


The law of unfair competition is of comparatively recent origin. It 
is the necessary creation of intensive business rivalry which often incites 
unfair methods. Whilst the books contain a multitude of cases bearing on 
this branch of equity, the principles governing them are simple, as, indeed, 
are the fundamental rules of honesty and fair dealing. The essence of 
these principles is that competition between business rivals must be fairly 
and honestly conducted. “The survival of the fittest” in trade and com- 
merce must result from contests legitimately launched and _ ethically 
directed. 

Of course, the law does not undertake to regulate every aspect of busi- 
ness. Nor does it interfere in every case of commercial immorality. Too 
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much interference would be as baneful as an inflexible policy of absolute 
non-interference. Necessarily, there must be limitations and guiding rules 
and, necessarily, each case must depend for sustenance upon its own larder 
(American Chain Co., Inc. vy. Carr Chain Works, Inc., 141 Misc., 303, 
306-307). 

The doctrine of unfair trade amounts to no more than this: One person 
has no right to sell goods as the goods of another nor to do other business 
as the business of another and on proper showing will be restrained from 
so doing (White Studios, Inc. v. Dreyfoos, 221 N. Y. 46) [7 T.-M. Rep. 


458]. 
When we apply this simple doctrine of honesty to this case 
the issue is determined. 

The defendants insist that the words “Baume Analgésique,” 
meaning “analgesic balm,’ are descriptive, that they accurately 
and truthfully describe the defendants’ compound as well as the 
plaintiffs’, and that, therefore, the plaintiffs can acquire no such 
monopoly in these words as to prevent their adoption by others. 
But the law of unfair competition is strewn with cases wherein 
common, descriptive or generic words, so used as to become asso- 
ciated with a particular product of a particular manufacturer, have 
been held to constitute exclusive appropriation (Elgin National 
Watch Co. v. Illinois Watch Co., 179 U. S. 665; Fishel §& Sons v. 
Distinctive Jewelry Co., 196 App. Div. 779 [11 T.-M. Rep. 360]; 
Julius Kayser & Co. v. Italian Silk Underwear Co., 160 App. Div. 
607 [4 T.-M. Rep. 58]; German-American Button Co. v. Heyms- 
feld, Inc., et al., 170 App. Div. 416 [9 T.-M. Rep. 87]; Shaver v. 
Heller §& Marz Co., 108 Fed. 821; Standard Oil Co. of New 
Mezico v. Standard Oil Co. of California, 56 Fed. 973) [22 T.-M. 
Rep. 363]. 

The circumstance that the words “Baume Analgésique” ac- 
curately describe the defendants’ mixture does not authorize the 
defendants to employ them in such a manner as to pass off their 
compound for that of the plaintiffs (Mainzer, Inc. v. Gruberth, 
237 App. Div. 89; Merriam v. Saalfield, 198 Fed. 369). 

To contend that common or descriptive words may not, by long 
and constant association with a given product, acquire such a mean- 
ing in the public mind that another may not be stayed from employ- 
ing the same legend is to contend for the non-existence of the doc- 
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trine of secondary meaning. The consequence would be the un- 
harnessing of competition; commercial rivalries would become ven- 
dettas. 

Despite all the words in the English dictionary available to the 
defendants they resorted to the French and commandeered the 
precise words employed by the plaintiffs for more than three 
decades. Obviously, this duplication of name was not a mere ac- 
cident or coincidence. The honest policy, the forthright course 
for a merchant who believes in his product, to pursue is to avert 
confusion and deception by avoiding duplicating a name. The de- 
fendants’ motive for adopting for its compound the legend “Baume 
Analgésique” was not legitimate or honest. The manifest design 
was to feed upon the reputation, the good-will, and the advertising 
of the plaintiffs. 

Since the defendants spent practically nothing in advertising 
their compound, by what process could the public know of their 
product? The public knows what is made known to it. The de- 
mand for this compound was created by the plaintiffs. Therefore, 
to permit the defendants to garner the crop sown by the plaintiffs 
would not only sanction unjust enrichment, but would operate as a 
fraud on the public. 

The defendants protest that the plaintiffs adequately distin- 
guish their product from those of other manufacturers by emphasiz- 
ing “Bengué” or “Ben-Gay.’”’ But this overlooks the simulation 
of dress (Winterton Gum Co. v. Autosales Gum & C. Co., 211 
Fed. 612) [4 T.-M. Rep. 237]. More, in these cases the law does 
not split hairs or indulge in specious niceties because the law knows 
that the public does not make such fine distinctions. The public 
mind attaches to and is influenced by general appearances; the pub- 
lic eye is attracted by similarities rather than precise and detailed 
duplication; the public ear is attuned to phonetics rather than to 
accurate pronunciation (Nims on Unfair Competition and Trade- 
Marks, p. 833). It is what the public knows or thinks that con- 
trols (Coca Cola v. Boas, 27 Fed. (2d) 756; Thum Co. v. Dickin- 
son, 245 Fed. 609'[9 T.-M. Rep. 89]; Denver Chemical Mfg. Co. 
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v. Lilley, 216 Fed. 869 [4 T.-M. Rep. 519]; McLean v. Fleming, 
96 U. S. 245; Dutton & Co. v. Cupples, 117 App. Div. 172). The 
“general appearance of the package” is the pivot (Reckitt & Sons 
v. Kellogg, 28 App. Div. 111), for it is the ensemble that arrests 
(Fischer v. Blank, 188 N. Y. 244). 

Naturally, the American public is more easily beguiled when the 
article has a French name. And the drafting by the defendants of 
the slogans “French Formula” and “Genuine” abets the deception 
that the defendants’ product is the compound introduced to this 
country and popularized by the plaintiffs. “In the interest of 
common honesty and fair dealing the courts naturally frown upon 
such practices” (Mainzer v. Gruberth, supra). 

To maintain that the defendants’ reasons for designating their 
product “Baume Analgesique,’ and dressing it to resemble the 
plaintiffs’ article are valid or legitimate stultifies reason, outrages 
common sense and disregards the obvious. “The entire scheme was 
resorted to in order to unfairly compete with the plaintiffs” (Brillo 
Mfg. Co. v. Levine, 236 App. Div. 488, 490). 

If all the defendants seek is to give their compounds a name 
that is descriptive, and one which the American public will in- 
stantly understand, let them employ the English words, “Healing 
Baum.” Why give their compound, sold in the United States, a 
French nomenclature (Pinaud v. Huebschman, 27 Fed. [2d] 538) 
[18 T.-M. Rep. 471]? 

And why imitate the plaintiffs’ color combination (Brillo Mfg. 
Co. v. Levine, supra)? 

The evidence is persuasive that there has been deception; the 
defendants’ product has been bought and sold as that of the plain- 
tiffs. Even in instances where druggists have retailed the defend- 
ants’ product to customers who thought they were purchasing the 
French product made known to them by the plaintiffs, the instru- 
mentality to deceive was created and placed in motion by the de- 
fendants. If the trap was used by a retailer it was contrived and 
set by the defendants (Fairbank Co. v. Bell Mfg. Co., 77 Fed. 








316 TWENTY-FIVE TRADE-MARK REPORTER 


869). The other points presented by the defendants have been 
considered and deemed meritless. 

Viewing the case in its entirety, I am convinced that the facts 
here lustily demand the wielding and effectual application of the 
recent clarion admonition by Martin, P.J., in his robust dissenting 
opinion in Martin H. Smith Co. v. American Pharmaceutical Com- 
pany, Inc., et al. (decided April 12, 1935 (post. p. 316) “that unfair 
competition will not be tolerated, that commercial piracy must 
stop.” And “all opportunity to continue” the practice “in any 
form should be prevented by an injunction sufficiently broad to in- 
sure such a result” (Mainzer, Inc. v. Gruberth, supra). 

Accordingly, judgment is awarded for the plaintiffs. Findings 
of fact and conclusions of law passed upon. Submit decision and 
judgment. 


Martin H. Smitu Co. v. AMERICAN PHARMACEUTICAL COMPANY, 


Inc. aND Puitiep KacHurRIN 
(New York Law Journal, May 20, 1935) 


New York Supreme Court, Appellate Division 
April 12, 1935 


Unram Competrrion—Use or Simian Trape-Marx. 

Where plaintiff thirty years ago began the use of the word 
“Ergoapiol” as a trade-mark for a pharmaceutical preparation, com- 
posed chiefly of ergot and apiol, which name it had duly registered 
as a trade-mark and had identified to the public with its product, the 
adoption and use by defendant of the name “Ergot and Apiol Com- 
pound” for a similar preparation, held unfair competition, and the 
decision of the lower court dismissing the complaint was reversed. 

Unram Competrrion—Use or Srmmar NAME AND PacKaceE. 

In the case at issue, although defendants may use the names “Ergot 
and Apiol” to describe their preparation, they have no right to use a 
tin container and a nestlike paper inlay and the particular color scheme 
used by plaintiff, nor to mark their product in any manner so as to 
cause the public to mistake it for plaintiff’s product. 


In equity. Action for unfair competition. On appeal from a 
judgment of the Supreme Court, New York County, dismissing the 
complaint. Reasepeed-enr-rerrtered. Ahirmed. 
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George Gordon Battle, of counsel (Munn, Anderson § Liddy, 
Orson D. Munn and John H. Glaccium with him on the 


brief; Sylvester J. Liddy), all of New York City, for ap- 
pellant. 


Louis D. Frohlich of counsel (Nathan Burkan, Herman Fin- 
kelstein, Louis Barnett and Albert T. Scharps with him on 


the brief; Louis Barnett), all of New York City, for re- 
spondents. 


Present: Martin, P.J.; McAvoy, O’Ma.tiey, Townuiey and 
GLENNON, JJ. 


Judgment affirmed, with costs. No opinion. 
Martin, P.J., dissenting. Dissenting opinion by Martin, P.J. 


Martin, P.J. (dissenting): Approximately thirty years ago 
the plaintiff adopted the word “Ergoapiol” under which to market 
a pharmaceutical preparation composed chiefly of the drugs known 
as ergot and apiol, but which also contained several other ingredi- 
ents. It duly registered that name as a trade-mark. Since that 
time plaintiff's product has been known and identified by that name. 
Upon this record it clearly appears that this trade-name has ac- 
quired a secondary meaning dissociated from the basic components 
of the preparation and associated with the particular preparation. 
During the past ten years the plaintiff has expended upwards of 
$400,000 in advertising its product, and in that time its sales ag- 
gregated $4,000,000. 

The corporate defendant from 1926 to 1932 also manufactured 
and sold a similar preparation under the name “Ergot and Apiol 
Compound.” In 1932 the defendants discarded this designation 
and adopted instead that of ‘““Ergot-Apiol.” At the same time the 
defendants discontinued the use of the square cardboard container 
of twenty-four capsules, which it had until then been using, and 
substituted a tin box approximating in size and general appearance 
the oblong tin box used by the plaintiff, reducing also the number 
of capsules to the same number contained in the package of the 
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plaintiff and packing the capsules in a nestlike paper inlay which 
up to that time had been peculiar to the plaintiff’s product. 

The evidence indicates that the defendants have gone to great 
extremes to simulate the package of the plaintiff. Designations 
other than that used by plaintiff for its product were not lacking. 
The preparation could more accurately have been described by the 
term “Apiol and Ergotin Compound,” or by the term used by the 
defendants prior to the appropriation of plaintiff’s trade-mark, 
namely, “Ergot and Apiol Compound,” or by the term “Apiol- 
Ergotin.” In this similarity of name and package is inherent the 
vice that it enables dealers, who themselves are quite aware of the 
difference in the products, to palm off upon unsuspecting customers 
the one product for the other. The intent to accomplish this will 
be implied from the creation of the opportunity. There is in the 
record considerable evidence of the fact of such passing off of 
defendants’ product for that of the plaintiff. It is, however, the 
possibility rather than the fact itself that is important (Thum v. 
Dickinson, 245 Fed. 609, 621 [4 T.-M. Rep. 519]. 

It is the contention of the defendants that they should not be 
stayed from appropriating the fruits of the plaintiff’s extensive 
advertising of its trade-name because said name is descriptive of 
the principal drugs which form the basis of the compound. The 
defendants also contend that in the cases where unfair competition 
in the use of a trade-name has been enjoined it was held that such 
name was not entirely descriptive of the article involved. In 
support of this proposition the defendants have cited cases which 
do not involve unfair competition or have culled from cases which 
do, words which lend themselves to its contention. The defendants, 
however, have ignored the controlling thought of the latter deci- 
sions, the spirit which gives life and meaning to the words, namely, 
that unfair competition will not be tolerated; that commercial 
piracy must stop. 

It begs the question to argue that the defendants are within 
their legal rights in respect to each individual act here involved. 
Of course, defendants have the right to use the names “Ergot” 
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and “Apiol.” They have the right to use a tin container and a 
nestlike paper inlay and a particular color scheme. Defendants, 
however, have not the right to market their product in such manner 
as to cause the public to mistake it for the product of the plaintiff 
(Mainzer, Inc. v. Gruberth, 237 App. Div. 89, aff'd 262 N. Y. 
484). 

In the case at bar it is no mere coincidence that has given rise 
to the above mentioned facts. There is in the record evidence of a 
general course of conduct on the part of the defendants to market 
their product under names similar to those in use by their com- 
petitors. 

Nor does the fact that plaintiff coupled its own name with its 
trade-mark prevent the acquisition of a secondary meaning by the 
trade-name and give to the defendants the right to use the equiva- 
lent thereof in such a way as to mislead the public. The trade- 
mark is what has at all times been accentuated in the advertising 
of the plaintiff and not the name of the plaintiff. 

The judgment should be reversed and judgment, as prayed for, 
rendered in favor of plaintiff. 


Scnerine & Gratz, Inc. v. AMERICAN PHARMACEUTICAL Co., INc., 
ET AL. 
(277 N. Y. S. 398) 


New York Supreme Court, Appellate Division, First Department 
February 15, 1935 


Trape-Marks aNp Unrair Competition—Surrs—Derense—DIsstmMiLarity 
IN PACKAGE AND Price. 

Dissimilarity in package and price is no defense in an action for 

infringement against one having an exclusive right to a trade-mark, 


although such dissimilarity is a defense tending to disprove unfair 
competition. 


Unram Competirion—Derense—“‘UNcLEAN Hanns.” 


Plaintiff, by arrogating to itself the exclusive right to the mark in 
dispute, held to have laid itself open to the charge of “unclean hands.” 


In equity. Action for alleged unfair competition. From an 
order granting plaintiff's motion to strike out the fifth and ninth 
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separate defenses and to dismiss the first and second counterclaims, 
defendants appeal. Reversed and motion denied, with leave to 
plaintiff to reply within time fixed in opinion. 
Louis Barnett (A. T. Scharps, of counsel), both of New York 
City, for appellants. 


Briesen §& Schrenk (Fritz V. Briesen, of counsel), of New 
York City, for respondent. 


Per Curiam: Concededly the sufficiency of the counterclaims 
involved is no longer open to question. Schering & Glatz, Inc. v. 
American Pharmaceutical Co., 261 N. Y. 304, 185 N. E. 109. 
The plea of other actions pending may not be sustained. The 
counterclaims in the other action do not on their face necessarily 
include the causes of action alleged in the counterclaims here. 
Furthermore, it appears that the counterclaims in the other action 
were withdrawn when the case was called for trial. 

The fifth defense is sufficient. While dissimilarity in package 
and price would be no defense against one having the exclusive 
right to a trade-mark, the amended answer here denies such exclu- 
sive right in the plaintiff. In these circumstances the dissimilarity 
alleged would be a defense tending to negative unfair competition. 

The ninth defense predicated upon a contention that the plain- 
tiff comes into court with unclean hands is likewise sufficient. While 
the complaint does not expressly set forth a United States trade- 
mark registration in the plaintiff, the fact of such registration 
would be some evidence in proof of plaintiff’s alleged claim to the 
trade-mark. The defendants, therefore, should be permitted to 
show that plaintiff, in its attempt to arrogate to itself the exclu- 
sive right of the mark in dispute, was guilty of acts which might 
induce a court of equity to refuse relief. 

It follows, therefore, that the order granting plaintiff's motion 
to strike out the fifth and ninth separate defenses and to dismiss 
the first and second counterclaims should be reversed, with $20 
costs and disbursements, and the motion denied, with $10 costs, 
with leave to the plaintiff to reply within twenty days after service 
of order with notice of entry, upon payment of said costs. 
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Order reversed, with $20 costs and disbursements, and motion 
denied, with $10 costs, with leave to the plaintiff to reply within 
twenty days after service of order upon payment of said costs. 
Order filed. 


Dioss Rearty Corporation v. ScHuLttz Brewine Co., Inc. 
(178 A. 276) 


New Jersey Court of Chancery 
April 16, 1935 


Trape-Marxs—Unram Competirion—‘Scuuitz Brewing CoMPANY” AND 
“Scnuttz Brewinc Company”—DIFFrERENTIATING FEATURES. 

A label featuring the name “Schlitz Brewing Company,” held not 
to be deceptively similar to a label featuring the name “Schultz Brew- 
ing Company,” both labels being used on beer, inasmuch as the letter- 
ing, and the paraph under each name were distinctly different and, 
moreover, the respective names of the cities of production were plainly 
displayed on each label. 

In equity. Action for alleged unfair competition. On motion 
to dismiss the petition of the Jos. Schlitz Brewing Company, filed 


against the defendant. Motion granted. 


Pitney, Hardin & Skinner, of Newark, N. J., for Jos. Schlitz 
Brewing Co. 

William Harris, of Newark, N. J., for trustees of defendant 
company. 


Eaan, V. C.: This is a motion to strike or dismiss the petition 
of Jos. Schlitz Brewing Company filed herein against the defend- 
ant, Schultz Brewing Company, Inc. The defendant company is 
now being managed and operated by three trustees appointed by 
this court. The petitioner alleges that the trustees of the defend- 
ant company display on its signs, advertising its product, the word 
“Schultz” inscribed with a paraph, which it claims is a facsimile 
of the label of its company, the “Schlitz Brewing Co.” Attached 
to the petition are specimens of the labels and signs used respec- 
tively by the defendant company and the Schlitz Brewing Com- 
pany. The answering affidavit shows that the defendant com- 
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pany is named after Frank Schultz, its principal stockholder; and 
it is averred that in the use of the name “Schultz Brewing Co., 
Inc.,” it was not the intention, at any time, of the defendant com- 
pany to confuse the public by the use of such title with the name 
“Schlitz Brewing Co.” 

The defendant denies that the word “Schultz” with a paraph 
is by way of imitation of the word “Schlitz” with a paraph; and 
it further denies that any deception whatever was practiced. Ex- 
hibit A, attached to the bill, is an exposition of the “Schlitz” label, 
while Exhibit C is a display of the “Schultz” label. In the exhibits 
the word “Schultz” and the word “Schlitz” are clear, distinct, and 
legible. In my opinion, there is no similarity in the script. An 
examination of the respective exhibits shows that the letters which 
appear in each name, the “S,” the “H,” and the “L,” are entirely 
different. The “H” and “L” in the “Schlitz” sign are straight 
block letters, while in the “Schultz” sign they are round and open. 
The paraphs are dissimilar. The paraph in the “Schlitz” sign 
extends approximately one-third of the name and is triangular in 
shape; the “Schultz” paraph extends further than the name itself 
and its shape is entirely different from that in the “Schlitz” sign. 
The final letter “Z’’ in each name is by no means alike, and the 
form and outline is entirely different, and in my opinion would not 
deceive the average person. 

The “Schultz” label has on it the words “Schultz Brewing Co., 
Inc., Union City, New Jersey, The home of quality.” The label is 
white. Whereas on the “Schlitz” label appears the following: 
“Jos. Schlitz Brewing Co., Milwaukee, Wis. U. S. A.,” and also, 
“The beer that made Milwaukee famous.” 

The word “beer” on the “Schultz” label is gothic, while the 
lettering of the word “beer” on the “Schlitz” label is of quite a dif- 
ferent character. I fail to see any similarity between the two 
labels. In my opinion, the “Schultz” label does not, and will not, 
lead to deception; nor is there merit to the contention that it is 
fraudulent. Hill Bread Co. v. Goodrich Baking Co. (N. J. Ch.) 89 
A. 863 [3 T.-M. Rep. 280]; Hilton v. Hilton, 89 N. J. Eq. 182, 
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104 A. 375, L. R. A. 1918F, 1174 [9 T.-M. Rep. 391]; Interna- 
tional Silver Co. v. Rogers, 72 N. J. Eq. 933, 67 A. 105, 129 Am. 
St. Rep. 722; Medlar §& Holmes Shoe Co. v. Delsarte Mfg. Co., 
68 N. J. Eq. 706, 46 A. 1089, 61 A. 410; Standard Table Oil Cloth 
Co. v. Trenton Oil Cloth & Linoleum Co., 71 N. J. Eq. 555, 63 A. 
846; Peerless Laundry Co., Inc. v. Peerless Service Laundry, Inc., 
111 N. J. Eq. 221, 161 A. 832. 

Complainant’s counsel contends that the motion to strike carries 
with it an admission by the defendant of the truth of the allegations 
in the petition. Certainly the motion is in the nature of a de- 
murrer; and it is elemental that a demurrer admits those allega- 
tions which are well pleaded. There are exceptions to this rule; 
some of them are notably expressed, as will be observed, in Mid- 
dlesex Transportation Co. v. Pennsylvania R. Co., 82 N. J. Eq. 
550, 89 A. 45; In re Queen’s Estate, 82 N. J. Eq. 583, 89 A. 290. 

The allegation of fraud in the petition, when considered with 
the facts upon which it is based and the exhibits in evidence, is not 
established. It must be borne in mind also that allegations based 
on information and belief are not admitted by a demurrer. Husel- 
ton & Co. v. Durie, 77 N. J. Eq. 437, 77 A. 1042. 

Vice Chancellor Garrison in Schuler v. Southern Iron §& Steel 
Co., 77 N. J. Eq. 60, 75 A. 552, 553, commenting on such allega- 
tions, said: 


The bill sets forth the pleader’s construction of the said plan and 
agreement; but, since a copy thereof is attached to the bill, the allega- 
tions of the pleader in this respect are not controlling, but the document 
itself will be read and construed by the court... . 

As to so much of this paragraph as is on information and belief the 
demurrer is not an admission of the facts so pleaded. 


See, also, Trimble v. American Sugar Refining Co., 61 N. J. 
Eq. 340, 48 A. 912, in which Vice Chancellor Pitney expounded 
the principles enunciated in the last-cited case. Sullivan v. Brown- 
ing, 67 N. J. Eq. 391, 58 A. 302; Stimis v. Stimis, 54 N. J. Eq. 
17, 33 A. 468. 

While the allegation suggests one inference and the exhibit 
produces another, the exhibit should, and will, prevail herein. 
Kaufmann v. Kaufmann, 222 Pa. 58, 70 A. 956. 
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In Gusdorff v. Schleisner, 85 Md. 360, 37 A. 170, 171, the 
Court of Appeals said: 


The truth of the facts set out in the bill, where they are properly 
pleaded, will not be questioned; but, where the bill alleges a fact ex- 
pressly negatived by the contract of partnership filed with the bill, such 
representation of fact cannot be said to be properly pleaded, nor is it 
entitled to be accepted as true. Cornell v. Green (C. C.) 48 F. 105. 


The labels of the “Schlitz’” Company and the “Schultz” Com- 
pany, respectively, advertise the cities where their product is 
brewed. No observing eye can make a mistake in noting the “Home 
Town” of the beverages clearly indicated in the respective adver- 
tising signs. I see no similiarity between the respective labels. 
I am satisfied that the defendant company has indulged in no de- 
ceptive or fraudulent practice. Under the circumstances, I shall 


advise an order granting the motion of the defendant to strike the 
petition. 


New Mertuop Die & Cut-Out Co., Inc. v. Mitton Brapiey 
Co., ET AL. 
(194 N. E. 80) 


Supreme Judicial Court of Massachusetts 
February 4, 1935 


Unrair CompetTiT1ion—Trape Secrets—Ricut TuHereto or Former Em- 
PLOYEE. 

Where, defendant Church, after being employed several years by 
plaintiff in the manufacture of toys and aiding in developing certain 
manufacturing processes, went over to the employ of defendant, Milton 
Bradley Co., the latter was not guilty of unfair competition with plain- 
tiff by using plaintiff's manufacturing methods revealed to it by Church, 
especially as there was no agreement between the latter and plaintiff 
as to keeping such process a secret, and, moreover, the defendant’s toys 
were different from plaintiff’s in all non-essential features. 

Unram Competition—ImiratinGc SrrucruraL CHARACTERISTICS OF Goops— 
DisTINGUISHING FEATURES. 

Where, plaintiff and defendant, manufacturers of toys made of card- 
board, both put out products somewhat similar the one to the other, 
but where such similarities were due to the nature of the goods, rather 
than to the non-essential features of color, form or markings, and the 
respective products were further distinguished by the trade-marks 
“Trixie Toys” and “Bumpa Toys,” used respectively by plaintiff and 
defendant, held there was no unfair competition. 
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In equity. From decrees entered by order of the judge and 
from thé order for decrees, plaintiff appeals. Affirmed. 


J. B. Abrams and M. Palais, both of Boston, Mass., for appel- 
lant. 

R. W. Crowell and D. M. Macauley, both of Springfield, Mass., 
for appellee. 


Fietp, J.: The plaintiff and the defendant Milton Bradley 
Company are corporations engaged in manufacturing toys from 
cardboard. The defendant Church was employed by the plaintiff 
prior to April 27, 1929, and some time thereafter entered the em- 
ployment of the defendant corporation. 

This suit in equity was brought to establish the plaintiff's right, 
as to a trade secret, to a process of manufacturing toys from card- 
board, to enjoin the defendants from further disclosure of this 
trade secret, to compel the return to the plaintiff of data relating 
thereto, to enjoin unfair competition in the sale of toys and for an 
accounting for damages and profits. The case was referred to a 
master who made a report. He was not required to report the 
evidence and did not do so. A “Stipulation as to Modification of 
Master’s Report and Concerning Certain Evidence” was filed by 
the parties. 

Thereafter a motion, as amended, to recommit the report was 
denied and an order was made for an interlocutory decree over- 
ruling the plaintiff's exceptions to the master’s report and confirm- 
ing the report, and for a decree dismissing the bill. Decrees were 
entered as ordered and the plaintiff appealed from the order for 
decrees, the interlocutory decree overruling the plaintiff’s excep- 
tions and confirming the report, and the final decree dismissing the 
bill. 

The basic contentions of the plaintiff are (a) that the plaintiff 
had a trade secret in a process of manufacturing toys from card- 
board which the defendant Church wrongfully disclosed to the de- 
fendant corporation, (b) that the plaintiff is entitled to relief not 
only against the defendant Church but also against the defendant 
corporation, and (c) that the defendant corporation is competing 
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unfairly with the plaintiff in the sale of toys. The plaintiff also 
makes the subsidiary contentions that it was error to overrule the 
plaintiff's exceptions to the master’s report, and to deny the plain- 
tiff’s motion, as amended, to recommit that report. 

Findings of the master include the following: The toys made 
by the plaintiff and the defendant corporation “are animal and 
cart designs, made of five or six layers of light cardboard, of a 
grade called newsboard or chipboard, laminated together with glue 
to a thickness of about one-quarter inch. They are dipped in a 
coating substance and decorated in bright colors.” In “general 
appearance to a casual observer the whole line of toys made by 
.... [the defendant corporation] taken together, is similar to the 
line made by the .... [plaintiff].” The plaintiff and the defend- 
ant corporation use ‘very much the same process” of manufacture, 
though some of the machines used are different. 

The defendant Church was employed by the plaintiff from some 
time in 1924 until April 27, 1929, when he was discharged. Dur- 
ing this time the plaintiff “developed its process” of manufactur- 
ing toys “by continual experiment, trial and improvement” and 
“the officers of plaintiff and the defendant Church have worked 
hard to develop the process.” The defendant Church first called 
on the defendant corporation about May 9, 1929. On May 16, 
1929, he was asked by the defendant corporation to submit trial 
designs and was advanced money for services pending decision on 
his employment, and on June 16, 1929, he was employed to design 
a line of toys. “His duties included giving any information which 
might be helpful in the manufacture of the toys.” The defendant 
corporation “at once set to work on a line of paper toys, which 
they put out to the trade for the first time on January 6, 1930.” 

The defendant “Church has described in detail most of this 
process” of manufacturing toys used by the plaintiff, and the de- 
fendant corporation “now uses substantially the same process.” 
The defendant corporation “although familiar with the elements of 
the process, never considered combining them in the manner and 
order .... [in which they are combined] for the purpose of making 
toys of the construction and thickness of the toys referred to in 
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this case, until Church persuaded them to make toys of his design- 
ing.” The defendant corporation “had undoubtedly been aided in 
economy of design and in avoiding expensive experiments by 
Church’s experience with . .. . [the plaintiff].” 

The defendant Church, when he left the employment of the 
plaintiff, “took no documentary manufacturing data, cost figures, 
or customers’ lists” and no drawings which were a part of the 
plaintiff’s files or were “final drawings which had been used by 
the .... [plaintiff] for the manufacture of toys.” He kept cer- 
tain “preliminary sketches of Church’s ideas made as he developed 
them,” which were at his home but which if they were the property 
of the plaintiff were “entirely inconsequential.” 

1. The plaintiff had no trade secret in a process of manufac- 
turing toys from cardboard which the defendant Church wrongfully 
disclosed to the defendant corporation. 

The question on this branch of the case is whether the know]l- 
edge possessed by the defendant Church of the process of manu- 
facturing toys used by the plaintiff, considered in its entirety, was 
information secured by him solely through his employment by the 
plaintiff, which, though he did not take away any documents or 
drawings of consequence relating to the process (see Di Angeles 
v. Scauzillo [Mass.] 191 N. E. 426, 93 A. L. R. 1318), he could 
not rightfully disclose to a later employer or use for its benefit 
(see Aronson v. Orlov, 228 Mass. 1, 116 N. E. 951). 

There was no express contract that the defendant Church would 
maintain secrecy in regard to the process. Compare Peabody v. 
Norfolk, 98 Mass. 452, 96 Am. Dec. 664. The master found that 
this defendant “did not agree that he would maintain secrecy if his 
employment should cease,” and that neither he nor the plaintiff 
“made continued secrecy a condition of his employment.” And no 
duty on the part of this defendant to maintain secrecy can be 
implied, in the absence of other facts creating such a duty, from 
his knowledge that the plaintiff’s officers wished the process to be 
kept secret or from the fact, as found by the master, “that he 
agreed that secrecy was desirable for the welfare of the company 
on which his earnings depended, and in fact urged while he was 
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employed by the . . . . [plaintiff] that secrecy be maintained.” 
Furthermore, this defendant “made no agreement whereby any 
inventions or improvements in the processes, tools, formulas, 
machinery or apparatus used for the manufacture of the plaintiff's 
products, or otherwise relating in any manner to the plaintiff's 
business, which defendant Church might make or assist in making 
while in the employ of plaintiff, should belong to and be the prop- 
erty of the plaintiff.” See Wireless Specialty Apparatus Co. v. 
Mica Condenser Co., Ltd., 239 Mass. 158, 162, 181 N. E. 307, 16 
A. L. R. 1170. 

The process, considered in its entirety, had not been developed 
when the defendant Church entered the employment of the plain- 
tiff. He did not learn about it from the plaintiff or solely by 
reason of his employment, apart from his own knowledge gained 
through previous experience and the use, in the course of his em- 
ployment, of his faculties, skill and experience in developing the 
process. Cases like Essex T'rust Co. v. Enwright, 214 Mass. 507, 
102 N. E. 441, 47 L. R. A. (N. S.) 567, and Aronson v. Orlov, 
228 Mass. 1, 116 N. E. 951, differ in this respect from the present 
case. The master found that “Many elements of the process were 
well known factory operations before the toys were thought of by 
anyone. Much of the process was familiar to Church from his 
experience previous to... . [the plaintiff]. ... Practically all of 
the designs and several of the more novel features of the process 
were brought to the... . [ plaintiff] by Church or were worked out 
by him in conjunction with the ... . [officers of the plaintiff].” 
From these and other findings it appears that the defendant Church 
took part to a substantial extent in developing the process. But he 
was not employed specifically for this purpose. The master found 
that this defendant “was at first employed as a designer, but as 
time went on he gave suggestions about improving the processes and 
cutting costs of production, and suggestions were in some cases 
used and in others were not’—a finding which is not overcome by 
the evidence set forth in the stipulation. The case in this respect 
is distinguishable from Wireless Specialty Apparatus Co. v. Mica 
Condenser Co., Ltd., 239 Mass. 158, 181 N. E. 307, 16 A. L. R. 
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1170, and Hoyt v. Corporan, 268 Mass. 544, 168 N. E. 94, relied 


on by the plaintiff. 


The substance of the plaintiff's contention is that the essential 
feature of its alleged trade secret is a novel combination of the 
elements of the process of manufacturing toys from cardboard in 
the process considered in its entirety. The plaintiff, however, does 
not suggest that it has a trade secret in any of the elements of 
the process unless in the ingredients of the paint used or in produc- 
tion costs. But it does not appear that the plaintiff’s paint formula 
is an essential element in the process or that it has been disclosed 
or used by the defendant Church. Nor does it appear that the 
plaintiff's production costs have been so disclosed or used unless it 
may be implied that they incited the defendant Church to the use 
of the process—an insufficient ground for denying to him benefits 
of the process to which otherwise he would be entitled. See Ameri- 
can Stay Co. v. Delaney, 211 Mass. 229, 232, 97 N. E. 911, Ann. 
Cas. 1913B, 509. On the findings of the master if this defendant, 
unaided, had developed the process in the course of his employment 
by the plaintiff he could have carried away and used in his own 
business, or in that of a later employer, his knowledge of the 
process, which would have been the product of his knowledge ac- 
quired previous to such employment, and of the use of his facul- 
ties, skill and experience in the ordinary course of that employ- 
ment, under no express or implied agreement that he would main- 
tain secrecy in regard to this process after he left such employment 
or that the process should be the property of the plaintiff. Ameri- 
can Circular Loom Co. v. Wilson, 198 Mass. 182, 84 N. E. 133, 
126 Am. St. Rep. 409; Manton-Gaulin Manuf. Co., Inc. v. Colony, 
255 Mass. 194, 151 N. E. 71, 44 A. L. R. 589. See also American 
Stay Co. v. Delaney, 211 Mass. 229, 233, 97 N. E. 911, Ann. Cas. 
1913B, 509; Wireless Specialty Apparatus Co. v. Mica Condenser 
Co., Ltd., 239 Mass. 158, 162, 181 N. E. 307, 16 A. L. R. 1170. 
Compare Padover v. Axelson, 268 Mass. 148, 151, 167 N. E. 301. 
That in the development of the process, through combining. ele- 
ments not in themselves trade secrets of the plaintiff, the plaintiff's 
officers worked in conjunction with this defendant and contributed 
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to such development to an extent not fully shown by the master’s 
findings does not entitle the plaintiff to the exclusive use of the 
process as against this defendant. 

2. The plaintiff does not contend that it is entitled to relief 
against the defendant corporation by reason of its use of the proc- 
ess of manufacturing toys from cardboard if, as we decide, the 
disclosure of such process to it by the defendant Church was not 
wrongful. 

3. The defendant corporation, on the facts found by the master, 
is not competing unfairly with the plaintiff in the manufacture and 
sale of toys made from cardboard. 

The question on this branch of the case is whether the defend- 
ant corporation is competing with the plaintiff “for public patron- 
age by adopting intentionally means adapted to deceive the public 
into thinking that it is trading with the latter when in fact deal- 
ing with the former, and thus palming off his goods as those of an- 
other.” Summerfield Co. of Boston v. Prime Furniture Co., 242 
Mass. 149, 155, 186 N. E. 396, 398. The defendant corporation 
is not precluded from manufacturing and selling goods similar to 
those manufactured and sold by the plaintiff even if the desire for 
such goods was created by the plaintiff. But it has not the right to 
steal “the good-will attaching to the plaintiff's personality, the 
benefit of the public’s desire to have goods made by the plaintiff.’ 
Flagg Manuf. Co. v. Holway, 178 Mass. 83, 91, 59 N. E. 667. 

Undoubtedly the defendant corporation is competing intention- 
ally with the plaintiff, who was earlier in the field, in the sale of 
toys made from cardboard. ‘The master found that the plaintiff 
“has built up a large and increasing trade in these toys from 1923 
to date,” and that the defendant corporation “intended and still 
intends to compete with the . . . . [ plaintiff] and to design articles 
of similar sizes at similar prices made of the same materials in a 
similar way.” 

There is no finding that the defendant corporation ever repre- 
sented that the toys sold by it were made by the plaintiff or that 
it intended to deceive its customers or the public into so thinking. 
If there is any actual or probable deception of the public by the 
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defendant corporation it is the result of similarities between its 
product or the packages in which such product is marketed and the 
product or packages of the plaintiff. 

The findings of the master, however, dispose of any contention 
that the packages in which the defendant corporation’s product is 
marketed are calculated to deceive. The toys made by the plain- 
tiff and those made by the defendant corporation are packed in 
individual cardboard boxes. ‘These boxes are described in detail 
in the master’s report. His conclusion on all the evidence—which 
the subsidiary findings do not show to be wrong—is that a “pur- 
chaser or merchant seeing the two lines packed in their regular 
shipping boxes could not possibly confuse them.” New England 
Awl §& Needle Co. v. Marlborough Awl & Needle Co., 168 Mass. 
154, 46 N. E. 386, 60 Am. St. Rep. 377; Forster Manuf. Co. v. 
Cutter-Tower Co., 211 Mass. 219, 97 N. E. 749 [3 T.-M. Rep. 
334], and Grocers’ Supply Co. v. Dupuis, 219 Mass. 576, 107 
N. E. 389 [10 T.-M. Rep. 40], therefore, are readily distinguish- 
able. This finding and the further findings that the “toys are 
ordinarily sold to dealers in their boxes” and that if “the purchaser 
is a dealer, jobber, mail order house or syndicate .... such pur- 
chaser, if he has ordinary vision and exercises ordinary care, will 
not be confused by the two lines’’ also dispose of any question of 
deception of such purchasers. See Wallingford v. International 
Manuf. Co., 244 Mass. 477, 480, 138 N. E. 832 [13 T.-M. Rep. 
285]; New England Confectionery Co. v. C. A. Briggs Co., 256 
Mass, 456, 465, 152 N. E. 712 [16 T.-M. Rep. 426]. 

Both the plaintiff and the defendant corporation “sell princi- 
pally to jobbers, mail order houses, syndicates such as five and ten 
cent stores, and dealers. Neither sells at retail.” But though the 
defendant corporation sells only to dealers and there is and can 
be no deception of them, there may be wrongful conduct where 
there is likely to be deception of “the ultimate consumer, when 
the goods are distributed for use in the ordinary course of trade.” 
Forster Manuf. Co. v. Cutter-Tower Co., supra. See, also, George 
G. Fox Co. v. Hathaway, 199 Mass. 99, 103, 85 N. E. 417, 24 
L. R. A. (N. S.) 900. The master, however, states that there is 








PE tie 


PA fe PBS A 


sere 


1 
; 


SL RN PO 


332 TWENTY-FIVE TRADE-MARK REPORTER 


no evidence from which he can find that the general public buys 
“these toys by the trade-name or the name of the manufacturer.” 
He finds that the “toys are ordinarily sold to dealers in their 
boxes,” and that if “the purchaser is an individual buying a toy at 
retail and desires to buy a particular toy known to him... . he 
will not ordinarily be confused, but if the marking happens to be 
obliterated or hidden and the toy out of the box, he might be con- 
fused between a few of the items bearing closest resemblance,” but 
if “the purchaser knows nothing of either trade-name, and has no 
particular toy in mind, but simply wants a toy made of paper of 
the construction used in these toys, he would buy the toy of either 
manufacturer as willingly as the toy of the other.” 

The findings of the master show that this limited degree of 
possible confusion is due to the fundamental nature of the product 
and not to nonessential resemblances in color, form or markings 
intended or calculated to mislead purchasers to the belief that the 
toys manufactured and sold by the defendant corporation were 
made by the plaintiff. Compare Reading Stove Works, Orr, 
Painter Co. v. S. M. Howes Co., 201 Mass. 437, 87 N. E. 751, 
21 L. R. A. (N. S.) 979; Forster Manuf. Co. v. Cutter-Tower Co., 
supra. The “toys are for very young children and are for the 
most part common animal shapes” and the “colors used on the toys 
are necessarily bright colors to make the toys attractive to small 
children.” The defendant corporation in its “entire line has 
produced no colors of exactly the same shades and tints as occur 
in the . . . . [plaintiff’s] line’ and although “the subjects are 
similar, no two items in the competing lines are exactly the same 
in outline. For many of the toys there is no item in the competing 
line which at all corresponds.” The defendant corporation does 
not put its name on its toys, but it puts on them “a distinctive 
mark,” though “in a very inconspicuous place,” and it “is possi- 
ble the spot carrying the mark may fall off the press and some 
toys may be turned out without it.” The defendant corporation’s 
mark “Bumpa Toys” is not in itself calculated to confuse a pur- 
chaser with the plaintiff's mark “Trixie Toys Boston’ on all ex- 
cept its cheapest toys, which are unmarked. In this respect the 
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case differs from Grocers’ Supply Co. v. Dupuis, supra. See, also, 
New England Confectionery Co. v. C. A. Briggs Co., supra. The 
facts do not show that the similarities between the toys manufac- 
tured and sold by the defendant corporation (even in the absence 
of more obvious marking) and those manufactured and sold by the 
plaintiff are likely to mislead the public to the belief that in buy- 
ing the toys sold by the defendant corporation it is buying toys 
made by the plaintiff. It does not appear that the nature and 
appearance of the products of the defendant corporation mean to 
the public that they are made by the plaintiff. See George G. For 
Co. v. Best Baking Co., 209 Mass. 251, 257, 95 N. E. 747 [1 T.-M. 
Rep. 245]. 

There was no error in overruling the plaintiff's exceptions 
to the master’s report or in denying the motion, as amended to 
recommit this report. 

The plaintiff's exceptions are based on the failure of the master 
to make certain findings of fact, and on alleged vagueness, am- 
biguity, indefiniteness and inconsistencies in the findings. We find 
no error in the overruling of the exceptions. In the plaintiff's 
motion, as amended, to recommit the report it sought to have the 
master ordered to report certain evidence, make additional find- 
ings, explain findings and expunge findings. Nothing in the record 
takes the case out of the ordinary rule that recommittal of a mas- 
ter’s report is discretionary with the trial judge. Epstein v. 
Epstein (Mass.) 191 N. E. 418. 

It follows that the interlocutory decree overruling the plain- 
tiff’s exceptions to the master’s report and confirming the report 
must be affirmed, and that the final decree dismissing the bill must 
be affirmed with costs. 
Ordered accordingly. 
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Ratston Purtna Company v. CHECKER Foop Propucts Company 
St. Louis Court of Appeals 
April 2, 1935 


Unrair CompetitTion—DEFINITION. 

Unfair competition may be said to consist in the practice of passing 
or attempting to pass upon the public the goods and products of one 
person as those of another, as where one appropriates as his own or 
simulates the words, phrases, or dress of goods which have been em- 
ployed and adopted by another by such long use in his trade or busi- 
ness as to have become identified with the same and to be understood 
and looked upon by the public as designating his particular goods and 
products, and so to have become a part of the good-will of his business. 

Unrarr Comperirion—“CHECKER” AND TRIANGLE Design v. “CHECKER- 
BOARD” AND CHECKER Design—Non-Conriictinc Marks—PvB ici 
J URIS. 

Plaintiff put out cereal products for animal and human use under 
a trade-mark consisting of the word “Checkerboard” and the device 
of a checkerboard in alternate colored squares, in conjunction with its 
primary trade-marks, such as “Ralston,” “Purina,” “Ry-Krist,” 
“Branzos,” and the like, said products being known to and called for 
by the public by the latter names rather than as the “Checkerboard” 
products. Defendant, originally known as Gandolfo-Ghio Manufac- 
turing Co., in 1919 began to use the word “Checker” in connection with 
its products (spaghetti, macaroni, noodles, pancake flour and cream 
meal), together with the device of a checkerboard in alternating squares 
of dull blue and white. Held that, inasmuch as the word “Checker” 
and the device of a checkerboard had been so long and commonly used 
as a trade-mark for food products as to become virtually publici juris, 
and the respective labels were so distinct the one from the other as 
to make confusion improbable, there was no unfair competition. 


In equity. Action for alleged unfair competition. From a 


decision of the Circuit Court, City of St. Louis, dismissing the com- 
plaint, plaintiff appeals. Affirmed. 


Edwin E. Hoffman, of St. Louis, Mo., for plaintiff-appellant. 
Ralph Kalish, of St. Louis, Mo., for defendant-respondent. 


This is a suit for an injunction, the purpose of which is to have 
defendant, Checker Food Products Company, enjoined from cer- 
tain of its trade practices on account of which it is alleged to be 
conducting its business in unfair competition with that of plain- 
tiff, Ralston Purina Company. The judgment of the court was 
for defendant, dismissing plaintiff's bill; and the latter’s appeal 
has followed in the usual course. 
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Specifically, plaintiff's complaint is of defendant’s use of the 
word “checker” both in its corporate name and as the identifying 
designation for various food products manufactured and marketed 
by it, and also of defendant’s use and employment upon the cartons 
and containers for its products of a marking alleged to be a simula- 
tion of plaintiff's registered and established checkerboard mark- 
ing of the cartons and containers for its own products. 

Both plaintiff and defendant are corporations with their prin- 
cipal offices in the City of St. Louis, and both are engaged in the 
manufacture and distribution of food products for human consump- 
tion, though plaintiff, in addition, makes several varieties of animal 
feeds. Plaintiff's products are made up largely, though not en- 
tirely, of breakfast foods, including whole wheat cereal and flour, 
rye wafers, corn flakes, wheat flakes, rolled oats, and bran flakes, 
while defendant for its part manufactures spaghetti, macaroni, 
noodles, pancake flour, and cream meal. Thus it is to be observed 
in connection with the question of competition in the case that, 
while the output of both concerns falls broadly within the classifica- 
tion of food products, yet there is no instance of specific duplication 
of items, defendant’s products being materially different from those 
manufactured by plaintiff. 

Though organized in and actively engaged in business after 
1893, it was not until late in 1900 that plaintiff registered in the 
United States Patent Office as a trade-mark for its manufactured 
cereal products the word “Checkerboard” and the representation 
of a checkerboard, the latter consisting of alternating colored 
squares with meeting corners conformable with the conventional 
checkerboard design; and since such registration plaintiff has put 
out all of its products, whether for human or for animal consump- 
tion, in bags or cartons displaying the checkerboard design as a 
background, different contrasting colorings being employed for the 
bags containing the animal feeds, but with the cartons for human 
foods invariably appearing in red and white. However, it was 
shown that, in addition to the checkerboard background, the bags, 
cartons, or other containers from plaintiff's products also display 
the particular identifying names for the respective products con- 
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tained therein, such as ‘Ralston,’ “Purina,” ‘“Ry-Krist,” 
“Branzos,” and the like, and that such names are made to stand 
out with equal, if indeed not with greater, prominence on the pack- 
ages than does the checkerboard design itself. As a matter of 
fact, defendant put some three or four experienced grocerymen 
upon the stand who testified without any contradiction that the 
trade invariably called for plaintiff's products by the identifying 
names given the individual items, and that the buying public never 
called for or purchased any of plaintiff's products merely by refer- 
ence to them as items of the checkerboard line. 

It was also shown that plaintiff, through various mediums, in- 
cluding newspapers, magazines, and the like, has extensively ad- 
vertised its various products, and that in frequent instances such 
advertisements include specific references to the checkerboard 
design as identifying a line of foods, though seemingly without 
exception a pictorial representation or reproduction of one or more 
of the cartons is always displayed, thus giving significance to the 
identifying names for the products as well as to the checkerboard 
background for the packages. So far as concerns the advertising 
matter put out to the consuming public by the retail grocers, the 
products manufactured by plaintiff are called to the attention of 
the public merely by their identifying names and not by the 
checkerboard trade-mark, unless it may be that a picture of one of 
the cartons appears bearing the checkerboard design. 

Originally defendant was known as the Gandolfo-Ghio Manu- 
facturing Company; and in 1919, after a search for a familiar, 
easily remembered name which might be applied to its products, 
it adopted and began the use of the word “Checker” in connection 
with and upon products of its manufacture, distribution, and sale, 
the first product so put out and identified being rolled oats, the 
sale of which was permanently discontinued about 1923. Con- 
temporaneously with the adoption of the word “Checker” as a 
trade-mark for its products, defendant began merchandising its 
products in cartons and containers prominently displaying the word 
“Checker” against a checkerboard background of alternating 
squares of blue and white, which were quite dull and unattractive 





7a maine nie se reat 


RALSTON PURINA CO. V. CHECKER FOOD PROD. CO. 337 


as compared with the more vivid and striking colorings employed 
upon plaintiff's products. 

Shortly thereafter plaintiff took exception, not, it seems to the 
use by defendant of the trade-name “Checker” upon its products, 
but rather to its adoption of the checkerboard design upon its 
cartons and wrappers; and in the latter part of 1920 defendant 
agreed to discontinue such design and in due course did discon- 
tinue its use, substituting instead a design of alternating triangles 
in blue and white, likewise dull in appearance, and, as said by the 
trial court, of “very little similarity” to the strikingly red and 
white conventional checkerboard design in use by plaintiff. Since 
its adoption defendant has continued the triangular design as well 
as the identifying name of “Checker” for its products; and, in fact, 
in 1921, it secured from the United States Patent Office the regis- 
tration of the word “Checker” as the trade-mark for various of the 
products that it was then putting out and marketing. 

Following defendant’s adoption in 1919 of the word “Checker” 
as the trade-mark for its products, plaintiff, in 1922, secured the 
registration of the word as a trade-mark to be applied to animal 
feed in the form of cracked corn, and in 1927 it registered the word 
as the trade-mark for its flake cereal food and rolled oats, there- 
after putting both of such products out under the identifying name 
of “Checker.” None other of plaintiff's products bear any such 
identification, and it is significant that the particular items men- 
tioned were not so identified until long after the adoption and use 
by defendant of the word “Checker” as the trade-mark for goods 
and merchandise of its production or sale. 

On September 19, 1927, defendant changed its name from 
Gandolfo-Ghio Manufacturing Company to its present name of 
Checker Food Products Company, the change being accomplished, 
not for the purpose of trespassing in anywise upon plaintiff's good- 
will or reputation, but solely to avoid any question of racial preju- 
dice as the same might affect the company’s business relationships. 
At least defendant’s own evidence showed this to have been the 
reason and purpose for the change in name. 





Sea TT 


a 





338 TWENTY-FIVE TRADE-MARK REPORTER 


Plaintiff's evidence disclosed that plaintiff had on occasions re- 
ceived some mail intended for defendant, but in each instance the 
mail was actually properly addressed, the mistake apparently being 
with the post office employees rather than due to any confusion on 
the part of the senders of the mail. As regards the actual sale of 
the respective products of the two companies, there was no evidence 
whatsoever of any instance where any one had endeavored to palm 
off defendant's products as having been manufactured by plaintiff, 
or where any customer had purchased one of defendant’s articles, 
intending to buy and believing that he was buying a product of 
plaintiff's checkerboard line. 

There was further evidence adduced by defendant to the effect 
that plaintiff was not the first to use a checkerboard design upon 
a food product, such a design having been applied to a gelatine 
product under a certificate of registration issued as early as 1844; 
that the records of the United States Patent Office are replete with 
registrations showing the words “Checker” and “Checkerboard” 
and a checkerboard design as accepted and recognized trade-marks 
for various articles of food and merchandise; and that a checker- 
board design or background is now in somewhat general use by 
many different concerns in connection with and upon the containers 
for their several products. 

The injunctive relief prayed for by plaintiff has been made 
sufficiently to appear at the outset of the opinion, and it suffices 
merely to say that the charge of unlawful competition by reason 
of infringement upon plaintiff's trade-mark or good-will rights 
was duly put at issue by defendant’s answer. Judgment for de- 
fendant, dismissing plaintiff’s bill, and plaintiff’s appeal therefrom, 
all followed as has been heretofore indicated. 

While plaintiff purports to have five separate assignments of 
error, its actual contention necessarily is that the court should have 
enjoined from using the word “Checker” in its corporate name and 
as the trade name for its products, and should likewise have en- 
joined it from applying its contrastingly colored triangular marking 
to packages of food products sold by it of the same general class 
as those sold by plaintiff. 
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The law of the case is quite definitely settled, so that in the 
tinal analysis the question of whether or not the injunction should 
have gone in plaintiff's favor is largely one of fact, as indeed it is 
in every case where alleged unfair trade practices on the part of 
one’s competitor are set up as the basis for injunctive relief against 
the same. 

In general, unfair competition may be said to consist in the 
practice of passing or attempting to pass upon the public the 
goods and products of one person as those of another, as where one 
appropriates as his own or simulates the words, phrases, or dress 
of goods which have been employed and adopted by another by such 
long use in his trade or business as to have become identified with 
the same and to be understood and looked upon by the public as 
designating his particular goods and products, and so to have be- 
come a part of the good-will of his business. Westminster Laundry 
Co. v. Hesse Envelope Co., 174 Mo. App. 238, 156 S. W. 767; 
Trask Fish Co. v. Wooster, 28 Mo. App. 408; Shelley v. Sperry, 
121 Mo. App. 429, 99 S. W. 488; A. J. Reach Co. v. Simmons 
Hardware Co., 155 Mo. App. 412, 135 S. W. 503; Conrad v. 
Joseph Uhrig Brewing Co., 8 Mo. App. 277; St. Louis Carbonating 
and Manufacturing Co. v. Eclipse Carbonating Co., 58 Mo. App. 
411; Grocers Journal Co. v. Midland Publishing Co., 127 Mo. App. 
356, 105 S. W. 310; American Brewing Co. v. St. Louis Brewing 
Co., 47 Mo. App. 14; 63 C. J. 389, et seq. 

In other words, it is the duty of one entering into the field of 
an established trade or business not to dress up his goods or put 
them out to the buying public in such a way as to breed confusion 
between his products and those of any one of his predecessors im 
the business, and if he does imitate the established markings, labels, 
or general dress of another person’s goods so as to palm off his 
own goods upon the public as such other person’s, and so trespasses 
upon the other person’s good-will and reputation, then injunctive 
relief will be granted, not only to protect the original vendor in 
the enjoyment of the fruits of his good reputation, but also to fore- 
stall the practice of fraud and deceit upon the buying public as 
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well. Grocers Journal Co. v. Midland Publishing Co., supra; 63 
C. J. 407, 453. 

Very logically the test of unfair competition is not whether a 
distinction between the two competing products can be recognized 
when they are placed alongside each other, for obviously no trader 
desiring to poach upon another’s good-will would be so foolish as 
to adopt an exact similarity of copy, but rather it is whether, when 
the two products are not viewed together, a purchaser of ordinary 
prudence would be induced by reason of the marked resemblance 
in general effect to mistake the one for the other despite the dif- 
ferences in matters of detail. And so it is that it is not necessary 
for the plaintiff who seeks injunctive relief to show that any par- 
ticular purchaser has actually been deceived by the defendant’s 
simulation of the plaintiff’s dress of his goods, but only that decep- 
tion and confusion will be the natural and probable consequence of 
the acts of the defendant, as to which the court is to be the judge, 
a comparison of the goods themselves constituting the best evidence 
of what will be the necessary result of any pretense at copying. 
Liggett §& Myers Tobacco Co. v. Sam Reid Tobacco Co., 104 Mo. 
53, 15 S. W. 843; The Drummond Tobacco Co. v. The Tinsley 
Tobacco Co., 52 Mo. App. 10; Filley v. Fassett, 44 Mo. 168; 63 
C. J. 396, 458. 

In this instance we cannot escape the conclusion that the lower 
court is to be affirmed in its denial of injunctive relief. We have 
already indicated the fact that there is scarcely any similarity be- 
tween defendant’s dull triangular marking and plaintiff's brightly 
colored conventional checkerboard design; and it seems almost in- 
conceivable to us, as we view the numerous exhibits in the case, 
that any one would be beguiled by defendant’s marking into the 
purchase of one of its products believing that it belonged to plain- 
tiff’s checkerboard line. In fact, we are led from the whole record 
to believe that the public has been trained and induced to seek out 
and call for plaintiff's products by their particular identifying 
names, rather than as checkerboard products, and that any chance 
of confusion by reason of defendant’s present marking of the goods 
and its use of the trade-name “Checker” is remote indeed. 
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It is significant that plaintiff's use of the word “Checker” upon 
two of its products followed defendant’s prior registration and use 
of the word correctly spelled, and also that checker trade-marks 
and checkerboard designs are in rather general use upon different 
forms of merchandise, so as to leave but scant room for the public 
to assume that all of such products are manufactured by plaintiff. 
Of course we appreciate that the fact that others might have also 
infringed would constitute no defense to defendant if it for its own 
part were actually guilty of an infringement as charged, but we do 
think that the broad use of a checkerboard design throughout the 
channels of trade so as to have become in a sense publici juris is, 
nevertheless, highly material upon the ultimate conclusion as re- 
gards the reasonable probability of confusion between defendant’s 
practices complained of and the style of dress and designation 
adopted by plaintiff for its products. 

We repeat that, to warrant the issuance of an injunction on the 
theory of unfair competition, it must appear that the resemblance 
between the two competing products is sufficiently close to raise the 
probability of mistake on the part of the public, or design and pur- 
pose to deceive on the part of the defendant. McCartney v. Garn- 
hart, 45 Mo. 593; Nicholson v. Wm. A. Stickney Cigar Co., 158 
Mo. 158, 59 S. W. 121. The situation here discloses no such rea- 
sonable probability, and hence the judgment of the court for de- 
fendant, dismissing plaintiff’s bill, should be affirmed. The Com- 
missioner so recommends. 


Per Curiam: The foregoing opinion of Bennick, C., is adopted 
as the opinion of the court. The judgment of the circuit court is, 
accordingly, affirmed. 


Hostetter, P. J., and Becker and McCu.ten, JJ., concur. 
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Tue Procter & GAMBLE Co. v. J. L. Prescotr Company 
United States Court of Customs and Patent Appeals 
April 29, 1935 


Trapve-Marks—Goops or THE Same Descriprive Properties. 

Soap chips, held to be of the same descriptive properties as “a 
detergent preparation in crystal form for washing, cleansing and the 
harmless bleaching of clothes.” 

Trape-Marxs—“Cuipso” ann “CHase-O”—Conruictinc Marks. 

“Chipso,” displayed at an oblique angle, held to be confusingly 

similar to “Chase-O,” displayed at an oblique angle in a rectangle. 
Trape-Marks—CanceLLaTionN—DeFrense—EsrorPe.. 

Inasmuch as a trade-mark registration may be cancelled only if 
the registrant “was not entitled to the use of the mark at the date of 
his application for registration thereof,” registrant-appellee, owner of 
the trade-mark “Chase-O,” registered on December 9, 1913, was held 
not estopped from suing to cancel the registration of the word “Chipso,” 
dated April 12, 1921, from the mere fact that appellee, subsequent to 
the latter date, made changes in its labels which made it more nearly 
resemble appellant’s. 

On appeal from a decision of the Commissioner of Patents in 
a trade-mark cancellation proceeding. Affirmed. For the Com- 


missioner’s decision see 23 T.-M. Rep. 448. 


Charles E. Riordon, of Washington, D. C., Marston Allen, of 
Cincinnati, Ohio, and Drury W. Cooper, of New York City, 
for appellant. 

Joshua R. H. Potts, of Philadelphia, Pa., and Eugene Vincent 
Clarke and Basil H. Brune, both of Chicago, IIll., for ap- 
pellee. 


Buianp, J.: This is an appeal from the decision of the Com- 
missioner of Patents, affirming a decision of the Examiner of 
Trade-Mark Interferences, sustaining the petition of appellee for 
the cancellation of appellant’s trade-mark “Chipso,” both tribunals 
holding that said mark was confusingly similar to the registered 
trade-mark of appellee “Chase-O,” said marks being applied to 
goods of the same descriptive properties. 


Appellant’s mark “Chipso,”’ printed at an oblique angle, was 
registered on April 12, 1921, upon an application filed October 22, 
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1920, under the Trade-Mark Act of February 20, 1905. The ap- 
plication stated that the mark was used for soap chips. Appellee’s 
mark “‘Chase-O,” printed at an oblique angle in a rectangle, was 
registered December 9, 1913, under said Trade-Mark Act of Feb- 
ruary 20, 1905. 

It is conceded by appellant that, through mesne assignments, 
appellee is the owner of the mark “Chase-O,” and that the appel- 
lee’s use and registration of the mark was prior to any use of the 
mark ‘“‘Chipso” by the appellant. 

Appellant’s mark “Chipso’’ was registered for use for “soap 
chips,” while appellee’s mark “Chase-O,” according to the applica- 
tion, was “for a detergent preparation in crystal form for washing, 
cleansing, and the harmless bleaching of clothes.’’ The goods of 
both parties are used for the washing of clothes, and unquestionably 
the goods are of the same descriptive properties. 

Section 13 of the Trade-Mark Act of February 20, 1905, under 
the provisions of which application to cancel appellant’s registra- 
tion was made, reads as follows: 


Sec. 13. That whenever any person shall deem himself injured by the 
registration of a trade-mark in the Patent Office he may at any time apply 
to the Commissioner of Patents to cancel the registration thereof. The 
Commissioner shall refer such application to the Examiner in charge of 
interferences, who is empowered to hear and determine this question and 
who shall give notice thereof to the registrant. If it appear after a hear- 
ing before the Examiner that the registrant was not entitled to the use 
of the mark at the date of his application for registration thereof, or 
that the mark is not used by the registrant, or has been abandoned, and 
the Examiner shall so decide, the Commissioner shall cancel the registra- 
tion. Appeal may be taken to the Commissioner in person from the deci- 
sion of Examiner of Interferences. [Italics ours.] 


The only issues before us are whether the marks of the respec- 
tive parties were confusingly similar at the time appellant’s appli- 
cation for certificate of registration was filed, and whether appellee 
is, by its conduct, precluded from raising the question of appel- 
lant’s right to use the mark at the time of application for registra- 
tion. Both tribunals of the Patent Office held that the marks were 
confusingly similar and that appellee was not estopped from raising 
the issue. 





PRG sig ARTO OI IIE 


RENE DR IE LK I 


. 


: 
| 
| 


RO Ee 


i 
' 
: 


344 TWENTY-FIVE TRADE-MARK REPORTER 


Both sides took voluminous testimony. Appellee’s testimony 
tends to establish that confusion actually existed between the two 
marks from 1924 or 1925 to the time that the testimony was taken 
in 1932. It is appellant’s contention that there was no likelihood 
of confusion between the two marks at the time of appellant's 
registration of its mark in 1921, and that appellee is estopped by 
its own acts from claiming that there was confusing similarity be- 
tween the two marks at the time of the registration of appellant’s 
mark. 

It appears from the testimony that at the time of the registra- 
tion of appellant’s mark it had no actual knowledge of any product 
being sold under the trade-mark ‘“Chase-O.” (Appellant had 
caused an examination of registered marks to be made.) It further 
appears from the testimony that the use of appellant’s mark on 
soap chips began in, and has continued since, 1920. 

The first use of said mark by appellant was in Michigan. The 
colors of the front panel of the carton bearing the mark were, and 
have since continued to be, blue and orange—a broad orange bar 
extended in a diagonal direction from about the center of the left 
side of the panel, as it presents itself to the eye, to the upper right- 
hand corner of the panel. In this orange bar the mark “Chipso”’ 
in blue letters is placed, the mark extending through said diagonal. 
The balance of the panel is blue, with certain descriptive words 
thereon which are not material here. Appellee contends that the 
first diagonal bar employed by appellant was yellow in color, and 
that in 1929 it changed the color on its granule cartons to orange. 
With respect to this contention of appellee, while there seems to 
be a slight difference in the shades of orange in appellant’s diag- 
onal bars, there is no greater difference than in the shades of 
orange in appellee’s cartons, and we do not deem such differences 
in shades material here. 

It further appears that appellant’s product “Chipso” entered 
into the Philadelphia-Baltimore territory in a small way in 1920, 
but in 1923 its sales in such territory amounted to over 60,000 cases 
of large-size “Chipso” packages, containing thirty-six packages to 
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a case, and over 75,000 cases of small-size ‘““Chipso” packages con- 
taining 100 packages to a case. From 1920 to 1924, inclusive, ap- 
pellant expended $1,562,043.22 in general advertising of its prod- 
uct ‘“Chipso.” 

It appears from the record that the trade-mark “Chase-O” 
originated in 1912 in Philadelphia. It was then applied to a 
product consisting of about 75 per centum soda ash and about 25 
per centum bi-sodium, with sufficient blue to color it and to blue the 
water when the directions on the carton were followed. This 
product was manufactured by the Chase-O Manufacturing Com- 
pany of Philadelphia. The packages retailed for 5 cents each. 
The front panel of the carton had a white background, with a blue 
diagonal bar extending from the lower left hand corner to the 
upper right hand corner of the panel. In this blue bar was placed 
the mark “Chase-O,” extending practically the entire length of the 
bar. Upon the white background there was printed certain descrip- 
tive matter not material here. It was this character of carton and 
product above described which was upon the market at the time of 
the registration of appellant’s mark. 

In March, 1924, appellee acquired said trade-mark and the 
business and good-will in connection therewith from the A-1 Manu- 
facturing Company, which latter company had acquired it from 
the Chase-O Manufacturing Company in 1918. In the fall of 
1924 appellee placed upon the market a package of “Chase-O” to 
retail for 10 cents. In this carton the color plan of the 5-cent 
package was not followed. Instead of the body of the front panel 
being white, as in the 5-cent package, it was made orange—the 
same color, substantially, as the broad diagonal bar of appellant’s 
“Chipso” carton. The diagonal bar of blue, with the mark 
“Chase-O” in white, remained substantially the same as on the 
5-cent carton, but the angle of said bar across the panel was more 
obtuse than in the 5-cent package. The change in color from 
white to orange made appellee’s 10-cent package much more similar 
in general appearance to appellant’s “Chipso” packages than was 
appellee’s 5-cent package with the white background. Appellee 
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continued to market the 5-cent package with its white background, 
as well as its new 10-cent package. 

Early in 1924 appellee also changed the formula of its 
“Chase-O” product, adding 15 per centum of soap and reducing 
the percentages of other constituents accordingly. The result of 
this change in formula was that the goods of appellee to which the 
mark “Chase-O” was applied were more similar in character to 
appellant’s product “Chipso” than they were at the time of the 
registration of appellant’s mark. 

Appellee’s goods were marketed largely in the Philadelphia and 
Baltimore territory. It appears from the testimony that the sales 
of the product “Chase-O” marketed by the Chase-O Manufacturing 
Company amounted to about $97,500 from the years 1913 to 1917, 
inclusive, and that during the years 1918 to 1931, inclusive, the 
sales by appellee and its predecessor, A-1 Manufacturing Company, 
of the product bearing the mark “Chase-O” were as follows: 


sy ee es $ 5,456.00 Mee tere $114,919.68 
re eee re 47,009.04 BS Senta siualess 89,038.66 
eh POE ere 64,962.96 BN. a belie weeers 73,283.66 
Pe ee 89,740.20 Sad. ewe ee 68,832.58 
es 105,194.60 ., Mee eee 39,915.67 
ae Ksécapaaaene 100,632.75 ao MC ee eee 26,463.75 
ROM wwniewi clean 107,778.00 | ee RR aoe 16,487.98 


It is the contention of appellee that the sales of appellee’s 
product “Chase-O” rapidly declined from 1925 to 1931, due, it 
claims, to the confusion existing between its mark “Chase-O” and 
appellant’s mark “Chipso.”’ 

A great deal of testimony is contained in the record upon the 
subject of confusion, and we think it is fairly established that con- 
fusion to a certain extent did exist in the minds of purchasers be- 
tween appellee’s 10-cent package of “Chase-O” and appellant’s 
smaller package of “Chipso.”” However, there is no definite evi- 
dence of actual confusion existing prior to appellee’s adoption of 
its 10-cent package, the front panel of which, as hereinbefore 
stated, much more nearly resembled appellant’s front panel of its 
packages of “Chipso” than did appellee’s 5-cent package of 
“Chase-O.” We do not think that actual confusion is established 
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between appellee’s 5-cent package of “Chase-O” and appellant’s 
packages of “Chipso.” 

We find no evidence in the record of the advertising expendi- 
tures of appellee with respect to its “Chase-O” product, and to 
what extent its falling off of sales may have been due to confusion 
between the packages of the respective parties or between the 
trade-marks here involved, or to what extent such falling off may 
have been due to lessened advertising or other causes, we are unable 
to determine. 

We do not deem it necessary to set out or to comment further 
upon the very voluminous testimony with respect to confusion be- 
tween the respective marks of the parties. 

Concerning the evidence of both parties regarding actual con- 
fusion with respect to the marks of the parties hereto, the Examiner 
of Trade-Mark Interferences said: 


The testimony of both parties that has been properly presented which 
is directed to the question of confusion or lack of confusion between the 
marks here involved has been carefully considered. Testimony of this 
character as a rule, if not wholly biased, is inclined to be favorable to the 
side presenting it and, generally speaking, is found to be of little, if any 
help in the determination of the question of confusing resemblances be- 
tween marks, which, after all, is largely a matter of opinion of the 
tribunal whose duty it is to pass upon this question. 

Such testimony, however, in this kind of case, is admissible and 
may have a bearing upon the likelihood of confusion between the 
two marks at the time of registration. 

The Patent Office tribunals held, and properly so, that mere 
delay or laches was not a well-founded defense on the part of 
appellant in this action, and among the cited authorities supporting 
this view is Cluett, Peabody & Co. (Inc.) v. Samuel Hartogensis, 
17 C. C. P. A. (Patents) 1166, 41 F. (2d) 94 [20 T.-M. Rep. 
452]. Appellant concedes in this court that “mere laches” is not 
a good defense, but it argues that the conduct of appellee herein- 
before referred to is a matter for our consideration. It argues that 
appellee’s delay, coupled with the affirmative acts of appellee in 
simulating appellant’s packages both in appearance and size, and 
appellee’s change of formula, and not the use of the mark of ap- 
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pellant, has brought about such confusion as is shown; that the 
acts which brought about such confusion were intentionally per- 
formed with a view of profiting thereby; and that by reason of such 
wrongdoing, appellee is estopped from obtaining the relief it seeks. 
Equity cases involving the doctrine of unclean hands are cited and 
discussed by appellant in connection with this phase of the case. 

It is our view that the trade-mark “Chipso,” as registered, so 
nearly resembled the previously registered and previously used 
“Chase-O” mark that there was likelihood of causing confusion 
and mistake in the mind of the public, and that because of this 
fact, the appellant was not entitled to the use of the mark at the 
time of its application for registration thereof, and the same should 
not have been registered. While the testimony of actual confusion 
in the use of the marks when applied to packages in the manner 
shown by the testimony may be some indication that the marks 
were confusingly similar at the time of registration, it is obvious 
that it is not always easy to determine to what extent such confu- 
sion is due in whole or in part to the similarity of the marks or to 
other considerations. No actual confusion need be proven. Patton 
Paint Co. v. Orr’s Zine White, Ltd., 48 App. D. C. 221; California 
Packing Corp. v. Tillman & Bendel, Inc., 17 C. C. P. A. (Patents) 
1048, 1058, 40 F. (2d) 108 [20 T.-M. Rep. 238]; Sun-Maid Raisin 
Growers of California v. American Grocer Co., 17 C. C. P. A. 
(Patents) 1034, 1036, 40 F. (2d) 116 [20 T.-M. Rep. 300]; Aper 
Electrical Mfg. Co. v. Landers, Frary, and Clark, 17 C. C. P. A. 
(Patents) 1184, 1187, 41 F. (2d) 99 [20 T.-M. Rep. 321}. 

We agree with the decisions of the tribunals below that the 
marks at the time of registration so nearly resembled each other 
that likelihood of confusion would result. It is impossible to escape 
this conclusion, and while appellant has asserted that there was no 
confusing similarity between the marks at the time of registration, 
that phase of the case has not been pressed with much vigor, and 
certainly not convincingly, in this court. Appellant has relied 
chiefly upon its estoppel defenses. 
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Both marks have the same number of letters. The first two 
letters are the same and sound alike. The marks have the same 
terminal letter “o.” The end of the word “Chase-O” and that of 
the word “Chipso” have the same sound. There is much similarity 
in the general appearance and sound of the two words. While the 
registrations show some differences in the angle at which the marks 
are placed, both of them show that they are placed at an angle 
leaning to the right. 

[We have held the following marks to be confusingly similar: 


9 


“Epeo” and “Esso”; “Caleyanide’ and “Calcium Cyanide’”; 
“Molo” and “Poro’”’; “Hexol’’ and “‘Hexcide’’*; “Tex” and ‘‘Lux’”; 


“Zip-On” and “Zipper’’®; “Peroxogen” and “Dioxogen’’; “Air-O” 
and “Arrow’”; “Oxol’”’ and “Oxydol’”; “‘Solvit-All” and “Solvite’’”® ; 


2711, 
, 


2 
9912 . 


“Zeno” and ‘“Zanol “Ammo-Phos-Ko” and “Nitrophoska’’~; 
“Novite” and “Oakite’™’; “Z.B.T.” and “T.Z.L.B.”* 

As to whether the doctrine of unclean hands, arising from con- 
duct happening subsequent to the registration of the newcomer’s 


1 Standard Oil Co. (New Jersey) v. Clarence W. Epley, 17 C. C. P. A. 
(Patents) 1224, 40 F. (2d) 997. 

2 California Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. 
(Patents) 1198, 40 F. (2d) 1013. 

3 Malone v. Horowitz, 17 C. C. P. A. (Patents) 1252, 41 F. (2d) 414. 

4 MacEachen v. Tar Products Corp., 17 C. C. P. A. (Patents) 1264, 41 
F. (2d) 295. 

5 Lever Brothers Co. v. Riodela Chemical Co., 17 C. C. P. A. (Patents) 
1272, 41 F. (2d) 408. 

6B. F. Goodrich Co. v. Hockmeyer, et al., 17 C. C. P. A. (Patents) 
1068, 40 F. (2d) 99. 

7 Bookman v. The Oakland Chemical Co., 17 C. C. P. A. (Patents) 
1213, 40 F. (2d) 1006. 

SCluett, Peabody & Co., Inc. v. Denver M. Wright, 18 C. C. P. A. 
(Patents) 937, 46 F. (2d) 711. 

9The Procter & Gamble Co. v. J. L. Prescott Co., 18 C. C. P. A. 
(Patents) 1483, 49 F. (2d) 959. 

10 Langfield y. Solvit-All Corp., 18 C. C. P. A. (Patents) 1313, 49 F. 
(2d) 480. 

11The American Products Co. vy. F. A. Leonard, 19 C. C. P. A. 
(Patents) 742, 53 F. (2d) 894. 

12 American Cyanamid Co. v. Synthetic Nitrogen Products Corp., 19 
Cc. C. P. A. (Patents) 1235, 58 F. (2d) 848. 

13 Buckeye Soda Co. v. Oakite Products, Inc., 19 C. C. P. A. (Patents) 
1034, 56 F. (2d) 462. 

14 Crystal Corp. v. Manhattan Chemical Mfg. Co., 22 C. C. P. A. 
(Patents) —, 75 F. (2d) 506. 
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mark, in view of the particular provisions of the statute above 
quoted, may constitute a defense in a Patent Office cancellation 
proceeding, we find it unnecessary to decide. We think it proper 
to say, however, that no authority have been cited and none has 
been found which holds that such a defense under such circum- 
stances is well founded. It is our view that if such a defense could 
be properly interposed “the charge was not established by the evi- 
dence.” | The last quoted language was used by the Court of 
Appeals of the District of Columbia in Krank v. Philippe, 54 App. 
D. C. 180, 295 Fed. 1001, an appeal involving a Patent Office 
cancellation proceeding. 

Aside from the fact that when appellee enlarged the size of 
its package, its mark was placed in more of a horizontal position 
than that shown in the registration and more in the same position 
as that occupied by appellant’s mark, we find nothing complained 
of that relates to the use of the mark itself. It is true that appellee 
changed the color of a portion of its package from white to orange. 
This portion of appellant’s mark on appellant’s package is blue. 
Appellee did somewhat change its formula and changed the size of 
its package from a 5-cent to a 10-cent package, but even then its 
package was little more than one-fourth as large as appellant’s 
package. As far as concerns us in this particular case, appellee 
had the right to make the said change in its formula and adopt the 
color and the package which it did, since it was the owner of the 
mark. Being the owner of the mark, it had a right to rely upon 
the mark and its name upon the package to distinguish its goods 
from the goods of others. Morse Co. v. Lowney Co., 256 Fed. 935 
[9 T.-M. Rep. 341]; Thum Co. v. Dickinson, et al. [7 T.-M. Rep. 
496] (reversed on other grounds, Thum Co. v. Dickinson, 245 Fed. 
609) [9 T.-M. Rep. 89]; Oliver Chilled Plow Works v. Wm. J. 
Oliver Mfg. Co., 40 App. D. C. 125 [3 T.-M. Rep. 288]. 

The question of simulating the size and color of packages is a 
subject matter which belongs to the domain of unfair competition, 
and we are not concerned with it here. Oliver Chilled Plow Works 
v. Wm. J. Oliver Mfg. Co., supra; Scott Tissue Co. v. Interlake 
Tissue Mills Co., Ltd., 151 M. D. 145 [16 T.-M. Rep. 200]. 
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Appellant argues that the record fails to show any proof of 


confusion or damage at or near the time of registration. The mere 
fact that the record does not show confusion makes no difference 
if the marks, at the time of registration, so nearly resembled each 
other as to make confusion likely, and the injury contemplated by 
the section of the statute under consideration is sufficiently estab- 
lished when mere likelihood of confusion is shown. Patton Paint 
Co. v. Orr’s Zine White, Ltd., supra. 

Appellant in this court has stressed with great persistence the 
hardships resulting from the ruling of the Patent Office tribunals. 
Any resulting hardships, of course, are regrettable, but such a 
situation, when brought about in the manner shown here, affords no 
justification for this court to hold that the two trade-marks at the 
time of registration did not so closely resemble each other as to 
make confusion likely. The trade-mark decisions of this court, 
involving this question, are, we think, characterized by great uni- 
formity, not only in denying registration where confusion was 
likely, but doing so if the question were doubtful. To now hold, 
as we would be required to hold if the decision of the Commissioner 
was reversed, that the two marks were not confusingly similar at 
the time of registration would, in our judgment, result in far more 
regrettable consequences than flow from our affirmance of the Com- 
missioner’s decision. 

Appellant states that the Patent Office has “seen fit to order 
cancellation of the mark ‘Chipso,’ thus striking to the ground a 


>? 


trade property of inestimable value. . ..” The registrability of 
the mark—the right of appellant to assert exclusive ownership 
thereto which registration implies—and not merely the right to use 
the mark was the question before the Patent Office tribunals and 
is the question here. 

This Patent Office cancellation proceeding is governed by the 
terms of the statute, and its terms are not indefinite. It is intended 
to afford a means of cancelling certain registrations, among them 
registrations which should not have been allowed. Registration 


is based upon the right of the registrant to the exclusive use of the 
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mark sought to be registered. Equity frequently permits more than 
one person to use the same mark, since the conduct of the parties 
may affect the exclusive right to use. We have frequently pointed 
out this difference between our jurisdiction and that of the court 
of equity. California Packing Corp. v. Tillman §& Bendel, supra; 
B. F. Goodrich Co. v. Hockmeyer, 17 C. C. P. A. (Patents) 1068, 
40 F. (2d) 99 [20 T.-M. Rep. 205]; Van Camp Sea Food Co. v. 
A. B. Stewart Organizations, 18 C. C. P. A. (Patents) 1415, 50 
F. (2d) 976 [21 T.-M. Rep. 414]. 

Since we conclude that appellant “‘was not entitled to the use 
of the mark,” “Chipso,’ within the meaning of the statute involved, 
at the time of the filing of the application for registration, and that 
appellee is not estopped from raising the question, we find no error 
in the decision of the Commissioner, and the same is affirmed. 


Garrett, J., concurs in the conclusion. Lrnroort, J., dissents. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Conflicting Marks 


Spencer, F. A. C.: Held that the notation “Bobby Lox” was 
not registrable under the Act of 1905, as a trade-mark for hair 
pins, in view of the earlier adoption and use by Veitch Manufac- 
turing Company, and its predecessor, of the notation “Bobbie” as 
a trade-mark for the same goods and that the registration which 
Scolding Locks Corporation had obtained of its mark should be 
cancelled. 

The ground of the decision is that the marks are confusingly 
similar as applied to the goods in question. 

In his decision the First Assistant Commissioner said: 


In my decision of even date, in companion cancellation proceeding No. 
2672, the right of the respondent herein to cancel the petitioner’s mark has 
been denied and, accordingly, the petitioner must, for purposes of the 
instant proceeding at least, be regarded as the owner of the mark “Bobbie.” 


He then said: 


The only question now remaining is therefore whether the notations 
“Bobbie” and “Bobby Lox” are confusingly similar. On this question I 
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am of the definite opinion that they are, since the notation “Bobbie” com- 
prises the predominating feature of each.! 


Cancellation—Non-Descriptive Term 


Spencer, F. A. C.: Held that the Examiner of Trade-Mark 
Interferences properly dismissed an application for cancellation 
of a registration granted to Hazel H. Waltz (now assigned to 
Veitch Manufacturing Co.), under the Act of 1905. 

The record shows that the mark of the registration sought to 
be cancelled was the notation “Bobbie” as applied to hair pins, 
and that the application for cancellation by Scolding Locks Cor- 
poration, owner of the registration of the mark “Bobby Lox” as a 
trade-mark for the same goods, is based on the ground that the 
term “Bobbie” as applied to hair pins is merely the name of a 
patented article and is inherently descriptive of the goods. 

The First Assistant Commissioner, after stating that the Ex- 
aminer of Interferences, in a careful and comprehensive opinion, 
disposed of the issues involved without error, said: 


In the case of Addressograph-Multigraph Corporation and Addresso- 
graph Company v. Elliott Addressing Machine Co., 442 O. G. 3; 20 Pat. Q. 
230 [24 T.-M. Rep. 133], it was pointed out that money invested in advertis- 
ing the mark there involved had not gone to defeat the very purpose of 
the investment; that the said mark (“Addressograph”) was undoubtedly 
very familiar to and easily recognized by the public, but that as long as 
the owners of the mark were the only ones making and selling products 
under it, the excellence of the mark from the standpoint of familiarity in 
the minds of the purchasing public did not defeat its validity. It was 
further opined that, although many persons might be led to believe that 
any addressing machine was the opposer’s addressing machine, this was 
not because the mark was a bad one but because it was a good one. These 
same observations apply in the instant controversy.? 


Descriptive Terms 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for liquid oils, 
waxes, and greases used for detergent, medicinal and pharmaceu- 
tical purposes, a Hebrew word meaning “Kosher.” 

1 Veitch Mfg. Co. v. Scolding Locks Corp., Canc. No. 2521, 159 M. D. 
402, April 12, 1935. 


2 Scolding Locks Corporation v. Hazel H. Waltz, Canc. No. 2672, 159 
M. D. 403, April 12, 1935. 
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The ground of the decision is that this word would indicate to 
a member of the Jewish faith that applicant’s goods bore the sanc- 
tion of the church and the mark is, therefore, descriptive. 

In his decision, after quoting the dictionary definition of the 
word kosher: “Sanctioned by Jewish law, especially designating 
food that may be eaten as ritually clean, a kosher shop,” the First 
Assistant Commissioner said: 


From this definition, it is obvious that the popular meaning is not 
confined to foods, but extends likewise to other articles or places that are 
approved by Jewish religious law. In this connection it might appropri- 
ately be stated that in trade-marks it is the popular meaning of words 
and not the technical meaning that must be taken into consideration be- 
cause members of the purchasing public are not technicians and rely en- 
tirely upon the popular meaning of words. 

In view of the foregoing, I am of the opinion that the kosher notation 
applied to medicinal compounds would indicate to a member of the Jewish 
faith that the applicant’s goods bore the sanction of the church. Being of 
this view, I am constrained to refuse the application on the ground that 
if the medicinal compounds have, in fact, been so sanctioned, the nota- 
tion is descriptive, whereas, if they have not, it is misdescriptive. 


He then said: 


. it is deemed proper to observe the following appropriate language 
that appears in the decision of the Examiner of Trade-Marks: 


“It is a notorious fact, of which it is believed this office may take 
judicial notice, that Jews are religiously scrupulous about what may be 
taken into the alimentary tract. The familiar Kosher symbol, seen every- 
where, reassures them of the safety in eating or imbibing what is offered. 
It is believed this would be accepted by the public as the purpose of the 
mark and that few, if any, would suppose that it indicated origin or own- 
ership in any person, Jew or Gentile.””* 


Geographical Term 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for shoes, the 
notation “Britishers.” 

The ground of the refusal is that the mark is merely geograph- 
ical. 

In his decision the First Assistant Commissioner, after quoting 
the dictionary definition of the word “British,” said: 


3 Ex parte Justin F. Wait, Ser. No. 335,793, 159 M. D. 401, April 12, 
1935. 














DECISIONS OF THE COMMISSIONER OF PATENTS 355 


The suffix “ers” is the plural of the suffix “er,” the latter being a com- 
mon addition used to form nouns denoting condition, place of dwelling, 
etc. such, for example, as New Yorker, prisoner, and the like. I am 
unable to see where the addition of this suffix renders the word “British” 
any less geographical than when standing alone. 

Any one manufacting shoes in Great Britain is entitled to refer to 
them as being British shoes, no matter whether they are sold here or 
abroad and I am not in favor of! granting the instant registration here 
because to do so might interfere with the right of any such person to 
state the facts concerning the origin of the product. Indeed, if the ap- 
plicant’s shoes are made in Great Britain, the notation “British” or 
“Britishers” as applied to them is descriptive; on the other hand, if they 
are not, the notation becomes equally misdescriptive. 

In conclusion, I am of the opinion that the notation “Britishers” is 
clearly geographical and therefore registration must be refused.* 


Goods of Same Descriptive Properties 


Frazer, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for whiskey the word “Aristocrat,” in view of 
the prior adoption and use of the same mark by the opposer as a 
trade-mark for wines. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks being identical, confusion is 
likely. 

In his decision the Assistant Commissioner noted that the appli- 
cation which originally had been for alcoholic liquors, had been 
amended to be restricted to whiskey. 

He further noted applicant’s argument that whiskey and wine, 
while both alcoholic beverages, have distinctive characteristics rec- 
ognized by the Patent Office and recognized by the trade and cited 
certain decisions to which attention had been called. He then 
called attention to the decision of the Court of Appeals of the 
District of Columbia in Four Roses Products Co. v. Small Grain 
Distilling § Drug Co., 58 App. D. C. 299, 1929 C. D. 108 [18 
T.-M. Rep. 576], in which malt syrup and whiskey were held to 
be goods of the same descriptive properties and said: 

Applicant seeks to make a point of the fact that whiskey and wine 


are separately classified in the Patent Office, and argues that conditions 


*Ex parte Diamond Shoe Co., Ser. No. 350,940, 159 M. D. 405, April 
16, 1935. 
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and customs of manufacture, sale and consumption of these goods are 
substantially the same now as when the classification was made in 1906. 
Conceding all this to be true, an examination of the authorities makes it 
clearly apparent that during recent years the trend of judicial interpreta- 
tion has been away from a strict construction of the statute, and toward 
the more liberal view expressed by the Court of Customs and Patent 
Appeals in B. F. Goodrich Co. v. Hockmeyer, 40 F. (2d) 99, 394 O. G. 
795, 17 C. C. P. A. 1068 [20 T.-M. Rep. 205]. 


Then, after citing from the latter decision a statement that it 
was deemed to be evident that the words “same descriptive proper- 
ties’’ were intended by Congress to relate to goods of the same 
general class and the determinative test of whether goods are of 
the same descriptive properties is whether, if the same mark were 
put on such goods, confusion would be likely, he said: 


Applying the doctrine thus announced to whiskey on the one hand 
and wine on the other, it must be held that such goods possess the same 
descriptive properties, and that there would be likelihood of confusion in 
trade if both were offered to the public under the same trade-mark. Cer- 
tainly they belong to the same class of merchandise, and are sold in 
similar containers, through the same dealers, to the same people, for the 
same use. 

In conclusion it is to be noted that upon the question here involved the 
classification of articles in the Patent Office has never been deemed of 
controlling importance by the courts. Harlan-Wallins Coal Corp. v. 
Transcontinental Oil Co., 64 F. (2d) 122, 482 O. G. 514, 20 C. C. P. A. 
944 [23 T.-M. Rep. 208].5 


Labels 


Spencer, F. A. C.: Held that applicant is entitled to register 
in one application a plurality of label specimens which have but 
a single point of difference. 

In his decision, after stating that the goods on which the labels 
are to be used are wines and the specimens are in the main identical 
except that one calls for Claret Wine and the other for Port, etc., 
the First Assistant Commissioner said: 


Inasmuch as the copyright applies only to the artistic element of the 
labels and inasmuch as this element is the same in each specimen, I am 
of the opinion that one registration is sufficient, notwithstanding the fact 
that the same generic label is used for the various species of wines. The 
sole point of difference, being only in the name of the type of wine, 


5 Fruit Industries, Ltd. v. Continental Distilling Corp., Opp’n No. 
13,548, 159 M. D. 408, April 22, 1935. 
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would not add a new copyrightable element such as would require, or 
even permit separate registration for each type.® 


Non-Conflicting Marks 


Spencer, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for tooth paste, the notation “Pearledent,” not- 
withstanding the prior adoption and use by opposer of the name 
““Pepsodent” on the same goods, on the ground that the marks are 
not confusingly similar. 

With reference to the contention that the opposer had not 
established ownership of the mark, the First Assistant Commis- 
sioner, after referring to the testimony specifically, said: 


Whether this testimony is sufficient to establish ownership of the mark 
in the opposer is to my mind doubtful. No documentary exhibits were 
introduced tending to show ownership and this oral testimony is about 
as barren as it could possible be. It must be noted, however, that during 
the testimony the attorney for the applicant company did not object to 
its insufficiency, thereby affording his adversary an opportunity to clear 
the now alleged defect, nor was any effort made to impeach the witness. 
Since it was received without objection, is uncontradicted, unimpeached, 
and was given by the employee of the opposer company responsible for 
handling the trade-marks of the company, I am inclined to the view that 
it must be assigned sufficient probative value to establish ownership. 


With reference to the question how the similarity of marks must 
be determined, he said: 


In considering the similarity of marks, they must be judged in their 
entireties and not broken up into fragments and compared piece by piece. 
Accordingly, any effort on the applicant’s part to discard from both nota- 
tions the suffix “dent” (Latin for tooth) and to restrict consideration to 
the suffixes “Pearle” and “Pepso” must be viewed with disapproval. At 
the same time, in determining the question of likelihood of confusion, I 
consider it not only proper, but essential, to inquire fully into the con- 
ditions surrounding the sale of the goods and likewise the habits and 
customs of the purchasers. Mental confusion is a psychological reaction, 
pure and simple, and in order to determine the likelihood of confusion, the 
psychology of the purchaser, including, shall I say, the stimuli that 
bring about the reaction, must be carefully investigated. 


He then referred to the fact that the goods are identical and 
sold over the same counters to people in all walks of life, and that 
the marks are not placed upon a product which is purchased at 


6 Ex parte Price Bros., Ser. No. 63,857, 159 M. D. 408, April 19, 1935. 
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rare intervals, but which is bought repeatedly and frequently, and 
said: 


The record discloses that at least forty-five dental preparations are on 
the market bearing trade-marks which, from the standpoint of similarity, 
may be classified in the same bracket with the two here involved. The 
very fact that so many marks bearing a kindred degree of similarity are 
on the market today is, to my mind, almost conclusive on the point that 
the purchasing public is able to distinguish between such notations. I am 
willing to assume that manufacturers, for the most part, are honest and 
are more interested in avoiding confusion than in creating it; therefore, I 
believe that the fact that they place on the market numerous goods bear- 
ing such markings is indicative of the fact that the public can and does 
distinguish between them without difficulty. To continue this line of 
thought a little further, I am of the opinion that conditions in the trade 
indicate rather convincingly the habits of the buyers and the fact that 
many names having points of similarity are used in conjunction with the 
sale of a particular product is indicative of the proposition that the buy- 
ing public not only can meet, but‘ has successfully met, the situation and 
is not confused in dealing with the marks. 


He then stated that a brand of tooth paste is as familiar to the 
user of the brand as the name of his doctor and there is little or no 
opportunity for his being confused by the use of a mark that differs 
from his brand as far as the marks here used differ from one an- 
other, and that the marks have been used concurrently since 1931, 
and the opposition proceeding was not commenced until 1933, and 
no evidence had been presented of any actual confusion. 

He then said: 

Before concluding, some reference should be made to the rule which 
holds that in opposition proceedings prior registrations by others are not 
to be considered, American Fruit Growers, Inc. v. Michigan Fruit Growers, 
Inc., 17 C. C. P. A. 906; 38 F. (2d) 696; 393 O. G. 789; 1930 C. D. 148, 
and cases cited. In the instant case the prior registrations cited by the 
applicant have been given no consideration whatsoever. Whether such 
registrations are of probative value by way of illustrating the conditions 
in the trade is a matter concerning which no comment need be made, it 


being sufficient to state that they cannot be considered alone, without 


reference to anything else, as imposing any limitations on the opposer’s 
mark.’ 


Spencer, F. A. C.: Held that applicant is not entitled to 


register, as a trade-mark for wheat flour, buckwheat flour, self- 


7 The Pepsodent Co. v. Comfort Mfg. Co., Opp’n No. 12,892, 159 M. D. 
398, April 5, 1935. 
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rising flour, pancake flour, and cake flour, the term “Sun-Kist,” in 
view of the prior adoption and use of that word by opposer as a 
trade-mark for various edible products. 

The First Assistant Commissioner noted in his decision that 
the opposer’s predecessor had originally applied its mark to dried 
fruits, but as the business expanded the mark was subsequently 
applied to canned vegetables, pineapple, catsup, cereals, etc. 

With reference to applicant’s argument that it acquired an 
equity in the mark growing out of its long continued use on sacked 
or barreled wheat flour, which should entitle it to the registration it 
now seeks, and that laches or acquiescence on the part of the op- 
poser should likewise defeat the opposition proceedings, he said: 


Neither of these contentions is deemed sound. Since the opposer, by 
its predecessor, adopted the mark as early as 1906 for use on dried fruits, 
and has continuously used it since, there can be no doubt but that from 
that date, down to and including the present, it has been entitled to the 
employment of the mark not only on dried fruits but on all other goods 
of the same descriptive properties. That dried fruits and small packages 
of flour of the kind here involved are goods of the same descriptive 
properties is clearly established by such cases as (citing decisions). 


With reference to the second point raised by opposer, he said: 


. it may be stated that, although this acquiescence may or may 
not affect the right of the opposer to prevent the applicant from using 
the mark on sacks and barrels of wheat flour, it in no wise affects its 
right to oppose registration for use on the goods here involved which were 
placed on the market for the first time in 1932 and concerning which this 
opposition was promptly filed. 


With reference to the argument that applicant is entitled to 
register the mark because at the time of its adoption and use in 
1909, the goods of the respective parties would not have been con- 
sidered to be of the same descriptive properties, he said: 


This is an unsound contention since the applicant assumes the risk of 
any change in judicial thought. The mere fact that a thing might have 
been legal many years ago does not necessarily make it so today. Of 
course, the applicant is entitled to expand his business so long as such 
expansion does not interfere with the rights of the opposer but when it 
does, such expansion becomes wrongful. 


He then said: 


There may be some equities involved in this case but, if so, they cannot 
play a part in this proceeding. Oppositions are purely statutory and in 
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them the Patent Office and the Courts confine themselves rather closely 
to the legal side of the issues leaving the equities to be detemined in 
proceedings brought under the doctrines of unfair trade and competition.® 


No Trade-Mark Use 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of March 19, 1920, the expression “Relief 
Process” as a trade-mark for printing matter in the form of en- 
velopes, letterheads, etc. 

The ground of the decision is that those words constitute 
merely a trade term for a certain kind of printing and therefore 
cannot function as a trade-mark. 

In his decision, after stating that the type of printing known 
as relief printing is well known and referred to by all dictionaries 
and it is admitted in the brief that “relief process” is merely the 
proper designation for the type of printing in question, the First 
Assistant Commissioner said: 


I am unable to determine how any trade-mark significance can attach 
itself to words that are so thoroughly descriptive and bear no other 
significance. In this regard I agree with the Examiner of Trade-Marks in 
his statement: 


“It is not apparent how this expression can indicate the origin or 
ownership of the goods to which it is applied, and it is not believed that 
it will convey to the purchasing public any information other than that 
applicant’s letterheads, envelopes, and forms are printed according to the 
relief process.” 


He then further said: 


There is one other point that gives me some concern and that is that 
the trade-mark might almost be said to be for a service. As I understand 
it the appellant prints letterheads, envelopes, and various forms, including 
wedding announcements, and the trade-mark in question is employed to 
designate the service, namely, printing, and not the product, namely, 
stationery. Realizing, however, that this observation is in no wise essen- 
tial to the decision and that the point was not raised below, I am con- 
tent to predicate my holding upon the grounds set forth above and to 
recognize this additional observation as constituting mere obiter dictum.® 


8 California Baking Corp. v. Maney Milling Co., Opp’n No. 12,766, 159 
M. D. 397, April 5, 1935. 

® Ex parte Relief Printing Corporation, Ser. No. 338,793, 159 M. D. 404, 
April 12, 1935. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


O pposition—Answer 


Frazer, A. C.: Held that the applicant is not estopped to raise 
the question of abandonment of the mark by the opposer where the 
acts relied upon to establish abandonment occurred after the deci- 
sions in certain prior proceedings between these parties. 

In his decision the Assistant Commissioner noted the prior 
proceedings in which opposer here had filed an opposition to the 
registration of the mark by the applicant and subsequently the 
opposer had filed a petition for cancellation based on the ground 
that the question of the validity of that registration was res ad- 
judicata in view of the decision in the earlier opposition proceed- 
ing. He then noted that in the answer to the present opposition 
applicant had set up a number of affirmative defenses, one of which 
was that the opposer had abandoned his trade-mark. He then said: 


I agree with the Examiner that “the thing sued for” in the present 
proceeding is identical with that involved in the cancellation case, namely, 
ownership of the trade-mark and the incidental right of registration in 
the Patent Office. I am unable to agree, however, that all of the affirma- 
tive allegations of the answer pertain to “matters capable of being con- 
troverted between the parties” in the cancellation proceeding; and I am 
clearly of the opinion that in some of the issues presented applicant has 
“claimed by a different right not involved in the first action.” 

There can be no question under the authorities but that all matters 
which were passed upon or which properly could have been passed upon 
in the cancellation proceeding became res judicata by reason of the 
decision of the Examiner of Interferences, and can not now be relitigated. 
That decision was rendered September 22, 1927. Hence, applicant’s aver- 
ments with respect to its ownership and use of the mark prior to that 
time should be stricken from the answer, as should also those allegations 
which attack the validity of the cancellation proceeding and of the prior 
opposition proceeding. This is likewise true of the paragraph with refer- 
ence to a decree of the Supreme Court of New York County, New York, 
entered December 13, 1910, which applicant claims established its owner- 
ship of the mark as against opposer. All these defenses were unquestion- 
ably concluded by the final judgment in the cancellation case. Clearly, 
however, nothing that transpired thereafter could have been litigated in 
that case, and it was therefore as of a date not later than September 


22, 1927, that the rights of the parties were necessarily adjudicated in the 
final judgment. 


He then stated that the plea of abandonment presented a dif- 


ficult question because of the manner in which it had been pleaded 
and stated: 
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It will thus be seen that both the Examiner and the opposer have tacitly 
conceded applicant’s right to adduce proof, under its answer, of such facts 
relating to the alleged abandonment as were not involved in the previous 
litigation. Under these circumstances, while the defense is inaccurately 
set forth, and is not as specific as good pleading would dictate, I think 
enough appears in the answer to permit of an amendment stating any 
pertinent facts which would tend to establish an abandonment of its trade- 
mark by opposer subsequent to September 22, 1927, I am also of the 
opinion that as to such facts the final judgment in the cancellation case 
is not conclusive, and that applicant should be permitted to take tes- 
timony with respect thereto. 


With further reference to certain matters pleaded in the answer, 
he said: 


The Examiner of Interferences did not discuss this point in the present 
decision, nor did he expressly pass upon it. I do not wish, therefore, to 
prejudge the matter; but I do hold that the paragraph of the answer 
relating thereto should be permitted to remain, because I am not con- 
vinced that the statement in the prior decision was anything more than 
mere dictum. In other words I think it at least doubtful that it was an 
essential element of the decision, and if it was not it cannot now serve 
as the basis of an estoppel. This is a question which should be passed 
upon by the Examiner in the further prosecution of the case. 

The last paragraph of the answer attacks the sufficiency of the notice 
of opposition. This is another point upon which applicant is entitled to 
a ruling, but as it has not yet been considered by the Examiner I shall 
express no opinion as to the merits of the defense.!° 


10 Société Anonyme des Anciens Etablissements Panhard et Levassor 
v. Panhard Oil Corp., Opp’n No. 13,311, 159 M. D. 372, January 7, 1935. 
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May v. Goopyear Tire & RusBBErR Co. 
(10 F. Supp. 249) 


United States District Court, District of Massachusetts 


February 15, 1935 


Trape-Marks—REGIstRaATION— EFPEct. 

Registration in the United States Patent Office does not create 
substantive rights, but merely give certain procedural advantages. 
Moreover, such registration does not enlarge common law rights in the 
mark. 

Trape-Marks—AssiGNMENT—ONLY VaLip WiTH ASSIGNMENT OF BUSINESS. 

The property right in a trade-mark can be transferred by will and 
by assignment, but cannot be transferred in gross or at large, like 


rights under a patent. Moreover, such property right passes with a 
transfer of the business to the transferee. 
Trape-Marks—TransFer WirHout Format AssIGN MENT. 
In the absence of evidence to the contrary, it will be assumed that 
trade-mark rights pass with the sale or transfer of the business. 
Trape-MarkKs—ASSIGNMENT BY TRUSTEE IN BANKRUPTCY. 
Trade-mark rights pass to trustees in bankruptcy and to the pur- 
chaser of the former business from the trustee in bankruptcy. 
Trape-Marks—USsE 1N ALIEN BusINess. 
The use of a trade-mark cannot be the subject of contract divorced 
from the business or property to which it was attached. 
Trape-Marks—Untawrvut Use—Pustic Interest. 
When the equity courts interfere with the use of a trade-mark, they 


act quite as much in the public interest as in the interest of the com- 
plainant. 


Trape-MarKks—DEcepPTion oF PvuBLic. 
When a trade-mark is likely to deceive the purchasing public, the 
use will be enjoined, although the plaintiff may not be seriously in need 
of protection. The courts, however, will not interfere when ordinary 


precaution by the purchaser would enable him to discriminate one 
article from the other. 


Trape-Marks—INFRINGEMENT—TEST. 

The test in a case of trade-mark infringement must be whether the 
similarity of the trade-marks would mislead the ordinary observer. 
Trape-Marks — INrrinceEMENT— “GoopyeaR” and “Wrncep Foor” anp 

Piaintir®’s Wincep Foor Marxk—No Evivence or Conrvusion. 
Defendant began in 1901 the use of a trade-mark consisting of the 
word “Goodyear” with the device of a winged foot between its syllables 
and secured registration therefor in the United States Patent Office in 
1906 and subsequently in seventy-seven foreign countries for use upon 
rubber tires, rubber heels and rubber soles, the said mark having been 
widely and expensively advertised in journals of nationwide circulation, 
as well as on street car cards and other forms of advertising. Plain- 
tiff’s predecessor began in 1902 to use as a trade-mark on dress shoes 
or slippers a mark consisting of the device of a winged foot, whereon 
usually appeared the name “Guptill,” and the representation of a sun- 
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burst, both being more conspicuous than the winged foot device, the said 
mark being advertised in certain trade journals. Held that, in as much 
as plaintiff's shoe was never known as the “Winged Foot” shoe, but 
rather as the “Guptill” shoe and there was no proof that plaintiff was 
injured or the public deceived by the simultaneous use of the respective 
trade-marks, there was no infringement. 

Trape-Marxs—“Wincep Foor’ Dervice—Assig¢nNMENT—V ALIDITY. 

Where the business of manufacturing shoes under the “Winged Foot” 
trade-mark as used by Guptill was wholly discontinued in 1927, subse- 
quent revivals of the use of said mark by plaintiff and its predecessors 
held not to have given them any property right therein. 

Trave-M arks—INFRINGEMENT—SvuItTs—LacHEs. 

Plaintiffs by delaying for thirty years to take action in asserting 
claim to a registered trade-mark, held to have forfeited their right to 
equitable relief. 

In equity. Action for alleged trade-mark infringement. Com- 


plaint dismissed. 
Phipps, Durgin § Cook, of Boston, Mass., for plaintiffs. 


Walter Powers (of Sherburne, Powers § Needham), of Boston, 
Mass., John Vaughan Groner (of Fish, Richardson § Neave), 
of New York City, and R. H. Waters, of Akron, Ohio, for 
defendant. 


Brewster, D. J.: This bill of complaint is brought to enjoin 
the use by defendant of registered trade-marks which, according to 
the allegations of the bill, infringe rights of the plaintiffs. 


Statement of Facts 


The facts readily fall into several groups. I will first state 
those relating to the defendant’s trade-marks and their use. 

1. The defendant, Goodyear Tire & Rubber Company, was 
incorporated under the laws of Ohio in 1898 with a usual place of 
business in Akron, Ohio. Its business is the manufacture and sale 
of rubber goods including rubber tiles, rubber tires, rubber heels, 
and rubber soles. The defendant at no time has manufactured or 
sold ladies’ leather boots or shoes. 

2. In 1900, the president of the Goodyear Tire & Rubber Com- 
pany conceived the idea, taken from a statue of Mercury with the 
conventional winged sandals, of using a winged foot as a part of 
the Goodyear trade-mark, and from that time the defendant has 
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used, in connection with 

its business as nanufa- 

turer of rubber tiles, rub- (j 

ber tires, rubber heels, 00D YEAR 
and rubber soles, a trade- 

mark substantially as 

follows: 

Since 1901 the trade-mark has appeared upon the letterheads of 
the defendant and from time to time upon circulars and other adver- 
tising matter to be referred to more particularly hereafter. 

In May, 1905, the defendant filed application with the United 
States Commissioner of Patents for the registry of a trade-mark 
similar to the above which shows a representation of a human foot 
with sandal attached to or strapped at the bottom thereof and with 
a wing growing from the ankle, with the words “Goodyear” divided 
so that the word “Good” appeared at the left of the foot and the 
word “Year” at the right. The trade-mark was registered in 1906 
and duly advertised on September 26, 1906, in accordance with the 
provisions of Section 6 of the Act of February 20, 1905 (see 15 
U. S. C. A. § 86). No opposition having appeared, the certificate 
of registration was issued on November 3, 1906. 

For the purposes of this case the defendant has conceded that 
it did not use this trade-mark on heels or soles prior to 1905. Be- 
ginning in 1906, the defendant continuously manufactured and sold 
rubber and composition heels and soles bearing the said trade-mark 
or some variant thereof, the trade-mark being affixed by being 
molded as a part thereof in the process of manufacture. 

Beginning in 1914, the defendant has used another trade-mark 
for its heels and soles which was duly registered in 1923. The 


trade-mark was registered after notice of the application had been 
published, as required by 


law, and no objections were 
interposed. The following WING 
is a copy of the trade- Foor 


mark: 
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3. The heels and soles bearing the defendant’s trade-marks were 
sold in interstate commerce throughout the United States. Before 
1931 defendant’s market had been extended to include nearly every 
country in the world. The Good (winged foot) Year mark had 
been registered in seventy-seven foreign countries and the Wing 
(winged foot) Foot mark in forty-four foreign countries. Sales were 
made either to manufacturers or to distributors who sold to cobblers. 

4. The defendant advertised extensively in the Saturday Eve- 
ning Post from May, 1914, through October, 1933. From May, 
1914, to September, 1917, it expended for such advertising over 
$80,000. With immaterial exceptions every advertisement showed 
the trade-mark composed of the word “Goodyear’’ associated with 
the winged foot and/or the word “Wingfoot” associated with the 
winged foot, the combination of the three sometimes varying. 

I do not find in the Saturday Evening Post prior to August, 
1928, any advertisement showing defendant’s rubber soles which 
had impressed upon the sole the defendant’s trade-mark. 

The defendant also advertised extensively in the shoe trade 
magazines, such as the Shoe & Leather Reporter and the Boot & 
Shoe Recorder. These advertisements prominently displayed the 
Goodyear trade-mark. In some of these advertisements the soles 
carried the Goodyear trade-mark as early as July, 1913. 

For two years, beginning in 1919, the defendant carried on an 
extensive cooperative advertising campaign which consisted of 
advertisements in magazines having a national circulation, in the 
shoe trade magazines, and in local newspapers; and also through 
the mail and by displays in stores. Each advertisement was of the 
product of a specific shoe manufacturer, but each featured the use 
of the Goodyear heels or soles on that product. The cost of this 
advertising was, in some cases, borne wholly by the defendant. In 
others, it contributed a portion. The total cost of this campaign 
was over $130,000. 

From 1919 through 1928, the defendant also advertised exten- 
sively throughout the United States by means of colored card adver- 
tisements in street railway cars. These cards displayed the trade- 
mark in one form or another. In this form of advertising it spent 
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over $2,000,000 between 1919 and 1928. These advertisements 
appeared in the street cars in New England, some of the time with 
one card in every street car, and at other times with a card in every 
other street car. The street railways carrying this advertisement 
ran cars in Greater Boston and in the larger cities throughout New 
England. In no advertisement did the defendant hold itself out 
to be a manufacturer of boots or shoes. 

5. The plaintiffs base their asserted rights as owners of a trade- 
mark which one Hervey E. Guptill used in connection with his 
business of manufacturing women’s shoes. His product was wholly 
light-weight, dress shoes or slippers, known as “turned” shoes. 
He was engaged in the manufacture of such shoes from 1899 until 
1922 in Haverhill, where he owned a six or seven story factory and 
employed some 300 employees, doing an annual business of between 
$600,000 and $1,000,000 toward the close of the above period. 

On September 11, 1902, Guptill filed 
an application for the registration of a 
trade-mark of which the following is a 
copy. 

The mark was duly registered on May 
12, 1903, by the United States Patent 
Office. According to the file wrapper, 
Guptill limited himself to the mark, as 
shown in the application, when used on 
or in conjunction with “‘ladies’ leather 
boots and shoes.” 





From the beginning of the use of his registered trade-mark in 
advertising, Guptill surrounded the picture of a winged foot, when- 
ever he used it, with a representation of a sunburst larger than the 
winged foot and more conspicuous. 

The Guptill product had a good reputation in the trade and was 
sold throughout the United States, in South America, Australia, 
and in other foreign countries until 1922. No figures were intro- 
duced showing the extent of Guptill’s output during the period 
1903 to 1922. 
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6. Guptill advertised his product in the Boot § Shoe Recorder, 
in Modern Shoemaking, and in Illustrated Footwear Fashions, but 
not until January 14, 1903, did his trade-mark first appear in his 
advertising. 

From 1903 to 1918 Guptill advertised in the trade publications 
above referred to. In all advertisements he prominently displayed 
the name “Guptill’” written in a distinctive script. In only a por- 
tion of his advertisements did the trade-mark appear. Between 
1904 and 1912, when Guptill ceased to advertise in the Boot § Shoe 
Recorder, a weekly publication, he had used his trade-mark in only 
sixty-five issues of that publication. In Illustrated Footwear 
Fashions, a monthly, Guptill advertised in every issue beginning 
June, 1900, until it went out of existence in 1911. His trade-mark 
was shown in only seven issues in 1910. Beginning in 1911 and 
continuing to 1918, his trade-mark appeared in all issues of Oran 
McCormick’s Footwear Fashion and its two succeeding magazines 
published each month. From March, 1915, to October, 1918, the 
trade-mark appeared in each issue as a part of Guptill’s advertise- 
ment therein. After 1918 Guptill ceased all advertising. These 
publications were confined to the boot and shoe trade. None had a 
large circulation. Guptill also used his trade-mark on his stationery, 
on cards, on containers for his shoes, and in some of his catalogues 
issued after 1913. The mark appeared in one form or another on 
shoes which he manufactured, except in instances where dealers 
requested otherwise. 

During this period, from 1903 to 1918, the trade-mark had been 
modified so that the circle of rays in the form of a sunburst was 
its outstanding and dominant element, the winged foot being a 
relatively small part of the trade-mark. 

The trade-mark was never known as the “Wingfoot” mark, nor 
did Guptill’s products, in the mind of the public, ever become iden- 
tified with a “Wingfoot” shoe. Generally, it may be said that 
Guptill’s use of his mark was at all times confined to a limited class 
of buyers, was never continuous, and the purchasing public or shoe 
trade would not be likely to associate the winged foot with the 
Guptill product unless it appeared in connection with the word 
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“Guptill” in the distinctive script prominently displayed in all 
advertisements. It is a fair inference that Guptill’s good-will had 
been built around his trade-name “Guptill’’ quite as much as around 
his trade-mark. It was the name more than the winged foot that 
suggested the origin of goods manufactured by him. 

7. On December 20, 1921, an involuntary petition in bank- 
ruptecy was filed against Guptill which terminated in 1922 by a 
composition prior to adjudication whereby creditors were paid 35 
percent in cash. In order to raise the cash to put through the 
composition, Guptill entered into an arrangement with one Charles 
E. Greenman, by the terms of which Greenman paid $46,000 to 
Guptill and received a conveyance through Guptill’s attorney of 
“all stock in trade, machinery, fixtures, shares of stocks, shoes 
material, accounts receivable, and all other personal property, 
including choses in action, of whatever name, nature or description” 
he had at the time of the conveyance. The transfer was absolute 
in form and not conditional or defeasible. The assignment con- 
tained no reservation of trade-mark rights or good-will of Guptill’s 
business. Under it, Greenman took possession of all records, books 
of account, and all personal property formerly employed by Guptill 
in his shoe manufacturing business. 

Following the transfer, a small factory was started in Seabrook, 
N. H., in which the machinery acquired by Greenman from Guptill 
was installed. The business of manufacturing ladies’ leather shoes 
was carried on under the name of Hervey E. Guptill, Inc., although, 
in fact, it was never incorporated. Nor was any certificate filed 
in compliance with the statutes of New Hampshire (Public Laws 
1926, Chap. 155, § 1) requiring one doing business under any name 
other than his own to file a certificate to that effect. Guptill was 
put in charge of manufacturing, upon a salary paid by Greenman. 
It appears that Greenman took an active part in the affairs of the 
company, attending to the finances and correspondence and, for a 
time, received a salary. He alone financed the operations of the 
business, Guptill furnishing no capital whatever. 

Early in 1926, Greenman employed one Kennedy, a shoe manu- 
facturer, and put him in charge of the business, and from that time 
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Guptill’s connection with the company was merely that of outside 
salesman, which position he occupied until November, 1926, when 
he severed all connection with the business. At all times after 
Greenman acquired the assets from Guptill, he continued to use 
not only the name “Hervey E. Guptill, Inc.,” but all trade-marks 
and trade-names of Guptill upon stationery and, to some extent, 
upon the output of the small plant in Seabrook. This use was with 
the knowledge and consent of Guptill. Greenman, having lost 
money in the enterprise, told his daughter, who in the meantime 
had been employed as bookkeeper, and Kennedy, that if they wanted 
to continue the business they could do so, but that Kennedy must 
assume all financial responsibility. From November 15, 1926, to 
the fall of 1927, Kennedy assumed charge of the business and con- 
tinued it under Guptill’s name and with the use of the Guptill trade- 
mark upon shoes, unless the customers requested otherwise. 

When Kennedy gave up the business, having found it unprofit- 
able, all the assets which Greenman had acquired from Guptill were 
sold and removed from Seabrook. This sale marked the end of the 
business which had theretofore been carried on by Guptill. 

While it may be conceded that Greenman did not intend to 
permanently embark upon the business of manufacturing shoes and 
that Guptill may have expected to redeem the business after Green- 
man was repaid, these expectations were never realized, and the 
end result was that the business, in connection with which the 
Guptill trade-mark had been used from the time of its registration, 
had been transferred to Greenman and in 1927 wholly discontinued. 
I so find. 

8. On December 30, 1926, Hervey E. Guptill died. At that time 
he was not employed or engaged in any business whatsoever. There 
had been preliminary negotiations during the last days of his life 
looking to the establishment, with others, of a new business, but 
none of these plans had proceeded beyond the preliminary stages 
and, of course, were abandoned immediately upon Guptill’s death. 

Guptill left a will giving a small bequest to his daughter and 
the residue to his widow. The will did not specifically mention 
any business, good-will, choses in action, or any rights in his trade- 
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mark. It was not admitted to probate until April 23, 1929. Guptill 
left no estate. He did not even possess the certificate of registra- 
tion. 

Early in 1928, Guptill’s widow, who was named as executrix 
in the will, wrote to Miss Greenman as follows: 


If you have no further use of the trade-mark papers, I would like to 
keep them. I do not think they have any monetary value, but it was some- 
thing Hervey originated, and as such I would like to have them to keep, 
perhaps I am asking too much, but I have so little of anything that he 
did, besides he thought so much of them. 


In response to this letter the trade-mark registration was sent 
to Mrs. Guptill. 

When Guptill died, his daughter, one of the plaintiffs in this 
suit, was employed in a shoe factory in Lynn, where she remained 
until February, 1927, when she obtained employment in the Ideal 
Baby Shoe Company in Danvers. Neither Guptill’s widow nor 
his daughter carried on any business in which Guptill was engaged 
or which could be said to be a continuation of Guptill’s business. 

9. In 1928, the plaintiffs, with a third party, started manufac- 
turing infants’ shoes under the name of “Hervey E. Guptill, Inc.” 
{n September of that year a corporation was organized under that 
name in which the plaintiffs were incorporators. This corporation 
continued in the business of manufacturing infants’ shoes until 
November, 1928, when it discontinued manufacturing, and there- 
after the business was continued as a partnership by the two who 
are plaintiffs in this suit. Neither the corporation nor the partners 
acquired any rights from Greenman, nor did they continue any 
business in which Hervey E. Guptill had been formerly engaged 
and to which the trade-mark had been attributed. 


I find that no business was acquired from the estate of Hervey 
E. Guptill by the corporation or by the plaintiffs as co-partners, 
nor did they acquire any of the assets which had been employed 
by Guptill or by Greenman in the conduct of the business of manu- 
facturing ladies’ shoes, except possibly certain dies which plaintiffs 
appropriated before or after the business of Guptill was abandoned 
and which passed to Greenman by virtue of the transfer to him. 
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The corporation kept no books of account and practically no 
records, and what few records it kept were destroyed by the plain- 
tiffs after this suit was instituted. It did very little advertising 
and its gross business during the whole period of its existence did 
not exceed $4,000. The corporation was dissolved in 1931. The 
evidence is conflicting as to the extent to which the corporation used 
the Guptill trade-mark. The testimony of the plaintiffs that it was 
used on infants’ shoes, sold by them, is not supported by any cor- 
roborating evidence, and letterheads used during part of the time 
did not show the Guptill trade-mark. 

The plaintiffs, as co-partners, have carried on in a small way the 
business of manufacturing and selling infants’ shoes and are known 
to the trade only as manufacturers of babies’ shoes. The gross 
business during any one year between 1928 and 1931 did not exceed 
$7,000. 

In May, 1930, plaintiffs were manufacturing in a barn in 
Seabrook, but being unable to pay the rent they moved out of the 
barn and thereafter carried on the manufacture in the dwelling 
house where the plaintiff Guptill lived. 

They have kept only meager books of account. They have, in 
some instances, marked the soles of the shoes with the winged foot 
surrounded by a sunburst, have used the trade-mark on labels on 
containers for the shoes and on business cards. 

10. In August, 1928, the plaintiffs consulted an attorney in 
Lynn regarding their rights to proceed against the defendant, and 
the attorney wrote, under date of August 15, 1928, to the defendant 
that its use of the winged foot trade-mark was an infringement of 
trade-mark used by Hervey E. Guptill. Following this letter, an 
attempt was started to perfect the plaintiffs’ rights by going through 
the formality of getting certain assignments from Mrs. Guptill, as 
residuary legatee and executrix of Mr. Guptill’s will, of whatever 
rights she had in the trade-mark. The plaintiffs’ contention respect- 
ing an oral assignment in May, 1928, to the corporation is not 
sufficiently proved. The same may be stated respecting an alleged 
written assignment of August, 1928, which has disappeared. Fur- 
thermore, Guptill’s will had not then been probated. 
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The first recorded assignment was made in December, 1929, 
and recorded in the United States Patent Office December 30, 1929. 
This document was executed by the plaintiff Guptill, as treasurer 
of the corporation above referred to, and by Mrs. Guptill, indi- 
vidually and as executrix of the estate of Hervey E. Guptill, de- 
ceased. In the recitals contained in this instrument, there were the 
following, among others, that the residue of Guptill’s property 
included his business and all assets thereof, good-will, trade-mark, 
and other property used in or belonging to said business: That 
Guptill’s shoe manufacturing business was conducted by his daugh- 
ter until September 10, 1928; that on that date an assignment had 
been executed by the widow, individually and as executrix, and by 
the daughter to the corporation; that the corporation had sold and 
disposed of its business and all its assets to the plaintiffs as co- 
partners—all of which statements were not in accordance with the 
established facts. 

It is not claimed that the plaintiffs derived any rights from 
Guptill’s transferee, Greenman. 

11. In 1932 the plaintiffs applied to the United States Patent 
Office for a renewal of the certificate of registration, which renewal 
was granted on December 27, 1932. In applying for the renewal, 
the plaintiffs disclosed to the Patent Office only the will of Guptill 
and the appointment of his widow as executrix and the assignment 
of December, 1929. 

12. There was never any competition between the defendant 
and Hervey E. Guptill, and especially was this so between the 
defendant and plaintiffs’ corporation or co-partnership. Guptill 
and the defendant were not selling competitive products. The 
respective markets of Guptill and the defendant were at all times 
different. Guptill sold shoes to retailers only, and the defendant 
sold to shoe manufacturers and to distributors who resold to cob- 
blers. The trade-marks were dissimilar and could not be mistaken 
one for the other. The use of the defendant’s trade-mark did not 
lead to any confusion in the public mind and would not lead to a 
purchaser mistaking the defendant’s product for the plaintiffs’. 
The defendant adopted its trade-mark in good faith and without 
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knowledge of the existence of Guptill’s business or his trade-mark, 
and consequently it was never used by the defendant with any 
intent to injure Guptill or his business, nor can it be found that 
the use of it by the defendant did in any way, or in any degree, affect 
adversely the business of Guptill or invade any field occupied by 
him. The case is entirely barren of any evidence tending to show 
that the defendant designed to appropriate, or ever did appropriate, 
Guptill’s good-will or trade upon the reputation of his product. 
The defendant did not pass off, or intend to pass off, its goods for 
the goods of Guptill. No purchaser would have any difficulty what- 
ever in discriminating between the products of Guptill and of the 
defendant, or between Guptill’s trade-mark and labels and the 
defendant’s trade-mark and labels. 


Conclusions of Law 


The plaintiffs are co-partners who have succeeded to the busi- 
ness which they had previously conducted as a corporation. The 
business of the corporation and the co-partnership was and is the 
business of manufacturing and selling infants’ shoes. The earliest 
entrance of the corporation into the field was in May, 1928. Their 
business has been conducted on a small scale. The product and 
the market are extremely limited compared with that of the de- 
fendant. They have stamped, somewhat indistinctly, upon the soles 
of some of the infants’ shoes a modification of a trade-mark regis- 
tered and used by Guptill in connection with his business of manu- 
facturing ladies’ leather shoes. This trade-mark has never been 
to any great extent advertised or used by the plaintiffs. 

If it can be said, and this is doubtful, that commercially the 
mark had made an impression upon the trade sufficient to identify 
it with the product which the plaintiffs have sold, it is many years 
junior to the defendant’s mark. The plaintiffs have acquired no 
rights at common law, or by statute, against the defendant growing 
out of their use of the trade-mark in connection with their business, 
unless they are helped by the earlier registration and use by Guptill 
in connection with his business. In order to derive any aid from the 
use which Guptill made of the trade-mark, the plaintiffs are obliged 
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to establish rights as successors not only to the trade-mark but to 
the business in connection with which the trade-mark was used. 
It is the plaintiffs’ contention that they did succeed to the rights of 
Guptill and, as such successors, are entitled to relief against the 
defendant. These asserted rights are based upon a claim that they 
succeeded to Guptill’s business and, furthermore, that they acquired, 
by virtue of Guptill’s will and mesne assignments, title to the Guptill 
trade-mark. 

The registration of Guptill’s trade-mark did not create sub- 
stantive rights. It merely gave jurisdiction to the United States 
court and gave Guptill certain procedural advantages. L. E. Water- 
man Co. v. Gordon (C. C. A.) 72 F. (2d) 272, 273 [24 T.-M. Rep. 
3847]; United States Ozone Co. v. United States Ozone Co. of 
America (C. C. A.) 62 F. (2d) 881 [22 T.-M. Rep. 304]; Mulhens 
& Kropff, Inc. v. Ferd Muelhens, Inc. (D. C.) 38 F. (2d) 287 
[21 T.-M. Rep. 431]; American Trading Co. v. H. E. Heacock Co., 
285 U. S. 247, 52 S. Ct. 387, 390, 76 L. Ed. 740 [22 T.-M. Rep. 
127). 

In this last case Chief Justice Hughes, referring to the protec- 
tion afforded by the Trade-Mark Act (15 U.S. C. A. § 81 et seq.), 
stated: 


. . . . the Federal statute did not attempt to create exclusive substantive 
rights in marks, or to afford a refuge for piracy through registration under 
the act, but to provide appropriate procedure and to give the described 
protection and remedies where property rights existed. 


Nor did the registration enlarge Guptill’s rights beyond what 
they would be under common-law principles. United Drug Co. v. 
Theodore Rectanus Co., 248 U. S. 90, 99, 39 S. Ct. 48, 50, 63 L. Ed. 
141 [9 T.-M. Rep. 1]; Estate of P. D. Beckwith, Inc. v. Commis- 
sioner of Patents, 252 U. S. 538, 543, 40 S. Ct. 414, 64 L. Ed. 705 
[10 T.-M. Rep. 255]; Ammon & Person v. Narragansett Dairy Co., 
Ltd. (C. C. A.) 262 F. 880, 881 [10 T.-M. Rep. 191]. 

The only right which Guptill had, he acquired under common- 
law principles. This was a qualified right and is regarded as a 
property right “only in the sense that a man’s right to the continued 
enjoyment of his trade reputation and the good-will that flows from 
it, free from unwarranted interference by others, is a property 
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right, for the protection of which a trade-mark is an instrumen- 
tality.” Mr. Justice Pitney in Hanover Milling Co. v. Metcalf, 
240 U. S. 403 at page 413, 36 S. Ct. 357, 360, 60 L. Ed. 713 
[6 T.-M. Rep. 149]. 

In United Drug Co. v. Rectanus Co., supra, the court said: 

There is no such thing as property in a trade-mark except as a right 
appurtenant to an established business or trade in connection with which 
the mark is employed. The law of trade-marks is but a part of the 
broader law of unfair competition; the right to a particular mark grows 
out of its use, not its mere adoption; its function is simply to designate the 
goods as the product of a particular trader and to protect his good-will 


against the sale of another’s product as his; and it is not the subject of 
property except in connection with an existing business. 


This qualified property right is undoubtedly capable of being 
transferred by will and by assignment, but it cannot be trans- 
ferred in gross or at large like rights in a patent. United Drug Co. 
v. Rectanus Co., supra; Ammon & Person v. Narragansett Dairy 
Co., Ltd., supra; Treager v. Gordon-Allen, Ltd. (C. C. A.) 71 F. 
(2d) 766 [24 T.-M. Rep. 419]; Storm Waterproofing Corp. v. 
L. Sonneborn Sans, Inc. (D. C.) 31 F. (2d) 992, 993 [18 T.-M. 
Rep. 520]. 

Such right, however, passes with a transfer of the business to 
the transferee. President Suspender Co. v. Macwilliam (C. C. A.) 
238 F. 159 [7 T.-M. Rep. 553]; Replogle v. Air-Way Co., 52 App. 
D. C. 364, 287 F. 765 [13 T.-M. Rep. 228]; United States Ozone 
Co. v. United States Ozone Co. of America, supra. 

In the absence of evidence to the contrary, it will be assumed 
that trade-mark rights pass without formal assignment with the 
business when the business with which it has been identified has 
been sold or transferred. United States Ozone Co. v. United States 
Ozone Co. of America, supra; President Suspender Co. v. Macwil- 
liam, supra. 


Trade-mark rights pass to trustees in bankruptcy and to the 
purchaser of the bankrupt’s business from the trustee in bank- 
ruptcy. United States Ozone Co. v. United States Ozone Co. of 
America, supra; Woodward, et al. v. White Satin Mills Corp. 
(C. C. A.) 42 F. (2d) 987 [21 T.-M. Rep. 5]. 
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The use of the trade-mark cannot be the subject of contract 
divorced from the business or property to which it was attached. 
Nisley Shoe Co. v. Nisley Co. (C. C. A.) 72 F. (2d) 118 [23 T.-M. 
Rep. 54]. 

It follows that the recorded assignment of 1929, purporting to 
convey Guptill’s interest in the registered trade-mark, was wholly 
ineffectual to pass any rights to the plaintiffs in the absence of 
evidence establishing succession to Guptill’s business. 

Only one conclusion can be drawn from the facts in this case, 
and that is that Guptill’s business passed out of his hands in 1922 
into the hands of Greenman. It was conveyed to him by instrument 
conveying absolute title. There was no reservation of any trade- 
mark rights or good-will. On the contrary, Guptill acquiesced in 
the use of these by the transferee of his assets. Whatever may 
have been Guptill’s relation to the business prior to November, 
1926, that relationship then terminated. Thereafter it was con- 
tinued by Greenman or Kennedy with the use of the Guptill name 
and trade-mark. The evidence does not support the plaintiffs’ con- 
tention that they acquired Guptill’s business, or any part of it. The 
real situation is that they appropriated a trade-mark which Green- 
man had discarded and used it in connection with a business which, 
while somewhat related to Guptill’s business, could not be said to be 
a continuation of his business in as much as he never entered the 
trade as a manufacturer of anything other than ladies’ shoes. It 
may be that plaintiffs are entirely within their rights in using this 
abandoned trade-mark. At any rate, for reasons which will here- 
after appear I think they stand in no danger of being interfered 
with by the defendant. If, however, any conflict exists between 
the two trade-marks, the plaintiffs’ rights are subordinated to those 
of the defendant. 

But if we were to assume, for the purposes of the case, that the 
plaintiffs did succeed to the rights of Guptill, it by no means follows 
that they would be entitled to prevail in this suit. Guptill, by regis- 
tering his winged foot, acquired no monopoly in the symbol which 
he adopted. “The owner of a trade-mark may not, like the proprie- 


tor of a patented invention, make a negative and merely prohibitive 
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use of it as a monopoly.” United Drug Co. v. Rectanus Co., supra. 

The law of trade-marks is a part of the law of unfair competi- 
tion. General Baking Co. v. Gorman (C. C. A.) 3 F. (2d) 891 
[15 T.-M. Rep. 288]; Caigan v. Plibrico, etc., Co. (C. C. A.) 65 F. 
(2d) 849 [23 T.-M. Rep. 277]; Hanover Milling Co. v. Metcalf, 
supra. 

When the equity courts interfere with the use of a trade-mark, 
they act quite as much in the public interest as in the interest of 
the complainant. General Baking Co. v. Gorman, supra. 

Where a trade-mark is likely to deceive the purchasing public, 
the use will be enjoined, although the plaintiff may not be seriously 
in need of protection, but it will not interfere when ordinary pre- 
caution by the purchaser of articles would enable him to discrimi- 
nate the one from the other. McLean v. Fleming, 96 U. S. 245, 
255, 24 L. Ed. 828. 

If the marks are not deceptively similar and plaintiff has shown 
no impairment of its good-will by its use by defendant, it would 
be grossly inequitable to enjoin the defendant who, for twenty-five 
years, has enjoyed without interruption or molestation the right to 
use its trade-mark in building up a good-will reaching to all quarters 
of the globe. 

Guptill and the defendant were not competitors, nor were their 
products competing. France Milling Co., Inc. v. Washburn-Crosby 
Co., Inc. (C. C. A.) 7 F. (2d) 304 [15 T.-M. Rep. 185]; Treager v. 
Gordon-Allen, Ltd., supra. They were not selling their products 
in the same market. They did not reach the same purchasing public. 
The defendant sold to shoe manufacturers and to jobbers who sold 
to cobblers, whereas Guptill sold to the retailer. The trade-marks 
were so far dissimilar that no purchaser in buying defendant’s soles 
or heels would be led to think for a moment that he was purchasing 
goods, the origin of which could possibly be attributed to Guptill. 

Compare Howe Scale Co. v. Wyckoff, Seamans § Benedict, 198 
U.S. 118, 140, 25 S. Ct. 609, 49 L. Ed. 972; Wallingford v. Inter- 
national Mfg. Co., 244 Mass. 477, 138 N. E. 832 [13 T.-M. Rep. 
285]; New England Confectionery Co. v. C. A. Briggs Co., 256 
Mass. 456, 152 N. E. 712; Hutchinson, Pierce § Co. v. Loewy 
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(C. C. A.) 163 F. 42; De Voe Snuff Co. v. Wolff (C. C. A.) 206 
F, 420 [3 T.-M. Rep. 483]. 

Guptill’s registered trade-mark showed only a foot with two 
wings. It was not associated with any name, but from his advertis- 
ing it appears that he always used it accompanied by the word 
“Guptill,’ represented in a distinctive script. It is a fair inference 
that the trade-name “Guptill” symbolized Guptill’s product quite 
as much as, if not more than, the winged foot. Whenever the winged 
foot was used, it was surrounded by a sunburst, so that the foot 
itself never became a predominant feature of the trade-mark. It 
could not possibly have been mistaken for the defendant’s trade- 
mark, a dominant feature of which was the word “Goodyear” or 
the word ““Wingfoot.”” The defendant’s trade-mark always showed 
not only the winged foot, which was readily distinguishable from 
Guptill’s symbol, but also the word “Goodyear” or “Wingfoot.”’ 

The heels and soles manufactured and sold by the defendant, 
carrying either of its trade-marks, have been so long and so widely 
advertised that in the mind of the purchasing public such merchan- 
dise was bound to be associated only with the defendant’s product. 
The commercial impression of the trade-mark is derived from it 
as a whole, and not from its elements separated and considered in 
detail. Estate of P. D. Beckwith, Inc. v. Com’r of Patents, supra. 

It will be presumed that purchasers will act with ordinary care 
to see that they get what they want. Caigan v. Plibrico Jointless 
Firebrick Co., supra. 

The test must be whether the similarity of the trade-marks 
would mislead the ordinary observer. Ward Baking Co. v. Potter- 
Wrightington, Inc. (C. C. A.) 298 F. 398 [14 T.-M. Rep. 253]. 
And, applying this test to the trade-marks involved in this suit, it 
would be difficult to imagine anyone of ordinary intelligence mis- 
taking the one for the other. 

This case is wholly wanting in evidence tending to show bad 
faith on the part of the defendant in adopting and using its trade- 
mark. It is established beyond controversy that it adopted the 
trade-mark and for years used it in ignorance of the Guptill mark 
and that it has never used it with any intention of appropriating 
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any part of Guptill’s good-will or injuring him in any way in his 
business. There is no evidence that any such injury has resulted. 
We have not a case where the defendant has adopted a deceptively 
similar trade-mark, or trade-name for the purpose of misleading 
the public. Consequently, such cases as Hudson Motor Car Co. v. 
Hudson Tire Co. (D. C.) 21 F. (2d) 453 [17 T.-M. Rep. 459], 
and Akron-Overland Tire Co. v. Willys-Overland Co. (C. C. A.) 
273 F. 674 [11 T.-M. Rep. 281], do not apply. These cases might 
have some relevancy if the defendant had ever undertaken to incor- 
porate in its trade-mark or advertising the word “Guptill.” There 
is no claim that it ever did this or any other act designed to invade 
any field which Guptill may have preempted with his trade-mark 
as registered, or as used by him. It is to be noted further that the 
defendant’s trade-mark was registered under a statute which for- 
bade registration of a trade-mark “which so nearly resembles a 
registered or known trade-mark owned and in use by another and 
appropriated to merchandise of the same descriptive properties as 
to be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers.” 15 U.S.C. A. § 85. 

Defendant’s registration was duly published as required by the 
act. 15 U.S.C. A. § 86. Guptill recorded no opposition. 

There are other considerations that do not serve the equities of 
the case. It is clearly apparent that, after an attorney acting for 
the plaintiffs had suggested to the defendant that it might be for 
its interest to pay plaintiffs for the privilege of using its own regis- 
tered trade-marks, the Guptill will was probated, over two years 
after his death, and a written assignment containing untrue recitals 
was executed, all as parts of a plan to build up a case against the 
defendant in the hope of exacting tribute from it. 

In determining the equities of the case, it is also appropriate to 
compare the very limited use which the plaintiffs have made of 
the trade-mark since they adopted it, and their restricted market 
and output, with the extensive use made by the defendant of its 
trade-marks in its advertising, the amount expended in building up 
a good-will around the trade-mark, and the success that has attended 
its efforts to establish a reputation for its product. 
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I concur in the following from defendant’s brief: 


Now, ‘however, to deprive it (defendant) of the use of a mark which 
it has so widely popularized would not only cause it an enormous loss in 
trade and in good-will but would hopelessly confuse and deceive the buying 
public which has come to know the mark as designating the product of 
this defendant. 

In view of the foregoing, it seems hardly necessary to give 
extended consideration to defendant’s defense of laches. In view 
of all the advertising in trade publications, in the Saturday Evening 
Post, in street cars in Massachusetts, it is inconceivable that Guptill 
was not aware of the defendant’s use of the trade-marks. Rather, 
it is much more probable that, being aware, he acquiesced, as he 
well might have, in such use. Notice will be implied when for a 
long period of years a product has become identified with the trade- 
mark it bears. C. B. Fleet Co., Inc. v. Mobile Drug Co. (C. C. A.) 
284 F. 813 [13 T. M. Rep. 145]; Window Glass Mach. Co. v. 
Pittsburgh Plate Glass Co. (C. C. A.) 284 F. 645; French Republic 
v. Saratoga Vichy Spring Co., 191 U. S. 427, 24 S. Ct. 145, 48 L. 
Ed. 247. 

A delay of thirty years before asserting a claim for infringe- 
ment, under the circumstances of the instant case, effectively bars 
plaintiff's right to equitable relief. Old Lezington Club Distillery 
Co. v. Kentucky Distilleries § Warehouse Co. (D. C.) 234 F. 464, 
469 [8 T.-M. Rep. 113]; Valvoline Oil Co. v. Havoline Oil Co. 
(D. C.) 211 F. 189, 194 [4 T.-M. Rep. 257]; Simpson v. Newport 
News Shipbuilding §& Dry Dock Co. (D. C.) 18 F. (2d) 318; 
George J. Meyer Mfg. Co. v. Miller Mfg. Co. (C. C. A.) 24 F. 
(2d) 505; Westco-Chippewa Pump Co. v. Delaware Elec. §& Supply 
Co. (C. C. A.) 64 F. (2d) 185; Creswell v. Grand Lodge Knights 
of Pythias of Ga., 225 U. S. 246, 32 S. Ct. 822, 56 L. Ed. 1074; 
Ancient Egyptian Arabic Order of Nobles of the Mystic Shrine v. 
Michauz, 279 U. S. 787, 49 S. Ct. 485, 73 L. Ed. 931. 

Plaintiffs, by amendment, seek cancellation of that part of the 
defendant’s trade-mark represented by the word “Goodyear.” There 
is no merit in their contention that the word cannot constitute a 
valid part of a composite trade-mark. Estate of P. D. Beckwith 
v. Commissioner of Patents, supra. 
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That the name “Goodyear Rubber Co.” is not subject to exclu- 
sive appropriation (Goodyear’s India Rubber Glove Mfg. Co. v. 
Goodyear Rubber Co., 128 U. S. 598, 9 S. Ct. 166, 32 L. Ed. 535) 
is immaterial to any issue in this case. 

The plaintiffs having failed to make a case entitling them to 
relief in these proceedings, a decree dismissing the bill of complaint 
may be entered. 

The parties have filed numerous requests for findings and rulings 
which, so far as material and consistent with the foregoing, are 
allowed; otherwise they are denied. 


Pro-PHyY-LAc-TIc BrusH Co. v. ABRAHAM & Srraus, INc. 
United States District Court, Eastern District of New York 
June 11, 1935 


TrapE-Mark INFRINGEMENT AND Unrair CompetitTion—‘Pro-PHY-LAC-TIC” 
on ToorH Brusues—Seconpary MEANING. 

The adoption by plaintiff’s predecessors of the word “Pro-phy-lac-tic” 
as a trade-mark for tooth brushes and its continual use as such for more 
than fifty years, the sales of brushes under the mark having been nation- 
wide, held to have given the mark a secondary meaning as indicating 
plaintiff's tooth brushes exclusively. 

Trape-Mark INFRINGEMENT—UnNFain Competition—Svuits—PanrtIEs. 

The mere fact that defendant is merely a buyer or agent of the 
manufacturer, held to be no ground for refusing an injunction against 
it under a proper showing. 

TrapE-Mark INFRINGEMENT—UNFain ComPeTITION—TootH PowpbER AND 
Toor BrusHes— Goons or Same Descriptive Properties. 

Tooth brushes and tooth powder, held to belong to this same general 
class of merchandise in such a way that a consumer would be justified 
in concluding that they have the same origin. 

Trape-Mark INFRINGEMENT AND Unrair ComPpetition—ImitTaTinG Cotors. 

In the case at issue, the sale by defendant of its “Prophylactic” tooth 
powder in yellow and red containers, similar to that long used by plain- 
tiff in putting out its “Prophylactic” tooth brushes, held a deliberate 
attempt to mislead purchasers as to the source of the goods. 

Unram Competition—CoLtor—WHEN ENJOINABLE. 

While color cannot alone be a ground for monopoly, if such a mark 

is an extrinsic element of deceit, its use can be restrained. 
Unram Competitrion—“Propuytactic” on Tootn Powner. 

Plaintiff began fifty years ago to put out tooth brushes under the 
name “Prophylactic,” having obtained all rights to the trade-mark from 
its originator, Doctor Rhein, a New York dentist, which product it 
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widely advertised and sold under the said name. This name it regis- 
tered several times in the Patent Office, together with a container 
consisting of a yellow carton with the word “Prophylactic” in red 
letters. Defendant, sales agent of Park & Tilford, Inc., which through 
various doubtful transfers and assignments, obtained from the said 
Doctor Rhein his rights in a certain “Prophylactic” tooth powder, sold 
said tooth powder in the red and yellow carton in its department store 
and failed to discontinue such sale after notice. Held that such use of 
the trade-mark with its distinctive colors was a fraud on the public, 
and an injunction was decreed. 


In equity. Action for unfair competition. Decree for plaintiff. 


Nims & Verdi (Harry D. Nims, George P. Dike, Wallace H. 
Martin and Stewart L. Whitman, of Counsel), of New York 
City, for plaintiff. 

Davies, Auerbach & Cornell (Martin Schenck, Kenneth W. 
Greenawalt and George T. Bean, of counsel), of New York 
City, for defendant. 


Incn, J.: Plaintiff seeks an injunction against the use, by 
defendant, of the word “Prophylactic.” 

Plaintiff claims that the word “Prophylactic” itself is not well 
known and when used is descriptively used as an adjective. That 
a trade-mark in such a word can exist only when it has acquired a 
secondary meaning. That in the case of plaintiff it has obtained 
such meaning but not in the case of defendant. That defendant 
cannot rely on registrations of this trade-mark for tooth powder. 
That even if the trade-mark is good, the title is defective. That 
defendant’s vendor and defendant have unfairly competed with 
plaintiff. 

On the other hand, defendant asserts that tooth powder and 
tooth brushes are so dissimilar that they cannot be considered 
“related” merchandise or competitive articles. That both plaintiff’s 
and defendant’s vendor trace their rights to the same source. That 
plaintiff refused to enter the tooth powder field. That plaintiff 
has created the confusion as to origin and that if any such confu- 
sion results it is only from the exercise of their legal rights by the 
respective parties. That plaintiff is guilty of unfair competition. 
That defendant has not been guilty of imitating plaintiff’s trade- 
mark, so as to palm off its product or confuse the two. That 
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plaintiff is guilty of laches sufficient to bar relief. That there 
exists an equitable estoppel amounting to a defense and finally 
that there can be no monopoly of color. 

Almost seventy years ago the Florence Company, a Massachu- 
setts corporation at Florence, that state, went into the business of 
manufacturing and selling brushes of various sorts. In 1924 the 
Pro-phy-lac-tic Brush Company, likewise a Massachusetts corpora- 
tion, was incorporated and succeeded to the business. In 1930 the 
plaintiff, a Delaware corporation, succeeded, in turn, to this busi- 
ness which is still conducted at Florence, Mass., and is the owner 
of all the various trade-marks, patent rights, etc., relating to its 
tooth brush. 

About fifty years ago a New York dentist, Doctor Rhein, had 
duly sold and transferred to the Florence Company a tooth brush, 
which he subsequently patented, which he called the “Prophylactic”’ 
tooth brush. I shall refer hereafter to the plaintiff, instead of the 
preceding corporate steps in title, etc. 

For over half a century, therefore, plaintiff has been engaged 
in the manufacturing and selling of this particular kind of tooth 
brush under the name of “Prophylactic.” It has attained great 
popularity. 

In 1891 this name “Prophylactic’’ was duly registered as a 
trade-mark. It was again registered in 1902. Three years there- 
after it was again registered in hyphenated form. This registration 
was renewed in 1925. 

For these fifty years this tooth brush was always contained in 
a “yellow” carton with the word “Prophylactic” in “red” letters. 
For about forty years this colored carton has been emphasized. 

In 1913 the label and title ““Pro-phy-lac-tic Tooth Brush” was 
registered showing this yellow box or carton, and also in 1925. 

It is fair to say that, from the evidence in this suit, this par- 
ticular tooth brush, in its distinctive carton, yellow box with the 
red letters “Prophylactic,” has been for years very widely known 
throughout the entire United States and elsewhere. The distinctive 
word “Prophylactic” by this association, has come to mean to 
consumers and buyers generally, not only plaintiff's tooth brush 
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but to indicate the source of its manufacture. This trade-mark has 
acquired a secondary meaning. G. & C. Merriam Co. v. Saalfield, 
198 Fed. 369. 


During this long period plaintiff has expended large sums of 
money in advertising. This advertising has been in all the leading 
periodical magazines and trade journals of the country and in 
various other ways. 

Today the business is a very large and important one, identified 
by this unusual distinctive word “Prophylactic,” accompanied and 
accentuated by the “‘yellow carton” and the word in “red letters.” 

From 1924 to 1933 the yearly average of sales of this brush, in 
its yellow box, has been in excess of 7,500,000 brushes. The yearly 
expenditure for advertising has been approximately $500,000. 

Yet this large and profitable business finds itself in a position 
where it must now appeal to a court of equity to protect it from a 
recent adroit appropriation of its good-will and trade-marks, on 
which it has spent these large sums of money, because there has 
been offered an opportunity to this unfair competitor not only to 
mislead the buying public into believing that the source of manu- 
facture of a tooth powder of such competitor is identical with the 
source of manufacture of plaintiff's tooth brush, but seriously 
endangering any fair opportunity for plaintiff to itself manufacture 
and sell a tooth powder to the millions who now use its tooth 
brush. 

As to possible extension of mark see Loonen v. Deitsch, 189 
Fed. 487-491. 

The adroit scheme mentioned arises as follows: Doctor Rhein, 
the dentist, who as above stated originally sold the rights to the 
tooth brush, etc., to plaintiff, also had made up for him, and later 
manufactured himself, a tooth powder under the name ‘“Prophy- 
lactic.” This business he did not sell. During the years up to his 
death in 1928, he sold this tooth powder as best he could by him- 
self, or in corporate form, with limited advertising, mostly in dental 
journals. These sales were mostly confined to the New York City 
area. He put up this tooth powder always in a “gray or cream can 
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with a purple top.” He had the formula patented, the patent 
issuing to his wife, as assignee. 

In 1908 he registered the word “Prophylactic” for this tooth 
powder and tooth paste. He founded the corporation Prophylactic 
Tooth Powder, Inc., with himself and his wife as officers. The 
mark was subsequently renewed in 1928 by this corporation. Dur- 
ing this time Doctor Rhein was very anxious to sell the tooth pow- 
der business to plaintiff's predecessor, but without success. 

In 1922, Doctor Rhein made arrangements with a well-known 
drug concern in New York to distribute the powder and both he 
and his wife did their best, by attending conventions, etc., to aid 
and assist a wider distribution. The powder was always in the 
cans decorated as above. 

This tooth powder company also registered another mark in 
the form of a “frustrated triangle.” 

When he died, Doctor Rhein left in his will instructions for his 
executors and trustees to carry on this business of the Prophylactic 
Tooth Powder, Inc. This was done for a while until the Pro- 
phylactic Products Corporation was incorporated. Later this 
Products Corporation, to all intents and purposes, went out of 
business, its ten-year license was cancelled, and it reassigned to 
the Prophylactic Tooth Powder, Inc., all its rights and business. 
The executors and trustees of Doctor Rhein’s will also released 
and transferred to the Prophylactic Tooth Powder, Inc., all their 
rights in the trade-mark, patents and good-will. Thereafter this 
Products Corporation executed a bill of sale, to Park & Tilford, 
Inc., a Delaware holding company, of certain tooth powder that 
it had on hand and the Prophylactic Tooth Powder, Inc., executed 
to this Park & Tilford, Inc., an exclusive license to manufacture 
and sell “Prophylactic” tooth powder, which carried with it exclu- 
sive rights in all the trade-marks, patents and the good-will of the 
business. 

This Park & Tilford, Inc., which is simply a holding corporation, 
holds and controls the stock of a number of subsidiary companies 
among them Prophylactic Products, Inc. (New York, 1933) and 
Park & Tilford, likewise a New York corporation. The former 
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then designated the latter its sales and distributing agent. Appar- 
ently back of all this web of corporate interests is the Shulte Cigar 
Stores interests. 


There is no controversy here over the fact that it is Park & 
Tilford New York that is now conducting the defense of this 
particular defendant. The real controversy exists between plain- 
tiff and these large outside interests. 

The defendant is a large department store in Brooklyn (a New 
York corporation). It sold tooth powder labeled “Pro phy lac tic” 
which it buys from Park & Tilford, the “distributor.” 

The mere fact, however, that defendant is merely such buyer 
or agent is no ground for refusing an injunction against it, if the 
facts require the issuance of same. Walter Baker Co. v. Sanders, 
80 Fed. 889-891; Meccano Ltd. v. John Wanamaker, New York, 
241 Fed. 133 [10 T.-M. Rep. 312]; Siegert v. Gandolfi, 149 
Fed. 100. 

Plaintiff asks for no accounting in this suit. 

There is a suit pending for the same cause in the Southern 
District of New York, which has not as yet been reached there for 
trial. That suit is against the Park & Tilford Corporation. Plain- 
tiff applied for and has obtained from the District Court, in that 
suit, a temporary injunction. 

No temporary injunction has been asked for in this suit. 

The proof shows that both plaintiff and Park & Tilford, Inc., 
trace back their claimed rights in the word “Prophylactic” to a 
common source, to wit, Doctor Rhein, the dentist. 

These rights, thus obtained by plaintiff, as to trade-marks, etc., 
are clear and free from doubt. 

On the other hand, the rights in Park & Tilford, Inc., are open 
to grave doubt as to their validity. There appear to have been 
past assignments by Mrs. Rhein as well as by Doctor Rhein, trans- 
fers and retransfers and execution of licenses, all without due 
regard to any existing business. They have finally come to rest 
in a “holding” company. The source of manufacture is confusing 
to say the least. United Drug v. Rectanus, 248 U. S. 90 [9 T.-M. 
Rep. 1]; Hanover v. Allen, etc., 240 U. S. 403 [6 T.-M. Rep. 149]. 
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When the tooth powder is considered, the inconsequential amount 
of its sales and limited area of such sales fails to provide any 
adequate basis for a finding that the word “Prophylactic” had been 
so widely associated in the sale of the tooth powder as to indicate 
a different source of manufacture from the source of the tooth 
brushes and establish a secondary meaning in this regard. Mac- 
Mahan Pharmacal Co. v. Denver Chemical Mfg. Co., 113 Fed. 473. 

It is doubtful indeed if defendant can rely on this trade-mark 
as to tooth powder as an adequate defense in this suit. Shaver v. 
Heller, 108 Fed. 821. 

Defendant, however, asserts that tooth brushes and tooth pow- 
ders are not “related” goods. In this I cannot agree. It is suffi- 
cient if they belong to the same general class of merchandise. 
R. H. Macy & Co. v. H. W. Carter & Sons, 12 F. (2d) 190 [15 T.-M. 
Rep. 227]. They are “so closely associated in the minds of the 
public that if they should bear the same name a consumer would 
be justified in concluding that they have the same origin.” See 
Nims on Unfair Competition, 3rd Ed., page 621, citing Oppenheim, 
elc. v. President, etc., 8rd F. (2d) 88 [15 T.-M. Rep. 80] and 
various cases for and against. 

“Goods, though different, may be so related as to fall within 
the mischief which equity should prevent.” Aunt Jemima Mills Co. 
v. Rigney & Co., 247 Fed. 407-409 [8 T.-M. Rep. 163]. 

Tooth brushes and tooth powder go together. They are sold 
together. The evidence in this very case alone indicates clearly 
that this close relation exists between the two. It was particularly 
relied upon by this competitor so that the name on the tooth brush 
would be of great benefit to those selling its tooth powder. 

It is plainly necessary, in order to avoid further confusion of 
the public, that a court of equity properly intervene. Otherwise 
this deception and the palming off of one’s goods as that of another 
will most certainly continue. Goodyear Mfg. Co. v. Goodyear 
Rubber Co., 128 U. S. 598; Howe Scale Co. v. Wyckoff, etc., 198 
U. S. 118. There will also be the misappropriation by one concern 
of what equitably belongs to a competitor. International News 
Service v. Associated Press, 248 U. S. 215 [9 T.-M. Rep. 15]. 
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From the facts presented by this record we are not astonished 
to find sufficiently proven that this deliberate confusion has occurred 
and been occasioned. 


No sooner did Park & Tilford, Inc., obtain the alleged rights 
of the trade-mark, etc., as to tooth powder, although in the uncertain 
manner above stated, it abandoned the purple and cream color can 
of Doctor Rhein and proceeded to carefully copy the color, to wit, 
the “yellow,” with the “red,” which had so long identified plaintiff's 
merchandise. It even imitated the division of the word “Prophy- 
lactic” into syllables and made up packages that would mislead or 
tend to mislead any ordinary purchaser as to the source of manu- 
facture of the tooth powder. 

This imitation was plainly deliberate and not accidental. Fair- 
bank v. Bell, 77 Fed. 869. 

With the large resources and channels for distribution belonging 
to this unfair competitor it proceeded to deluge the country in over 
14,000 drug stores and 2,500 chain stores, with this imitation. 

The fraud is so plain that even this competitor did not dare 
continue it. On the contrary it now indicates that it no longer 
will thus mislead the public. It contends, however, that it still 
has the right to use the word “Prophylactic” because of the trade- 
mark, 

It did not so discontinue after notice and, in fact, not until 
suit was commenced. Straus v. Notaseme Co., 240 U. S. 179 
[6 T.-M. Rep. 103]; Feil v. American Serum Co., 16 F. (2d) 88 
[17 T.-M. Rep. 90]; A. Bourjois §& Company, Inc. v. Katzel, 260 
U. S. 689 [13 T.-M. Rep. 69]; Howard Dustless Duster Co. v. 
Carleton, 219 Fed. 913 [6 T.-M. Rep. 465}. 

While color cannot alone be a ground for monopoly, if it is an 
extrinsic element of deceit its use can be restrained. Coca-Cola 
Co. v. Koke Co., 254 U. S. 143-147 [10 T.-M. Rep. 441]; Turner 
v. Seymour Mfg. Co. v. A. & J. Mfg. Co., 20 F. (2d) 298 [17 T.-M. 
Rep. 311]; LaLance S Grosjean Mfg. Co. v. National Enameling 
§ Stamping Co., 109 Fed. 317; Florence Mfg. Co. v. J. C. Dowd 
§& Co., 178 Fed. 73 [1 T.-M. Rep. 289]. 
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The value of a trade-mark may be lost. Falk v. American West 
Indies Trading Co., 180 N. Y. 445; Eiseman v. Schiffer, 157 
Fed. 473. 

In other words, it would appear that this competitor having 
flooded the country with what is now apparently conceded to have 
been a misleading can and label, nevertheless, asks this court of 
equity to still preserve its rights in the mark “Prophylactic.” 

Equity should turn a deaf ear to such a belated plea under 
such circumstances. 

The repentant one seeks “in equity” to retain the tool with 
which it committed the wrong. 

The fraud is found in the unfair “use” of the trade-mark with 
its distinctive colors. I see no reasonable way of dissecting it and 
separating the good from the bad. 

It was not the desire of the plaintiff to enter the tooth powder 
field, proper though this may be, that prompted this litigation, but 
the deception of those already in the field to mislead the public 
and unfairly compete with plaintiff in “related” merchandise. 

Nor has there been any delay in bringing suit against this 
defendant. Delay alone, on the facts here, would not be sufficient 
to bar a decree. McLean v. Fleming, 96 U. S. 245; Sazlehner v. 
Eisner & Mendelson Co., 179 U. S. 19. 

I find no ground on which to base an equitable estoppel on the 
facts here. 

The tooth powder manufactured and sold by Doctor Rhein and 
those who succeeded him presented no such fraud on the public. 
It may well be, in view of the record, that a court of equity would 
have endeavored to temper its decree in accordance with that com- 
petition between two honest and friendly competitors. But where 
this has ceased and now it appears that a plain fraud by others 
has supervened, such equitable rights, if any, cannot be here con- 
sidered. 

Nor can I find assurance, in view of what has plainly taken 


place that a repetition of this fraud, or in some other ingenious way, 
may not take place, occasioning other suits and possibly further 
damage to plaintiff’s business and good-will. 
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Accordingly, regardless of technical trade-mark and other legal 
rights that might arise on a different state of facts, it seems to me 
plain that this competitor and defendant cannot be heard to com- 
plain if, by its fraud, it has forfeited the protection of such technical 
rights in the name “Prophylactic” in a court of equity which it 
might otherwise have had, had it proceeded with fair dealing. 


A court of equity will extend no aid to sustain a claim to a trade-mark 
of an article which is put forth with a misrepresentation to the public as 
to the manufacturer of the article, and as to the place where it is manu- 
factured . . . . Manhattan Medicine Co. v. Wood, 108 U. S. 218-222. 

A court of equity acts only when and as conscience commands, and if 
the conduct of the plaintiff be offensive to the dictates of natural justice, 
then, whatever may be the rights he possesses and whatever use he may 
make of them in a court of law, he will be held remediless in a court of 
equity. Deweese v. Reinhard, 165 U. S. 386-390. 


The mere fact that this particular defendant finds itself a 
defendant in this sort of suit may be unfortunate, but it chose to 
aid and assist the deception and unfair competitor and plaintiff 
is entitled to a decree against it in accordance with this decision. 

Decree for plaintiff with costs. Submit findings. Settle decree 
on notice. 


STANDARD MaGazines, INc., ET AL. v. Poputar PuBLicaTIons, 


INc., ET AL. 
(279 N. Y. S. 298) 


New York Supreme Court, New York County 
March 11, 1935 


Unrarr Competirion—“THritiinc” as MaGazine TitLeE—Seconpary MEAN- 
ING, 

After plaintiff had adopted and popularized a series of maga- 
zines under the title “Thrilling,” the subsequent adoption by defendant 
of the same word in its publications, held unfair competition. 

Unram Competimion—Use or Simivar Macazine Titrte—Surrs—Preim1- 
NaRY INJUNCTION—WHEN DeEnIED. 

In the case at issue, where the defendants’ interests are great and 
irreparable harm might be done by a preliminary injunction, the 
adjudication of the respective rights was postponed to final hearing. 


In equity. Action for alleged unfair competition in the use of 


a magazine title. On plaintiffs’ motion for injunction pendente 
lite. Denied and case set for final hearing. 
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Robert A. Pines, of New York City, for plaintiffs. 
Levisohn, Niner & Levisohn, of New York City, for defendants. 


Couns, J.: Were the question presented by this motion for 
an injunction pendente lite an entirely original one, I would be 
inclined to hold that the term “Thrilling” has acquired a secondary 
meaning and is associated by the public with the plaintiffs’ group 
of magazines. The proofs are persuasive that the defendant, by 
adopting the same legend in connection with its publications, is 
competing unfairly with plaintiffs. Forthrightness compels that 
competitors do nothing to provoke confusion in the public mind 
as to “whose product is whose.” That there is confusion between 
the plaintiffs’ magazines and those of the defendant is patent. 
_There are so many available names that it should be unnecessary 
for one publisher to adopt a name already appropriated by another 
and believed by the public to have been appropriated by that other. 
The dictionary contains enough names for all. But the action of 
the Appellate Division, 243 App. Div. 517, 276 N. Y. S. 1015, 
in reversing the granting of a pendente lite injunction in the plain- 
tiffs’ case against Adventure House, Inc., casts doubt on the pro- 
priety of determining, in advance of trial, the plaintiffs’ exclusive 
right to the employment of “Thrilling’’ in association with “‘pulp’’ 
magazines. Since the interests of the defendants are great, and 
irreparable harm might be done by a preliminary adjudication, it 
seems to me more in consonance with justice to postpone the adju- 
dication of the respective rights to the trial, when the court will 
not be compelled to rely on affidavits. 

Accordingly, the motion for an injunction pendente lite is de- 
nied, but the cause is ordered placed on the Special Term ready 
numbered day calendar for trial for April 1, 1935. 

The defendants’ cross-motion is denied. Settle order. 
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E. I. Runner Co., Inc. v. W. F. Youne, Inc. 

United States Court of Customs and Patent Appeals 
May 27, 1935 

Opposition No. 12,152 


Trape-Marxs—Opposition—“ROBENE” AND “ABSORBINE” ON MEDICINAL 
PREPARATIONS—NON-CONFLICTING TERMS. 

The word “Rdbene,” held not to be confusingly similar to the word 
“Absorbine,” both marks being used on pharmaceutical products, in as 
much as the two words are of different lengths, and differ in sound, 
appearance and suggestion. 

On appeal from a decision of the Commissioner of Patents re- 
versing the decision of the Examiner dismissing a trade-mark oppo- 
sition. Reversed. For the Commissioner’s decision, see 24 T.-M. 
Rep. 22. 


Charles R. Allen, of Washington, D. C., for appellant. 
Walter C. Ross, of Springfield, Mass., for appellee. 


Buanp, J.: This appeal relates to a trade-mark opposition 
proceeding in the United States Patent Office. The appellee, 
W. F. Young, Inc., filed opposition to the registration by the appel- 
lant, E. I. Runner Co., Inc., of the trade-mark “Robene.” The 
appellee based its opposition upon its registered trade-marks involv- 
ing the word “Absorbine” and the term “Absorbine Jr.,” as follows: 


No. 49,322, issued January 30, 1906, for “Absorbine” for liniments and 
embrocations. 

No. 89,786, issued January 7, 1913, for “Absorbine Jr.” for liniment. 

No. 164,351, issued February 20, 1923, for “Absorbine” accompanied by 
the representation of a portion of the hind legs of a horse. 

No. 279,015, issued January 6, 1931, for “Absorbine” for ointment. 

The applicant for registration—appellant here—began the use 
of the trade-mark “Robene” in connection with the sale of liniment 
used for relieving pain in human beings in 1930, while the use of 
the word “Absorbine,” in connection with the sale of liniments, 
dates back to 1891. 

The Word “Robene,” according to the application for registra- 
tion, is printed at an “angle of inclination” of about 30 degrees. 
Appellant states that the preparation on which the mark is used 
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has been advertised extensively and in two and one-half years 
90,000 bottles of the preparation have been sold. The advertising 
expense of “Absorbine” has exceeded a million dollars and sales 
are made throughout the world. 

The Examiner of Interferences was of the opinion that the 
concurrent use in trade of the two marks in connection with the 
goods of the parties would not result in confusion, dismissed the 
opposition, and ruled that the applicant was entitled to the regis- 
tration of the trade-mark “Robene.”” Upon appeal, the Commis- 
sioner of Patents held that the marks were so similar when used 
upon the goods of the respective parties that there was a “possi- 
bility” of confusion, and reversed the decision of the Examiner of 
Interferences and denied the applicant the right to register. From 
the decision of the Commissioner, appeal has been taken here. 

It is not denied but that all the goods sold under all the marks 
involved are goods of the same descriptive properties. Some of 
appellee's goods are used as a liniment for animals. The ointment, 
sold under the name “Absorbine,” is of the ordinary grease-paste 
form in tubes. The term “Absorbine Ointment” is printed at a 
slightly inclined angle across the length of the package containing 
the tube. It will be noticed that “Rodbene” is printed with a small 
“o” with a macron. The printing of the term “Rdbene” except as 
to the “6” has, like the printing of the term “Absorbine,” no dis- 
tinctive features. ‘“Robene’’ has all capital letters but one. The 
word “Absorbine” is all capital letters, while the only capital 
letters in “Absorbine Jr.” are the initial letters of each word. The 
last syllable of each word “bene” and “bine” is pronounced with the 
same sound. The first syllable of the word “Robene” is pronounced 
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with a long “o” as in “roo.” 

It is stated that “Absorbine” is a suggestive trade-mark and 
suggests the notion of absorption, and that “Robene” has a sugges- 
tion of “rubbing” or “rub-in.”’ 

It is our view that the trade-mark “Robene,” as sought to be 
registered, is not confusingly similar in sound or appearance to 
either “Absorbine” or “Absorbine Jr.,” and that the suggestion of 


the mark “Rdbene” is considerably different from that of the 
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“Absorbine” marks. All the trade-marks are suggestive and since 
they are applied to goods used in the same general way, it is not 
surprising that both marks to some slight degree have a similar 
suggestive character. 

In this court, it is pointed out that the marks of both parties are 
used on a fluid material which is very similar in appearance and 
quality, and is sold in bottles of the same shape and substantially 
of the same size; that appellant, as a part of its label printed with 
the mark, uses the following term, “A penetrating and massaging 
absorbent”; and that these features of appellant’s labelling and 
advertising add to the confusion and indicate a disposition to profit 
by resulting confusion. Upon this record we cannot see how this 
matter could be material here since the sole question presented by 
the record is: Does the mark of the applicant so nearly resemble 
appellee’s marks as to be likely to cause confusion or mistake in 
the mind of the public or to deceive purchasers? 

It seems to us that in selecting a suggestive trade-mark for its 
goods, which are almost identical with the goods of appellee, the 
appellant has used considerable caution and care. There is a 
difference in the suggestion of the marks, they have little similarity 
in sound, and there is a very great difference in their appearance. 

It is apparent that any contention that the marks are confus- 
ingly similar is based upon the similarity of sound of the last sylla- 
ble of each mark. The appearance of this part of the marks, how- 
ever, is quite different and it can hardly be argued that the sugges- 
tion contained in these syllables would lead to confusion. As to 
the first syllable of the two marks, there is no similarity in either 
sound, appearance or suggestion in the letters “RO” and the letters 
““Absor.” 

Appellee has cited numerous decisions of this court in which 
trade-marks were held to be confusingly similar, as authority for 
its position that applicant’s mark should not be registered. Among 
these authorities is the case of The Simoniz Co. v. Permanizing 
Stations of America, Inc., 18 C. C. P. A. (Patents) 1374, 49 F. 
(2d) 846 [21 T.-M. Rep. 309], involving the trade-marks “Per- 
manize” and “Simoniz.”” That case would seem to come as near 
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supporting appellee’s contentions as any of the cases cited. In that 
case, however, the court said that the only material difference in 
the two marks was the first syllables ‘‘Si’” and “Per.’”’ The sugges- 
tions of the two trade-marks there were quite different from those 
involved with the marks at bar, and we think that case is clearly 
distinguishable from the case at bar. The marks “Simoniz” and 
“Permanize” each contain three syllables, while “Robene” contains 
but two and “Absorbine” three, and there is more similarity in 
appearance of the words “Simoniz” and “Permanize” than exists 
between the words at bar. 

We are inclined to the view that the Examiner of Interferences 
was fully justified in dismissing the opposition, and the decision 
of the Commissioner of Patents is reversed. 


Yeasties Propucts, Inc. v. GENERAL MILs, INc. 
United States Court of Customs and Patent Appeals 
May 27, 1935 
Opposition No. 11,947 


Trape-Marxs—OpposiTion—“YEAsTIES” AND “WHEATIES”—NON-CONFLICT- 
ING Marks. 

The word “Yeasties,” held not to conflict with the word “Wheaties,” 

both marks being used upon cereal breakfast foods. 
Trape-Marxs—LikeLiHoop or Conrusion—How DETERMINED. 

The question of whether there is likelihood of confusion by the con- 
current use of two trade-marks on goods of the same descriptive proper- 
ties should be determined by consideration of the marks as a whole. 

On appeal from a decision of the Commissioner of Patents 
reversing a decision of the Examiner, dismissing an opposition. 


Reversed. For the Commissioner’s decision, see 23 T.-M. Rep. 344. 


Lester G. Budlong, of New York City, for appellant. 
Paul, Paul & Moore and Oscar W. Giese, all of Minneapolis, 
Minn., for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents re- 
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versing the decision of the Examiner of Interferences dismissing 
the opposition of appellee and holding that appellant was entitled 
to the registration of the trade-mark “Yeasties,” for use on a 
cereal breakfast food, comprising whole-wheat and bran flakes, 
treated with yeast. 

Appellant alleged in its application for registration, filed Octo- 
ber 138, 1931, that it had used its mark on its product continuously 
since September 23, 1931. 

Appellee submitted the testimony of two witnesses, in support 
of the allegations contained in its notice of opposition. 

Appellant submitted no testimony. 

It appears from the record that appellee is the owner of trade- 
mark registration No. 199,448, registered June 9, 1925, on an 
application filed December 5, 1924, by its predecessor, the Wash- 
burn-Crosby Company, consisting of the word “Wheaties,” for 
use on a cereal breakfast food, comprising whole-wheat flakes and 
bran, treated with sugar, salt, and malt syrup, toasted and ready 
to eat; that it has expended vast sums of money, considerably over 
a million dollars in advertising its trade-mark “Wheaties” and its 
product over the radio, and in magazines, such as the Saturday 
Evening Post, American Magazine, Liberty, Colliers, Good House- 
keeping, and various others, throughout the United States; and 
that its sales rose from 2,000,000 packages in 1925 to 31,000,000 
packages in the “crop year’ ending May 31, 1932. 

It is evident that, although there are some differences in the 
goods of the parties, those of appellant being treated with yeast, 
and those of appellee not so treated, they, nevertheless, possess 
the same descriptive properties. Accordingly, the sole question in 
the case is whether, considering the differences in the marks, 
together with the differences in the goods of the parties, the con- 
current use by the parties of their respective marks upon their 
goods would be likely to cause confusion in the minds of the public 
and deceive purchasers. 

If the marks are confusingly similar, as held by the Commis- 
sioner of Patents, appellant’s mark is not entitled to registration. 
If, on the contrary, the marks are not confusingly similar, as held 
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by the Examiner of Interferences, appellant is entitled to register 
its mark. 

The Examiner of Interferences was of opinion that the dominant 
features of the marks of the parties were the words “Wheat” and 
“Yeast”; that such features of the marks were common words in 
the English language, familiar to all, and were sufficiently dis- 
similar in sound, appearance, and meaning, so that the addition to 
each of the diminutive suffix “ies’’ would not change the character 
of the marks sufficiently to make them confusingly similar within 
the meaning of Section 5 of the Trade-Mark Act of February 20, 
1905; and that, therefore, appellant was entitled to register its 
mark. 

The Commissioner of Patents, on the contrary, was of opinion 
that, considering the marks as a whole, the goods upon which they 
were used, and the people to whom, and the places where, such 
goods were sold, the concurrent use of such marks would be likely 
to cause confusion in the trade, and, accordingly, reversed the 
decision of the Examiner of Interferences, sustained the opposition 
of appellee, and held that appellant was not entitled to the regis- 
tration of its mark. 

The witness George E. Stilson, assistant secretary and assistant 
treasurer of Gold Medal Foods, Incorporated, a subsidiary of 
appellee, stated that the trade-mark “Wheaties” suggested a food 
in which “wheat is the principal element”; that “Yeasties” was 
suggestive of yeast, but not of wheat; and that, although the words 
“Wheat” and “Yeast” are not confusingly similar, the addition of 
the suffic “ies” made the trade-marks “Wheaties” and “Yeasties,” 
considered as a whole, confusingly similar. 

It has been repeatedly held by this court that the question of 
whether there is likelihood of confusion by the concurrent use of 
two trade-marks on goods of the same descriptive properties should 
be determined by a consideration of the marks as a whole, and, 
although counsel for each of the parties agree that such is the law, 
each proceeds to dissect the marks, one to show confusing similarity 
between them, and the other to show that there is no such similarity. 
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It is evident from the record, and no claim is made to the con- 
trary, that appellee is not the exclusive owner of the suffix “‘ies.” 
Accordingly, if the word “Yeast,” of appellant’s mark, is sufficiently 
dissimilar to the word “Wheat,” of appellee’s mark, so that, when 
considered as a whole, the marks are not confusingly similar, 
appellant is entitled to the registration of its mark. For a discus- 
sion of a somewhat similar problem, see the case of The Celotexr 
Co. v. Chicago Panelstone Co., 18 C. C. P. A. (Patents) 1504, 49 
F. (2d) 1051 [21 T.-M. Rep. 365]. 

It is perfectly obvious that, with the exception of the suffix 
“ies,” the marks differ greatly. More than that, when considered 
as a whole, they differ considerably in appearance, sound, and 
meaning. The mark “Yeasties,” of course, suggests a yeast product, 
whereas the mark “Wheaties,” as stated by the witness Stilson, 
who testified for appellee, suggests a product in which wheat is the 
principal element. 

It is true that the goods of the parties possess the same descrip- 
tive properties, nevertheless the addition of yeast to appellant’s 
product differentiates it from that of appellee. Appellant’s mark 
suggests a yeast product, and not a product of which wheat is the 
principal element. 

We are of opinion, therefore, considering the marks as a whole, 
that they differ greatly in appearance, sound, and meaning; that 
their concurrent use on the goods of the respective parties is not 
likely to cause confusion in trade; and that appellant is entitled 
to the registration of its mark. 

For the reasons stated, the decision of the Commissioner of 
Patents is reversed. 
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Au.t-AMERICAN Mounawk Corporation v. Eart H. Ro.uiuinson 
United States Court of Customs and Patent Appeals 
June 3, 1935 


Trape-Marks—REFRIGERATORS AND REFRIGERATING APPARATUS, AND RELAYS, 


THERMOSTATS AND THERMOSTATIC ConTROLS—Goops OF DIFFERENT 
DescriPTivE PROPERTIES. 


Held that refrigerators and refrigerating apparatus and relays, 
thermostats and thermostatic controls are goods of different descriptive 
properties. 

Trapve-Marxs—*“Monuawk”—OpposiTIioN—AMENDMENT OF APPLICATION. 

Where appellant asked permission to amend application by eliminat- 
ing therefrom certain goods held to conflict with opposer’s goods and 
the petition was denied by the Commissioner, held that, as there was no 
error assigned in such denial, the court could not here consider it. 

On appeal from a decision of the Commissioner of Patents 
affirming a decision of the Examiner in an opposition proceeding. 


Affirmed. For the Commissioner’s decision see 24 T.-M. Rep. 24. 


Edwin F. Samuels, of Baltimore, Md., for appellant. 
Charles R. Allen, of Washington, D. C., for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents, affirming a decision of the Examiner of 
Interferences in a trade-mark opposition proceeding. 

Appellant filed an application to register the word “Mohawk” 
as a trade-mark for refrigerators, refrigerating apparatus, and ice 
boxes, including electric refrigerators, and refrigerator parts. It 
claimed use of the mark on said goods since April 13, 1931. 

It appears from the record that appellee, the opposer, is the 
owner of registration No. 260,510, for the word “Mohawk” for 
radio parts and equipment, and that, from a time prior to appellant’s 
first use of the mark “Mohawk,” appellee used said mark upon 
relays, and thermostats or thermostatic controls suitable for use 
in electric refrigerators. It also appears from the record that 
appellee has never used the mark upon complete refrigerators. 
Appellee testified that he never, to his knowledge, has sold any 
refrigerator parts on which the mark “Mohawk” was used. 

Appellee’s notice of opposition alleged that the goods sold by 
him upon which said trade-mark “Mohawk” was used are of the 
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same descriptive properties as the goods upon which appellant 
uses said mark, namely, electric refrigerators and parts. 

Whether the goods of the respective parties are of the same 
descriptive properties is the only question before us for determina- 
tion. 

The Examiner of Interferences held that electric refrigerators 
are goods of the same descriptive properties as thermostats and 
relays, for the reason that such parts are essential to the operation 
of an electrical refrigerator, and further held that the electrical 
equipment of such refrigerators was of the same descriptive proper- 
ties as thermostatic controls upon which appellee used the mark 
“Mohawk.” Accordingly, the Examiner of Interferences sustained 
appellee’s notice of opposition and adjudged that appellant was 
not entitled to the registration for which it had filed application. 

Upon appeal, the Commissioner of Patents affirmed the decision 
of the Examiner of Interferences upon the same grounds as those 
stated by the latter. 

We are not in accord with the views of the Patent Office tribu- 


nals that complete electrical refrigerators are goods of the same 
descriptive properties as the goods to which appellee applies his 
mark, such as relays and thermostatic controls. Relays and ther- 


mostatic controls constitute very minor parts of an electric re- 
frigerator. 

In the case of Williams Oil-O-Matic Heating Corp. v. Westing- 
house Electric & Mfg. Co., 20 C. C. P. A. (Patents) 775, 62 F. 
(2d) 378 [23 T.-M. Rep. 29], we said: 


The language “same descriptive properties,” contained in the first 
proviso of Section 5 of the Trade-Mark Act of February 20, 1905, was 
intended by the Congress to relate to goods of the same general class, and 
was used synonymously with the term “class,” used in the first part of that 
section. The words “same class” and “same descriptive properties” should 
be given “a limited or an extended meaning and application, according to 
whether or not the use of identical or similar trade-marks would be likely 
to cause confusion or mistake in the minds of the public or to deceive 
purchasers,” and, in that connection, “the use, appearance, and structure 
of the articles, the similarity or the lack of similarity of the packages or 
containers in which, the place or places where, or the people to whom, 
they were sold should be considered.” . . . 
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Tested by the rule laid down in the above quotation, it is clear 
to us that complete electrical refrigerators are not of the same 
descriptive properties as the goods to which appellee applies his 
mark. We are, however, in agreement with the Patent Office 
tribunals in so far as parts of refrigerators are concerned. Some 
sort of thermostatic control is usually a part of electrical refrigera- 
tors. Clearly, any kind of thermostatic control, even if specially 
adapted for use in electrical refrigerators, would possess the same 
descriptive properties as the thermostats sold by appellee, suitable 
for use in electric refrigerators. As appellant’s application includes 
parts of refrigerators, as well as complete refrigerators, we must 
affirm the decision of the commissioner sustaining the notice of 
opposition, although we hold that he erred in finding that complete 
electrical refrigerators are of the same descriptive properties as 
the goods to which appellee applies his mark. 

It appears from the record that, after appellee’s notice of oppo- 
sition was filed and after the Examiner of Interferences had acquired 
jurisdiction of the proceeding, but before any testimony was taken, 
appellant filed a petition to transmit its application to the Examiner 
of Trade-Marks for the purpose of amending the application by 
eliminating from the description of goods stated therein the words 
“refrigerating apparatus” and “refrigerator parts.” This petition 
was denied by the Commissioner. In his decision denying said 
petition, the Commissioner said: 

It is not thought proper to transmit this case to the Examiner of 
Trade-Marks as requested. The application was duly filed, the mark was 
published and opposition was made thereto. The opposer, if he so desires, 
is entitled to a decision on the merits of his opposition. If, after final 
hearing, the Examiner of Interferences should dismiss the opposition, then 
the question of amendment would not arise. 

On the other hand, if the Examiner of Interferences should sustain the 
opposition, he could in the course of his decision, state that the mark would 


be registrable if certain of the goods were eliminated from the statement, 
if he is of such opinion. 


In the reasons for appeal no error is assigned in the denial of 
this petition, and we therefore may not here consider it. We 


assume, however, that if the Examiner of Interferences had sus- 
tained the notice of opposition only upon the ground that some 
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parts of refrigerators possess the same descriptive properties as 
the goods of appellee, but that complete refrigerators were not 
of the same descriptive properties as the goods to which appellee 
applies his own mark, he would then have followed the suggestion 
of the Commissioner above quoted, and appellant’s application 
might thereafter have been amended in accordance with its said 
petition. Whether this may now be done, in view of our conclusion 
that complete electrical refrigerators are not of the same descrip- 
tive properties as the goods to which appellee applies his mark. 
we may not here determine. 

We must dispose of the case upon the record, including the 
reasons of appeal before us, and upon that record we must affirm 
the decision of the Commissioner sustaining appellee’s notice of 
opposition and adjudging that appellant is not entitled to the 
registration for which it has applied. 


Bianp, J., concurs in conclusion. 


In THE MATTER OF THE APPLICATION OF THE FREEDOM O1L Works 
CoMPANY 


United States Court of Customs and Patent Appeals 


June 3, 1935 
Serial No. 335,813 


Trape-Marxs—“Ace” anp Device on LusricaTinG AND ILLUMINATING OILS 
—ConFiictinc Marks. 

A mark consisting of the word “Ace,” printed in large letters across 
the face of an ace of spades playing-card, with the word “Penn” above 
and the words “Motor Oil” below, held to be confusingly similar to a 
mark comprising the word “Ace” in large block letters above the 
broken outline of a triangle, both marks being used on illuminating 
and lubricating oils. 

Trape-Marxs—“Ace”—Pusiic1 Juris—Errect or Prior REGISTRATIONS. 

Whether the word “Ace” is publici juris or not, held that the regis- 
trant was not entitled to its exclusive use on lubricating oils. However, 
in order to entitle appellant to registration its mark must be such 
that, when considered as a whole, it would not be confusingly similar to 
registrant’s mark. 
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On appeal from a decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner refusing to register a trade-mark. 
Affirmed. For the Commissioner’s decision, see 24 T.-M. Rep. 259. 


Richard L. Underwood, of Washington, D. C., for appellant. 
Howard S. Miller, for the Patent Office. 


HartriEtp, J.: This is an appeal from the decision of the 
Commissioner of Patents affirming the decision of the Examiner 
of Trade-Marks denying appellant’s application for registration 
under the Trade-Mark Act of February 20, 1905, of a composite 
trade-mark for use on lubricating oils, comprising the word “Ace”’ 
printed in large letters across the face of a representation of an 
ace of spades playing-card, with the word “Penn” immediately 
above, and the words “Motor Oil” printed across a scroll, imme- 
diately below, the word “Ace.” Below the scroll appear the words 
“100% Pure Pennsylvania.” The letters of the word “Ace’’ are 
much larger than those in the other words of the mark. 

The words “Motor Oil” and “100% Pure Pennsylvania’ were 
disclaimed apart from the mark as shown. 

Appellant’s application for registration was rejected by the 
tribunals of the Patent Office in view of the Midwest Oil Company’s 
registration No. 185,692, issued June 24, 1924, for use on lubricat- 
ing oils, greases, kerosene, gasoline, naphtha, and fuel, gas, and 
road, oils, of a composite trade-mark comprising the word “Ace” 
in large block letters above the broken outline of a triangle. Within 
the triangle, in smaller letters, appears the word “Quality,” which 
was disclaimed apart from the mark as shown. 

Each of the tribunals of the Patent Office concluded that the 
dominant feature of the two marks was the word “Ace’’; that the 
word “Penn,” in appellant’s mark, was an abbreviation of the 
word “Pennsylvania”; that it was used in a purely geographical 
sense; and that as each of the marks was used upon lubricating 
oils, their concurrent use by the registrant, the Midwest Oil Com- 
pany, and the appellant would be likely to cause confusion in trade. 

In his decision, the Examiner, among other things, stated that: 
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Both marks are substantially the word “Ace.” The applicant has been 
allowed the notation “Penn Ace,” but it is believed that applicant’s goods 
would be known and called for as “Ace” motor oil. The smaller type of 
the word “Penn” corresponding in size to that of the words “Motor Oil!” 
would quite probably lead to the association of the words “Penn Motor 
Oil” in a purely descriptive sense. Even if the goods were known and 
called for as “Penn Ace,” it is thought the “Penn” portion of the mark 
would suggest merely that the particular oils to which the mark was 
applied were “Ace” oils from Pennsylvania. 


In affirming the decision of the Examiner, the Commissioner, 
among other things, said: 

A mere inspection of the drawing filed by the applicant discloses at 
once that the predominating part of its mark is the word “Ace.” It 
appears in the most advantageous location and in much larger type than 
any of the other words. It is true that the word “Penn” is also employed 
but it appears in a less prominent manner and, furthermore, it is used 
purely in its geographical sense. It is common knowledge that Pennsyl- 
vania produces high grade oils and anyone seeing the abbreviation of the 
state employed in conjunction with lubricating oils would immediately and 
quite correctly conclude that they were products of the state in question. 

In as much as the predominating part of the applicant’s mark is the 
same as that of the registrant and in as much as there would undoubtedly 
be a tendency to refer to applicant’s product as “Ace” oils, it is concluded 
that the applicant is not entitled to registration. Even if the oils were 
known as “Penn Ace” oils, it is believed that the trade would confuse 
them with the “Ace” oils of the registrant, since the latter is free at any 
time to sell Pennsylvania oils and so designate them by the employment of 
an appropriate, geographical term, such as “Penn” or “Pennsylvania.” 


In his decision, the Commissioner cited the case of Miller Becker 
Co. v. King of Clubs, Inc., 19 C. C. P. A. (Patents) 1024, 56 F. 
(2d) 883 [22 T.-M. Rep. 208] in support of his holding. 

It is contended by counsel for appellant that the marks should 
be considered as a whole; that, when so considered, they are not 
confusingly similar; and that the words “Penn,” “Motor Oil,” and 
“100% Pure Pennsylvania,” together with the picture of the ace 
of spades playing-card, are sufficient to distinguish appellant’s 
mark from that of the reference cited by the tribunals of the Patent 
Office. 

It is further contended by counsel for appellant that the regis- 
trant is not entitled to a monopoly of the word “Ace,” as a trade- 
mark for use on lubricating oils, because, it is argued, the word is 
publici juris, and, in support of that proposition, counsel stated 
that the trade-marks “Ace High,” “Acewood,” “Ace-ite,” “Aseol,” 
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and “Aseco” have been registered in the United States Patent 
Office, for use on lubricating oils. 

It appears from the record that the trade-mark “Ace High’’ is 
also owned by the registrant, Midwest Oil Company, and that, of 
those referred to by counsel for appellant, it was the only mark 
registered prior to the registration of the trade-mark “Ace Quality,” 
hereinbefore described. 


We are in entire agreement with the tribunals of the Patent 
Office that the word “Ace” is the dominant feature of appellant’s 
mark, as well as that of the registrant; that the word “Penn,” 
appearing in appellant’s mark, was obviously intended to indicate 
to the purchasing public that the oil upon which appellant’s trade- 
mark was used was, as represented by the words “100% Pure 
Pennsylvania,” appearing in the mark, although disclaimed by 
appellant, high-grade Pennsylvania oil; that the registrant was 
entitled to use its mark on Pennsylvania oil, as well as oils produced 
in other states; and that, considering the marks as a whole, their 
concurrent use by the respective parties would be likely to cause 
confusion in trade. 

If appellant is entitled to register its trade-mark, it might sub- 
stitute for the word “Penn,” the name of each state, in abbreviated 
form or otherwise, in which oil is produced, and registered each of 
those marks, with obviously disastrous results to the registrant of 
the marks “Ace Quality” and “Ace High.” 

But, it is argued by counsel for appellant, the word ‘“‘Ace’’ is 
publici juris, and, therefore, the registrant is not entitled to its 
exclusive use in a trade-mark for use on lubricating oils. 

Whether the word “Ace” is publici juris or not, the registrant, 
of course, is not entitled to the exclusive use of it for use on lubricat- 
ing oils. However, in order to entitle appellant to register a mark 
in which it appears, the other features of its mark must be such 
that, when considered as a whole, it will not be confusingly similar 
with the registrant’s mark. See Miller Becker Co. v. King of Clubs, 
Inc., supra. 

Without intending to suggest that any of the registered marks 
referred to by appellant, to wit: ‘““Acewood,” ‘‘Ace-ite,” “Aseol,” 
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and “‘Aseco,” each of which was registered subsequent to the regis- 
tration of the registrant’s trade-marks “Ace High” and “Ace 
Quality,” were or were not entitled to registration, we deem it 
sufficient to say that the doctrine of publici juris, as defined by 
this court in the case of Lever Brothers Co. v. Riodela Chemical 
Co., 17 C. C. P. A. (Patents) 1272, 1277, 41 F. (2d) 408 [20 T.-M. 
Rep. 311], is not applicable to the case at bar. 

We are in entire accord with the conclusion reached by the 
tribunals of the Patent Office, and the decision of the Commissioner 
of Patents is affirmed. 


Joun Woop MANvUFAcTURING ComMPANY V. SERVEL, INc. 
United States Court of Customs and Patent Appeals 
June 12, 1935 
Opposition No. 12,330 


Trape-Marxs — Oppostrion — “Hostess” on RerriceERators — Grape-MarKk 
Versus Trape-Mark. 

Appellee opposed the registration by appellant of the word “Hostess” 
as a trade-mark for refrigerators and parts thereof on the ground of 
its use of the said word in its advertising as a trade-mark for a certain 
type of refrigerators, such refrigerators, however, all being sold under 
the trade-mark “Electrolux.” Held that, although appellee did not 
use the word “Hostess” as a trade-mark, nevertheless, because of the 
fact that its customers sometimes used the name in ordering refrigera- 
tors, that its use was, therefore, analogous to a trade-mark use and 
that appellee would be damaged by the registration of the mark by 
appellant, the decision of the Commissioner holding the opposition 
should be affirmed. 


On appeal from a decision of the Commissioner of Patents in 
an opposition proceeding. Affirmed. For the Commissioner’s de- 
cision, see 23 T.-M. Rep. 349. 


Arthur E. Paige, of Philadelphia, Pa., for appellant. 
A. Yates Dowell, of New York City, for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents re- 
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versing the decision of the Examiner of Interferences dismissing 
the notice of opposition of appellee and holding that appellant was 
entitled to the registration of the trade-mark “Hostess,’ for use 
on refrigerators and parts thereof. 


In its petition for registration, appellant alleged that it had used 
its trade-mark on its goods since April 19, 1982. 


In its notice of opposition, appellee stated, among other things, 
that: 


1. Long prior to April 27, 1932, the opposer adopted and has used 
continuously (since 1928) the word “Hostess” in its literature and adver- 
tising matter to designate a particular model of refrigerator manufac- 
tured by the opposer and sold in commerce between the several states of 
the United States, and in foreign commerce, and has popularized its goods 
under said designation by scrupulous care continuously expended in manu- 
facture and sale and by large expenditures in teaching the public the excel- 
lence and dependability of goods so designated. 

2. The description of goods given by the applicant as bearing the 
trade-mark “Hostess” is electric refrigerators and parts thereof which is 
identical with opposer’s goods and, therefore, if applicant is allowed to 
register the mark sought, confusion in the mind of the public will undoubt- 
edly occur and injury and damage will be caused to opposer’s good-will 
and established reputation. Two advertising folders, showing the mark 
as used by the opposer, are attached hereto. 

3. The opposer receives orders for its goods under the designation 
“Hostess” which the applicant seeks to register as a trade-mark and this 
designation is analogous to trade-mark use as set forth by a line of 
decisions both of the courts and Commissioner of Patents. Note, for exam- 
ple, Lang v. Green River Distilling Company, 148 O. G. 280, in which case 
the United States Court of Appeals of the District of Columbia held that 
in opposition proceedings where it appears that the opposer adopted the 
mark prior to the date of adoption by applicant the question of the regis- 
trability of opposer’s mark was immaterial and the sole question to be 
considered was one of similarity. The present case is identical as the 
mark opposed was adopted by the opposer several years prior to the 
adoption of the mark by applicant . 


. 3 


and that it believed it would be damaged by the registration of the 
trade-mark to appellant. 

Thereafter, appellant filed a motion to dismiss the opposition 
on the ground that it did not allege a trade-mark use of the word 
“Hostess” by appellee, but, on the contrary, alleged that appellee 
had used the word in its literature and advertising to designate a 
particular model of refrigerator manufactured by it; that opposer’s 
trade-mark for use on refrigerators was the word “Electrolux” ; 
that, therefore, the allegations contained in the notice of opposition 
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were not sufficient, under Section 6 of the Trade-Mark Act of 
February 20, 1905, to show likelihood of damage to appellee by 
the registration of the mark to appellant; and that the notice of 
opposition should, therefore, be dismissed. 

Thereupon, the Examiner of Interferences, in a decision dated 
November 15, 1932, stated that, from an examination of the notice 
of opposition, it was apparently the intention of opposer, appellee, 
to allege that the word “Hostess,” as used by it, performed the 
dual function of designating not only a particular type or model 
of refrigerator manufactured by it, but also indicated the origin of 
such model with appellee, and, accordingly, denied appellant’s 
motion to dismiss. However, in his decision, he called attention 
to the fact that, if it so desired, appellant might waive its right 
to file an answer, and request that the cause be set for final hearing 
on its motion to dismiss. 

Thereafter, such waiver was filed by appellant, and the cause 
came on for final hearing before the Examiner of Interferences. 

In his final decision, the Examiner stated that appellant’s 
waiver of its right to file an answer amounted to a concession that 


all facts properly alleged in the notice of opposition were admitted 
to be true. He then said: 


The opposer alleges prior use also on refrigerators of the same nota- 
tion “Hostess,” not however as a trade-mark which is affixed to the goods, 
but only “in its literature and advertising matter to designate a particular 
model of refrigerator” which opposer manufactures and sells; and it is 
further alleged that “opposer receives orders for its goods under the 
designation ‘Hostess, ” and this opposer claims, is analogous to trade- 
mark use. The opposer has filed a pamphlet with its notice of opposition 
which shows the manner in which this notation is used in its literature and 
advertising matter. An inspection of this pamphlet discloses that the trade- 
mark which opposer affixes to all refrigerators which it manufactures and 
sells is the notation “Electrolux.” These refrigerators of the opposer, it 
appears from this pamphlet, are made in different sizes and styles to suit 
the needs or fancy of purchasers. To facilitate identification of these 
different sizes or styles of refrigerators opposer designates the same in 
its literature, as appears from this pamphlet by convenient names and 
model designations, as for example, The Kitchenette, Model E1-4; The 
Double Duty, Model E1-5; The Hostess, Model E1-5B; The Chef, Model 
E1-7, etc. 

It is quite evident from the foregoing that Electrolux is the trade-mark 
which opposer affixes to its refrigerators, and which is used to indicate 
origin thereof, and the names or model designations such as “Hostess” 
serve merely to indicate the type or size of the refrigerator. Naturally, 
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therefore, purchasers in sending orders to opposer must of necessity 
specify either by name, or by model designation, the particular size or 
type refrigerator that they desire. Otherwise the order would be incom- 
plete and could not be understood. Since opposer uses the same trade- 
mark “Electrolux” on all its refrigerators, the size or model designation 
“Hostess” appearing on an order possesses only the same significance as 
the model designation itself, for example Model E1-5B, and serves no 
better as a means for indicating the origin of the refrigerators . . 


and held that, as the word “Hostess” was used by appellee merely 
to indicate a grade or model, and not to indicate origin of its goods, 
it was not entitled to oppose the registration of appellant’s mark, 
and, accordingly, dismissed the notice of opposition. 

On appeal, the Commissioner of Patents, after stating the facts 
hereinbefore set forth, held that, although appellee had not alleged 
trade-mark use of the word “Hostess,” it had used the word as a 
“grade or model mark” in advertising one of its models of re- 
frigerators, and received orders designating such model “‘by this 
style or grade mark’; and that, therefore, the question in issue 
was whether, under the related circumstances, appellee would be 
damaged by the registration of the mark to appellant. 

The Commissioner discussed various authorities on the subject, 
and reached the conclusion that appellee’s notice of opposition was 
sufficient under the statute, and that, on the record as presented, 
appellant was not entitled to register its mark, and, accordingly, 
reversed the decision of the Examiner of Interferences. 

Although appellee has not used the word “Hostess” on its 
goods, and, therefore, has not used it in a strictly trade-mark sense, 
it alleged in its notice of opposition that it had used the word in 
its advertisements, and had received orders in which it was used 
to indicate a particular model or type of refrigerator manufactured 
by it, which “model” had become popularized and known to the 
public as “Hostess,” and was sold under that designation; and that, 
should appellant be permitted to register the word as a technical 
trade-mark for its refrigerators, appellee would be damaged. 

Much of the discussion by counsel for the parties in this case 
was occasioned by the statement contained in the decision of the 
Commissioner of Patents, to the effect that the holding of the 
Court of Appeals of the District of Columbia in the case of Touraine 
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Co. v. F. B. Washburn & Co., 52 App. D. C. 356 [13 T.-M. Rep. 
121], appeared to be contrary to the conclusion reached by him. 
The Commissioner was of opinion, however, that the decision in 
that case was influenced by certain facts, which, he alleged, were 
there presented, and which created an estoppel against the opposer. 

In view of its importance, we deem it appropriate to quote a 
considerable portion of the decision in the Touraine Co. case, supra: 


Considering all these facts, we are satisfied that the opposer never 
used, or thought of using, the word as a trade-mark until Miner appeared 
upon the field, and that was many years after the applicant had adopted 
and applied it to its entire output. It was used by the opposer to indicate 
the character of the chocolate, not the origin of it. The distinction between 
a technical trade-mark and a device to denote style or quality is pointed out 
in Lawrence Mfg. Co. v. Tennessee Mfg. Co., 1388 U. S. 537, 546, 11 Sup. 
Ct. 396, 34 L. Ed. 997; and Columbia Mill Co. v. Alcorn, 150 U. S. 460, 
14 Sup. Ct. 151, 37 L. Ed. 1144. The mere use of a word as a trade-mark 
does not prove likelihood of damage to one who uses the mark in another 
capacity, for instance, as a grade indicator. Since opposer has no other 
proof of probable damage its opposition should have been dismissed. 

[3] The Patent Office in upholding the opposition appeared to rely on 
our decision in Atlas Underwear Co. v. B. V. D. Co., 48 App. D. C. 425 
[9 T.-M. Rep. 222], but we do not think it supports the conclusion reached. 
Of course, a trade-mark use of a mark is not necessary in a proceeding 
of this kind. If the opposer can show in any way that he would probably 
be damaged by its registration to the applicant he may do so. The trade- 
mark statute (Section 6, 33 Stat. 726 [Comp. St. §9491]) is our chart. 
There is nothing in it which says that a person must own a trade-mark, 
registered or not, before he can oppose the registration of the mark to 
another person. All that the statute requires of him, according to our 
interpretation, is to prove facts which, if true, would tend to show that 
he would probably be damaged by the registration. Skene v. Marinello 
Co., 270 Fed. 701, 50 App. D. C. 265 [11 T.-M. Rep. 110]; MeIlhenny Co. 
v. Trappey, 277 Fed. 615, 51 App. D. C. 216 [11 T.-M. Rep. 397]. 

Opposer relies on Nairn Linoleum Co. v. Ringwalt Linoleum Works, 
46 App. D. C. 64, but there is nothing in it which conflicts with the views 
we have here expressed. It declares that it is permissible for one who 
has used a word as a trade-name to make opposition to its registration 
as a trade-mark. Undoubtedly this is correct. But it does not follow that 
the mere fact that he has used it as a trade-name establishes that he would 
be damaged by the registration of the same name as a trade-mark. He 
may continue to use the word as a trade-name, notwithstanding its regis- 
tration to another as a trade-mark. 

The opposer in this case having failed to prove that it would probably 
be damaged by the registration of the mark, we must reverse the decision 
of the Commissioner; and it is so ordered. 


It is true that, in that decision, the court reached the conclusion 
that the opposer was not entitled to prevail. However, its decision 
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was based entirely upon the proposition that the opposer had not 
established that it would be damaged by the registration of the 
mark there involved. It was clearly pointed out by the court that 
evidence of the use of a word as a grade-mark, standing alone, was 
not sufficient to establish that the user thereof would be damaged 
by the registration of it by another, but that if the opposer could 
“show in any way” that such registration would be likely to result 
in damage to him, he would be entitled to prevail in an opposition 
proceeding. 

In the case of Atlas Underwear Co. v. B. V. D. Co., 48 App. 
D. C. 425 [9 T.-M. Rep. 222] the court said: 


We do not think the opposer is required to show a superior right in 
order that it may successfully resist the application. If it is on an equal 
footing with the applicant and can show probable damage, that will be 
enough. This court has declared more than once that a trade-mark use 
of a mark by an opposer is not necessary in a proceeding such as the 
one before us. Natural Food Co. vy. Williams, 30 App. D. C. 348, 350; 
H. W. Johns-Manville Co. v. American Steam Packing Co., 33 App. D. C. 
224, 226; Electro Steel Co. v. Lindenberg Steel Co., 43 App. D. C. 270, 273 
[5 T.-M. Rep. 295]. The record discloses that the opposer was using the 
mark under consideration in connection with its business prior to the 
applicant’s coming into the field. It thereby acquired a right to its use, 
although not necessarily an exclusive one. If registration is granted to the 
applicant’s mark, that right would be sequestered and the applicant given 
a monopoly of the mark. This would likely result in damage to the 
opposer; hence, the latter has a right to resist the registration. 


It appears from the decision in that case that the opposer was 
not using the mark in a strictly trade-mark sense. However, its 
use was analogous thereto. That is to say, opposer’s use of the 
mark was such that, although not entitled to its exclusive use, it 
was entitled to prevent the applicant from securing, by registration, 
the statutory prima facie right of exclusive use. There is nothing 
in the decision to indicate that the court considered the trade-mark 
descriptive of the goods on which it was used. Having established 
the likelihood of damage by the registration of the mark to appli- 
cant, the opposer, although it had not used the mark as a trade- 
mark, was held to be entitled to relief in an opposition proceeding. 
See also W. W. Stewart & Sons v. Raphael N. Paris, 15 T.-M. 
Rep. 424; Nims on Unfair Competition and Trade-Marks, 3rd Ed. 
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pp. 41, 644, 645, and 660; Lawrence Manufacturing Company v. 
Tennessee Manufacturing Company, 138 U. S. 537-549. 

There are expressions in some decisions of the courts, although 
the precise issue before us was not there presented, which might 
indicate that, with the exception of marks descriptive in character, 
an opposer must establish a trade-mark use. However, we think 
the authorities cited, supported as they are by reason and common 
sense, sustain the proposition that if an opposer allege and establish 
priority of use analogous to a trade-mark use of a “grade-mark” 
or ‘“‘trade-name,” and the likelihood of damage to him by the regis- 
tration of such mark to another, he is entitled to relief under the 
provisions of the statute. 

If we are wrong about that, then an applicant for registration 
can appropriate the opposer’s grade-mark or trade-name, no matter 
how valuable it may be. 

It clearly appears from appellee’s notice of opposition that, 
although the word “‘Hostess”’ was not used by it as a trade-mark, 
its use was analogous thereto, in that one of its models of refrigera- 
tors had become popularized and identified in the mind of the public 
as the product of appellee; that it is entitled to use it in connection 
with the marketing of its goods; that appellant is not entitled to its 
exclusive use; and that, therefore, appellee would be damaged by 
the registration of the mark to appellant. 

We are in accord with the conclusion reached by the Commis- 
sioner of Patents, and his decision is affirmed. 
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WarNER-PatTTeERSON CoMPANY v. CHARLES Y. MALCOMB 


United States Court of Customs and Patent Appeals — 


June 12, 1935 
Cancellation No. 2,465 


Trape-Marks—Cance_LaTion—“Liquip Soiper” oN SEALING MarTertaL— 
DiscLtarmER—ReEs ADJUDICATA. 

Where appellee’s predecessors in 1920, when filling application to 
register a mark consisting of the words “Cy’s Liquid Solder,” dis- 
claimed the words “Liquid Solder” as descriptive, and in a later inter- 
ference between the parties, appellant successfully pleaded that appellee 
was estopped from registering the said mark because of such disclaimer, 
held in a proceeding to cancel the registration of the words “Liquid 
Solder” by appellant that the doctrine of res adjudicata was not 
applicable, that appellee had been the first to adopt and use the words 
as a trade-mark and had since continued their use and, accordingly, 
that the decision of the Commissioner decreeing the cancellation of the 
registration should be affirmed. 

On appeal from a decision of the Commissioner of Patents in a 
cancellation proceeding. Affirmed. For the Commissioner’s deci- 


sion, see 23 T.-M. Rep. 538. 


George E. Tew, of Washington, D. C., and Lincoln B. Smith 
(Chindahl, Parker & Carlson), of Chicago, Ill., for appellant. 
Albert L. Ely, of Akron, Ohio, for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark cancellation 
proceeding from the decision of the Commissioner of Patents revers- 
ing the decision of the Examiner of Interferences dismissing appel- 
lee’s application for the cancellation of appellant’s registration 
No. 198,902, issued May 26, 1925, on an application filed Decem- 
ber 24, 1928, for the trade-mark “Liquid Solder,” for use on seal- 
ing material “for stopping leaks in liquid containers and conduits.” 

In its application, appellant stated that it had used the mark 
since March, 1922. 

It is conceded that the marks of the parties are practically 
identical, and that the goods are of the same descriptive properties. 

On April 26, 1920, Malcolm and Malcolm, of Ashland, Ohio, 
appellee’s predecessors in business, applied for registration of 
a composite mark consisting of the representation of the front 
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end of an automobile radiator having on the face thereof a triangle 
crossed by a bar and having thereon the words “Cy’s Liquid 
Solder,” use of the mark being alleged “since January 12, 1920.” 
The Examiner refused registration on the ground of descriptiveness 
of the words “Liquid Solder.” Malcolm and Malcolm took no 
appeal, but disclaimed those words apart from the mark as shown, 
and registration No. 143,393 was granted on May 31, 1921. 

The application of appellant, Warner-Patterson Company, of 
Chicago, IIl., was tentatively rejected upon the ground of descrip- 
tiveness. Upon reconsideration, however, the Examiner became 
convinced that the words were not descriptive of the goods to which 
applied, and registration was granted, registration No. 198,902. 

On January 4, 1926, appellee, Charles Y. Malcomb, filed an 
application for registration of the words “Cy’s Liquid Solder.” 

An interference was declared between appellee’s application 
and the registration to Warner-Patterson Company, the immediate 
question involved being that of priority. In the progress of the 
case, Warner-Patterson Company pleaded that Malcomb was 
estopped from registering the mark by reason of the disclaimer in 
the proceeding above recited. The Examiner of Trade-Mark Inter- 
ferences and the Commissioner of Patents overruled the plea of 
estoppel, and concurred in holding that, as Malcolm was the first 
to use the words “Liquid Solder” in a mark, he was entitled to have 
his mark registered. 

Basing our decision largely upon the decision in the case of 
Beckwith v. Commissioner of Patents, 252 U. S. 538 [10 T.-M. 
Rep. 255], we reversed the decision of the Commissioner solely 
upon the ground that, by reason of the disclaimer, Malcolm was 
estopped from registering the mark. Warner-Patterson Co. v. 
Charles Y. Malcolm, 17 C. C. P. A. (Patents) 984, 39 F. (2d) 274 
[20 T.-M. Rep. 187]. 


Thereafter, Malcolm instituted cancellation proceedings. Ap- 
parently, three different petitions for cancellation, all filed by 
Malcolm, have been before the Patent Office; to wit, No. 2,149, 
filed June 21, 1930, No. 2,365, filed October 2, 1931, and No. 2,465, 
filed July 16, 1932. 
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In its answer to petition No. 2,465, Warner-Patterson Company 
gave notice that it would rely upon the records in the other cases. 
The only parts of those records included in the transcript before 
us, however, are the respective petitions and answers. 

The testimony in the record of the interference proceeding was 
introduced into the record in the instant case, upon notice of the 
party Malcolm, and is relied upon by both parties. It was supple- 
mented by certain testimony taken on behalf of Malcolm in Novem- 
ber, 19382, which showed continuous use by him of his mark, includ- 
ing the words in controversy, up to that time. 

The Examiner of Interferences was of opinion, for reasons 
stated at length by him in two decisions, a supplemental decision 
having been written in denying the petition for rehearing, that 
injury to Malcolm, within the meaning of Section 13 of the Trade- 
Mark Registration Act of February 20, 1905, had “not been made 
to appear,” but he expressly held the doctrine of res judicata, 
pleaded by appellant, upon the basis of our decision in the Warner- 
Patterson Company case, supra, to be not applicable. 

The Commissioner of Patents concurred as to the non-applica- 
bility of the doctrine of res judicata, but disagreed upon the question 
of injury, and having found that Malcolm was first to adopt and 
use the mark, and that he had continuously used it, reversed the 
decision of the Examiner of Interferences, relying principally upon 
this court’s decision in the case of Trustees for Arch Preserver Shoe 
Patents v. James McCreery & Co., 18 C. C. P. A. (Patents) 1507, 
49 F. (2d) 1068 [21 T.-M. Rep. 374]. 

In his decision, the Commissioner, among other things, said: 


That the marks are confusingly similar and that the petitioner was 
first to adopt and use and has continued to use its mark are hardly open 
to dispute; also it is evident enough that the petitioner has shown probable 
damage because the respondent has notified the petitioner that the latter 
is infringing the respondent’s trade-mark. Under these circumstances it 
does not appear material whether the Examiner was right in holding the 
words “Liquid Solder” descriptive, or was right in holding they were not 
descriptive when he granted the respondent’s registration. 

The circumstances in the case at bar are not materially different from 
those present in the case of Trustees for Arch Preserver Shoe Patents v. 
James McCreery & Company, 410 O. G. 541, 18 C. C. P. A. (Patents) 1507, 
decided by this same court. In view of that decision and the reasoning 
therein followed, the decision of the Examiner of Interferences is reversed, 
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the petition for cancellation is sustained, and it is adjudged registration 
No. 198,902 should be cancelled. 


We deem it unnecessary to quote extensively from our decision 
in the case of Warner-Patterson Company v. Charles Y. Malcolm, 
supra. It may be observed, however, that we expressly stated in 
that decision that the question of Warner-Patterson Company’s 
good faith was not involved, and that the question of the right of 
the party Charles Y. Malcolm to use the words “Liquid Solder’ on 
his goods was not before us for determination. We confined our 
decision to the proposition that “he [Malcolm] is estopped from 
claiming, by priority, their exclusive use, and that for that reason 
his application should be rejected.” (Italics ours.) 

Although in the case at bar, the parties and the trade-marks are 
the same as those involved in that case, an entirely different cause 
of action is presented by the petition for the cancellation of appel- 
lant’s trade-mark. Accordingly, the doctrine of res judicata has 
no application. See Williams Oil-O-Matic Heating Corporation 
v. The Butler Co., 17 C. C. P. A. (Patents) 934, 39 F. (2d) 693 
[20 T.-M. Rep. 179], and American Fruit Growers (Inc.) v. John 
Braadland, Ltd., 18 C. C. P. A. (Patents) 790, 45 F. (2d) 443 
|21 T.-M. Rep. 44]. 

It clearly appears from the record that appellee was the prior 
user of the words “Liquid Solder’; that the goods of the parties 
possess the same descriptive properties; and that the dominant 
feature of the respective marks is the words “Liquid Solder.” 

We are of opinion, therefore, that, although appellee in his 
application for registration of his composite mark disclaimed the 
words “Liquid Solder” apart from the mark as shown, he is entitled 
to the use of those words, and that, although he is not entitled to 
their exclusive use, for the reasons stated in the case of Warner- 
Patterson Company v. Charles Y. Malcolm, supra, his rights are 
such as to prevent the appropriation and exclusive use of them by 
appellant. See Trustees for Arch Preserver Shoe Patents v. James 
McCreery & Co., supra. It is clear, therefore, that appellant was 
not entitled to the exclusive use of its mark at the time of its regis- 
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tration; that appellee was damaged by such registration, and that 
it should be cancelled. 

We are in entire accord with the conclusion reached by the 
Commissioner of Patents, and his decision is affirmed. 


Witirams O1t-O-Matic Heatine Corp. v. Utitiren Corporation 
United States Court of Customs and Patent Appeals 
June 12, 1935 
Opposition No. 11,996 


Trape-Marks—Opposition—*“W asH-O-Matic”—Goops or Dirrerent De- 
SCRIPTIVE PROPERTIES. 

F In an opposition proceeding brought against the registration of the 
word “Wash-O-Matic” on the ground of opposer’s use of “Oil-O-Matic,” 
“Dist-O-Matic,” “Gas-O-Matic,” and “Ice-O-Matic,” held that laundry 
and dishwashing machines, wash boilers and apparatus for converting 
the same into combined laundry and dishwashing machines were goods 
of different descriptive properties from electrically operated and thermo- 
statically controlled liquid fuel-burning devices. 


ae a ee 
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On appeal from a decision of the Commissioner of Patents 
dismissing notice of opposition and holding appellee entitled to 
registration. Affirmed. For the Commissioner's decision, see 23 
T.-M. Rep. 408. 


James Atkins, of Washington, D. C., and Langdon Moore, of 
Bloomington, Ill., for appellant. 
No appearance for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents 
affirming the decision of the Examiner of Interferences dismissing 
the notice of opposition of appellant and holding that appellee was 
entitled to the registration of the trade-mark “Wash-O-Matic,” for 
use on “Combined Laundry and Dish Washing Machines and Wash 
Boilers and Apparatus for Converting the Same into Combined 
Laundry and Dish Washing Machines.” 

In its application, appellee stated that it had used its trade-mark 
on its goods since February 26, 1931. 
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In its notice of opposition, appellant alleged ownership and 
registration of the trade-marks “Oil-O-Matic” and “Dist-O-Matic,” 
for use on electrically operated and thermostatically controlled 
liquid-fuel-burning devices—registrations No. 199,644, issued June 
16, 1925, on an application filed July 5, 1924; No. 222,211, issued 
December 28, 1926, on an application filed July 24, 1926; No. 
239,830, issued March 13, 1928, on an application filed November 
2, 1927; No. 246,114, issued September 4, 1928, on an application 
filed April 27, 1928; No. 269,277, issued April 1, 1930, on an 
application filed September 13, 1928; ownership and registration 
of the term “Gas-O-Matic,” for use on automatically electrically 
controlled and operated fuel heating systems, including the electri- 
cally operated controls therefor, registration No. 290,863, issued 
January 19, 1932, on an application filed March 5, 1929; ownership 
of the term “Ice-O-Matic,” for use on domestic refrigerating units ; 
that each of those trade-marks was used by appellant on its goods 
long prior to the use by appellee of its trade-mark ““Wash-O- Matic” 
on its goods; that appellant has expended large sums of money in 
advertising its goods under its various trade-marks; that it has 
established a valuable good-will and acquired a high reputation as 
a manufacturer of high-grade articles; and that the registration of 
appellee’s trade-mark “Wash-O-Matic” would be likely to cause 
confusion in the minds of the purchasing public, and, accordingly, 
damage appellant. 

In its answer, appellee alleged that the goods of the respective 
parties did not possess the same descriptive properties; that the 
marks were not confusingly similar; and that, therefore, it was 
entitled to register its mark. 

No testimony was submitted by either party. 

In his decision, the Examiner of Interferences, among other 
things, said: 

Opposer contends that the products of both parties are “household 
utilities” and seems te assume that applicant’s goods are electrically 
operated, although there appears to be nothing in the application involved 
herein or in the record of this proceeding to show how applicant’s goods 
are operated, whether manually, electrically, mechanically or otherwise. 


It is deemed to be true that the products of both parties are “household 
utilities” but this may be said also of any number of articles found in the 
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home and is believed not a proper test as to whether the goods in question 
possess the “same descriptive properties” within the meaning of Section 5. 
Applicant’s products, like those of the opposer, relate to a highly specialized 
art. Laundry and dishwashing machines and wash boilers, it seems to the 
Examiner, are widely different from the goods of the opposer consisting of 
refrigerating machines, liquid-fuel-burning devices and automatic electri- 
cally controlled and operated fuel heating systems, including the electrically 
operated controls therefor. The articles are adapted for different uses, 


are usually made by different manufacturers and are seldom, if ever, 
handled by the same retailers. 


In affirming the decision of the Examiner of Interferences, the 
Commissioner stated that the differences in the goods and the 
differences in the marks of the respective parties were sufficient 
“to support the holding that confusion is quite improbable,” and 
that, therefore, appellee was entitled to register its mark. The 
commissioner cited as authority for his holding, the decision of this 
court in the case of Williams Oil-O-Matic Heating Corp. v. West- 
inghouse Electric §& Mfg. Co., 20 C. C. P. A. (Patents) 775, 62 F. 
(2d) 378 [23 T.-M. Rep. 29]. 

It is contended by counsel for appellant that the goods of the 
respective parties are household utilities; that they are goods of the 
same descriptive properties; and that appellee’s mark “Wash-O- 
Matic” is confusingly similar to appellant’s marks. 

In the case of Williams Oil-O-Matic Heating Corp. v. Westing- 
house Electric §& Mfg. Co., supra, this court, in holding that adjust- 
able and electrically controlled sadirons—flatirons, were not goods 
of the same descriptive properties as either electrically operated 
and thermostatically controlled refrigerators or fuel-burning de- 
vices, among other things, said: 

The goods of the parties are household utilities. They are adapted to 
be connected to the electric light circuit, and are thermostatically con- 


trolled. They are not similar, however, in any other respect. They differ 
greatly in cost, use, appearance, and structure, and, of course, are not 
competitive. 

Were it not for the fact that they are thermostatically controlled, we 
dare say that no one would contend that sadirons possess the same descrip- 
tive properties as either fuel-burning devices or refrigerators. 

In this connection, it may be observed that electric toasters, heating 
pads, waffle irons, table grills or sandwich toasters, and possibly other 
articles of household utility are electrically operated and thermostatically 
controlled. Is it possible that those articles and either fuel-burning 
devices or refrigerators possess the same descriptive properties merely 
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because they are electrically operated and thermostatically controlled? 
Might it not with equal force be argued that all electrically operated 
devices belong to the same class for trade-mark purposes? 

We are of opinion that the mere attachment of automatic temperature 
regulators does not so change the character of sadirons as to give them, 
within the principles heretofore referred to, the same descriptive proper- 
ties as either electrically operated and thermostatically controlled re- 
frigerators or fuel-burning devices. 

It may be observed, as stated by the Examiner of Interferences, 
that there is nothing of record to indicate that appellee’s goods are 
electrically operated or thermostatically controlled, nor is there any 
evidence of record to establish that the goods of the respective 
parties are sold in the same establishments. 

We are of opinion that the goods of the respective parties do 
not possess the same descriptive properties, and that the issues in 
this case are controlled by our decision in the case of Williams 
Oil-O-Matic Heating Corp. v. Westinghouse Electric §& Mfg. Co., 
supra. 

For an interesting discussion on a subject akin to that here 
involved, see All-American Mohawk Corporation v. Earl H. Rollin- 
son, 22 C. C. P. A. (Patents) » — F. (2d) , decided June 
3, 1935. (See ante, p. 400.) 

Although other matters are presented in the briefs of counsel 
for appellant, we deem it unnecessary to discuss them. 

We are of opinion that the tribunals of the Patent Office 
reached the right conclusions. Accordingly, the decision of the 
Commissioner of Patents is affirmed. 
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Goods of Different Descriptive Properties 


Spencer, F. A. C.: Held that applicant is entitled to register 
the term “Hydroil’ as a trade-mark for motor lubricating oils, 
notwithstanding the prior adoption and use by opposer of the same 
word as a trade-mark for centrifugal separators. 

The ground of the decision is that the goods are not of the same 
descriptive properties. 


aa 
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In his decision, after stating that the evidence showed that the 
opposer's goods range in price from $175 to $2,000, and are sold 
to power operated plants for the purpose of cleaning oil used in 
the operation of such plants and the product of the applicant is 
sold in metal drums to garages, service stations, etc., and by them 
to the ultimate consumer, and noting that, the marks being identical, 
the only question to be decided is whether the goods are of the 
same descriptive properties, the First Assistant Commissioner said: 

If any significance at all is to be attributed to the words “goods of 
the same descriptive properties,” I am unable to see that a manufacturer 
of centrifugal separators has any right to oppose a manufacturer of 
lubricating oils, because, from a standpoint of reasonable definition and 
meaning, I am unable to see that centrifugal separators and motor oil 


can properly be said to have the “same descriptive properties.” What are 
the “descriptive properties” that are the same? 


Then, after stating that if the language “same descriptive 
properties” is to be disregarded and the investigation restricted to 
the “likelihood of confusion” clause of the statute, by a stretch of 


the imagination a remote possibility of confusion could be seen, he 
said: 


It would take place where a person, thoroughly familiar with the 
opposer’s product and wishing to buy motor oil, would see the applicant’s 
product being offered for sale and would be encouraged to purchase the 
latter by reason of his familiarity with the former. Even here, however, 
the likelihood of confusion is so remote that I am confident it is not such 
as the statute contemplates. 


Then, after stating that it had been held by the Court of Cus- 
toms and Patent Appeals that if there is a likelihood of confusion 


the goods must, perforce, be of the same descriptive properties, he 
said: 


* * * * but it is not believed that any such test should be extended to 
govern the situation here presented. In the instant case, the goods do 
not appear to be capable of a general definition; only rarely are they sold 
to the same class of purchasers, they are not sold over the same counters; 
they cannot be used for the same purposes; and, finally, it is concluded the 
public would not be led to believe that the manufacturer of one is also 
the manufacturer of the other. Under the circumstances, it is accordingly 
held that the goods are not of the same descriptive properties.* 


1Goulds Pumps, Inc. v. The Hydrocarbon Company, Opposition No. 
13,143, 159 M. D. 412, May 2, 1935. 
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Frazer, A. C.: Held that applicant is entitled to register the 
mark “3 in 1” as a trade-mark for a combination adhesive cement, 
notwithstanding the prior adoption and use of that mark by opposer 
as a trade-mark for lubricating oil. 

The ground of the decision is that the goods are not of the 
same descriptive properties. 

In his decision, after stating that the marks being the same, the 
only question involved is whether the goods are of the same descrip- 
tive properties, he discussed the evidence of opposer relative to 
actual confusion, noted the very extensive sale by the opposer of 
its goods, stated that it had called attention to only two orders 
which might indicate confusion, one being for cement and the other 
for glue, and said: 


As the total orders received during the period covered by the search 
numbered approximately 45,000, it would be absurd to hold two isolated 
mistakes to be sufficient evidence of actual confusion. 


With reference to open testimony given by merchants familiar 
with opposer’s product but not with the applicant’s, that if they 
should see or hear the term “three in one” applied to cement they 
would be inclined to assume that the goods were put out by opposer, 
he said: 

Evidence of this character is of but little probative value, because it 
is in effect nothing more than the expression of a conclusion on the very 
question to be determined by the tribunal before whom the issue is tried, 
and as to which the latter is presumably as well qualified to form a conclu- 


sion as is the witness. And certainly such testimony can be accorded no 
weight on the question of actual confusion. 


He also noted that the record discloses that opposer had had 
knowledge of applicant’s use of the mark since at least as early as 
1924 but had acquiesced in such use until the opposition proceeding 
was instituted, and said: 

While this circumstance is not a bar to the remedy here sought, it 


does nevertheless rather convincingly negative the existence of any sub- 
stantial confusion during the ten-year period of such acquiescence. 


He then stated that opposer sought to invoke the rule laid down 
in California Packing Corporation v. Price-Booker Manufacturing 
Co., 52 App. D. C. 259, 285 F. R. 993, 308 O. G. 451, that if con- 
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fusion appears it must be because the goods have the same descrip- 
tive properties, and said: 


In other words, opposer undertakes to “reason from the effect to the 
cause,” and thus to predicate similarity of the goods upon likelihood of 
confusion. As already indicated, I am not convinced that confusion, either 
actual or probable, has been established. On the contrary, the record is, 
in my opinion, quite persuasive of its absence. This being true, the rule 
relied on is of course inapplicable, and resort must be had to the test 
outlined by the Court of Customs and Patent Appeals in California 
Packing Corporation vy. Tillman & Bendel, 40 Fed. (2d) 108 [20 T.-M. 
Rep. 238], where it was said that “the right to register depends upon the 
distinguishing dissimilarity between the goods or the marks.” 

* * * 


Applying this test to the record before me it is at once apparent that 
the products here involved are not of the same descriptive properties. So 
far as use is concerned, it would be difficult to conceive of two products 
more widely separated than an adhesive cement and a lubricant. Also it 
is obvious that they possess no similarity in respect to their form, composi- 
tion, texture or quality. As to the manner in which applicant’s goods are 
advertised, displayed and sold, the record is silent; nor is there any evi- 
dence to indicate the class of purchasers applicant seeks to reach, or even 
the type of dealers through whom it sells. 

He further noted the argument that to allow registration of 
applicant’s mark would prevent the entry of opposer with its own 
trade-mark into a field which is a logical extension of its business, 
and said: 


There is nothing in the record upon which to base such an argument, 
and in the absence of evidence the extension of business suggested in the 
brief impresses me as inherently improbable.” 


Spencer, F. A. C.: Held that Hillabys Limited, of Pontefract, 
England, had established no such use in this country of the term 
“Pontefract Cakes” as applied to licorice confections, within the 
year preceding the filing of the application for registration of that 
mark, by Scharf Brothers Company, Inc., under the Act of 1920, 
as would warrant the cancellation of that registration. 

In his decision, after reviewing the testimony of the registrant 
to establish use in interstate commerce, prior to September 10, 1931, 
when the application for registration was filed, he noted that the 
petitioner for cancellation had called only a single witness, who 


2 Three in One Oil Co. v. St. Louis Rubber Cement Co., Inc., Opposition 
No. 13,206, 159 M. D. 414, May 22, 1935. 
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was its exclusive agent in the United States and testified to the 
receiving-of shipments of goods from abroad bearing the marks in 
question on August 19, 1929, March 13, 1930, and August 20, 1931, 
and at certain times thereafter. 


He then said: 


Asked to give names of purchasers of the goods that were imported in 
1929, the petitioner’s witness Spitz objected because of the presence at the 
hearing of a competitor and was content merely to state that the goods 
were shipped to customers. Nothing was introduced to show the size 
of such orders, nor the date of sale of the goods by the petitioner, nor the 
date of shipment of the goods to customers, etc. No documentary exhibits 
of any kind were put in evidence to support the petitioner’s case and, in 
fact, the record is mute except upon the point that the goods arrived in 
the United States and were thereafter (there is no way to tell when) 
shipped (not sold) to customers. From the record it is altogether impossible 
to determine whether the petitioner made any sales in the United States 
during the one-year period preceding the date of the respondent’s applica- 
tion for registration, namely, September 10, 1931, and it is likewise impos- 
sible to discover whether any sales were made prior to the adoption and 
use of the mark by the respondent in the summer of 1930. In view of the 
failure of the petitioner to establish the date of any sale in the United 
States, the petition for cancellation must be dismissed and the registration 
not be cancelled.® 


Farr Trape Acts—State Statutes 


We give below complete text of the so-called “Fair Trade” Act, 
which has recently been enacted in Iowa, Maryland, New Jersey, 
New York, Oregon, Pennsylvania, Washington and Wisconsin: 


Section 1. No contract relating to the sale or resale of a commodity 
which bears, or the label or container of which bears, the trade-mark, brand 
or name of the producer or owner of such commodity and which is in fair 
and open competition with commodities of the same general class produced 
by others shall be deemed in violation of any law of the State of New York 
by reason of any of the following provisions: 

(a) That the buyer will not resell such commodity except at the price 
stipulated by the vendor; 

(b) That the vendee or producer require in delivery to whom he may 
resell such commodity to agree that he will not, in turn, resell except at the 
prices stipulated by such vendor or by such vendee. 

No. 1. Such provisions in any contract shall be deemed to contain or 
imply conditions that such commodity may be resold without reference to 
such agreement in the following cases: 


8 Hillabys, Ltd. v. Scharf Bros. Co., Inc., Cancellation No. 2,609,159 
M. D. 418, May 28, 1935. 
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(a) In closing out the owner’s stock for the purpose of discontinuing 
delivering such commodity ; 

(b) When the goods are damaged or deteriorated in quality, and notice 
is given to the public thereof; 

(c) By any officer acting under the orders of any court. 

No. 2. Wilfully and knowingly advertising, offering for sale or selling 
any commodity at less than the price stipulated in any contract entered 
into pursuant to the provisions of Sec. 1 of this act, whether the person so 
advertising, offering for sale or selling is or is not a party to such contract, 
is unfair competition and is actionable at the suit of any person damaged 
thereby. 

No. 3. This act shall not apply to any contract or agreement between 
producers or between wholesalers or between retailers as to sale or resale 
prices. 

No. 4. The following terms, as used in this act, are hereby defined as 
follows: “Producer” means grocer, baker, maker, manufacturer or publisher. 
“Commodity” means any subject of commerce. 

No. 5. If any provision of this act is declared invalid, it is the intent 
of the legislature that the remaining portions thereof shall not be affected, 
but that such remaining portions remain in full force and effect. 

No. 6. This act shall take effect immediately. 





ee 
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Tue Mantie Lamp Company or America v. ALADDIN MANUFAC- 
TURING CoMPANY 

AvappINn MANuFactTuRING Company v. THE MaAntTLe Lamp Com- 
PANY OF AMERICA 


United States Circuit Court of Appeals, Seventh Circuit 


June 29, 1935 


Trave-Marxs—Funcrion or Trape-Mark—“A.appin” on PortaBie Exec- 
Tric Lamps. 

The function of a trade-mark is to point out distinctively the origin 
or ownership of the article to which it is attached. Where, appellant in 
1908, began the sale of kerosene mantle lamps under the trade-mark 
“Aladdin,” which sale it has continued with increased scope till today, 
the use of the word “Aladdin” on a lamp put out by any company other 
than appellant must invariably deceive and confuse the buying public. 

Trapve-Marxs—INFrInceMeNT—Use or ANorHER’s Trape-Mark on ReEtatTep 
Goons. 

Appellant, which began the use of the word “Aladdin” as a trade- 
mark on kerosene mantle lamps in 1908, held entitled to use such mark 
on portable electric lamps as a natural extension of trade-mark use made 
necessary by the introduction of electricity. Therefore, the adoption 
by the appellee in 1920 of the word “Aladdin” as a trade-mark for elec- 
tric lamps was held calculated to deceive purchasers and an infringement 
on appellant’s right. The decision of the lower court, restraining appel- 
lant from using the said word on portable electric lamps was, accord- 
ingly, reversed. 

Trape-Mark INnrrincemMeNtT—Unram Competirion—Svurrs—Lacues. 

In the case at issue, where appellant failed to bring suit to restrain 
appellee from the use of the word “Aladdin” on electric lamps until nine 
years after the latter’s first use thereof, held that there was no such 
acquiescence by appellant as to bar it from the relief sought, although 
it did deprive it of its right to damages. 

Unram Competrrion—Use or Trape-Marxk 1n Corporate NAME anD ApvER- 
TISING—INJUNCTION. 

Where, twelve years after the adoption by appellant of the word 
“Aladdin” as a trade-mark for kerosene lamps, appellee began using 
the word as a trade-mark on portable electric lamps and as a part of 
its corporate name, such use held to have been made with deliberate 
intention of utilizing appellant’s advertising and good-will, particularly 
as appellee made use of the slogans “New lamps by Aladdin” and 
“Aladdin ties your advertising in with ours”; also requesting the public 
to “tune in station WLBC every Tuesday night and listen to our ‘Alad- 
din’ program,” when no such broadcasts were ever put on. 

Trape-Marx—“ArappIn” on Execrric Lamps—Patent Orrice Decision— 
BEARING ON Suir. 

While a decision by the U. S. Patent Office that kerosene mantle 

lamps and electric lamps are goods having the same descriptive proper- 
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ties is not controlling on the court, it is, nevertheless, entitled to great 

weight. 

In equity. Action for trade-mark infringement. From a deci- 
sion of the U. S. District Court, Northern District of Illinois, re- 
straining defendant from using the word “Aladdin” on portable 
electric lamps, both parties appeal. Reversed and remanded. For 
the decision below, see 25 T.-M. Rep. 304. 


George I. Haight, of Chicago, Ill., for Mantle Lamp Company. 
Maurice S. Cayne, of Chicago, Ill., for Aladdin Mfg. Co. 


Before Evans, Sparks, and FirzHenry, Circuit Judges. 


FirzHenry, C. J.: These cross-appeals are from a decree in a 
suit brought by Aladdin Manufacturing Company to enjoin The 
Mantle Lamp Company of America from using the word “Aladdin” 
upon portable electric lamps. The Mantle Lamp Company of 
America filed a counterclaim asking that Aladdin Manufacturing 
Company be enjoined from using the word “Aladdin” on lamps or 
any goods which The Mantle Lamp Company now sells under that 
name. The District Court held that the Aladdin Manufacturing 
Company was entitled to use the word “Aladdin” on electric porta- 
ble lamps, that The Mantle Lamp Company was entitled to use the 
word “Aladdin” on kerosene mantle lamps but not on electric porta- 
ble lamps, that neither side was entitled to an accounting, and that 
each side pay its own costs. From this decree both sides appealed, 
but for convenience in this opinion The Mantle Lamp Company will 
be referred to as appellant and Aladdin Manufacturing Company as 
appellee. 

In 1908, The Mantle Lamp Company of America, an IIlinois 
corporation, began the sale of kerosene mantle lamps and acces- 
sories therefor under the trade-mark “Aladdin.” In 1920, the 
Aladdin Manufacturing Company, an Indiana corporation, com- 
menced to manufacture and sell portable electric lamps under the 
name “Aladdin.” Appellant alleges that the name was selected in 
order that appellee might avail itself of the advertising, good reputa- 
tion, etc. of appellant. Appellee falsely used the words ““Trade- 
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Mark registered in the United States Patent Office” in its advertis- 
ing matter and upon its electric lamps and, while it offered as an 
excuse its ignorance of the law governing the proper use of these 
words, the record shows that it failed to remove them when the mis- 
take was called to its attention. It marked its lamps in large type 
“Aladdin Lamps” and, in type so small as often to be illegible, added 
fhe words “Electric Portable,” thereby causing its goods to be mis- 
taken for those of appellant. Tags were attached to the lamps bear- 
ing the words “Tune in Station WLBC every Tuesday night and 
listen to our Aladdin programs.”’ Appellee claims that, at the time 
these tags were placed upon the lamps and distributed, it had ar- 
rangements pending for such a broadcast, but its plans never ma- 
terialized. Appellant contends that years after the arrangements 
for a broadcast had failed, appellee was still selling lamps with these 
tags in distant states that could never, under any circumstances, have 
tuned in on the program because of distance from the small station 
WLBC which could, under the most favorable conditions, be heard 
for only thirty miles, and that the purpose of appellee was to take 
advantage of the programs being broadcast by appellant over one of 
the large national chains. 

Appellant sought to prove that appellee’s salesmen had delib- 
erately and falsely represented themselves as selling for the original 
“Aladdin” company, as being from the electric department of ap- 
pellant’s company, whereas appellant’s salesmen represented only 
the kerosene mantle lamp department, ete. Appellee contends that 
these alleged acts of unfair competition, though proved, cannot 
be connected with appellee but must be attributed to excessive zeal 
on the part of its salesmen, unauthorized and unsanctioned by ap- 
pellee. The trial court made no findings of fact on the question of 
unfair competition upon the part of either company. 

In 1931, appellant began to manufacture portable electric 
lamps and use the word “Aladdin” upon them as it had upon its 
kerosene mantle lamps since 1908. Two years prior to that time, 
in 1929, a dispute had arisen between appellee and appellant’s 
subsidiary in Australia, the latter having demanded that appellee 
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cease to sell its electric lamps in Australia under the name “Aladdin.” 

In 1981, appellant filed its opposition to the registration by 
appellee in the United States Patent Office of the trade-mark “Alad- 
din” for electric lamps. In all of these proceedings, appellant was 
successful. However, on this appeal, it is contended by Aladdin 
Company, appellee, that The Mantle Lamp Company, appellant, 
sat by while appellee built up its large business and that by appel- 
lant’s conduct encouraged appellee in the belief that its business 
would be unmolested and appellant is now barred from the relief 
which it seeks by its cross-claim because of laches in asserting its 
rights. The trial court held that appellant’s conduct amounted to 
acquiescence in the use by appellee of the word “Aladdin” on porta- 
ble electric lamps and that it would be inequitable now to restrain 
appellee from such use. 

The District Court found: “A kerosene mantle lamp is a 
mechanical device while a portable electric lamp is an ornamental 
stand for supporting a light bulb. The two lamps are sold to dif- 
ferent classes of trade and neither in actual commercial practice is 
capable of supplanting the other in its field.” The term “lamp” 
is a general one describing any of a number of instruments, vessels 
or devices for the furnishing of artificial light. When appellant 
first began to manufacture its lamps in 1908, electric lights were not 
common in small towns and villages and their use in country homes 
was negligible. Appellant manufactured and sold what appears 
from the record before us to have been a very satisfactory lamp. Its 
sales in the United States and Canada from 1918 to 1933 amounted 
to something over $24,000,000.00. In the United States alone, it 
has spent $2,500,000.00 on advertising. The word “Aladdin” came 
to indicate in the mind of purchasers that the product originated 
with The Mantle Lamp Company of America. 

During the period since appellant began to manufacture and sell 
its lamps, electric power has been extended to towns, villages and 
farms, all over the United States. Granting that a kerosene mantle 
lamp could not compete with an electric lamp where that means of 
supplying artificial light was open to the purchaser, can we say that 
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the public was not, and is not, deceived by appellee when it marks 
its lamps “Aladdin Lamps” and “New Lamps by Aladdin”? Will 
not prospective purchasers be misled into thinking that the company 
whose reliable products they have known or used for so long is keep- 
ing step with the new developments in methods of artificial illumina- 
tion and that the new electric lamps are the products of The Mantle 
Company of America with whom they have come to associate the 
name “Aladdin”? 

In the case of Wall v. Rolls-Royce of America, 4 F. (2d) 3383 
{15 T.-M. Rep. 239], the Circuit Court of Appeals for the Third 
Circuit said: 


It is true those companies made automobiles and aeroplanes, and Wall 
sold radio tubes, and no one could think, when he bought a radio tube, he 
was buying an automobile or an aeroplane. But that is not the test and 
gist of this case. Electricity is one of the vital elements in automobile and 
aeroplane construction, and, having built up a trade-name and fame in 
two articles of which electrical appliances were all important factors, what 
would more naturally come to the mind of a man with a radio tube in his 
receiving set, on which was the name “Rolls-Royce,” with nothing else to 
indicate its origin, than for him to suppose that the Roll-Royce Company 
had extended its high grade of electric product to the new, electric-using 
radio art as well. And if this Rolls-Royce radio tube proved unsatisfac- 
tory, it would sow in his mind at once an undermining and distrust of the 
excellence of product which the words “Rolls-Royce” had hitherto stood 
for. See also Standard Oil Co. v. California Peach & Fig Growers, 28 
F. (2d) 283, 285 [19 T.-M. Rep. 1], and authorities collected therein. 


The function of a trade-mark is to point out distinctively the 
origin or ownership of the articles to which it is attached. The word 
“Aladdin” attached to a lamp manufactured by any company other 
than The Mantle Lamp Company of America, regardless of the 
method by which light is produced therein, must invariably deceive 
and confuse the buying public. The exhibits contained in the record 
before us furnish abundant proof of the confusion which has re- 
sulted in the past and furnish a proper basis for prophesy as to the 
future. Appellant was the first user of the trade-mark “Aladdin” 
on a lamp. Its use was so extensive and its advertising so per- 
sistent that the word “Aladdin” on a lamp has come to be associated 
by the public with the Mantle Lamp Company of America and it is 
the opinion of this court that it is entitled to the exclusive use of the 
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term in connection with both kerosene mantle lamps and electric 
lamps. 


... any honest man is entitled to have the good-will of his business 
protected, by protecting the means whereby the public has come to dis- 
tinguish and recognize the complainant’s product. France Milling Co. v. 
Washburn-Crosby Co., 7 F. (2d) 304 [15 T.-M. Rep. 185]. See also Cluett, 
Peabody & Co. v. Hartogensis, 41 F. (2d) 94; Cluett, Peabody & Co. v. 
Wright, 46 F. (2d) 711 [20 T.-M. Rep. 452]. 

The trial court apparently placed weight upon the fact that the 
trade-marks registered by the defendant ((appellant here) in the 
United States Patent Office were under Class 34 “covering heating, 
lighting and ventilating apparatus, not including electrical appara- 
tus.” The court said: 


The foregoing would indicate that defendant’s trade-marks did not cover 
portable electric lamps, and that when the plaintiff began using the word 
“Aladdin” on electric lamps it invaded no field that had previously been 
occupied by the defendant. 

With the conclusion which the trial court draws from the facts, 
we cannot agree. Persons desiring to register trade-marks are re- 
quired to use the wording of the Patent Office classification under 
which registration is desired. As appellant has so well argued in its 
briefs, any presumption that might have arisen from the words of 
the Patent Office classification as being a limitation upon the scope 
of the trade-mark, has been overcome by the action of the Patent 
Office in determining between these parties that the rights of the 
appellant in its trade-mark registration do extend beyond the words 
of the Patent Office classification and do include electric portable 
lamps. The Patent Office has decided, in litigation between the 
parties to this suit, that kerosene mantle lamps and electric lamps 
are goods possessing the same descriptive properties and while that 
decision is not controlling upon us here, it is entitled to great 
weight. Malone v. Hay, 10 F. (2d) 905, 906 [16 T.-M. Rep. 49]; 
Williams-Oil-O-Matic Heating Corp. v. Butler Co., 39 F. (2d) 693 
[20 T.-M. Rep. 179]; American Fruit Growers v. Braadland, Ltd., 
45 F. (2d) 448. 

We find nothing in this record which discloses such an ac- 
quiescence by appellant in the use of the trade-mark “Aladdin” on 
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electric portable lamps as will bar it from asserting the rights for 
which it here contends. In 1929, when appellant’s Australian sub- 
sidiary demanded that appellee cease to sell its electric lamps under 
the name of “Aladdin” in Australia and, again, in opposing appellee 
in the Patent Office in 1931 and 1982, appellant was asserting its 
rights to the use of the word “Aladdin” not only on kerosene mantle 
lamps but on electric lamps as well. The most that can be claimed 
by appellee is that by appellant’s delay in bringing suit it has lost 
its right to damages and that it is now entitled only to an injunction 
against the future use of its trade-mark on lamps. Menendez v. 
Holt, 128 U.S. 514, 9 S. Ct. 148; Hanover Star Milling Co. v. Met- 
calf, 240 U. S. 408, 36 S. Ct. 857, 8362 [6 T.-M. Rep. 149]. 

Appellee strongly relies upon the case of France Milling Co. v. 
Washburn-Crosby Co., supra. There are many distinguishing points 
between that case and the one here before us. In that case, appel- 
lant was the first user of the words “Gold Medal” on wheat flour. 
Later, appellee received a gold medal at the St. Louis Exposition for 
his pancake flour and commenced to sell it under the name “Gold 
Medal” with a picture of his medal on the package. He had a jus- 
tifiable reason for adopting the name in the first place and there was 
nothing in the record to indicate that he had done so in order to trade 
upon the reputation of appellant. Furthermore, appellant had de- 
layed for ten years to assert an exclusive right in the words “Gold 
Medal” and had even sold its flour to appellee to be used in making 
up the pancake flour. Thus, appellee in that case was misled by 
affirmative acts upon the part of appellant. 

Coming now to the question as to whether appellee should be 
enjoined from the future use of the word “Aladdin” in its corporate 
name, it is our opinion that it should be so enjoined. The continued 
use of the trade-mark of appellant in the corporate name of appellee 
will inevitably confuse the buying public and place an instrument of 
deception in the hands of the unscrupulous or overzealous salesman. 
United States Ozone Co. v. United States Ozone Co. of America, 62 
F. (2d) 881, 887 [22 T.-M. Rep. 804]; De Nobili Cigar Co. v. 
Nobile Cigar Co., 56 F. (2d) 824, 829 [22 T.-M. Rep. 126]. 
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Only one reasonable conclusion may be drawn from the record 
here before us, viz., that appellee took the corporate name “Aladdin 
Manufacturing Company” with the deliberate intention of utilizing 
the advertising and the good-will of appellant. By the use of such 
slogans as ““New Lamps by Aladdin” and “Aladdin ties your adver- 
tising in with ours” it suggested, if it did not authorize, its salesmen 
to deceive the public. 


Appellant is entitled to an injunction restraining appellee from 
selling or offering for sale any lamps under the trade-mark “Alad- 
din” and from the use of the word “Aladdin” in its corporate name. 

The decree of the District Court is reversed and the cause re- 
manded for further proceedings in harmony with the views here 
expressed at the cost of the Aladdin Manufacturing Company. 


FeperaL Trape Commission v. Morrissey 
United States Circuit Court of Appeals, Seventh Circuit 
February 27, 1931 


Unrai CompetTition—Feperat Trape Commission Act—“Cease anp De- 
sisr” Orper—WuHeEN AFFIRMABLE By CouRT. 

If, from the proceedings following the entry of a “cease and desist” 
order of the Federal Trade Commission, it is fairly apparent that, in 
some respects, the order has not been obeyed, an affirming decree by the 
court will be justified. 

Unram Competirion—FeperaL Trape Commission Act—Use or Fruit 
Names on Beveraces Nor WuHoitty Derivep rrom Sucu Fruits— 
MopiFicaTIon oF Orper. 

An order of the Federal Trade Commission to desist from using as 
trade-names or as designations of certain beverages the names of certain 
fruits, unless such beverages were composed wholly of natural fruit, 
or the juices thereof; or, where not so composed, with the fact plainly 
stated on the label, was so modified as to permit respondent to state on 
the label that the product resembled such fruit in taste, color or both, 
but contained no juice or coloring matter of the fruit, if such was the 
case. 


In equity. Petition by the Federal Trade Commission for a 
decree affirming a “cease and desist” order. Decree entered for en- 
forcement of order as modified. 
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James T. Clark, Robert E. Healy, and Martin A. Morrison, all 
of Washington, D. C., for petitioner. 
Thomas J. Hickey, of Chicago, Ill., for respondent. 


Before AtscHULER and Evans, Circuit Judges, and Linney, 
District Judge. 

Atscuuter, C. J.: Petitioner filed its petition, under section 5 
of the Federal Trade Commission Act (15 USCA § 45), for a decree 
affirming a certain order of petitioner commanding respondent to 
cease and desist from doing the things as therein stated,’ alleging 
that “respondent has failed and neglected to obey said order of the 
Commission and has violated and is continuing to violate the terms 
thereof.” 


1(1) Using or authorizing the use by others in interstate commerce of 
the words “cherry,” “strawberry,” “grape,” “raspberry,” “ras-o-berry,” 
“pineapple,” “lime,” “lemon,” or “orange,” either independently or in con- 
junction or combination with any other word or words, letter or letters, as 
a corporate or trade-name, or as a trade brand or designation in advertising 
or on labels, packages, or other containers or otherwise, in connection with 
the sale or distribution, in interstate commerce, of a product which is not 
composed wholly of the natural fruit, or juice of the fruit of the cherry, 
strawberry, grape, raspberry, pineapple, lime, lemon, or orange, respec- 
tively; provided, that, when a product is composed in substantial part of 
any natural fruit, or the juice of such fruit, so as to derive its color and 
flavor from said fruit, and the name of the said fruit is used in a corporate 
or trade-name, or as a trade brand or designation for said product, the 
name of said fruit shall not be used unless said name is immediately accom- 
panied with some other word or words, letter or letters, displayed in type 
equally as conspicuous as that in which the name of the fruit is displayed 
clearly indicating that said product is not made wholly from the natural 
fruit or juice of the fruit designated, and that will otherwise indicate clearly 
that the product is composed in part of an ingredient or ingredients other 
than the natural fruit or juice of the fruit designated. 

(2) Using or authorizing the use by others, in interstate commerce, in 
advertising or upon business stationery or on containers or on labels, or 
otherwise, of any word or words, picture, or symbol falsely representing or 
suggesting that a product is made from or contains the natural juice or 
fruit of the cherry, strawberry, grape, raspberry, pineapple, lime, lemon, 
or orange, respectively. 

It is further ordered that respondent, Charles T. Morrissey, pursuant to 
the provisions of rule XVI of the Commission’s Rule of Practice, shall, 
within sixty (60) days after the service upon him of a copy of the order 
hereinbefore set forth, file with the Commission a report, in writing, setting 
forth in detail the manner and form in which said order has been compiled 
with. 
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Respondent’s answer to the petition is that as to all his labels, 
placards, signs, and advertising he has changed and modified them 
to meet the views of the Commission, and that those that were not 
changed were discontinued, and that he will not resume the use of 
any labels or advertising objected to by the Commission. 

If nothing appeared in the proceedings to indicate that respond- 
ent had in some respect failed to comply with the Commission’s 
order, we would feel compelled to follow the practice which we ap- 
proved in Federal Trade Commission v. Standard Education Soc., 
14 F. (2d) 947, 948, by first causing inquiry to be made as to 
whether respondent had failed to comply with the order. We there 
so held pursuant to the words of the statute, “If such person... . 
fails or neglects to obey such order of the Commission . . . . the 
Commission may apply to the Circuit Court of Appeals,” etc. 

But if from proceedings following the entry of the order it is 
fairly apparent that in some respects the order has not been obeyed, 
an affirming decree by the court will be justified. Respondent’s 
answer fails in an important respect to assert compliance with the 
order. It asserts compliance only as to labels, placards, signs, and 
advertising, but not as to the use of the name of any such fruit as 
a part of a corporate or trade-name under which appellee transacted 
business, a practice which was specifically prohibited by the order. 

It appears also that, pursuant to the order, respondent filed with 
the Commission a report or letter setting forth the manner in which 
the order had been complied with. Without entering into details, 
it seems that considerable of the report or letter is devoted to criticis- 
ing the scope of the order, and in some material respects indicates 
that the order was not, in its entirety, complied with, although per- 
haps not indicating any flagrant or willful disobedience. This, in 
our judgment, will warrant entry of an affirming decree. 

We are of the opinion, however, that the order is somewhat too 
broad. It prohibits the employment of the words “orange,” 
“lemon,” “grape,” or other fruit therein named, where the product 
is not composed wholly of natural fruit or fruit juice, with proviso 
that, when such product in substantial part derives its flavor from 
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such fruit, the name of the fruit may be used either for the trade- 
name or the product, if it is clearly indicated that the product is 
not wholly made from some such fruit or its juice. But there is 
total inhibition of the use of the fruit name in the product if wholly 
artificial, containing no fruit juice whatever. 

If a product is not in other respects violative of law, it is not to 
be banned merely because in taste and color it simulates a fruit. To 
deny to one making such product the right to use in any way the 
name of the fruit which it simulates would unduly restrict the op- 
portunity or right to describe it. Let us say that in flavor and color 
it resembles the orange. This might not be fully describable unless 
the word “orange” was employed. Of course it would not be permis- 
sible falsely to represent it as containing the juice or color of the 
orange, but it would be entirely proper, and might even be neces- 
sary, to say, in substance, that it has an orange flavor or color, but 
clearly indicating that fruit does not enter into its manufacture. 
Paragraph 1 of the order to desist should have a further proviso to 
that effect. 

It is ordered that to paragraph 1 of the order to desist there be 
added the following: Provided, further, that if the product con- 
tains no ingredient of cherry, strawberry, grape, raspberry, ras-o- 
berry, pineapple, lime, lemon, or orange, the use of the name of the 
fruit in any label or advertisement shall be limited to a statement, 
in substance, that the product resembles in taste or color, or both, 
as the case may be, the name fruit, but contains no juice or coloring 
matter of the fruit. 

As thus modified, a decree will be entered for enforcement of the 
order to cease and desist. 
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JosePpH Triner Corporation v. Davin R. AruNpDEL, as Liquor 
Control Commissioner of the State of Minnesota, Harry H. 
Peterson, Attorney General of the State of Minnesota 
and Fioyp B. Oxson, Governor of the State of 
Minnesota 


Frank McCormick, INcorporatep v. Davin R. ArunbEL, Liquor 
Control Commissioner of the State of Minnesota; Fioyp B. 
Oxson, Governor of the State of Minnesota; and Harry H. 
Peterson, Attorney General of the State of Minnesota 


United States District Court, District of Minnesota, Fourth Division 


June 29, 1935 


Trapve-Marxs—Srate Sratutres—MIn NEsOTA— VALIDITY. 

Section 1, Chapter 390, Minnesota Statutes, laws of 1935, which 
provides that “no licensed manufacturer or wholesaler shall import 
any brand or brands of intoxicating liquors containing more than 25 
percent of alcohol by volume ready for sale without further processing, 
unless such brand or brands shall be duly registered in the Patent 
Office of the United States,” held unconstitutional, inasmuch as it vio- 
lates the commerce clause and the equal protection clause of the Con- 
stitution of the United States. 


In equity. Action to enjoin the enforcement of a state statute 
requiring the registration in the United State Patent Office of cer- 
tain liquor trade-marks. Interlocutory injunction granted as prayed 
for. 


Bradford, Cummins § Cummins, of St. Paul, Minn., for the 
4 Joseph Triner Corporation. 

if Thomas Gallagher, of Minneapolis, Minn., for Frank McCor- 
mick, Incorporated. 

Harry H. Peterson, Attorney General, Frederic A. Pike, Deputy 
Attorney General and Roy C. Frank, Assistant Attorney 
General, for defendants. 


Before Sanborn, B. J., C. J., Norpsye, G. H. and Joyce, M. M., 
» HS. 

















JOSEPH TRINER CORP. V. DAVID R. ARUNDEL 


Findings and Decision 


These cases, by consent of counsel, were heard together before 
the undersigned Judges on June 15, 1985, at Minneapolis, Minn., 
upon the application of the plaintiffs for interlocutory injunctions. 

Since the suits were brought to enjoin the enforcement of a 
State statute,.the hearing was before a court consisting of three 
judges, as required by law. 

The facts are not in dispute, and we find them to be in substance, 
as follows: 

Joseph Triner Corporation is and has been a corporation or- 
ganized under the laws of Illinois. Its business is that of manufac- 
turing and rectifying alcoholic liquors in its manufacturing plant at 
Chicago, Ill. It has complied with the statutes of the State of 
Minnesota relative to foreign corporations doing business within 
that state, and it owns and operates therein its business as a whole- 
saler of intoxicating liquors to retailers within the State of Minne- 
sota. On February 19, 1934, it was licensed by the defendant David 
R. Arundel, as Liquor Control Commissioner of the State of Min- 
nesota, to sell its liquors at wholesale in said state. Pursuant to its 
license, it registered forty brands of liquor with said defendant, 
and since that time has been engaged in the sale of such brands in 
Minnesota. It has built up an extensive trade in the various brands 
so listed. Its gross sales have approximated ninety thousand dol- 
lars, and it has realized a profit of about twelve thousand dollars 
per month. It has spent approximately ten thousand dollars in 
advertising its products and in establishing a demand therefor. All 
of the liquors manufactured by it in Illinois and sold by it in Min- 
nesota have contained more than 25 percent of alcohol by volume 
and were finished products when imported into the State of Min- 
nesota. In addition to complying with the laws of Minnesota with 
respect to the sale of intoxicating liquors in that state, as such laws 
existed prior to April 80, 1935, the Joseph Triner Corporation com- 
plied with the laws of the United States relative to the manufacture 
and sale of such liquors. The Legislature of Minnesota enacted 
Chapter 890, Laws of 1935, entitled, “An Act to regulate the impor- 
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tation of intoxicating liquor containing more than 25 percent of 
alcohol by volume.” Section 1 of that Act provides: 


No licensed manufacturer or wholesaler shall import any brand or brands 
of intoxicating liquors containing more than 25 percent of alcohol by volume 
ready for sale without further processing, unless such brand or brands 
shall be duly registered in the patent office of the United States. 

This Act became effective April 30, 1935. The brands of the 
Joseph Triner Corporation were not registered in the Patent Office. 
After Chapter 390 became effective, the defendant Arundel served 
notice upon the Joseph Triner Corporation that it could no longer 
import any of its brands of liquor into the State of Minnesota unless 
and until said brands were registered in the United States Patent 
Office. A number of months will have elapsed before such brands 
can be registered. Some of them are of such a nature as not to be 
subject to registration. 

Frank McCormick, Incorporated, is a Minnesota corporation, 
the holder of a manufacturer’s license issued to it by the defendant 
Arundel on January 20, 1935. It is engaged solely as a wholesaler 
of intoxicating liquors to retail dealers within the State of Minnesota. 
It has established a valuable business in which it has invested a large 
sum of money. It has imported large quantities of intoxicating 
liquor containing more than 25 percent of alcohol by volume, and 
bearing brand names which are not registered in the United States 
Patent Office, and which liquor, if Chapter 390 is valid, can no longer 
be imported into the State. Prior to the effective date of Chapter 
390, Frank McCormick, Incorporated, contracted with foreign 
manufacturers for the purchase of liquors, the importation of which 
is now prohibited by that Act. 

The contentions of the plaintiffs are that Chapter 890 violates 
the Commerce Clause (Section 8 or Article I) and the Equal Protec- 
tion Clause (Section 1 of Article XIV) of the Constitution of the 
United States. 

The contention of the defendants is that Chapter 390 represents 
a proper exercise of its police power by the State and is in no respect 
violative of the Constitution of the United States. They also con- 
tend that, since the adoption of the Twenty-first Amendment to the 
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Constitution of the United States, neither the Commerce Clause 
nor the Equal Protection Clause applies to intoxicating liquor, and 
that the power to control the manufacture, importation and use of 
such liquor was, without any restrictions, conferred upon the states 
by virtue of the provision of the Twenty-first Amendment, that “the 
transportation or importation into any state, territory, or possession 
of the United States for delivery or use therein of intoxicating 
liquors, in violation of the laws thereof, is hereby prohibited.” 

With the contention that by this language it was intended that 
intoxicating liquors should be excepted from the provisions of the 
Commerce Clause and other provisions of the Constitution of the 
United States, we are unable to agree. The purpose of the provision 
referred to was to make it impossible for Congress to permit the 
transportation or importation into any state, territory, or possession 
of the United States of intoxicating liquors in violation of the laws 
of the state, territory or possession. In other words, the provision 
left the states, territories and possessions free to determine to what 
extent, if at all, intoxicating liquor should be a lawful subject of 
commerce within their limits. 

While the plaintiffs contend that Chapter 390 places an unrea- 
sonable burden upon interstate commerce, and that it unreasonably 
discriminates not only between the manufacturers of liquor within 
the state and manufacturers and importers of liquor without the 
state, but also between manufacturers and importers without the 
state whose brands are registered in the Patent Office and similar 
manufacturers and importers whose brands are not registered, 
without any respect whatever to the kind or quality of the liquor 
which is manufactured and imported into the state, and without any 
regard as to whether such brands are or are not subject to registra- 
tion; and that the registration of brands has no proper relation to 
the regulation of the liquor traffic within the State of Minnesota, we 
think it is only necessary to consider one question, and that is whether 
Chapter 390 denies to the plaintiffs the equal protection of the laws. 

The equal protection clause extends to foreign corporations 
within the jurisdiction of the state and safeguards to them protec- 
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tion of laws applied equally to all in the same situation. The 
plaintiff, Joseph Triner Corporation, is entitled in Minnesota to the 
same protection of equal laws that natural persons within its juris- 
diction have a right to demand under like circumstances. Kentucky 
Finance Corp’n v. Paramount Exch., 262 U. S. 544, 550; Quaker 
City Cab Co. v. Commonwealth of Pennsylvania, 277 U. S. 389, 400. 
The equal protection clause does not prevent the state from adjust- 
ing its legislation to differences in situation, or forbid classification 
in that connection, “but it does require that the classification be not 
arbitrary but based on a real and substantial difference having a 
reasonable relation to the subject of the particular legislation.” 
Power Co. v. Saunders, 274 U. S. 490, 493; Quaker City Cab Co. 
v. Commonwealth of Pennsylvania, supra, page 400. 

That the Act here in question discriminates between the manu- 
facturers of liquor located within the State of Minnesota and those 
located without the state but who are permitted to import liquor 
into the state, cannot be doubted. The Minnesota manufacturer 
may sell his liquor whether his brands are registered in the Patent 
Office or not. The manufacturer or importer without the state who 
imports his liquor into the state in a finished condition can only sell 
it provided that he has registered his brands in the Patent Office. 
Unless this discrimination is justified because of some real and 
substantial difference having a reasonable relation to the subject 
of the particular legislation, it is clear that the Act cannot be sus- 
tained. 

Counsel for the defendants suggest that Chapter 390 was en- 
acted for the purpose of protecting the public from spurious brands 
of intoxicating liquor manufactured outside the limits of the state, 
recognizing that the manufacturing and processing of liquor within 
the state can be more easily supervised by local officials than the 
manufacturing and processing of liquor without the state, and that, 
while the registration of the brand name has no relation to quality or 
purity of the product, its registration fixes the ownership of the 
brand and the responsibility for the products sold thereunder. 

We are unable to see any justification for making a distinction 
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between those who are permitted to manufacture or process liquor 
within the state and those who are permitted to import liquor into 
the state, with respect to the use of registered or unregistered brands. 
If the registration of brands of liquor in the Patent Office has, as 
is contended, some tendency to protect the public from misbranded 
liquor or to place responsibility for liquor sold within the state, there 
seems to be no logical reason for making the law apply only to 
those who import the finished product. Under Chapter 390, the 
Minnesota manufacturer, processor or rectifier can sell his liquor 
to the public under an unregistered brand, whereas the Joseph Triner 
Corporation and all others similarly situated are prohibited from 
selling liquor similar in all respects, unless their brands are regis- 
tered in the Patent Office. 

We have reached the conclusion that Chapter 390 denies to the 
plaintiffs the equal protection of the laws, and is therefore uncon- 
stitutional. 

It is ordered that interlocutory injunctions issue as prayed for. 
A bond will be furnished by each plaintiff in the usual form, in the 
sum of twenty-five hundred dollars. 


Socirktt VinicoLe pE CHAMPAGNE v. THE Mumm CHAMPAGNE & 
Importation Co., INc. 


United States District Court, Southern District of New York 


June 26, 1935 


Trape-Marks AND Trape-Names—Unram Competirion—“Mumm” on 
CHAMPAGNE—FRAUDULENT Use. 

In December, 1914, the French Sequestrator seized all the assets of 
the firm of G. H. Mumm & Co., theretofore established at Reims, France, 
in the business of producing and selling champagne under the said trade- 
name. In August, 1920, the property so sequestered was acquired by 
plaintiff, defendant’s corporation having been formed in New York in 
1911, to take over the agency for said champagne formerly held by one 
DeBary, and said corporation having been seized by the Alien Property 
Custodian and dissolved by him in 1919. In 1922, Hermann and Walther 
de Mumm organized at Berne, Switzerland and at Frankfurt-am-Main, 
Germany, two firms known as Mumm & Co., and began producing and 

selling champagne wine, and eleven years thereafter The Mumm 
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Champagne & Importation Co., Inc., was reincorporated in New York. 
Held, that, inasmuch as there was some doubt whether the wine sold 
by defendant was a product of the champagne region of France, the 
use by it of the name “Mumm” was a dishonest use and tended to deceive 
and mislead the public. A motion for preliminary injunction was, ac- 
cordingly, granted. 


In equity. Action for unfair competition in the use of surname. 
Injunction granted. 


Wayne Johnson (Lyle T. Alverson and Mark J. Ryan, of coun- 
sel), of New York City, for defendant. 

C. P. Goepel and E. C. Root, both of New York City, for plain- 
tiff. 


Hu sert, D. J.: Motion for an injunction pendente lite. 

This action was commenced January 30, 1934. 

The facts developed by this litigation were stated at length by 
Judge Woosley on motions to strike out certain defenses and a 
counterclaim (10 Fed. Sup. 289), he said: 


The defendant asserts the right of using the name chosen for it by its 


incorporators and denies any confusion of goods. Those issues remain to 
be decided hereafter. 


The court is now called upon to do so. 

The prayer of the bill of complaint is that the use of the trade- 
names and trade-marks “The Mumm Champagne & Importation 
Co., Inc.,” “Mumm” or “Mumm’s” or “Mumm & Co.,” may be so 
declared an infringement of plaintiff's trade-names and trade-mark 
rights, and that the use by defendant of the trade-names and trade- 
marks complained of, or in any way connected with the sale by 
defendant of champagnes or sparkling wines, or the like, may be 
declared unfair means of competing with plaintiff and that defendant 
be perpetually enjoined and restrained from infringing plaintiff's 
trade-names and trade-marks, or using my colorable imitation thereof 
in its corporate name, or from using the name “Mumm” in its cor- 
porate name, and from any acts of unfair competition; and for the 
surrender of all bottles having thereon labels marked “Mumm & Co.” 
and ‘““Mumm” or such labels in their possession or under their control 
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for destruction in accordance with the provisions of the Federal 
Trade-Mark Act. 

After an extended period of litigation it became the settled law 
that every one has the right to use his own surname honestly in his 
own business and that it could not be appropriated as a trade-mark 
by any one person as against others of the same name, ercept (a) 
where a fraud upon another is manifestly intended or (b) where 
he has assigned or parted with his right to use it. 

Complainant relies upon the so-called Ten-Year Clause (section 
5) of the Trade-Mark Act of February 20, 1905 (as amended 
March 2, 1907; February 18, 1911, January 8, 1913, March 19, 1920 
and June 7, 1924) Title 15 USCA, Section 85 but in Thaddeus 
Davids Co. v. Davids Manufacturing Co., 288 U. S. 461 (1914) 
[4 T.-M. Rep. 175] referring specifically to said act, the court said: 

Where the mark consists of a surname, a person having the same name 
and using it in his own business, although dealing in similar goods, would 
not be an infringer, provided that the name was not used in a manner tend- 
ing to mislead and it was clearly made to appear that the goods were his 
own and not those of the registrant. 

Peter Arnold Gottlieb Hermann Mumm established the business 
of fermenting champagne at Reims, France in the year 1827 under 
the name of P. A. Mumm & Co. 

Jacob George Hermann Mumm, a son of Peter, changed the 
name to G. H. Mumm & Co. in 1856. 

In 1904, Walther Mumm, his brother George Hermann and their 
mother, all German subjects, succeeded to and continued the co- 
partnership of G. H. Mumm & Co. 

In December, 1914, the French Sequestrator seized all of the 
assets of said firm located within the jurisdiction of France and 
continued the business until August 11, 1920, when the property so 
sequestered was sold by the French Liquidator and acquired by the 
plaintiff, previously incorporated for that purpose. 

In 1911 a corporation had been formed under the laws of the 
State of New York under the name of the Mumm Champagne and 
Importation Co., Inc., to take over the agency formerly conducted 
in New York, by one De Bary. Upon this motion plaintiff asserts 
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that said corporation was organized by Georges Robinet, the presi- 
dent of the plaintiff, who, it is claimed, was then and had been since 
1904 the general manager of G. H. Mumm & Co. Walther Mumm, 
disputing that contention, admits the New York company was 
formed by Robinet, but alleges he acted under the directions of 
Hermann Mumm. At all events, the American company sold, ex- 
clusively, the output of G. H. Mumm & Co. imported into the United 
States from France, until it was seized by the American Alien 
Property Custodian and dissolved in 1919 by him. If he distributed 
its net assets among the three German partners of G. H. Mumm & 
Co., that was an administrative act and does not affect the disposi- 
tion of the question here involved. 

According to French Law, only wine made in (or of grapes from) 
the Champagne Province, can be exported from France as cham- 
pagne. 

The name “Mumm” had been registered as a trade-mark in 
France, England and the United States and the labels used on all 
bottles of wine produced by G. H. Mumm & Co. at Reims bore labels 
including the trade-mark name “Mumm” and thus identified that 
wine as the product of the Champagne District of France, made and 
bottled at Reims by G. H. Mumm & Co. 

In a decision (October 24, 1921) the Mixed Arbitral Tribunal 
created under the Treaty of Versailles ordered Hermann and 
Walther de Mumm not to use the word “champagne,” “Reims,” 
“Cordon Rouge,” “Cordon Vert” and “Eagle,” etc., but confirmed the 
right to the use of their patronymic Mumm, and required the plain- 
tiff herein to display after “G. H. Mumm & Co.” on its labels the 
words “Successors, the Société Vinicole de Champagne.” 

In 1922 Hermann and Walther de Mumm organized, at Berne, 
Switzerland, and at Frankfort-on-Main, Germany, two firms known 
as Mumm & Co. and began producing and selling champagne wines. 

A second proceeding, of the same nature, was thereupon began by 
this plaintiff and on December 16, 1923, further restrictive orders 
of like tenor were made by the Mixed Arbitral Tribunal. 
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The plaintiff began a third similar proceeding on August 14, 
1930, and during the pendency thereof, an agreement was made be- 
tween it and the Mumm co-partners, for private arbitration, ac- 
cording to the French Civil Code. On July 11, 1932, a decision was 
rendered permitting the co-partners to manufacture champagne 
again in Epernay, France and use the name Mumm & Co. on their 
goods, provided it was followed with a statement of the date the 
firm was formed and changing their labels in certain other respects. 

The plaintiff herein refused to accept this decision, claiming that 
the Mumm co-partners were not living up to the decision of the 
arbitrators and pressed the third proceeding then pending before 
the Mixed Arbitral Tribunal, which on November 23, 1933 made a 
decision (the German member dissenting) voiding the decision of 
the arbitrators under the French Civil Code and held that the true 
patronymic name of Hermann and Walther de Mumm was “Mumm 
von Schwartzenstein” and requiring the use of that designation for 
commercial purposes in the future. On April 17, 1935, the French 
Civil Tribunal of the Seine (8d Chamber) nullified said determina- 
tion of July 11, 1982. 

Eleven years after Mumm & Co. was established at Berne and 
Frankfort-on-Main, Walther de Mumm announced that The Mumm 
Champagne & Importation Co., Inc. had been re-incorporated in 
New York. At first it sold sparkling wines from Germany. Plain- 
tiff submits affidavits to support its contention that the importation 
and sale of these wines produced confusion in the mind of the public, 
but I am not impressed by the facts set forth. It does appear that, 
upon certain occasions, stickers were provided bearing the words 
“Mumm Champagne” and these were affixed covering the words 
“sparkling wines,’ but the bottles bore a label stating content was 
a product of Eltville, Germany. Later, however, the defendant 
sold a product of Mumm & Co. bearing the words “Epernay, France” 
with the words Mumm Champagne of its corporate name so arranged 
in exaggerated letters, as to readily mislead the purchaser. Epernay 
is in the Champagne District of France, but the label does not pro- 
claim the content as a product of Epernay. The plaintiff submits 
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proof that the sheriff was unable to locate Mumm & Co., at any 
address in Epernay, and Walther Mumm does not state where in 
Eperney it is located. 

When plaintiff bought the assets of G. H. Mumm & Co. it claims 
to have acquired all the “blend books” and record books back to 
1827; that prior to the outbreak of the World War, Georges Robinet 


had principal charge of tasting the wines and supervising their 
manufacture, 


though final decision in respect thereto was left to one of the co-partners, 
who, however, relied very largely, if not entirely, upon my judgment in the 
years prior thereto as far back as 1904. 


To this Walther Mumm replies: 


The most important function of my brother and myself in conducting 
the firm’s business was the annual rite of testing and blending the new 
vintage. The quality of champagne wines depends upon an infinite variety 
of factors. The amount of sugar and acid in the grape varies from year to 
year according to the amount of annual sun and rainfall. These factors in 
turn influence the taste and the rapidity of fermentation. More or less 
liqueur must be added at the proper time according to the factors en- 
countered. Racking and fining are varied to meet the necessities of each 
year’s problems. The current vintage is not entirely produced from the 
current crop; it is blended to a greater or less degree with prior vintages. 
Appreciation of the amount, character and quality of all of these things, 
and what to do in respect of them, is a matter of peculiar ability and judg- 
ment. 

Mumm champagne as made by my great grandfather, my grandfather, 
my father, my brother and myself for these 108 years, is a unique and dis- 
tinct product. To be sure, other masters produce good champagne wines 
that are enjoyed, esteemed and properly praised. But those wines are not 
Mumm wines, because Mumm wines are, and in the nature of things can be, 
made only by Mumm, according to the tradition so long ago established by 
my forebears and so firmly followed since establishment. Other wines 
may simulate Mumm wines by design or accident, as a proficient student may 
simulate the work of his tutor; others may produce estimable wines which 
will receive great favor, but what they produce is their own, and not 
properly to be charged or credited to another. 


Referring to the assets seized by the French Sequestrator, Wal- 
ther Mumm alleges: 


However, they could not, and therefore they did not, seize the personal 
skill, ability and reputation of my brother and me. That remains with us. 
And everything which the French seized they sold in 1920 to the Société 
Vinicole de Champagne, the French corporation which brings this suit 
against my company. The sum received therefor was not paid to us but 
was “credited” on the unliquidated war debt of the German nation as estab- 
lished by the Treaty of Versailles. 
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The moving affidavits do establish conclusively that defendant 
has orally represented to customers that plaintiff has purchased 
merely a name and a label but does not sell “the real stuff” which 
the defendant professes can only be produced by the co-partners 
Hermann and Walther Mumm. This has been stressed in advertising 
appearing in railroad time tables stating: 


“Mumm’s Champagne” is genuine only when labelled “White Top” “Black 
Top and bearing Coat of Arms of Mumm family.” 

The “White Top” only assures traditional Mumm quality. 

Walther Mumm attempts to explain these have been printed and 
circulated by the president of the Mumm Champagne and Importa- 
tion Co. of New England, without his consent or approval. This 
excuse is not persuasive. 

It is my conclusion that the incorporation of the defendant un- 
der its existing name was not in good faith and that it is not using 
the name “Mumm” in a reasonable and honest manner and tends 
to confuse and mislead the public. The motion will be granted to the 
extent of restraining the use of the name “Mumm” without proper 
restrictions. (Stir, Baer § Fuller Dry Goods Co., et al. v. American 
Piano Co., 211 Fed. 271 [4 T.-M. Rep. 246] and cases there cited 
p. 276.) 

Settle order for Friday, June 28, 1985, at 11.00 a.m. 


Devseck & Ciz., Société a Responsabilité Limitée v. JosepH Detia 
Monica, doing business under the trade-name and style of 
DELMONICO’s 


United States District Court, Eastern District of New York 
June 5, 1935 


Trape-Marxs—INFrInGceMENT—“DeLmonIco” on Wine—Actuat Competi- 
TION IN Dovsr. 

Plaintiff, a French corporation, imported and sold in this country 
since 1860, except during the prohibition period, genuine champagne 
under the mark “Delmonico.” Defendant in 1933 began in Brooklyn to 
manufacture wine from French grapefruit and Italian grapes, which he 

sold under the name “Delmonico Chateau.” Inasmuch as the answer 
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denied that plaintiff still had an existing business entitled to protection 
and, moreover, the respective products were dissimilar in character, cross 
motions for preliminary injunction were denied until the court could 
determine whether any competition actually existed between the parties. 
In equity. Action for alleged unfair competition in the use of 


a trade-mark, with cross motion by defendant. Both motions denied. 
Mock & Blum, of New York City, for plaintiff. 
M. Mac Schwebel, of New York City, for defendant. 


Byers, D. J.: These are cross motions for a preliminary injunc- 
tion in a trade-mark infringement cause. The defendant’s motion is 
based upon its third defense and counterclaim. 

The plaintiff is a corporation of France, which alleges that it 
has sold its champagne in this country since 1860, except for the 
interval of national prohibition under the trade-mark ‘‘Delmonico.” 

The defendant is an individual whose name is Della Monica, who 
says he manufactures champagne in Brooklyn, using French grape- 
fruit with Italian grapes and perhaps other ingredients. He has 
secured a Patent Office registration of a trade-mark ‘““Delmonico 
Chateau” of August 22, 1933 for “Champagnie in class No. 47 
Wines,” and asserts that the plaintiff is infringing that trade-mark, 
in that “since the latter part of the year 1933 the plaintiff has 
sold and offered for sale in the State of New York and in interstate 
commerce a product bearing labels upon which there was imprinted 
‘Delmonico Champagne.’ “” 

Thus the plaintiff is said to have unfairly competed with the 
defendant in using a trade-name identical with the trade-mark of 
the defendant which it has used continuously since April 7, 19383 (the 
date of its application for registration). 

This is said to constitute infringement of the defendant’s trade- 
mark and to entitle the latter to an injunction and damages. No 
specimen or copy of the plaintiff's trade-mark is annexed to the 
answer, and consequently it is impossible to conclude, from the 
pleadings or affidavits, if the defendant is referring to the same 
trade-mark which forms the basis of the plaintiff’s bill, although the 
inference might be permissible that this is so. 
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The matter is important because the paragraph of the bill, which 
refer to the plaintiff's importation from France into the United 
States, and its sales here through domestic agents, of its “Del- 
monico” champagne from 1860 down to the date of filing the bill, 
except for the national prohibition period, are denied in the answer. 

The issue is thus raised as to whether the plaintiff has an existing 
business which is entitled to be protected, by enjoining the defend- 
ant from infringing the plaintiff's asserted common law trade-mark. 

It might be urged with great reason that the third separate de- 
fense and counterclaim should operate as an estoppel against the 
defendant’s denial that the plaintiff has an existing business which 
is entitled to protection against such competition as the defendant 
is able to conduct in connection with the enterprise which he founded 
about two years ago. 

I am reluctant however to grant what would amount to final re- 
lief, upon that theory in spite of the manifest equities of the plain- 
tiff’s cause. 

The defendant’s registration of a trade-mark cannot of course 
greatly influence the outcome of the cause, if the plaintiff has a 
business to which its trade-mark attaches. Thomas G. Carroll & 
Son Co. v. McIlvaine §& Baldwin, 171 Fed. 125; Revere Rubber Co. 
v. Consolidated Hoof Pad Co., 139 Fed. 151. 

That is apparently put in issue, and the motion papers are in- 
sufficient to take the place of proof at final hearing. It is a familiar 
rule in these cases that the relative hardships must be weighed in 
deciding whether to grant or to withhold an injunction pendente 
lite. Neither party exhibits a trade-mark bearing its or his name. 

The plaintiff's product is a French and true champagne, while 
the defendant’s product is not. If there is any competition be- 
tween these two beverages, it will have to continue until evidence 
has been taken and the court can make such decree as the facts seem 
to require. Each motion is denied. Settle order. 
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Bost, INcorPporaTED v. ScientiIFIC LasoraToriges, Inc., and Exy 
Witt Cigar Company 


United States District Court, Southern District of Florida 


May 15, 1935 


Trave-Marxs—“Bost Toorn Pasre”—Trave Sriocans—Svurrs—Demurrer. 
In a suit brought to enjoin the use by defendants of certain catch 
phrases or slogans used in advertising, held that plaintiff had a proprie- 
tary right only in the words “Bost Tooth Paste,” and defendants’ de- 

murrers were sustained. 
In equity. Action for alleged unfair competition in the use of 


trade slogans. On demurrers by defendants. Demurrers sustained. 


Wm. M. Goher, of Tampa, Fla., for plaintiff. 
Miller & Yancey and C. Edmund Worth, all of Tampa, Fla., for 
defendant. 


AxerMAN, D. J.: This cause comes on to be heard upon the 
separate demurrers of each of the defendants to the amended declara- 
tion. I am of the opinion that the demurrers must be sustained. 

I am also of the opinion that the only proprietary right in a name 
or slogan shown by the plaintiff are the words “Bost Tooth Paste.” 
The other catch phrases or slogans used in the advertising could, 
without any infringement of the right of the plaintiff, be appropriate 
to use on any other tooth paste, and there is no allegation that the 
defendants labeled or advertised their tooth paste as Bost Tooth 
Paste, although it was alleged they used some of the same slogans 
and phrases that the plaintiff uses in advertising its tooth paste, but 
I cannot say that this infringes on any right of the plaintiff in such 
a manner as to entitle plaintiff to recover. 


An order may be entered sustaining the demurrers to the amended 
declaration. 
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Campana CorporaTIon v. NatHan GLANzBERG, doing business as 
Dovota Company, Duvat Drue Company and Dvuvora 
Drue anp Sates Company 


United States District Court, Eastern District of Pennsylvania 


May 21, 1935 


Final Decree. 
Kirkpatrick, D. J.: This cause coming on to be heard upon 
pleadings and proofs presented by both parties, and on the briefs 


and arguments of counsel, and thereupon, and on consideration 
thereof, 


It is ordered, adjudged and decreed as follows: 


1. That plaintiff, Campana Corporation, is engaged in the manufacture 
and sale throughout the United States and in Canada of a skin or hand 
lotion, and is the successor to and owner of the business founded by W. H. 
Cox, in the City of Toronto, Ontario, Canada, in or about the year 1885. 

2. That plaintiff, Campana Corporation, is the sole and exclusive owner 
of the entire right, title and interest in and to trade-mark registration No. 
234,573, duly issued on November 1, 1927, by the United States Patent 
Office. 

3. That trade-mark registration of the United States, No. 234,573, 
dated November 1, 1927, issued to Campana Corporation, plaintiff, cover- 
ing the words “Italian Balm” is good and valid in law. 

4. That plaintiff, Campana Corporation, has used, in intrastate and 
interstate commerce, said trade-mark registered in the United States Patent 
Office as No. 234,573, on November 1, 1927, upon a skin lotion manufactured 
by it, and that plaintiff's use of said trade-mark is more particularly shown 
and exhibited by a sample of plaintiff's product in evidence as Plaintiff’s 
Exhibit No. 1. 

5. That defendant, Nathan Glanzberg, doing business as Dovola Com- 
pany, Duval Drug Company, Duvola Drug and Sales Company and Duvola 
Drug Company, has offered for sale, and sold to the trade and to the public, 
other skin lotion not of plaintiff's manufacture, packed in bottles bearing 
labels having displayed thereon the words “Italian Balm”; that said product 
made, packed and sold by the defendant, is more particularly shown and 
exhibited by bottles thereof in evidence as Plaintiff's Exhibits 20 and 35 
to 43, both inclusive. 

6. That the offering for sale and selling by defendant of a skin lotion 
marked “Italian Balm,” as described in Paragraph 5 of this decree, has 
been and is an infringement upon the exclusive rights of plaintiff in and to 
said trade-mark “Italian Balm” and upon plaintiff’s rights in and to the 
registration thereof in the United States Patent Office, No. 234,573 afore- 
said. 

7. That a writ of injunction issue out of and under the seal of this 
court, directed to the defendant, Nathan Glanzberg, doing business as 
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Duvola Company, Duval Drug Company, Duvola Drug and Sales Company 
and Duvola Drug Company, perpetually enjoining and restraining him, the 
said defendant, his associates, agents, servants, attorneys, successors, as- 
signs, employees, workmen, clerks and all those claiming or holding by, 
through, or under him in no matter what name or names said persons 
operate in business, from directly or indirectly offering for sale, selling, 
putting out, passing off, or taking any part in or in anywise contributing to 
the sale of or offering for sale of any skin lotion or like product, not by or 
for the plaintiff made, under the name, mark or trade-mark “Italian Balm,” 
or under any other name, mark or representation colorably imitating or 
simulating the trade-mark “Italian Balm”; and from using in connection 
with the manufacture, offering for sale, or sale of skin lotions or like 
products in any way whatsoever, including use in advertising and on labels, 
packages, bottles and/or any other containers, the words “Italian Balm,” 
or any colorable imitation or simulation thereof, and from in any manner 
infringing upon or contributing to the infringement of said trade-mark 
“Italian Balm,” or of the registration thereof in the United States Patent 
Office, No. 234,573. 

8. That defendant, Nathan Glazberg, within five days from the date of 
this decree, deliver to Joseph S. Conwell, Jr., of counsel for plaintiff for 
destruction, at his office, 2228 Land Title Building, Philadelphia, Pa., 
all labels, signs, prints, packages, wrappers, cuts and/or other devices for 
printing such labels and/or other receptacles in the possession of the de- 
fendant, bearing the trade-mark of plaintiff, “Italian Balm,” or any repro- 
duction, counterfeit, copy or colorable imitation thereof, now in his posses- 
sion or under his control, and that he remove all such labels, etc., from any 
bottles now in his possession and deliver up same as aforesaid. 

9. That the opinion of the court hertofore filed shall stand as the 
Court’s Findings of Fact and Conclusions of Law under Equity Rule 70%. 

10. That plaintiff recover from the said defendant the taxable costs of the 
plaintiff in this court. 


Note.—Although it has not been our custom to publish decrees without 
opinions, this and the following decree by Federal Court are deemed of 
sufficient interest to publish—Eb. 
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Ex-Lax, Inc. v. Epwarp J. Ross (also known as “Edwin J.”’ Ross 
and “Edwin K.” Ross) and Irene Ross (also known as “Mrs. 
Edward J. Ross’’), individually and as co-partners, and 
trading under the firm name and style of “Rospex 
Heattu Propvucts,” and “Rospex Heattru In- 
STITUTE, “RicHarp’ NewMan (also known 
as “Dr. Newman’’), and “James” Ham- 

MOND (also known as “Dr. 

Hammond” ) 


United States District Court, Eastern District of Pennsylvania 


June 10, 1935 


Kirxpatrick, D. J.: 


Now, to wit, June 10, 1935, it appearing to the court that heretofore and 
on the 24th day of April, 1935, an order taking the bill as confessed as 
against the defendants Edward J. Ross, also known as “Edwin J.” Ross 
and “Edwin K.” Ross, and Irene Ross, also known as “Mrs. Edward J. 
Ross,” individually and as co-partners, and trading under the firm name and 
style of “Rosdex Health Products” and “Rosdex Health Institute,” was 
duly entered herein for failure to answer within the time limited therefor 
by Equity Rule, No. 12 and that said defendants have not moved to set 
aside said order; more than thirty days having elapsed since the entry of 
said order, it is now deemed absolute. The court doth, therefore, order, 
adjudge and decree as follows: 

That a permanent injunction be issued out of and under the seal of this 
court in favor of complainant and directed to the defendants Edward J. 
Ross, also known as “Edwin J.” Ross and “Edwin K.” Ross, and Irene 
Ross, also known as “Mrs. Edward J. Ross,” individually and as co- 
partners, and trading under the firm name and style of “Rosdex Health 
Products” and “Rosdex Health Institute,” their agents, servants and em- 
ployees and all persons holding by, through or under them, or acting in 
conjunction with them, or in privity with them, or any of them, enjoining 
them from committing any and/or all of the following acts: 

(a) Stating or representing in any manner that “Ex-Lax” or chocolate 
laxative, is impure and/or dangerous to use and/or that their ingredients 
including phenolphthalein, contain or are made from or composed of car- 
bolic acid or phenol or any poison or acid or dangerous or poisonous in- 
gredients or substances. 

(b) Making any statements or representations which shall injure the 
reputation of complainant’s products or using threats or vulgar or abusive 
epithets or language toward or concerning complainant and complainant’s 


Note.—An identical decree, involving the trade-mark “Feen-a-mint,” 


was issued by the same court in the case of Health Products Corporation v. 
Edward J. Ross, et al.—Ep. 
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employees, agents, or officers, and/or from applying vile names, words of 
abuse, ridicule or contempt to or of complainant, its agents, officers and 
employees. 


Sranparp Magazines, Inc., and Orners, comprising the “Thrilling 
Group,” v. Poputar Pustications, Inc., and ANOTHER 


New York Supreme Court, New York County 
March 11, 1935 


Unram Competrrion—“THritiinc” as Feature oF MaGazine 

Previminary Insuncrion Dentep. 

In a suit to enjoin the use by defendants of the word “Thrilling” in 

the title of their magazine, held that an injunction should be denied 

pending trial, inasmuch as irreparable harm might be done by a pre- 
liminary adjudication. 











Trrte— 


In equity. Action for alleged unfair competition in the use of 
a magazine title. Motion for injunction pendente lite. Denied. 


Robert A. Pines, of New York City, for plaintiff. 
Levisohn, Niner & Levisohn, of New York City, for defendants. 


Couns, J.: Were the question presented by this motion for an 
injunction pendente lite an entirely original one, I would be inclined 
to hold that the term “Thrilling” has acquired a secondary meaning 
and is associated by the public with the plaintiffs’ group of maga- 
zines. The proofs are persuasive that the defendant, by adopting 
the same legend in connection with its publications, is competing un- 
fairly with plaintiffs. Forthrightness compels that competitors do 
nothing to provoke confusion in the public mind as to “whose 
product is whose.” That there is confusion between the plaintiffs’ 
magazines and those of the defendant is patent. There are so many 
available names that it should be unnecessary for one publisher to 
adopt a name already appropriated by another and believed by the 
public to have been appropriated by that other. The dictionary con- 
tains enough names for all. But the action of the Appellate Division 
in reversing the granting of a pendente lite injunction in the plain- 
tiffs’ case against Adventure House, Inc., casts doubt on the pro- 
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priety of determining, in advance of trial, the plaintiffs’ exclusive 
right to the employment of “Thrilling” in association with “pulp” 
magazines. Since the interests of the defendants are great, and 
irreparable harm might be done by a preliminary adjudication, it 
seems to me more in consonance with justice to postpone the ad- 
judication of the respective rights to the trial, when the court will 
not be compelled to rely on affidavits. 

Accordingly, the motion for an injunction pendente lite is denied, 
but the cause is ordered placed on the Special Term ready numbered 
day calendar for trial for April 1, 1985. 

The defendants’ cross-motion is denied. Settle order. 


Liserty CasH Groceries, INc. v. ADKINS, ET AL. 
(82 [24] S. W. 28) 


Supreme Court of Arkansas 


May 13, 1935 


Trape-Marxs—Unram Competirion—“Liperty” as Feature or Trave- 
NamMe—SECONDARY MEANING. 
Appellees in 1929 started a retail grocery business in Little Rock, 
Ark., under the trade-name “Liberty Home Stores.” In 1934, appellant 
opened a grocery store in the same city under the name “Liberty Cash 
Groceries, Inc.” Held that, inasmuch as the name “Liberty Home 
Stores” had acquired a distinctive secondary meaning in the trade ter- 
ritory concerned, appellant was rightly enjoined from the use of the 
said name in its business. 
In equity. Action for unfair competition in the use of a trade- 


name. From a decree for plaintiff, defendant appeals. Affirmed. 


Griffith §& Geister, of Little Rock, Ark., for appellant. 
Verne McMillen, of Little Rock, Ark., for appellees. 


Jounson, C. J.: Appellees are independent retail grocery mer- 
chants, domiciled in the vicinity of Little Rock and North Little 
Rock, Ark., and, as such, respectively operate as an association of 
retail merchants under the trade-name of “Liberty Home Stores.” 
This trade-name was adopted by appellees as an association of retail 
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grocery merchants about the year 1929. In the summer of 1934, 
appellant promulgated advertising to the effect that he would open 
a grocery store on West Capitol Avenue in the City of Little Rock 
to be known under the appellation of “Liberty Cash Groceries, Inc.,” 
and thereupon this suit was instituted by appellees in the chancery 
court of Pulaski County against appellant to enjoin and restrain the 
use by appellant of the trade-name of “‘Liberty Cash Groceries, 
Inc.,” because as it was alleged that the use of such trade-name by 
appellant would deceive, confuse, and fraudulently mislead the 
public to believe that they were purchasing and trading with appel- 
lees, hereby resulting in unfair competition and irreparable injury 
to appellees and their respective businesses. Upon trial the chan- 
cellor permanently enjoined and restrained appellant from using the 
word “Liberty” as a part of his trade-name, and this appeal follows. 
Appellant’s contention for reversal is that the use by appellant of 
the word “Liberty,” as a part of his trade-name is not deceptively 
similar to appellees trade-name, and that the word “Liberty” is a 
common word of general use, and appellees have no legal right to its 
exclusive use. Our case of Fine v. Lockwood, 179 Ark. 222, 14 
S. W. (2d) 1109, 1110, is cited by appellant as decisive of the con- 
tention urged. We cannot agree that the case cited controls the case 
under consideration. There appellant had not operated a store 
under his trade-name prior to the institution of the suit in that trade 
territory, and the trade-name there sought to be protected had no 
distinctive secondary meaning in that trade territory. Here the 
testimony reflects, and the chancellor so found, that appellees had 
operated their respective grocery stores in the vicinity of Little 
Rock and North Little Rock for some five or six years under the 
trade-name of “Liberty Homes Stores,” and that the trade-name of 
“Liberty Home Stores” had thereby acquired a distinctive secondary 
meaning in the trade territory in the vicinity of Little Rock and 
North Little Rock. The general rule on the question under con- 
sideration is aptly stated in 26 R. C. L. page 876, as follows: 


An infringement on a trade-name is such a colorable imitation of the 
name that the general public, in the exercise of reasonable care, might 
think that it is the name of the one first appropriating it. Where such a 
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similarity occurs it tends to divert trade from a business rival who has 
previously adopted its name and operates as a fraud which may be re- 
strained by injunction, although the prior user may not have an exclusive 
right to the use of the name. 


Without quoting the testimony adduced upon trial in detail, it 
may be said it was amply sufficient to warrant the chancellor in find- 
ing that appellees by advertising their respective businesses for the 
past several years in the trade territory of Little Rock and North 
Little Rock as “Liberty Home Stores” had given to it a distinctive 
secondary meaning in that territory, and one which should of right 
be protected to them by injunctive relief. This doctrine was fully 
recognized by us in Fine v. Lockwood, supra, wherein we said: 


We do not think appellant acquired any secondary meaning to his busi- 
ness under the name of Palais Royal, but he may have done so under the 
name of Jack Fine’s Palais Royal, and in this the decree of the court 
protects him. 


It follows from what we have said that the trial court’s decree is 
correct, and must be affirmed. 


Stratton & Tersteace Co. v. Stietitz Furnace Co. 
(81 [2d] S. W. 1) 


Court of Appeals of Kentucky 
March 12, 1935 


Trave-Marks—ABANDON MENT. 

Abandonment is a matter of action coupled with intention showing a 

determination not to enjoy the right any longer. 
Trave-Marxs—RecistraTion—EFrecr. 

The registration of a trade-mark under a statute is deemed prima 
facie evidence of ownership, but the property right depends on acquisi- 
tion by prior use. 

Trape-Marxs—Function. 

A trade-mark designates and distinguishes goods manufactured and 
sold, and its function is to enable the manufacturer or seller to acquire 
such profits as result from an established reputation and to protect 
his good-will. Its object likewise is to enable the consumer to identify 
the commercial source of the goods. 

Trape-Marxs—“Monarcn” on Furnaces—License to Use nor ABANDON- 
MENT. 

Appellant, by licensing the use of the word “Monarch” as a trade- 

mark for a furnace made by it to a selling concern which had the ex- 
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clusive sale of such furnaces in Kentucky and sold them under its own 
name, the said contract being in force from about 1902 to 1927, held not 
to have abandoned the use of the mark, either in Kentucky or elsewhere, 
on the expiration of the said contract, particularly as it had always 
been known to the trade as the real manufacturer and aided the licensee 
in advertising the goods. 

In equity. Action for alleged trade-mark infringement. From 


a judgment dismissing the complaint, plaintiff appeals. Affirmed. 


Crawford, Middleton § Seelbach, of Louisville, Ky., and Murray 
§ Zugelter, of Cincinnati, Ohio, for appellant. 

Woodward, Hamilton § Hobson and Thos. S. Dawson, all of 
Louisville, Ky., for appellee. 


Stantey, C.: The suit by the appellant seeks to enjoin the 
defendant from using the word “Monarch” as a trade-mark on 
furnaces sold in Kentucky and for an accounting of damages claimed 
for infringement and unfair competition. The appeal is from the 
judgment denying relief and dismissing the petition. 

Some time before 1890 the Kruse & Dewenter Company, of 
Indianapolis, began the manufacture of a steel warm air furnace 
which was given the name of “Monarch.” This was sold in Louis- 
ville for a while by a firm which went out of business. Not long 
thereafter, about 1902 or perhaps earlier, Stratton & Terstegge 
Company was organized, and a contract was made by it and Kruse 
& Dewenter whereby it was agreed that Kruse & Dewenter would 
sell its furnaces to Stratton & Terstegge as sole agents and distribu- 
tors in certain territory, including the State of Kentucky, for one 
year. A similar contract for the limited term was made every year 
until 1927. The prices varied from time to time, and the transactions 
were straight-out sales and purchases under the monopalistic terms 
of the contracts; Stratton & Terstegge establishing its own selling 
prices independent of any control of the manufacturer. If not from 
the commencement of these relations, it was shortly thereafter that 
the name of Kruse & Dewenter was eliminated from the furnaces sold 
appellant, and only the name of Stratton & Terstegge, together with 
the trade-mark “Monarch,” was placed upon them. That company 
advertised the furnace extensively during the period of twenty-five 
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years or more; but the manufacturer made substantial contributions 
to the cost. Its sales were many and satisfactory. The name “Mon- 
arch” in association with Stratton & Terstegge became familiar, and 
the local public understood that the “Monarch” was that company’s 
furnace. There was evidence, however, showing that among the 
trade generally it was known that the Kruse & Dewenter Company 
was the manufacturer of this furnace. In parts of the country other 
than in the territory covered by appellant’s contract that company 
extensively sold the same furnace under the name “Monarch.” 

Because the manufacturer had not kept the furnace modernized 
according to the ideas of Stratton & Terstegge, in 1927 that company 
declined to renew the contract with Kruse & Dewenter and con- 
tracted with the Williamson Heating Company of Cincinnati to 
make a furnace for it similar in general construction but different 
in particular respects. This was also given the name “Monarch” 
and put upon the Kentucky market by Stratton & Terstegge. In 1931 
Kruse & Dewenter entered into a contract with the appellee, Stiglitz 
Furnace Company, for the handling of its “Monarch” furnaces in 
the territory, and that company proceeded to advertise and handle 
them in Kentucky in the same manner as had the appellant in the 
years past, advertising itself as exclusive agent for “Monarch” 
furnaces. This suit followed. There was no counterclaim. Inas- 
much as the appellee was authorized by Kruse & Dewenter thus to 
use the name, the decision is dependent upon that company’s right 
to the trade-mark. 

The use of marks for the purpose of indicating the maker or 
seller of merchandise has existed for centuries. They are found on 
articles discovered in the ruins of the ancient civilizations. In time, 
such distinctive and identifying marks came to have legal signifi- 
cance, and the English courts early began to protect persons using 
them against their competitors copying the marks upon their goods. 
Nims on Unfair Competition & Trade-Marks, § 185; Trade-Mark 
Cases (United States v. Steffens) 100 U. S. 82, 25 L. Ed. 550. A 
mark or name used in trade designates and distinguishes the goods 
one manufacturers or sells, and its function is to enable him to secure 
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clusive sale of such furnaces in Kentucky and sold them under its own 
name, the said contract being in force from about 1902 to 1927, held not 
to have abandoned the use of the mark, either in Kentucky or elsewhere, 
on the expiration of the said contract, particularly as it had always 
been known to the trade as the real manufacturer and aided the licensee 
in advertising the goods. 

In equity. Action for alleged trade-mark infringement. From 


a judgment dismissing the complaint, plaintiff appeals. Affirmed. 


Crawford, Middleton & Seelbach, of Louisville, Ky., and Murray 
§ Zugelter, of Cincinnati, Ohio, for appellant. 

Woodward, Hamilton § Hobson and Thos. S. Dawson, all of 
Louisville, Ky., for appellee. 


Stantey, C.: The suit by the appellant seeks to enjoin the 
defendant from using the word “Monarch” as a trade-mark on 
furnaces sold in Kentucky and for an accounting of damages claimed 
for infringement and unfair competition. The appeal is from the 
judgment denying relief and dismissing the petition. 

Some time before 1890 the Kruse & Dewenter Company, of 
Indianapolis, began the manufacture of a steel warm air furnace 
which was given the name of “Monarch.” This was sold in Louis- 
ville for a while by a firm which went out of business. Not long 
thereafter, about 1902 or perhaps earlier, Stratton & Terstegge 
Company was organized, and a contract was made by it and Kruse 
& Dewenter whereby it was agreed that Kruse & Dewenter would 
sell its furnaces to Stratton & Terstegge as sole agents and distribu- 
tors in certain territory, including the State of Kentucky, for one 
year. A similar contract for the limited term was made every year 
until 1927. The prices varied from time to time, and the transactions 
were straight-out sales and purchases under the monopalistic terms 
of the contracts; Stratton & Terstegge establishing its own selling 
prices independent of any control of the manufacturer. If not from 
the commencement of these relations, it was shortly thereafter that 
the name of Kruse & Dewenter was eliminated from the furnaces sold 
appellant, and only the name of Stratton & Terstegge, together with 
the trade-mark “Monarch,” was placed upon them. That company 
advertised the furnace extensively during the period of twenty-five 
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years or more; but the manufacturer made substantial contributions 
to the cost. Its sales were many and satisfactory. The name “Mon- 
arch” in association with Stratton & Terstegge became familiar, and 
the local public understood that the ‘““Monarch” was that company’s 
furnace. There was evidence, however, showing that among the 
trade generally it was known that the Kruse & Dewenter Company 
was the manufacturer of this furnace. In parts of the country other 
than in the territory covered by appellant’s contract that company 
extensively sold the same furnace under the name “Monarch.” 

Because the manufacturer had not kept the furnace modernized 
according to the ideas of Stratton & Terstegge, in 1927 that company 
declined to renew the contract with Kruse & Dewenter and con- 
tracted with the Williamson Heating Company of Cincinnati to 
make a furnace for it similar in general construction but different 
in particular respects. This was also given the name “Monarch” 
and put upon the Kentucky market by Stratton & Terstegge. In 1931 
Kruse & Dewenter entered into a contract with the appellee, Stiglitz 
Furnace Company, for the handling of its ““Monarch” furnaces in 
the territory, and that company proceeded to advertise and handle 
them in Kentucky in the same manner as had the appellant in the 
years past, advertising itself as exclusive agent for “Monarch” 
furnaces. This suit followed. There was no counterclaim. Inas- 
much as the appellee was authorized by Kruse & Dewenter thus to 
use the name, the decision is dependent upon that company’s right 
to the trade-mark. 

The use of marks for the purpose of indicating the maker or 
seller of merchandise has existed for centuries. They are found on 
articles discovered in the ruins of the ancient civilizations. In time, 
such distinctive and identifying marks came to have legal signifi- 
cance, and the English courts early began to protect persons using 
them against their competitors copying the marks upon their goods. 
Nims on Unfair Competition & Trade-Marks, § 185; Trade-Mark 
Cases (United States v. Steffens) 100 U. S. 82, 25 L. Ed. 550. A 
mark or name used in trade designates and distinguishes the goods 
one manufacturers or sells, and its function is to enable him to secure 
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such profits as results from an established reputation and to protect 
his good-will, or at least to point out the maker of the article to which 
it is attached. Its object likewise is to enable the consumer to iden- 
tify the commercial source of the merchandise. The right of adop- 
tion and use of these distinguishing names, symbols, or devices to the 
exclusion of all others is property in a qualified sense, for the viola- 
tion of which damages may be recovered or an injunction against 
infringement or piratical use may be obtained. 63 C. J. 811; Trade- 
Mark Cases, supra; Hanover Star Milling Company v. Metcalf, 240 
U. S. 408, 36 S. Ct. 857, 60 L. Ed. 718 [6 T.-M. Rep. 149]; Beech- 
Nut Packing Company v. P. Lorillard Company, 273 U. S. 629, 47 
S. Ct. 481, 71 L. Ed. 810 [14 T.-M. Rep. 851]; Avery v. Meikle, 
81 Ky. 73; Commonwealth v. Kentucky Distilleries § Warehouse 
Company v. Old Lexington, 182 Ky. 521, 116 S. W. 766, 21 L. R. A. 
(N.S.) 80, 186 Am. St. Rep. 186, 18 Ann. Cas. 1156 [6 T.-M. Rep. 
457]; Newport Sand Bank Company v. Monarch Sand Mining Com- 
pany, 144 Ky. 7, 187 S. W. 784, 84 L. R. A. (N. S.) 1040 [1 T.-M. 
Rep. 116] Bonnie § Co. v. Bonnie Bros., 160 Ky. 487, 169 S. W. 
871 {4 T.-M. Rep. 548]; Mayfield Milling Company v. Covington 
Brothers § Co., 212 Ky. 262, 278 S. W. 562 [16 T.-M. Rep. 242]. 
As between conflicting claimants, priority of adoption and use de- 
termines the controversy, although there are some qualifications, such 
as a difference in the character of goods or in markets. Old Times 
Distillery Company v. Casey & Swasey, 104 Ky. 616, 47 S. W. 610, 
20 Ky. Law Rep. 994, 42 L. R. A. 466, 84 Am. St. Rep. 480; 
E. H. Taylor, Jr., §& Sons Co. v. Taylor, 124 Ky. 178, 85 S. W. 
1085, 27 Ky. Law Rep. 625; Nims, § 217; 68 C. J. 821, 340; 
Yellow Cab Company v. Sachs, 191 Cal. 238, 216 P. 38, 28 A. L. R. 
105 [138 T.-M. Rep. 378]. 

Statutes have been enacted in many jurisdictions to protect, or 
rather to fortify the protection of, these rights, the principal of 
which is the federal law. U. S. Code, title 15, § 81 et seq. (15 
USCA § 81 et seqg.). We have in this state statutes relating to the 
publication, registration, and protection only of branded bottles and 
other containers (section 1279 et seq.) and logs and timber (sec- 
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tion 1409-1 et seq.) ; also labor union labels (section 4749 et seq.). 
The registration of a trade-mark under a statute is deemed prima 
facie evidence of ownership, but the property right depends upon 
acquisition by prior use. U.S. Code, title 15, § 96 (15 USCA § 96) ; 
Robertson v. United States, 52 App. D. C. 368, 287 F. 942; Gaines 
& Co. v. Rock Springs Distilling Company (C. C.) 179 F. 544 [6 
T.-M. Rep. 10]; Columbia Mill Company v. Alcorn, 150 U. S. 460, 
14 S. Ct. 151, 87 L. Ed. 1144. We are here concerned with a com- 
mon-law trade-mark, which is one appropriated under the rules of 
the common law, regardless of the statutes. Nims, § 185; 63 C. J. 
309; United States Ozone Co. v. United States Ozone Company of 
America (C. C. A.) 62 F. (2d) 881 [22 T.-M. Rep. 304]. The case 
must be determined under those rules. 

It seems to be conceded that Kruse & Dewenter, by reason of 
priority of appropriation, owns the trade-mark ‘““Monarch’”’ as ap- 
plied to furnaces, elsewhere than in Kentucky, and that in the be- 
ginning of its relations between that company and the appellant it 
was entitled to its exclusive use. Appellant contends that it ac- 
quired the exclusive territorial right to use the trade-mark through 
abandonment and a species of adverse possession. It is maintained 
that, by reason of its extensive advertisement, sale, and repair of 
furnaces in exclusive association with its own name and entirely 
disassociated from the name of the manufacturer, and the resultant 
identity with its name and consequent development of the related 
good-will in Kentucky, appellant became and is entitled to the trade- 
mark and the right to place it upon an entirely different furnace 
manufactured by another, and to protection from infringement by 
the appellee as the dealer in the original “Monarch” furnaces. It 
is argued that the relationship of the manufacturer and appellant 
throughout the years was that of seller and buyer, and not of prin- 
cipal and agent, and that the actions of Kruse & Dewenter resulted in 
its loss of the trade-mark rights in the word in Kentucky. 

It is true there was a straight-out sale and purchase of the 
furnaces and the seller exercised no dominion over the resale price or 


otherwise controlled their disposition. But the contracts annually 
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repeated that Stratton & Terstegge Company was the sole agent of 
the manufacturer and exclusive dealer in the furnaces, and that 
Kruse & Dewenter would prevent competition in the designated 
territory. Hence there was something more than a mere sale and 
purchase. While, strictly speaking, there was no agency in fact, 
and the dealer did not represent the manufacturer, such relation as 
existed is frequently called “sales agency,” 55 C. J. 1843, note; 
Hendrickson v. International Harvester Company, 100 Vt. 161, 185 
A. 702, or “exclusive agency,” 2 C. J. 421, note; Country Home 
Light § Power Company v. J. J. Fitzgerald Company, 219 Ky. 313, 
292 S. W. 838; Peters Branch of International Shoe Company v. 
Jones, 247 Ky. 198, 56 S. W. (2d) 994. Whatever the relationship 
may be called, there was a substantial property right annexed to the 
sale and purchase which was protected by the courts and for the 
violation of which relief might have been obtained against the one 
causing a breach of the contract. Annotations, 45 A. L. R. 1200; 
23 R. C. L. 1199; Sedgwick on Damages, § 688. In Peck-William- 
son Heating §& Ventilating Company v. Miller § Harris, 118 S. W. 
376, this court sustained a judgment for damages for breach of 
contract, very similar in its terms to that of the parties in this suit, 
covering the sale of ‘‘Favorite” furnaces to local dealers by a Cin- 
cinnati manufacturer, which it breached by establishing another 
agency or selling to another dealer in the city. Country Home Light 
§ Power Company v. J. J. Fitzgerald Company, supra. See, also, 
Peters Branch of International Shoe Company v. Jones, supra, and 
cases cited. There was therefore, as stated, more than the mere 
sale of merchandise. There was a contractual relation. Perhaps 
were the situation as appellant contends, the same decision would 
be required, but we may confine ourselves to the facts of the case in 
hand. 

The conclusion is inevitable that there was never any abandon- 
ment of the trade-mark by Kruse & Dewenter in the territory. That 
a trade-mark may be abandoned or lost by nonuse and the right to 
the same be acquired by another through appropriation cannot be 


questioned. Allen §& Wheeler Company v. Hanover Star Milling 
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Company, 240 U. S. 4038, 36 S. Ct. 357, 60 L. Ed. 713 [6 T.-M. Rep. 
149] ; Hopkins, on Trade-marks, etc., p. 70; 68 C. J. 528. Abandon- 
ment is a matter of action coupled with intention, showing a de- 
termination not to enjoy the right any longer. 63 C. J. 523; Saz- 
lehner v. Eisner §& Mendelson Company, 179 U.S. 19, 21 S. Ct. 7, 
45 L. Ed. 60. 

That there was no abandonment by Kruse & Dewenter of its 
trade-mark is demonstrated fully by its course of action and the rela- 
tion of the parties. Its acquiescence in the use by its dealer was by 
contract, which was in no wise inconsistent with its proprietorship. 
In so far as the trade-mark is concerned, year by year, successively, 
that company as owner merely granted the appellant the exclusive 
license to use the brand on and as an incident to the furnaces it 
made and sold in connection with the dealer’s own name for the 
mutual advantage of the parties. In fact, it put Stratton & Ter- 
stegge’s name plate on them in substitution of its own. But title to 
the trade-mark did not pass. 63 C.J. 521. It is not to be overlooked 
that the manufacturer had much to do with the establishment of the 
good-will, not only through the quality of its product, but by con- 
tributing materially to the cost of advertisement. It is written in 
63 C. J. 525: 


Permitting a limited use by others is not an abandonment. Use by 
licensees works no abandonment. Permission to use a figure which con- 
stitutes a part of a trade-mark, conditioned against its use in such a manner 
as to constitute an infringement, is not an abandonment. Permission to one 
who is merely a dealer to place his name on articles bearing the trade-mark 
of the manufacturer does not indicate an abandonment of the trade-mark by 
the manufacturer, particularly if the permission was in accordance with the 
custom of the trade. So a manufacturer who has adopted a name and label 
under which he sells his goods does not abandon the right thereto by printing 
the name of the dealer to whom the goods were sold on the label without the 
name of the manufacturer. 


When a trade-mark accompanies an article sold or authorized to 
be sold by another, there can be no separation without deception of 
the public. The right to its use as licensee expires when the con- 
tract covering its use terminates. The consent is withdrawn, and the 
proprietor is entitled to have his trade-mark back unimpaired. 
Nims, § 22; 68 C. J. 521; 26 R. C. L. 869; Nelson v. J. H. Winchell 
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§ Co., 208 Mass. 75, 89 N. E. 180, 23 L. R. A. (N. S.) 1150; Hoff- 
man v. B. Kuppenheimer & Co. (C. C.) 188 F. 597; A. I. M. Per- 
colating Corporation v. Ferrodine Chemical Corporation, 189 Va. 
366, 124 S. E. 442; Adam v. Folger (C. C. A.) 120 F. 260; McGraw 
Tire & Rubber Company v. Griffith (C. C.) 198 F. 566 [2 T.-M. 
Rep. 461]; Hicks v. Anchor Packing Company (C. C. A.) 16 F. (2d) 
728 [17 T.-M. Rep. 208]; Lawrence-Williams Company v. Société 
Enfants Gombault et Cie (C. C. A.) 22 F. (2d) 512 [17 T.-M. Rep. 
503]; Morand Bros. v. Chippewa Springs Corporation (C. C. A.) 
2 F. (2d) 287 [15 T.-M. Rep. 303]; Vermont Maple Syrup Com- 
pany v. Johnson Maple Syrup Company (D. C.) 272 F. 478 [11 
T.-M. Rep. 257]. 

As stated in Shaver v. Heller §& Merz Company (C. C. A.) 108 
F. 821, 824, 65 L. R. A. 878: 


One does not lose the good-will of his trade in an article of his manu- 
facture by placing upon it the names of his customers who are engaged in 
selling it, nor by the fact that the consumers know only the name and 
excellence of the article, and neither know nor care who makes it. 

Appellee places much reliance on George B. Graff Co. v. H. C. 
Cook Co., 55 App. D. C. 186, 2 F. (2d) 988, but we think the rela- 
tion of the parties and facts make the case distinguishable. Of 
closer application is Vermont Maple Syrup Company v. Johnson 
Maple Syrup Company, supra, which denied a licensee the right to 
the continued use of a word as a trade-mark. We may appropriately 
conclude the opinion by adopting the language of the court in United 
States Ozone Company v. United States Ozone Company of America 
(C. C. A.) supra. The claims of appellant to the ownership of and 
right to use the trade-mark are not convincing. Such claims as it had 


originated in the sales agency contracts wherein it was given exclu- 
sive sales rights, and, solely for the purpose of the contract, was 
permitted to use the trade-mark in advertising and selling the prod- 
ucts manufactured by its owner. Nothing appears in the contract 
or elsewhere which indicates any intention of the parties, respec- 
tively, to give up or to take over the trade-mark “Monarch,” except 
for the limited purposes of their contract. When that contract came 
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to an end, appellant’s rights to any use of the mark likewise came to 
an end. 

While the basis of the chancellor’s decision was somewhat dif- 
ferent, his conclusion was the same. Accordingly, the judgment is 


affirmed. 


Katz v. Kapper, ET AL. 
(44 P. [2d] 1060) 
California District Court of Appeals, Second District 
May 15, 1935 


Unram CompeTirIOnN—WHuHEN ACTIONABLE. 

Business competition carried to the extent of ruining a rival is not 
ordinarily actionable so long as the methods employed do not involve 
wrongful conduct such as fraud, misrepresentation, intimidation, coer- 
cion, obstruction or molestation of the rival or his servants or workmen, 
or the procurement of violation of contract. 

Unram CompeTirion—THREATENING PLarntirr’s CusToMER. 

When defendant, a firm engaged in the wholesale fish business, 
threatened to drive out of business the customers of plaintiff, engaged 
in the same business, and sold fish at prices lower than either plaintiff or 
defendant could purchase it, held that the resulting injury was damnum 
absque injuria and not actionable as unfair competition. 

In equity. Action for alleged unfair competition. From a deci- 


sion dismissing the complaint, plaintiff appeals. Affirmed. 


E. A. Kline, of Los Angeles, Calif., for appellant. 
Hugh M. Foster, of Los Angeles, Calif., for respondents. 


Sunn, J., pro tem: This is an appeal by plaintiff from a judg- 
ment in favor of defendants after an order sustaining a demurrer 
to the complaint. 

Plaintiff and defendants were rival wholesale fish dealers in the 
City of Los Angeles. The defendants Kapper, Isenberg, Baker, and 
Simon comprised a single firm doing business under the name of 
“Central Market.” The action is for damages alleged to have been 
sustained to plaintiff’s business by reason of the acts of defendants, 
and for exemplary damages. The complaint alleges that plaintiff 
had a well-established wholesale fish business, the good-will of which 
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was valuable; that with the sole intention “to put the plaintiff out 
of business, ruin him, deprive him of his customers and custom, and 
to take away from him all of his business and trade, together with 
the good-will, without any benefit to themselves,” the defendants 
maliciously called meetings of the customers of plaintiff, threatened 
them that they would be driven out of business and ruined if they 
continued to purchase fish from plaintiff, but promised that if they 
purchased fish from defendants, they would be given substantial 
reductions in price, so that they could successfully compete with 
plaintiff and drive him out of business; that if said customers con- 
tinued to buy from plaintiff, the defendants would open a retail store 
and would sell fish to the customers of plaintiff's customers at such 
low prices that plaintiff's customers would be driven out of business. 
It was further alleged that the defendants did open such a store, 
did widely advertise and sell fish at lower prices than either plaintiff 
or defendants could purchase the same, and at a loss to the defend- 
ants; that all of said acts were done for the purpose of driving 
plaintiff out of business; and that as a result thereof ‘“‘a considerable 
number of said retailers and peddlers and customers ceased from 
doing business with plaintiff and made their purchases from these 
defendants to plaintiff’s damages,” etc. 

To this complaint, defendants interposed a general and special 
demurrer, which was sustained by the court, and plaintiff declining to 
amend, judgment of dismissal was entered. The general demurrer 
presents the questions whether the purposes of the defendants were 
unlawful, and, if lawful, whether they were sought to be accom- 
plished by unlawful means. 

In deciding whether the conduct of defendants alleged in the 
complaint is actionable, it is necessary to apply certain well-settled 
rules relating to competition in business. These may be generally 
stated as follows: 


Competition in business, though carried to the extent of ruining a rival, 
is not ordinarily actionable, but every trader if left to conduct his business 
in his own way, so long as the methods he employs do not involve wrongful 
conduct, such as fraud, misrepresentation, intimidation, coercion, obstruc- 
tion, or molestation of the rival or his servants of workmen, or the procure- 
ment of the violation of contractual relations. If disturbance or loss comes 
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as the result of competition, or the exercise of like rights by others, as 
where a merchant undersells or oversells his neighbor, it is damnum absque 
injuria. 15 R. C. L., p. 73, and cases cited. 

It has long been a rule of the common law that a man has the right to 
start a store, and to sell at such reduced prices that he is able in a short 
time to drive the other storekeepers in his vicinity out of business, when, 
having possession of the trade, he finds himself soon able to recover the loss 
sustained while ruining the others. Id., 79. 

Any injury to a lawful business, whether the result of a conspiracy or 
not, is prima facie actionable, but may be defended upon the ground that it 
was merely the result of a lawful effort of the defendants to promote their 
own welfare. To defeat this plea of justification the plaintiff may offer 
evidence that the acts of the defendants were inspired by express malice, and 
were done for the purpose of injuring plaintiff, and not to benefit themselves. 
Parkinson Co. v. Building Trades Council, 154 Cal. 581, at page 603, 98 P. 
1027, 1036, 21 L. R. A. (N. S.) 550, 16 Ann. Cas. 1165. 


These principles are stated and many supporting authorities are 
cited in West Virginia Transportation Co. v. Standard Oil Co., 50 
W. Va. 611, 40 S. E. 591, 56 L. R. A. 804, 88 Am. St. Rep. 895, and 
Passaic Print Works v. Ely & Walker Dry-Goods Co., 105 F. 163, 
44 C. C. A. 426, 62 L. R. A. 673. 

There are cases relied upon by appellant, of which Dunshee v. 
Standard Oil Co., 152 Iowa, 618, 182 N. W. 871, 86 L. R. A. (N.S.) 


263, is a leading one, in which interference with business is held 
actionable. In that case, the defendant pursued a policy of selling 
gasoline and oil to plaintiff's customers from tank wagons purchased 
and used solely for that purpose, initiating the practice for the pur- 
pose of driving the plaintiff out of business, and with the intention 
of discontinuing it when such purpose was accomplished. An action 
was held to lie because the object of the defendant was not to engage 
in real competition or to build up its own business but to ruin a busi- 
ness rival. The cases that follow this doctrine proceed on the theory 
that an act lawful in itself becomes unlawful if induced by a wrong 
motive. This principle is not generally recognized by English or 
American authorities. In California the Supreme Court in Boyson v. 
Thorn, 98 Cal. 578, 83 p. 492, 21 L. R. A. 288, adopted the rule that 
an act lawful in itself does not become unlawful because of a mali- 
cious or wrongful motive. People v. Schmitz, 7 Cal. App. 330, 94 
p. 407, 419, 15 L. R. A. (N. S.) 717, and Parkinson Co. v. Building 
Trades Council, supra, follow this principle. We may apply either 
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rule to the facts of the present case with the same result because they 
both recognize the principle that detriment to business which is 
incidental to lawful competition is damnum absque injuria. 

It very clearly appears from the allegations of the complaint that 
the primary purpose of the defendants was to acquire for themselves 
the business of plaintiff’s customers, and that the detriment which 
would result to plaintiff's business from the accomplishment of de- 
fendants’ purpose was incidental thereto. This view must be taken 
of the complaint, notwithstanding the allegation that the sole purpose 
was to drive plaintiff out of business. The defendants are not 
charged with making any effort to deprive plaintiff of his trade 
except by transferring the same to themselves. This is essentially 
business competition. The defendants did or threatened to do noth- 
ing other than to gain a business advantage proportionate to the 
losses sutained by plaintiff, and by the accomplishment of that end 
their purposes would have been satisfied. It cannot be said that the 
methods used by the defendants were unlawful. They threatened 
plaintiff’s customers with the ruination of their businesses if they 
continued to trade with plaintiff, but a threat is not unlawful if it 
is to do a lawful thing. 

In Union Labor Hospital v. Vance Lumber Co., 158 Cal. 551, 
112 p. 886, 88 L. R. A. (N. S.) 1084, the trial court had found that 
the defendants had entered into certain contracts detrimental to 
plaintiff’s business solely for the purpose and with the intent to sub- 
serve their own interests. The Supreme Court said (158 Cal. 551, 
p. 554, 112 p. 886, 887, 88 L. R. A. [N. S.] 1084): 


But if this were not so, and their purpose were to injure the business of 
plaintiff, nevertheless, unless they adopted illegal means to that end, their 
conduct did not render them amenable to the law, for an evil motive which 


may inspire the doing of an act not unlawful will not of itself make the act 
unlawful. 


The threats alleged in general terms are identified and particu- 
larized by the allegations that the defendants threatened to and did 
undersell the plaintiff and his customers at retail prices less than the 
wholesale prices at which the commodities could be purchased. These 
must be taken as the only acts of coercion either threatened or done, 
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since no others are alleged. They were not unlawful nor were they 
committed in an unlawful manner. They related solely to the aims 
of the defendants to engage in business competition with plaintiff for 
the resulting business advantage to themselves. The fact that the 
methods used were ruthless, or unfair, in a moral sense, does not 
stamp them as illegal. It has never been regarded as the duty or 
province of the courts to regulate practices in the business world 
beyond the point of applying legal or equitable remedies in cases 
involving acts of oppression or deceit which are unlawful. Any ex- 
tension of this jurisdiction must come through legislative action. In 
this case no questions of statutory law are involved. The alleged 
acts of defendants do not fall within the category of business 
methods recognized as unlawful, and hence they are not actionable. 
The demurrer to the complaint was properly spstained. 
The judgment is affirmed. 


We concur: Conrey, P. J.; Yorn, J. 


DeEcIsIONS OF THE COMMISSIONER OF PaTENTS 
Conflicting Marks 


Spencer, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for soles, heels, and taps of shoes, a mark con- 
sisting of a red oval having embossed thereon the word “Genuine,” 
which has been disclaimed, and the word ‘“‘Panco,” in view of the 
prior adoption and use by opposer of a trade-mark for boots, shoes, 
and overshoes, consisting of a red disk. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto confusingly 
similar. 

With reference to the argument that the goods are of different 
descriptive properties because they are sold through different chan- 
nels, namely, shoe stores, general stores, department stores, etc. for 
opposer’s goods, and jobbers and cobbler shops for applicant’s 
goods, the First Assistant Commissioner said: 
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Certainly this one point of distinction would in no wise militate against 
the holding that the goods are of the same descriptive properties. An 
ordinary purchaser, familiar with the opposer’s goods, and having some 
repair work to be done on worn shoes would not be aware that the goods 
of the respective parties were sold through different channels and that the 
repair man in question handled merely the applicant’s goods and not the 
opposer’s. On the contrary, if the marks are confusingly similar the cus- 
tomer, seeing the applicant’s goods on display, would at once be led to 
believe that they were the goods of the opposer. 


With reference to the marks, after noting the evidence that the 
red oval was adopted by applicant because of some confusion which 
had arisen between applicant’s goods and the goods of parties not 


involved in this proceeding and that after the red oval was adopted 
that confusion ceased, he said: 


That this early confusion, which must of course be distinguished from the 
confusion that exists in the case at bar, was eliminated when the applicant 
adopted the red oval is not surprising, for it is my belief that the purchas- 
ing public is more likely to remember symbols than names, and if a mark 
comprises a striking color or a distinctive shape with a name applied 
thereon, the public, rather than clutter its mind with the name, which it 
would probably forget before making another purchase, will consciously 
or unconsciously seize upon the color or configuration and later, when again 
buying, will establish a dim connection between the color or shape dis- 
played and the recollection of having seen it before. Another name for 
this mental reaction is “good-will,” and it is that which makes trade-marks 
so important in cases in which the manufacturer does not have a place of 
business but sells through retail stores. 


Then, after stating that the argument based upon the different 
sizes of the red disk and the oval was not convincing, he said: 


In my opinion the marks are confusingly similar and the goods are of 
the same descriptive properties. Under the law there is nothing that can 
be done but to refuse registration to the applicant.1 


Spencer, F. A.C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for thread, a mark comprising concentric circles 
enclosing a dark background upon which is superimposed a crescent, 
in view of the prior adoption and use by opposer of a similar mark 
in which a star appears upon a dark background. 

With respect to the likelihood of confusion, the First Assistant 
Commissioner said: 


1 Mishawaka Rubber and Woolen Mfg. Co. v. Panco Rubber Co., Opp’n 
No. 12,777, 159 M. D. 422, June 8, 1935. 
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It will, therefore, be seen that except for the substitution of a crescent 
for a star the marks of the parties are identical. In my opinion this substi- 
tution does not by any means avoid the likelihood of confusion and I am, 
therefore, compelled to hold that the opposition must be sustained and the 
decision of the Examiner of Trade-Mark Interferences be affirmed.” 


Spencer, F. A.C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for vegetable shortening, the term “Snosweet” 
in view of the prior adoption and use by opposer of the word “Snow- 
drift” for use on the same goods. 


The ground of the decision is that the goods are the same and 
the marks confusingly similar. 


With reference to the argument that the opposer had not estab- 
lished ownership of its mark, the First Assistant Commissioner said: 


Upon three different and distinct occasions, all under oath, employees 
of the opposer company alleged ownership of the mark “Snowdrift” by the 
opposer. The first instance occurs in the Notice of Opposition wherein one 
Jordan, vice-president of the opposer company, alleged ownership not only 
of the notation “Snowdrift” but also of certain registrations in which that 
name appears. Later the applicant filed a motion for a Bill of Particulars 
specifying thirty-seven points of inquiry. Each of these was answered by 
the opposer company without objection, one Asbury, vice-president of the 
opposer company, having made answer under oath. Here again ownership 
of the marks by the opposer was clearly alleged under oath. The third and 
last instance referred to occurred when the opposer took testimony. 


He then referred to the fact that the opposer is a subsidiary of 
Wesson Oil and Snowdrift Company, is a manufacturing concern 
having several plants, and that the goods are sold through another 
subsidiary organization, the name of the latter appearing on the 
containers which bear the trade-mark which opposer is asserting, 
and said: 

All of these facts appear to be clearly and fairly brought out by the 


record and in the absence of any contradictory testimony coming from 
the applicant I am bound to accept them as proved. 


With reference to the marks, he said: 


In passing upon this question it is necessary to regard the marks in their 
entireties, and when so regarded I am of the conviction that they are suf- 
ficiently similar that the ordinary purchaser would not be able to dis- 
criminate between them, but would be confused in making a selection. In 
this connection, it may be stated that similarities in the beginnings of marks 


? The American Thread Co. v. Threads, Inc., Opp’n No. 13,055, 159 M. D. 
424, June 14, 1935. 
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are more important than similarities in the endings, for the reason that the 
eye of the casual purchaser rarely traverses the entire length of the mark. 
Both from the standpoint of meaning and sound, as well as appearance, the 
marks here involved are similar.’ 


Goods of Different Descriptive Properties 


Spencer, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for lawn grass seed, the notation ‘Better Homes,” 
notwithstanding the prior adoption and extensive use by opposer of 
the term “Better Homes and Gardens” as a trade-mark for a 
magazine. 

In his decision he noted that the record showed that the magazine 
issues in which appear articles on the care and treatment of lawns, 
and also referred to evidence as showing that one party had bought 
grass seed bearing the mark in question thinking it was of high 
quality because of that name and had so notified the Meredith Pub- 
lishing Company. 

He then discussed at some length the statement of the Court of 
Customs and Patent Appeals in several decisions that, if the goods 
of different parties are so similar that the use of the same trade-mark 
thereon would cause confusion, they must be regarded as goods of 
the same descriptive properties, and said: 


However, referring to the line of cases of which the Cheek-Neal decision 
is an illustration it would seem that in order for an opposition to be sus- 
tained under the Act that it is necessary, first, that the marks be confusingly 
similar, and, second, that the goods possess the same descriptive properties. 
These two clauses of the Statute must be taken in the conjunctive sense and 
not in the disjunctive, and if the notations are confusingly similar and the 
goods are not of the same descriptive properties I do not believe the Statute 
contemplates sustaining the opposition. Conversely, if the goods possess 
the same descriptive properties, but the notations are not confusingly 
similar, relief is not intended to be forthcoming. 


He further said: 


On the other hand, confusion can exist, as indeed it does in the case at 
bar, between goods that are entirely different where the notation is the same 
and is distinctive. For example, if collar buttons were put out under such 
names as “Vaseline” or “Coca Cola” someone would be led to believe that 
the proprietors of those well-known marks stood behind the new product. 
To repeat, therefore, it is deemed possible to have confusion where only one 


3 The Southern Cotton Oil Co. v. General Vegetable Oil Co., Inc., Opp’n 
No. 13,006, 159 M. D. 426, June 14, 1935. 
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of the two necessary elements is present, but I do not believe this is such 
confusion as was contemplated by the framers of the Act and I further am 
of the opinion that in order for an opposition to be sustained both similarity 
in goods and similarity in notations are essential. 

Applying the foregoing observations to the case at bar, I am compelled 
to hold, in accordance with the Cheek-Neal line of cases, that the goods are 
not of the same descriptive properties; that the opposition must accordingly 
be dismissed; and that the decision of the Examiner of Trade-Mark Inter- 
ferences must be affirmed. 


He also stated that he was of the opinion that the mark was not 
descriptive and that it does not fall within the ruling in cases such 
as In re The Excelsior Shoe Company, 196 O. G. 805; 40 App. D. C. 
480; 1918 C. D. 465 [8 T.-M. Rep. 554]; and Barrett v. The Irish 
Industrial Development Association, 197 O. G., 1294; 41 App. 
D. C. 244; 1918 C. D. 470 [4 T.-M. Rep. 31].* 

Spencer, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for depilatories, the word “Voo,” notwithstanding 
the prior use by opposer of the word “Dew” as a trade-mark for 
deodorants. 

With reference to the goods, the First Assistant Commissioner 
said: 

That the goods are specifically different cannot properly be contradicted. 
They are sold, it is true, over the same counters and to the same class of pur- 
chasers, and they are both, it is assumed, cosmetics. Being capable of a 
general definition it is not at all unlikely that a purchaser of the appellant’s 
product seeing displayed the product of the appellee might naturally be led 
to believe that they both came from the same source of manufacture. It 
may, therefore, be said that generally speaking the goods are of the same 
descriptive properties and that if the same notation were applied to both, 
the opposition would be sustained. 

With reference to the marks, after stating that “Dew” is a com- 
mon English noun, while “Voo’ is an entirely arbitrary, meaningless, 
appellation and that there is a pronounced difference in sound 
when the words are spoken, he said: 


It has frequently and repeatedly been held that in examining trade-marks 
to determine whether they are confusingly similar three aspects are of im- 
portance: first, meaning; second, appearance; and third, sound. In the case 
at bar there is no similarity of meaning, the notations are different in ap- 
pearance, and only in a limited sense is there any similarity in sound. It 


* Meredith Publishing Co. v. O. M. Scott & Sons Co., Opp’n No. 13,000, 
159 M. D. 480, June 14, 1935. 
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must accordingly be held that the points of difference considerably outweigh 
the sole point of similarity and that the marks are, therefore, not confus- 
ingly similar. This conclusion does not overlook, but, on the contrary, takes 
fully into account, the specific differences between the goods.® 


Opposition—Failure to Sign Oath 


Frazer, A. C.: Held that the notice of opposition filed by The 
Noxzema Chemical Company was not fatally defective because its 
president, George A. Bunting, who had signed a notice, had not 
signed the affidavit thereto. 

He pointed out in his decision that a later affidavit had been filed 
by Bunting to the effect that the notice of opposition was signed and 
sworn to by him on the date given before the Notary Public who 
signed the certificate, but through inadvertence he had not signed 
the oath. 

In support of his conclusion that the notice of opposition was not 
fatally defective, the Assistant Commissioner cited 49 C. J. 583 and 
People v. Campbell, 88 Hun (N. Y.) 544, and Alford v. McCormac, 
90 N. C. 151, and said: 


It is to be noted that the trade-mark statute contains no requirement 
with respect to the signature to a notice of opposition, but merely that it 
be verified. Under the foregoing authorities I am therefore clearly of the 
opinion that the verification here involved is legally sufficient, particularly 
in view of the supplemental showing made by opposer in connection with 
its petition for reconsideration before the Examiner of Trade-Mark Inter- 
ferences.® 


Prints—Registrability 


Spencer, F. A. C.: Held that registration of a print could 
not be refused merely because the print contains what appears to 
be a reproduction of a photograph of two men and the consent of 
those individuals is not presented. 

In his decision, after referring to the decision of Ex parte John 
Dewar & Sons, 98 O. G. 1037, in which it was held that the name 
“King Edward VII,” conspicuously placed on the label for whis- 


5 Marion Lambert, Inc. v. Edward J. O’Connor, Opp’n No. 13,118, 159 
M. D. 428, June 14, 1935. 

6 The Noxzema Chemical Co. v. Southern Drug Co., Inc., Opp’n No. 14,359, 
159 M. D. 420, June 5, 1935. 
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key, should not be registered, and stating that he did not question 
that the doctrine of the Commissioner in the Dewar case was 
properly applied, the First Assistant Commissioner said: 

.... I do not think it necessarily follows that all prints and labels 
disclosing names or portraits must likewise be denied registration. At 
common law the right of privacy did not extend to one’s portrait, nor did 
equity afford protection against the unauthorized use of a photograph un- 
less such use amounted to actionable libel. 

Then, after referring to the statutes in some states prohibiting 
use in advertising of the picture of any living person without his 
consent, he said: 

In those states the individuals pictured in applicant’s print could 
doubtless enjoin its publication. That, however, is a matter which concerns 
only these individuals and applicant, and does not of itself affect regis- 
trability of the print. It may well be that prints and labels disclosing 
the names or portraits of prominent persons should be denied registration 
on the broad ground of public policy; but in my opinion that principle 


cannot properly be extended to include the names and portraits of un- 
identified individuals. 


With reference to the Examiner’s suggestion that the statutory 
prohibition against the registration of the portrait of a living per- 


son as a trade-mark should, by analogy, be applied also to prints 
and labels, he said: 


I cannot adopt this suggestion. The task of copyrighting writings has 
been divided between the Copyright Division of the Library of Congress 
and the Patent Office. Inquiry discloses that the Copyright Division is 
disposed to permit copyright of photographs without the consent of per- 
sons appearing in them. In the interests of uniformity the Patent Office 
must conform to established practice within the Copyright Division of 
the Library of Congress.? 


Surnames 


Spencer, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for whiskey, brandy, etc., the mark consisting 
of the notation “McCoy” in English block lettering. The opposer, 
William F. McCoy, alleged earlier use and cited a trade-mark regis- 
tration for a notation including the words “The Real McCoy.” 


* Ex parte A. C. Spark Plug Company, Ser. No. 64,234, 159 M. D. 395, 
April 4, 1935. 
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The ground of the decision is that the mark is a mere surname 
not written, printed, impressed or woven in some particular manner, 

In his decision the First Assistant Commissioner noted the 
argument that opposer had used the mark illegally since there is 
nothing in the record to show that opposer’s real name is McCoy or 
that, in fact, there is any such person in existence, and said: 


In view of the verified Notice of Opposition and the registration referred 
to I am of the conviction that a prima facie case of ownership and identity 
has been made out, and that in order for the applicant to establish the 
assertions which are now made it would have been incumbent upon the 
applicant to have taken testimony. 


With reference to the registrability of the mark, he said: 


In the case at bar the notation “McCoy” is clearly and beyond con- 
tradiction a common surname. I have been unable to find the word in a 
dictionary, but even though it may have some other meaning, thereby giving 
it a dual significance, that would not alter the fact that it is none the less a 
very common surname. It has previously been held that if a notation has 
two meanings, one of which is descriptive, or a surname, and the other of 


which is not descriptive, or is not a surname, registration must nevertheless 
be refused. 


8 William F. McCoy v. Califruit Wineries, Inc., Opp’n No. 13,336, 159 
M. D. 425, June 14, 1935. 
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ARMAND ComPAny, INc., ET AL. v. FEDERAL TrapE CoMMISssION 
United States Circuit Court of Appeals, Second Circuit 
July 1, 1935 


Unrain CoMPETITION—FEDERAL TrapE Commission Act—FinpiInc or Com- 
MISSION—ACCEPTANCE BY CouRT. 

In an appeal to the court in a case brought under the Federal Trade 
Commission Act, the court is not merely to weigh the evidence to see if 
it would reach the same conclusion as did the Commission. If the 
evidence supports the findings of the Commission as to the facts, they 
must be accepted by the court. 

Unrairn Competirion—Feperat Trape Commission Act—Price MaIntTeE- 
NANCE. 

Where a manufacturer tries to maintain the resale prices of his 
goods by restrictions marked on the goods or otherwise communicated 
to the retailer, a violation of these restrictions does not create a cause 
of action in favor of the manufacturer, either at common law or under 
the copyright or patent laws, and where resale prices are sought to be 
maintained by a system or policy of contracts, combinations, or co- 
operative efforts, such system or policy is illegal and in violation of the 
anti-trust laws. 

Unratir CompetTitTion—Feperat Trane Commission Act—MAaINTAINING 
Prices oN Goops By AGREEMENTS, ORAL AND WRITTEN. 

Where petitioner began in 1919 a policy of suggesting to dealers in 
its products the resale prices therefor, which policy, expressed both 
orally and in writing, it has since continued and carried out by giving 
wholesalers and retailers free goods as inducement, also by promising 
that the petitioner would thereafter sell its goods to such wholesalers 
and retailers while it refused to sell to others, held that the policy in 
question had a tendency to stifle competition and was unlawful. The 


“cease and desist” order of the Federal Trade Commission was, accord- 
ingly, affirmed. 


In equity. On petition to review a “cease and desist’ order of the 
Federal Trade Commission. Order affirmed. 


Charles Wesley Dunn, of New York City, for respondent. 
Robert E. Healey, General Counsel, of Washington, D. C., for 


Federal Trade Commission. 


Manton, C. J.: This petition seeks a review of an order of the 
Federal Trade Commission directing petitioners to cease and desist 
from (1) entering into or procuring, either directly or indirectly, 
from wholesale or retail dealers, contracts, agreements, understand- 
ings, promises or assurances that respondent’s products, or any of 
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them, are to be resold by such wholesale or retail dealers at prices 
specified or fixed by petitioner; (2) entering into or procuring 
either directly or indirectly from wholesale dealers contracts, under- 
standings, promises or assurances that petitioner’s products are not 
to be resold by such wholesalers to price-cutting retail dealers. 

The complaint was filed against the petitioner, an Iowa cor- 
poration, and others, June 27, 1925, charging the maintenance of 
resale prices for its products fixed at arbitrary levels through the 
medium of expressed or implied agreements. Sec. 5, Trade Com- 
mission Act, 38 Stat. 719. After extensive hearings and considera- 
tion, the order appealed from was entered, January 27, 1933, recit- 
ing a finding that the petitioner was engaged in interstate commerce 
and that its practices were to the prejudice and injury of wholesale 
and retail dealers and the public and are unfair methods of competi- 
tion in commerce. 

If the evidence supports the finding of the Commission as to 
the facts, they must be accepted by us. Fed. Trade Comm. v. Algoma 
Lumber Co., 291 U. S. 67, 73; Fed. Trade Comm. v. Balme, 23 
Fed. 2, 615 (C. C. A. 2); Harriet Hubbard Ayer, Inc. v. Fed. 
Trade Comm., 15 Fed. 2, 274. We are not merely to weigh the 
evidence to see if we would reach the same conclusion as did the 
Commission. Fed. Trade Comm. v. Pacific States Paper Trade 
Asso., 273 U. S. 52; Eastern States Retail Lumber Dealers’ Asso. 
v. United States, 234 U. S. 600. 

Petitioner’s business is manufacturing and selling toilet articles 
and cosmetics. It sells its products to wholesale and retail dealers 
throughout the United States and by the use of various means of 
advertising has built up a large and substantial demand for its 
products by the public. 

In November, 1919, petitioner adopted a plan or policy of 
suggesting to dealers who purchased its products, the resale prices 
therefor, and at that time made its first public announcement of its 
policy in writing, and caused such to be published and circulated 
among the wholesale and retail druggists of the United States. 
Since that time its policy has been expressed orally as well as in 
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writing through its representatives who communicated the condi- 
tions of its policy in regard to resale of its product by word of 
mouth. Petitioner’s policy, reduced to writing and circulated, has 
been unchanged since 1919, and states that the petitioner, in the 
interest of fairness and justice to all concerned, suggests fair resale 
prices for its products and declines to sell to dealers who effect any 
other unfair trade practices in the merchandising of its products. 
As an evidence of the petitioner's appreciation of a purchaser’s 
“continued and active interest’ in the merchandising of petitioner’s 
products, its policy was found declared to be to include certain free 
goods as a “generous dividend.” Another feature of petitioner’s 
merchandising policy was to have the resale of its products confined 
to the wholesale and retail drug trade, at least as far as such con- 
finement was possible. At all times the petitioner has made it at 
least an unwritten part of its merchandising policy to suggest to 
wholesale dealers that they do not sell petitioner’s products to de- 
partment stores. 

Beginning with the year 1920, petitioner requested all dealers 
who wished to buy its products—the request being made either 
directly or through petitioner’s salesmen—to make a written and 
signed “declaration of intention” as to the manner in which it was 
proposed to resell petitioner’s products, and all dealers received a 
model form of declaration of intention, which was required to be 
signed by the dealers and returned to the petitioner. This form 
stated that it was the purpose of the dealer who signed it to observe 
the fair resale prices suggested by the petitioner for its products, 
and that the declaration of intention was made freely and volun- 
tarily and was not to be understood as either an express or implied 
obligation or agreement on the part of the dealer. It was further 
declared that the intention to observe petitioner’s suggested resale 
prices was in recognition of petitioner’s right to refuse to sell to 
dealers who did not charge petitioner’s suggested retail prices. The 
declaration of intention was further stated to be that the dealer 
would sell petitioner’s products only within the dealer’s own store 
and that the dealer would not sell the products to any other dealer. 
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By a circular letter in 1920, petitioner’s salesmen were instructed 
that they might lawfully inquire, prior to sale, whether a dealer 
intended to resell at the prices suggested by the petitioner and that 
they might suggest to a dealer that he write a declaration of inten- 
tion to that effect according to the form sent. The salesmen were 
likewise directed not to make “any agreement with the dealers as 
to the resale prices.” 

Since the first publication in 1919 of its merchandising policy, 
the petitioner has from time to time republished it to the wholesale 
and retail dealers, informing them that the petitioner declined to 
sell its products to dealers who did not charge petitioner’s sug- 
gested retail prices. It has also been the practice of the petitioner 
to inform dealers that upon receipt of a satisfactory declaration of 
their intention as to the prices at which they would sell petitioner's 
products, petitioner would give “prompt and interested attention 
to their orders.”’ 

In 1922, the petitioner discontinued its practice of obtaining 
signed declarations of intention from its dealers, and in April, 1923, 
dealers were informed that declarations of intention signed by them 
would be considered null and void. But mere discontinuance of 
unfair competitive methods, however, is no defense. Fed. Trade 
Comm. v. Wallace, 75 Fed. 2, 733, 738; Butterick Co. v. Fed. Trade 
Comm., 4 Fed. 2, 910; For Film Corp. v. Fed. Trade Comm., 296 
Fed. 356 [14 T.-M. Rep. 295]; Guarantee Veterinary Co. v. Fed. 
Trade Comm., 285 Fed. 853 [12 T.-M. Rep. 448]. And the discon- 
tinuance of this practice did not bring about a discontinuance of its 
policy as to resale prices. The record is replete with evidence that, 
although declarations of intention were no longer obtained or re- 
quired, agreements or understandings were entered into between 
the petitioner and certain dealers whereby dealers, in consideration 
of the sale by petitioner of its products to said dealers, agreed to 
refuse to resell petitioner’s products to retail stores which did not, 
upon resale, charge the retail prices suggested by the petitioner. 
Secret instructions were given to salesmen to follow this plan as 
late as September, 1923. And as late as September, 1927, peti- 
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tioner’s president reiterated the same method. In 1923, the peti- 
tioner entered into an agreement with a drug company of Seattle, 
Wash., whereby the drug company agreed not to sell petitioner’s 
product to retail dealers who resold the products at a price less than 
that suggested by the petitioner. In pursuance of this agreement, 
and in cooperation with the petitioner, the drug company has kept 
a list of those retail dealers in its sales territory who are known to 
be price cutters, and it has consistently refused, since entering into 
that agreement, to sell petitioner’s products to such dealers because 
they were price cutters. In 1924, a similar agreement was entered 
into with a firm in Louisville, Ky. whereby the latter agreed to 
resell the petitioner’s products at the prices suggested by the peti- 
tioner in consideration of the fact that petitioner would thereafter 
sell its goods to the drug company. Other agreements were made by 
the petitioner with other firms throughout the country for the years 
after 1922, the details of which it is unnecessary to state here. 
Agreements with these firms, and others, indicated clearly a 
desire to have a tacit or oral agreement for the fixing of prices on 
resale or price maintenance. At petitioner's suggestion it caused 
those wholesale dealers, to whom it sold its products, to police their 
territory through their salesmen so as to discover what retail dealers 
were selling petitioner's products below the prices fixed by the 
petitioner, and thereby prevent any such retailers from obtaining 
goods from the petitioner. “Salesmen’’ were taught and trained in 
the petitioner’s merchandising policy, and their specific duty was 
to instruct dealers, both wholesale and retail, in that policy. Through 
salesmen and by circularized literature, the entire drug trade has 
been plainly informed by the petitioner that any dealer who failed 
to sell at petitioner’s suggested retail prices would be unable to 
obtain petitioner’s products in the future. Wholesale dealers were 
informed that they would be unable to purchase petitioner’s products 
if they resold them to any retail dealer who failed to resell at 
petitioner’s suggested prices. In many instances such price cutters 
were refused sales and were dropped from petitioner’s list of cus- 
tomers, but later reinstated upon satisfying the petitioner of their 
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willingness to comply with petitioner’s policy, and that thereafter 
they would maintain prices. 

It was found as a fact by the Commission that the chief objective 
of petitioner’s merchandising policy was the maintenance of the 
wholesale and retail prices suggested by the petitioner for its 
products, and that the direct effect of petitioner’s practices had been 
and now is to suppress competition among wholesalers and between 
retail dealers engaged in the distribution and sale of petitioner’s 
products. The further effect was the constraint imposed upon 
wholesale and retail dealers in selling petitioner’s products at prices 
fixed by the petitioner, and the preventing of sale by such dealers of 
petitioner’s products at prices which such dealers desired, thereby 
depriving the ultimate purchasers of petitioner’s products of that 
advantage of price which otherwise would be theirs in a natural 
and unobstructed flow of commerce under free competition. 

The Commission concluded that the petitioner’s practices were 
to the prejudice and injury of the public and constituted unfair 
methods of competition in commerce and a violation of Sec. 5 of 
the Trade Commission Act. The findings of the Commission are 
amply supported by the evidence. The evidence supports the finding 
that by agreements between petitioner and its dealers it maintained 
prices and prevented those who would not do so from securing peti- 
tioner’s products. 

Where a manufacturer tries to maintain the resale prices of his 
goods, by restrictions marked on the goods or otherwise communi- 
cated to the retailer, a violation of these restrictions does not create 
a cause of action in favor of the manufacturer, either at common law 
or under the copyright or patent laws, and where resale prices are 
sought to be maintained by a system or policy of contracts, combina- 
tions, or co-operative efforts, such system or policy is illegal and in 
violation of the anti-trust laws. Fed. Trade Comm. v. Beech-Nut 
Packing Co., 257 U. S. 441 [12 T.-M. Rep. 39]; Fed. Trade Comm. 
v. Gratz, 253 U. S. 421, 427 [10 T.-M. Rep. 295]; United States v. 
Colgate § Co., 250 U. S. 300 [9 T.-M. Rep. 229]; Dr. Miles 
Medical Co. v. John D. Park & Sons Co., 220 U. S. 373. Public 
interest may exist, although the practice deemed unfair does not 
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violate any private right. Fed. Trade Comm. v. Klesner, 280 U. S. 
19 [19 T.-M. Rep. 483]; Fed. Trade Comm. v. Beech-Nut Packing 
Co., supra; Fed. Trade Comm. v. Winsted Hosiery Co., 258 U. S. 
483 [11 T.-M. Rep. 277]. 

This petitioner dealt with 39,000 retail druggists out of a total 
of 56,000 and 247 wholesale druggists out of a total of 550. The 
wholesalers and retailers were in competition with each other in the 
sale of petitioner’s products. This is a kind of competition between 
wholesalers and retailers of a product of a single manufacturer 
which was intended by the decisions of the courts to be free and 
open. The policy in question had a tendency to stifle competition 
and was unlawful. 


Order affirmed. 


Tue Exvectric Auto-Lire Company v. P. & D. MAanuracturING 
Company, Inc., Peter PirratH AND BerRTHOLD DANZIGER 


United States Circuit Court of Appeals, Second Circuit 
July 8, 1935 


” 


Trape-Marks—“A” in Circte anp “P & L” ry Circte—Non-ConrtictinG 
Marks. 

A trade-mark consisting of the notation “P & L” enclosed in a 
circle, held not to be confusingly similar to a mark consisting of the 
letters “AL,” also enclosed in a circle. 

Unram Competition—“Avto-Lire”—Use or Mark on Repam Parts. 

Plaintiff manufactures electric ignition systems, including igniters, 
generators and equipment, all bearing the trade-mark “AL” enclosed 
in a circle. Defendant supplies all makes of ignition systems, and sells 
replacement parts for igniters, generators and motors, manufactured 
by others, including the plaintiff, and on the replacement parts adapted 
to fit plaintiff's products it uses the phrase, “To fit Auto-Lite.” Held 
that, inasmuch as there was no evidence of fraudulent conduct by 
defendant, nor of any purchaser having been deceived as to the origin 
of the respective products, there was no unfair competition, especially 
as the shape, color, form and appearance of plaintiff's replacement parts 
were functional. 

Unrarr Comperirion—Use or Name on Repam Propvwcts. 

It is not unfair to use the name of a well-known article on a repair 
part, if it is being used in a fair way and simply to indicate that the 
part is made to fit the article. 

Unram Competrrion—Coryine Funcrionat Features oF Goons. 
Where defendant copied the replacement parts put out by the 
plaintiff in every detail, but always marked such parts with its own 
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trade-mark, there was no unfair competition, inasmuch as every part 

copied by the defendant was functional and necessary to the practical 

operation of the parts. 

In equity. Appeal from the United States District Court, East- 
ern District of New York. Suit for unfair competition and for 
infringement of patents and trade-mark. Decree for defendants 
as to unfair competition. Plaintiff and defendants appeal. Decree 


modified. 


Braselton, Whitcomb & Davies, and Ward, Crosby & Neal 
(Edmund B. Whitcome, H. O. Ernsberger, Joshua Ward, and 
Carl F. Schaffer, of counsel), all of New York City, for 
plaintiff-appellant. 

Kenyon & Kenyon and Schechter, Lotsch & Sulzberger (Theo- 
dore S. Kenyon, John L. Lotsch and W.. Houston Kenyon, Jr., 
of counsel), all of New York City, for defendants. 


Before Manton, Swan and Avaustus N. Hanp, Circuit Judges. 


Manton, C. J.: The plaintiff and defendant both appeal from 
the decree entered below. Plaintiff appeals from so much as dis- 
missed the bill for non-infringement of five “Igniter Patents.” 
The court found each of these patents valid and owned by the plain- 
tiff. Plaintiff also appeals from that part of the decree dismissing 
the bill as to the Wollenweber patent, No. 1,669,888, for failure 
of proof of title; also from a dismissal of the bill in its entirety as 
against the individual defendants, and the refusal of an accounting. 
The defendant appeals from that part of the decree enjoining the 
corporate defendant from conduct held to have been unfair com- 
petition; holding it also for infringement of the “AL” trade-mark 
and enjoining the use of the mark it uses. The plaintiff has not 
appealed from that part of the decree holding that defendant did 
not infringe the registered trade-mark ‘“‘Auto-Lite.’”’ Defendant 
also appeals from that part of the decree dismissing without preju- 
dice, instead of upon the merits, the charges of infringement of the 
Wollenweber patent.’ 


1 Note.—The portion of the opinion relating to the patent infringement 
is here omitted.—Ep. 
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Plaintiff manufactures and supplies electric ignition systems 
used in automotive engines, and sells complete igniters, generators 
and incidental equipment of various requirements and specifications 
to its customers. In its business, it also sells repair and replace- 
ment parts to car owners through service stations and garages. The 
defendant and its predecessor have been in business since 1920, and 
have manufactured and sold to jobbers for distribution, through 
service stations and garages, to car owners a line of repair and re- 
placement parts. It supplies parts of all kinds and makes of 
ignition systems, new and old. Defendant’s business also consists, 
in part, of the sale of replacement parts for igniters, generators and 
motors manufactured by the plaintiff. It does not make or sell com- 
plete igniters, generators and motors nor the heavy and durable 
parts thereof. It sells replacements only for parts which wear out 
and which are detachable, and for which there has been a sub- 
stantial demand. 

The defendant has been enjoined from using the words “‘to fit 
Auto-Lite’” or any abbreviation thereof in connection with the sale 
or advertising for sale of electrical equipment or parts thereof, or 
from representing or stating that parts manufactured and offered 
for sale or sold by it, fit devices or apparatus supplied by the plain- 
tiff; from stating or representing that parts manufactured or offered 
for sale by defendant may be used for or are intended to replace 
plaintiff's parts; from advertising or in any way using plaintiff’s 
part numbers to identify parts manufactured and sold or offered 
for sale by the defendant; from using a circle around the letters 
P & D or any other mark deceptively similar to plaintiff's trade- 
mark “AL” in a circle; from selling parts for repair or replacement 
of corresponding parts in devices originally manufactured by plain- 
tiff except upon the express condition that a proposed substitution 
of such defendant’s part for such plaintiff’s part be made known to 
the ultimate purchaser or user. 

The corporate defendant had been preceded in business by the 
individual defendants Piffath and Danziger who later incorporated 
the business. They have trade-marked their merchandise “P & D.” 
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They maintain a factory and warehouses in the United States and 
Canada and publish a catalogue, distributing annually some 30,000 
copies. They advertise extensively in this way and also by means of 
billboards. Their cartons, packages and displays are distinctively 
marked with the “P & D” trade-mark, the corporate name and ad- 
dress, and its own code numbers of the repair parts therein contained. 
It distinguishes its various parts from each other by distinctive 
numbers as “AU-1” for a breaker arm. It uses the phrase “to fit 
Auto-Lite.” It has done so continuously since 1926 in its catalogues 
in selling the repair parts adapted for use in igniters of plaintiff's 
manufacture. The court below held there was no infringement of 
the registered trade-mark “Auto-Lite,”’ and the sole question here 
as to this is whether the use of the name is fraudulent or misleading 
as to origin. Defendant’s use of a circle around its “P & D” initials 
began a year before any use is shown by the plaintiff of a circle 
around its “AL” initials. There was no evidence of fraudulent or 
deceptive conduct by the defendant. On the contrary, it has con- 
ducted its business to the plaintiff's knowledge in the manner 
described for more than ten years. There was no evidence to show 
any purchaser has been deceived by the use of the circle around the 
initials “P & D,” either in direct dealings with the defendant, or in 
any purchase from a dealer or garage man; nor is there evidence to 
show that any particular feature of the shape, color, form or appear- 
ance of the plaintiff's parts is non-functional, or that any non- 
functional feature of appearance of plaintiff’s parts is relied upon 
by the public to distinguish their source or origin. Nor is it shown 
that any car owner or mechanic has been deceived or misled by the 
defendant’s use of the phrase “to fit Auto-Lite” or by its use of 
plaintiff's code numbers in parentheses after its own code numbers 
in the defendant’s catalogue. Indeed, no car owner or mechanic 
could reasonably be deceived as to the source or origin of the goods 
advertised in the catalogue. There was no evidence of palming off 
the defendant’s goods for those of the plaintiff in the sale of its 
products. There are no questions of trade-mark infringement here 
involved. The question is whether the defendant’s use, in its cata- 
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logues and other advertisements, of the phrase “to fit Auto-Lite” 
and the representation it implied throughout its catalogue that the 
parts so designated are of the correct size to replace plaintiff’s parts 
in plaintiff's igniter equipment, is unfair or deceptive. There is 
no deception or unfair competition in copying a part of an un- 
patented article and selling it as such. Columbia Art Works, Inc. v. 
Defiance Sales Corp., 45 Fed. 2d, 342 (C. C. A. 7) [21 T.-M. Rep. 
502]; Deering Harvester Co. v. Whitman § Barnes Mfg. Co., 91 
Fed. 376 (C. C. A. 6). It is not unfair to use the name of a well 
known article and so label a repair part if it be used in a fair way 
and simply to indicate that the part is made to fit the article. There- 
fore the use of the phrase “to fit Auto-Lite,” and reference to the 
plaintiff's corresponding numbers which describe the parts was 
permissible. Columbia Mill v. Alcorn, 150 U. S. 460; Bender v. 
Enterprize Mfg. Co., 156 Fed. 641 (C. C. A. 6); Stevens Linen 
Works v. Wm. & John Don & Co., 127 Fed. 950 (C. C. A. 2); 
Magee Furnace Co. v. LeBarron, 127 Mass. 115; Dennison Mfg. 
Co. v. Scharf Tag, Label & Box Co., 135 Fed. 625 (C. C. A. 6). 

If it be true, as asserted, that as soon as the plaintiff put a part 
on the market the defendant copied it in every detail and competed 
with the plaintiff in its sale, the defendant still would not be liable 
for unfair competition. It always marked the repair parts put out 
by it with its trade-mark. The evidence discloses that invariably 
every feature of the plaintiff's parts which are copied by the defend- 
ant is functional and necessary to the practical operation of the 
part. The parts are utilitarian in every detail and do not contain 
any ornamental features. Under these circumstances, it cannot be 
said that the defendant indulged in unfair competition by selling 
parts which look like those of the plaintiff's manufacture. No rule 
of law forbids a manufacturer from copying the features of the 
article which are essential to its use. Plaintiff has not shown that 
there is any feature of the part manufactured by it which is not 
necessary for the proper operation of such part. Therefore there 
was no unfair competition in manufacturing copies of such parts. 


A. C. Gilbert Co. v. Shemitz, 45 Fed. 2, 98 (C. C. A. 2) [20 T.-M. 
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Rep. 120]; Luminous Unit Co. v. R. Williamson & Co., 241 Fed. 265 
[7 T.-M. Rep. 432]; Marvel Co. v. Pearl, 133 Fed. 160 (C. C. A. 2). 
The wrong in unfair competition consists of the sale of goods of one 
manufacture as those of another, but where, as here, the defendant 
has conducted its business so as not to palm off its goods as those 
of the plaintiff, there is no unfair competition. Kremko Co. y. 
Rk. G. Miller Sons, Inc., 68 Fed. 2, 872 [24 T.-M. Rep. 135]; 
Ely Norris Safe Co. v. Nosler Safe Co., 62 Fed. 2, 524 (C. C. A. 2) 
[15 T.-M. Rep. 515]. The only similarity of the defendant’s trade- 
mark to that of the plaintiff is that a circle is drawn around the 
defendant’s ‘“P & D” initials, and a circle is drawn around plaintiff's 
“AL” initials. The defendant appears to have started first in using 
the circle. The plaintiff's trade-mark was registered in 1927; the 
defendant’s predecessor, the partnership, began the use of the circle 
in 1926. No evidence points to deception and it cannot be reasonably 
claimed. 

Since the decree was erroneous in holding the defendant for 
unfair competition, it was proper to exonerate the individual defend- 
ants who have been charged with acts of unfair competition as well 
as infringement of patent. 

The bill in its entirety should have been dismissed. 

Decree modified, with directions to dismiss the bill of complaint. 


Feperat Trape Commission v. Maiset Trapina Post, Inc. 
(77 F. [2d] 246) 


United States Circuit Court of Appeals, Tenth Circuit 
May 1, 1935 


Unrairn Comperirion—FeEperaAL Trape Commission Act—“INDIAN” AND 
“INDIAN MADE” ON JEWELRY. 

The use of the terms “Indian” and “Indian Made” on jewelry, ad- 
vertised for sale, constitutes an unfair method of competition if such 
jewelry is not manufactured in accordance with the generally understood 
meaning of the said terms. 

Unram Comperirion—FeperaL Trape Commission Act—Use or “Inptan” 
AND “INDIAN Mape” on JEWELRY LarGery Macnine Mape— 
EXPLANATORY STATEMENT REQUIRED. 

Inasmuch as the words “Indian” and “Indian Made” used on jewelry 
were shown to the purchasing public as jewelry made chiefly by Indian 
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hand labor, the respondent’s use of the words on jewelry that was largely 
machine made, although the machines were operated chiefly by Indians, 
held to be deceptive, and an order by the Commission to “cease and 
desist” from such use of the said names was affirmed, with modification. 
In equity. On application by the Federal Trade Commission 
for the enforcement of a “cease and desist” order. Order modified 


and affirmed. 


Eugene W. Burr (William T. Kelley, Chief Counsel and Mar- 
tin A. Morrison, Asst. Chief Counsel, for Federal Trade 
Commission, on the brief), all of Washington, D. C., for 
petitioner. 

John F. Simms (Donald M. Bushnell, on the brief), both of 
Albuquerque, N. M., for respondent. 

Harris K. Lyle, of Gallup, N. M., for Indian Traders’ Ass’n, 
amicus curiae. 

William C. Lewis, of Oklahoma City, Okla. (Harry W. Blair, 
Asst. Atty. Gen., and Charles E. Collett, both of Washing- 


ton, D. C., on the brief), as amici curiae. 


Before Lewis and McDermott, Circuit Judges, and Kennepy, 
District Judge. 


Kennepy, D. J.: This proceeding was instituted by the Federal 
Trade Commission under the Federal Trade Commission Act, as 
set out in 15 USCA § 45. The proceeding was originally com- 
menced by a complaint filed in May, 1982, in which the Commission 
charged in substance that the respondent while engaged in interstate 
commerce, by the use of misleading and deceptive terms in connec- 
tion with the sale of certain types of Indian jewelry, indulged in 
unfair methods of competition which were prejudicial and injurious 
to the public, involving practices which tended to divert trade from 
and otherwise prejudice and injure respondent’s competitors. The 
respondent joined issue by answer and a hearing was had before a 
trial examiner of the Commission resulting in findings adverse to the 
respondent and an order directing the respondent to desist from its 
unfair practices and directing it in connection with its advertise- 
ments, catalogues, labels, stamps, etc., to add certain descriptive 
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terms with reference to the jewelry advertised and handled for sale 
by the respondent. The respondent refused to comply with the 
terms of the order, and, in accordance with the statute above cited, 
the Commission before this court seeks a decree enforcing its order 
upon the respondent. 

In approaching a discussion of the matter at hand, we observe 
that the respondent at the outset has a very substantial burden to 
carry. This grows out of the very nature of the act itself, indicated 
in two particulars: (1) The Commission itself institutes the proceed- 
ing, and, as the complainant, becomes the prosecutor of the charges 
contained in the complaint before itself as the judicial determining 
body; and (2) the act provides that “the findings of the Commission 
as to facts, if supported by testimony, shall be conclusive.” How- 
ever, we take the act as we find it and as it has been construed by the 
highest court in attempting to solve the problems presented by the 
record. 

There are three elements to be considered in determining the 
validity of the Commission’s order. In Federal Trade Commission 
v. Royal Milling Co., 288 U. S. 212, at page 216, 53 S. Ct. 335, 
336, 77 L. Ed. 706, the rule is laid down definitely in the following 
language: ‘To sustain the orders of the commission, three requisites 
must exist: (1) That the methods used are unfair; (2) that they 
are methods of competition in interstate commerce; and (3) that a 
proceeding by the commission to prevent the use of the methods 
appears to be in the interest of the public.” 

The second element above mentioned, involving interstate com- 
merce, appears to be eliminated in the case at bar for the reason that 
the respondent admits that its trade is carried on in interstate com- 
merce. The other two elements remain for consideration, to wit: 
Whether the methods used are unfair, and, if so, whether the public 
has an interest in those methods. 

The first question revolves around the point of determining 
whether the terms “Indian” and ‘‘Indian-made”’ in connection with 
jewelry advertised and sold by the respondent implies a distinct 
meaning, and if this is determined in the affirmative, then as to 
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whether the general public is deceived or misled in the use of these 
terms. The terms “Indian” and “Indian-made” are words in com- 
mon use, and their significance in a restricted sense with the setting 
here furnished must result, if at all, from a secondary meaning 
which has become attached to them. 

The principle of attaching a secondary meaning to a common 
word or phrase is well established by the courts. Elgin Nat. Watch 
Co. v. Illinois Watch Case Co., 179 U. S. 665, 21 S. Ct. 270, 45 
L. Ed. 365; Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 
554, 28 S. Ct. 350, 52 L. Ed. 616; L. E. Waterman Co. v. Modern 
Pen Co., 235 U. S. 88, 35 S. Ct. 91, 59 L. Ed. 142 [5 T.-M. Rep. 1]; 
R. H. Macy & Co. v. Colorado Clothing Mfg. Co., 68 F. (2d) 690 
(C. C. A. 10 [24 T.-M. Rep. 43]). No doubt this doctrine in con- 
nection with trade-marks and trade-names has been somewhat ex- 
tended under the administration of the Federal Trade Commission 
Act (15 USCA § 41 et seq.). 

In examining the record upon this first point there appears to 
be substantial evidence to sustain the theory of the Commission, that 
the terms “Indian” and “‘Indian-made’”’ carry the significance in the 
public mind, when used in connection with jewelry, that such 
jewelry has been made by Indians by hand exclusively, or with the 
aid of primitive tools, as distinguished from its manufacture with the 
use of modern machinery which lessens the time of labor of the 
Indian in accomplishing his ultimate aim in turning out jewelry 
products. In scanning the record, it becomes apparent that the 
evidence, when considered broadly, is made up of the testimony of 
anthropologists and Indian traders, the latter of whom are asso- 
ciated together in a voluntary organization, for their own protec- 
tion with their pecuniary interests strongly manifested against the 
trade practices of the respondent. The scope of the testimony as to 
its source is therefore somewhat restricted, but otherwise there seems 
to be no impeachment of it. The use of the terms or either of them 
in connection with jewelry advertised for sale would constitute an 
unfair method of competition, if such jewelry were not manufactured 


in consonance with the generally understood meaning of the terms. 
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With the rule in mind that the evidence of the Commission as to facts, 
if supported by testimony, shall be conclusive, its findings upon this 
point manifestly cannot be disturbed. 

Upon the second point, as to whether or not the public generally 
has an interest in the purchase of Indian jewelry as to its method 
of manufacture, there is some conflict in the testimony. Witnesses 
for the Commission offered extended testimony toward proof of 
the theory that the constantly increasing tourist traffic is of a 
friendly and kindly disposition toward the Indian tribes of the 
Southwestern portion of the United States as well as having an in- 
terest in the traditions of their early and continuous practice in the 
art of making jewelry from silver. They further testified that this 
interest is based largely upon the desire to purchase jewelry made 
by the Indians with the same methods as used by their forefathers, 
and when it becomes known by the prospective purchaser that it is 
not manufactured with the use of primitive tools and methods, the 
purchaser loses interest and refuses to purchase. 

On the other hand, the respondent has submitted evidence tend- 
ing to show that the great rank and file of prospective purchasers 
of Indian jewelry are chiefly concerned in ascertaining the fact as 
to whether or not the article has been made by Indians, independent 
of what kind of tools or machinery may have been employed in the 
process of manufacture. In the mental processes of the ordinary 
individual, the use of machinery by the Indian to shorten his labor 
as being an element which enters into the salability of the article 
which he produces is somewhat hazy, and suggests an approach to 
the psychic. It would logically seem that the great body of pur- 
chasers would be concerned with the genuineness of the materials 
of which the article is manufactured, coupled with the fact that it 
is actually made by those belonging to the Indian tribes. Again, we 
are confronted with the somewhat anomalous situation of the gov- 
ernment establishing Indian schools so that its ward may perfect 
himself in the arts and sciences to more efficiently compete with his 
white brother through the use of modern methods and machinery; 


while the practical operation of the Commission’s order would seem 


FED. TRADE COMM. V. MAISEL TRADING POST 495 


to penalize the Indian silversmith in a sense, by compelling him to 
stick to the primitive, laborious, and time-consuming methods of his 
ancestors. Yet under the broad scope of the act making the findings 
of fact of the Commission conclusive, coupled with the extensive and 
substantial testimony that the general public, interested in the pur- 
chase of Indian-made articles, recognizes a difference in the desira- 
bility between those articles manufactured by primitive methods and 
those manufactured with the aid of modern machinery, it would be 
difficult, if not impossible, for a reviewing court to say that those 
findings are not sustained. 

It remains to consider the order of the Commission in the attempt 
to eliminate the unfair practices and methods in competition. This 
order in its entirety reads as follows: 


This proceeding having been considered by the Federal Trade Com- 
mission upon the pleadings, the evidence received, and the oral and written 
argument, and the Commission having made its findings as to the facts and 
the conclusion that respondent, Maisel Trading Post, Inc., has violated 
the provisions of an act of Congress, approved September 26, 1914, entitled 
“An Act to create a Federal Trade Commission, to define its powers and 
duties, and for other purposes.” 

It is now ordered that respondent, its agents, representatives, and em- 
ployees, shall cease and desist from designating, describing, or offering any 
of its silver jewelry products, made partly by machinery, for sale in inter- 
state commerce by label, stamp, catalogue, advertisement, or otherwise, as 
“Indian” or “Indian-made,” either with or without the addition of the word 
“jewelry” or the addition of a word or words for the class of article, as 
“bracelet,” “ring,” “concha belt,’ or the like, unless the label, stamp, 
catalogue, or advertising shall clearly and expressly state, in immediate 
context with the said descriptive terms in conspicuous lettering at least 
three-quarters as high and three-quarters as wide as the lettering of said 
descriptive terms, either that the jewelry so designated, described, or offered: 

(a) Has been rolled by machine, or 

(b) Has been pressed by machine, or 

(c) Has been partly ornamented by machine, or 

(d) That there has been used in its production a combination of rolling, 
pressing, and/or partial ornamentation by machine, as may have been respec- 
tively the method of the manufacture of respondent’s various products as 
designated, described, or offered for sale: Provided, however, That the use 
of hand tools or non-mechanical equipment of whatsoever kind in produc- 
tion, and further that the use of buffing wheels for the polishing of fully 
fashioned pieces of jewelry, shall not preclude the use by respondent of the 
terms “Indian” or “Indian-made” for any hand-made product, without the 
making of any explanatory statement. 

It is further ordered that respondent shall, within sixty (60) days 
after the service upon it of a copy of this order, file with the Commission 
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a report in writing, setting forth in detail the manner and form in which 
it has complied with and conformed to the order to cease and desist herein- 
above set forth. 

The record discloses that the Indian is not a producer of silver 
from its deposits in the earth, nor has he ever indulged in any refin- 
ing process. In his original operations as a silversmith, the elemen- 
tary basis of the manufactured article was the silver Mexican peso, 
which, after being softened by a heat process with the use of a 
primitive charcoal fire, was pounded into the required shape by the 
use of a hammer, likewise the product of the white man. Male and 
female dies or matrices of various types of the Indian’s own manu- 
facture were used in making the desired impressions. The article 
was usually manufactured in the Indian’s own hogan or home. The 
product was of an extraordinary solid, heavy type, which was used 
almost exclusively by the Indians themselves for personal adorn- 
ment. As the public began to take more interest in Indian jewelry, 
it was found that there was no great demand for this heavy type of 
jewelry, and in seeking to attract the commercial trade the process 
of making a much lighter article was developed. The plan of using 
the Mexican peso as the basic element was largely eliminated through 
the difficulty in securing this coin and its otherwise undesirability, 
and a plan was adopted of using refined silver in so-called “slugs” 
which were secured through various and sundry commercial white 
dealers. The slugs consisted of refined silver rolled by machinery 
at a factory to a thickness of one-eighth to one-quarter of an inch 
and then cut into one to two inch squares, which were likewise 
pounded into the desired shape. With the passing of the primitive 
charcoal method of heating came the modern blowtorch which was 
much: more effective and rapid in the annealing process, and the 
silver slug when annealed was then pounded into the thickness and 
shape desired. The primitive tools used by the Indian for adorning 
the article were again discarded in favor of the dies and matrices of 
any required design manufactured by the white man. The Indian 
bracelet and ring is usually adorned with the predominating choice 
Indian stone of the Southwest, the turquoise. The Indian has never 
mined this precious stone, and except in rare instances has he ever 
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prepared and polished it for use in connection with a bracelet or 
ring. The stone is purchased in quantities from dealers ready for 
attachment to the bracelet or ring. After the article was made into 
the desired shape the ornaments were attached, such filings were 
made as seemed necessary, and the finished article, after being 
oxidized, was first polished by hand, which operation was later 
superseded by the use of the more modern instrument of white-man 
manufacture, the buffing wheel. Such was the method in vogue 
for the manufacture of Indian jewelry up to the time when the 
machines of which the petitioner complains were brought into the 
picture. The respondent installed modern machinery for rolling 
silver to the desired thickness and cutting the sheets so rolled or 
those which were purchased from dealers, by stamping into desired 
forms. Dies of various kinds and types were likewise operated by 
machinery. The remaining process was the same as before. Re- 
spondent employed a substantial number of Indians in connection 
with the manufacturing plant in the rear of his retail establishment 
at Albuquerque. No attempt was made upon the part of the respond- 
ent to conceal the method by which the manufacture of the articles 
was taking place. Visitors and customers were permitted to go and 
were even conducted through the manufacturing plant. The only 
functions of the proprietor and his white employees with the system 
of manufacture were in keeping the Indians’ time and in giving them 
orders for an article in connection with a demand for the same, but 
allowing him to use his own fancy and ingenuity of design. By the 
use of machinery in rolling and stamping or pressing, the saving of 
time in the manufacture of one bracelet over the method of pounding 
the silver into the desired shape, is approximately one hour and 
thirty-five minutes. 

The complaint of the Commission, as demonstrated by its find- 
ings and order, is substantially confined to the elimination, except 
with notice to the public, of the pounding process for which the 
rolling and pressing machines have been substituted, together with 
the operation of the dies or matrices by machine. As a corollary to 
this proposition it must follow that the adjudged deceit of the 
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public is on account of the Indian not having spent the one hour and 
thirty-five minutes additional time in pounding the basic silver into 
the desired shape and thickness. It seems to be the theory of several 
of the witnesses testifying in behalf of the Commission, principally 
the anthropologists, that through the pounding process the Indian 
has put something of himself into the article which he manufactures, 
The testimony of no Indian supports this theory and it is a fair 
conjecture that, so far as the Indian is concerned, the shortest route 
to the desired remuneration is his chief objective. Nevertheless, the 
theory of the anthropologists must be sustained, if supported by sub- 
stantial evidence. 

It will be noted that the findings and order of the Commission 
attempt to straighten out the situation by requiring the display of 
Indian jewelry for sale by label, stamp, catalogue, advertisement, 
or otherwise, to specify that a machine has been used in rolling, 
pressing, or ornamenting the Indian-made article, but it is silent 
as to the use of rolled silver in the initial slugs and the modern 
blowtorch in the annealing process, and specifically permits the use 
of hand tools, however manufactured, as well as the buffing wheel. 
There appears to be nothing in the order which requires the 
representation that the manufacturing operation must be performed 
exclusively by Indians. 

We believe that the Commission has been arbitrary in selecting 
for partial consideration the methods of machine use entering into 
the manufacture of Indian-made jewelry, in that it specifically 
eliminates certain machines without notice given of their use, and 
exempts other equally modern machines in regard to which no notice 
is required. This is not in a true sense a safeguard to the purchas- 
ing public. If the public is entitled to be advised along the line of 
distinguishing articles made through primitive methods and those 
manufactured through more modern methods, the field should be 
covered thoroughly. While we believe in a technical sense that the 
evidence is sufficient to support and sustain the order of the Com- 
mission in its general purpose and intent, yet surely it should be 
modified in such a way as to show, through label, stamp, catalogue, 
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or advertisement, that the process of manufacture is performed by 
Indians and to specify the steps in which there is a use of modern 
machinery as distinguished from the primitive methods. This may 
be accomplished by extending the specifications which must be in- 
cluded in the catalogue, label, stamp, or advertisement, or such other 
device as may be used. By the order of the Commission, obviously 
a standard for the commercial handling of jewelry made by Indians 
of the Southwestern United States is set up. It must in the nature 
of things be a rule which binds not only the respondent, but other 
Indian traders and dealers, as well as the Indian himself, if he 
deals with the public. The plan to be proposed will operate with 
fairness and equality upon the Indian, the respondent, other traders, 
and the public, so that it may be known exactly what type of article, 
as to the process of manufacture, is being offered for sale. In this 
way those who desire to purchase Indian jewelry manufactured by 
primitive methods can be fully advised by the advertised inducement 
that perhaps the Indian silversmith has become modernized in his 
methods and may avoid his handiwork if it does not appeal to their 
esthetic tastes. 

The order of the Commission should accordingly be modified. 

Beginning with the second paragraph of the Commission’s order, 
it will be modified so as to read as follows: 


It is now ordered that respondent, its agents, representatives, and em- 
ployees, shall cease and desist from designating, describing, or offering any 
of its silver jewelry products, made partly by machinery, for sale in inter- 
state commerce by label, stamp, catalogue, advertisement, or otherwise, as 
“Indian” or “Indian-made,” either with or without the addition of the word 
“jewelry” or the addition of a word or words for the class of article, as 
“bracelet,” “ring,” “concha belt,” or the like, unless the label, stamp, 
catalogue, or advertising shall clearly and expressly state, in immediate 
context with the said descriptive terms in conspicuous lettering at least 
three-quarters as high and three-quarters as wide as the lettering of said 
descriptive terms, that the jewelry so designated, described or offered: 

(a) Has been made by Indians. 

(b) Has been manufactured from silver slugs made from machine- 
rolled silver. 

(c) Has been manufactured from machine-rolled sheet silver. 

(d) Has been ornamented with turquoise (or other stones) not made 
by Indians. 

(e) In the manufacture, a rolling machine has been used. 
(f) In the manufacture, a pressing machine has been used. 
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(g) In the manufacture, dies or matrices made by white men have been 
used. 

(h) In the manufacture, dies or matrices made by white men and 
propelled by machines have been used. 

(i) In the manufacture, a buffing wheel for polishing has been used. 

That only so many of the specifications above enumerated shall be set 
forth as to correctly state the process of manufacture of the article. 


A decree will issue in due course affirming the order of the Com- 
mission as so modified; each party to pay its own costs. 


Cuartes Hansen’s Lasoratory, INCORPORATED Vv. SAMUEL S. Kirk 
United States District Court, Eastern District of Pennsylvania 
July 8, 1935 


Trapve-Marxs—DescrirpriveE Worps—SeconpAryY MEANING. 

Right to a descriptive word may be acquired by anyone who has 
given said word a secondary meaning. Although his right is not an 
exclusive ownership or monopoly of the word, he can restrain others 
from using the word in any manner calculated to mislead the public 
as to the origin or ownership of the goods. But he cannot restrain them 
from using the word in connection with goods to which it properly 
applies and which it honestly describes in a manner that does not copy 
or colorably imitate his use. 

Trape-Marks—INFRINGEMENT—“JUNKET” ON Dessert Propvcts. 

Plaintiff in 1887 began to use the word “Junket” as a trade-mark 
for a powder used in making desserts, which mark it registered under 
the Acts of 1881 and 1905, and has since widely advertised and used 
in connection with its said product. Held, that, inasmuch as the word 
“Junket,” prior to plaintiff’s first use thereof, was a common descriptive 
word indicating, among other things, drinks made of cream and rennet, 
also cheese cake and milk curds, plaintiff could not claim an exclusive 
right to its use sufficient to enjoin defendant’s use thereof to honestly 
describe his dessert powder, especially as defendant did not use the 
same with intent to deceive or palm off his goods as plaintiff’s. 


In equity. Action for alleged infringement of trade-mark. Bill 
dismissed. 


Busser & Harding, of Philadelphia, Pa., for plaintiff. 
White, Maris & Clapp, of Philadelphia, Pa., for defendant. 


Before W. R. Kirkpatrick, J.: 


Sur Pleadings and Proofs 


This is a suit in equity to restrain infringement of a registered 
trade-mark. The mark consists of the word “Junket,’ and the 
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plaintiff uses it in connection with the sale of tablets and powders, 
containing a preparation of rennet, for making the milk jelly dessert 
which is now almost universally known as junket. 

The plaintiff is the largest manufacturer of this product in the 
country. It does business under the name of “The Junket Folks” 
and has spent a great deal of money in advertising, in all of which 
the word “junket” has been stressed, and in which it is applied in- 
discriminately to the product which the plaintiff sells and to the 
dessert which the housewife makes by its use. Examples—“Junket 
makes Milk into Delicious Desserts”; “Junket is Milk—Plus”; 
“You'll love Junket—served ice cold for dessert.” Again, “Junket 
Powder makes milk into cool, creamy desserts,’ “Junket Tablets 
make milk into dainty desserts,’ “Chocolate Flavored Junket made 
with Junket Tablets.’’ It is most confusing, and it is impossible to 
say whether, in the plaintiff's vocabulary “junket” means the tablets 
and powders which the plaintiff sells or the enzyme which they con- 
tain or the dessert which the cook makes. It looks very much as 
though the plaintiff, having registered its mark as applied to its 
tablets and powders “preparations for coagulating or curdling 
milk” is attempting to build up a complete monopoly of the word and 
to appropriate it to its exclusive private use. At any rate that would 
be the practical result if uses such as this defendant makes of it 
were to be restrained, as will be seen. 





The defendant makés and sells a liquid rennet preparation for 
the same purpose. He does not call his liquid, “junket,” but “Jul- 
licum,’” which word he has registered as his trade-mark. His 
packages and advertising, however, in substance carry the message 
that “jullicum” is for use in making “junket,” “junket desserts” 
and “jullicum junket.” 

At this point it may be said that the evidence is insufficient to 
sustain the charge that the defendant is trying to palm off his 
product as that of the plaintiff and I find that he is not doing so. 
Nor does he print or display the word “junket” in the manner which 
would be a “copy or colorable imitation” of the plaintiff's mark. 
(See Thaddeus Davids Company v. Davids, 233 U. S. 461 [4 
T.-M. Rep. 175]. 
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This being so, it seems perfectly clear that the defendant does 
not infringe, unless the plaintiff ‘“‘owns” the word—has the sole right 
to use it in trade to the exclusion of all others. This was undoubtedly 
the basis of Judge Lacombe’s order in Hansen v. Siegel-Cooper 
Company, 106 Fed. 691, in which he expressly permitted the defend- 
ant in that case to sell ““Anker’s Capsules for Making Junket” and 
of Judge Knox’s recent order in the Jelwik case, also permitting 
“for making junket.” If, however, the plaintiff can sustain the 
broad trade-mark rights which form the real basis of this suit, then, 
I think, the defendant unquestionably infringes. 

This brings us immediately to the question of the scope of the 
plaintiff's rights, acquired by its registered trade-mark. It claims 
under two registrations, the first in 1897 under the Act of 1881, and 
the second in 1922 under the Act of 1905. The important question 
is whether the word “junket” was at the time of its adoption by the 
plaintiff a descriptive word. If it never was, the plaintiff has a 
technical trade-mark and would have the exclusive right to use it. 
If the word was descriptive and the plaintiff’s rights depend upon 
a secondary meaning, the registration might still be valid and the 
plaintiff would be entitled to a measure of protection, but not to the 
relief asked for against this defendant. 

As I understand the plaintiff’s position, it is this: It concedes 
that the word “junket” is a very old word in the English language, 
which, prior to the time when the plaintiff began to manufacture its 
tablets, had a number of different meanings. As applied to food 
products it meant, says the plaintiff, curds of milk from which the 
whey had been removed by straining, which curds were then mixed 
with clotted cream and sweetened. This, however, was never called 
“junket” simply, but always “Devonshire junket.” The word was 
also used of cheese cake and more generally of any delicate food. It 
also referred to a drink made of cream and rennet, or whey and 
rennet, flavored with wine. In addition, it referred to a party or 
pleasure trip (in America by politicians at public expense). It never 
meant the dessert which we now know as junket. The plaintiff's 


case is that it took this word of somewhat vague and varied meanings 
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and applied it to something new—the rennet ingredient which it 
manufactured and sold as “junket tablets’; that its advertisement 
and sale were so extensive that the word became definitely asso- 
ciated in the public mind, first with its special product and later 
by a natural process of transfer with the dessert which the product 
was designed to make, and that if the word is now in the dictionary 
as meaning a milk jelly dessert it is because the plaintiff put it 
there. Plaintiff contends that, if it is true that it used an English 
word in an arbitrary and non-descriptive sense, it is entitled to it 
as a trade-mark, and that it does not lose its rights merely because its 
own widespread sales and advertising have caused the word to be- 
come descriptive, not only of the ingredients sold by the plaintiff 
but of something which the ingredient is used to make. 

Assuming, without deciding, that the plaintiff’s position is sound 
in law, is its contention as to the facts supported by the evidence 
in this case? Was the word “junket” at the time the plaintiff began 
to apply it to its rennet preparation a descriptive word as denoting 
the dessert which it is used to make? Very likely it had never been 
applied to powders and tablets such as the plaintiff made, but that is 
unimportant. If ‘“junket’’ meant the dessert, the plaintiff could not 
appropriate the word for its exclusive use in connection with the 
necessary ingredients to make it, any more than it could invent some 
special kind of yeast cake, christen it “bread” and thereafter prevent 
others from making and selling the staff of life as bread. 

In view of the plaintiff’s position, the time element is important. 
The plaintiff’s first claimed use in America of the word as applied to 
its product goes back to 1878. Its first proved use was in 1887, and 
I think it is agreed that that would be about the period to which we 
must direct our inquiry as to whether the word was descriptive or 
not. Of course, uses after that time also have a bearing upon the 
question, because words do not acquire meanings overnight, and the 
whole history of this word must be considered together. 

I shall not attempt to detail all the evidence. The plaintiff 
examined four hundred and twelve cook books in the Library of 
Congress published prior to 1890, with the result that it found forty- 
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six recipes for the milk jelly dessert in question, only one of which 
used the word “‘junket’’ in connection with it and then as an alterna- 
tive name. “Mountain Custard—(junket).” Other names were 
Cold Custard, Rennet Custard, Mountain Custard, Curds and Cream, 
Slip, Curds and Whey, ete. The plaintiff’s affidavit upon this point 
does not indicate how often, if at all, the recipe for Devonshire 
junket was given. This is consistent with his position, because he 
has always contended that Devonshire junket is an entirely different 
thing. 

The defendant also made an exhaustive search and has unearthed 
Cooley’s Cyclopaedia of 1846 (Junket, Devonshire) ; Paul’s “Cook- 


ery from Experience,” of 1875 which, after giving the recipe, said, 
“This is only for cold custard or junket and cheese cakes,” Mrs. 
Rorer’s “Hot Weather Dishes,” of 1888; Thudichum’s “The Spirit 
of Cookery,” of 1895; the Druggists Circular of 1889, in all of 
which junket, as we know it, is described by that name, and other 
evidence, including the affidavit of Fairchild, a manufacturer of a 
similar preparation called Essence of Pepsine, who testified that his 
firm had used the word “junket” for about fifty years and that it 
was in common use for many years prior to 1887, and who produced 
several circulars advertising his product in the nineties and refer- 
ring to the dessert as junket. 

Just exactly how Devonshire junket was made is not easy to 
say, but I believe the recipe for it in Cooley’s Cyclopaedia in 1846 
would make the milk jelly dessert now known as junket or some- 
thing very close to it. At any rate, I do not think that there is 
ground for the total differentiation which the plaintiff makes be- 
tween Devonshire junket and ordinary junket, and prior use of the 
concededly descriptive term, “Devonshire junket,’ must be taken 
into account. 

The net result of all the above is the fact finding which I now 
make that the word “junket” was a descriptive word frequently, 
although by no means universally, applied to the dessert which it 
now designates. It had other meanings and the dessert had other 
names, but, nevertheless, “junket” did mean the dessert, and when 
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the plaintiff called its product “junket tablets,” it was not making 
an arbitrary or fanciful use of the word but adopting a name which 
was already quite sufficiently attached to the product to enable the 
public to know what was meant without any education upon that 
point. Probably what the plaintiff’s advertising has done is to 
give the meaning of the word an added impetus along a channel 
which was open and flowing at the time of the plaintiff's advent. 

The foregoing finding eliminates plaintiff's mark as a technical 
trade-mark. The secondary meaning phase remains to be con- 
sidered. Secondary meaning descriptive words may be registered 
and the registration will confer certain rights on the owner—not a 
monopoly or exclusive right, but broader than the mere right to 
proceed against a competitor on the basis of unfair competition. 
In Thaddeus Davids Company v. Davids Manufacturing Company, 
supra, the law was so clear and explicit as to leave little room for 
misunderstanding. That was a case of a personal name but the 
principles involved are the same. In Campana Corporation v. 
Nathan Glanzberg [25 T.-M. Rep. 507], filed April 8, 1935, recently 
decided by this Court, it was said, “There may be unwarranted use 
of this type of trade-mark or trade-name which does not involve any 
unfair competition, fraud on the public, or palming off which will be 
restrained because of the plaintiff’s superior right.’”’ Thus in the 
Davids case the defendant, whose name was the same as the plain- 
tiff’s, was not restrained from using his own name in any manner 
upon his goods, but from using it at the top of his labels in a manner 
which was a colorable imitation of the plaintiff’s use. Of course if 
the defendant had been named Smith or Jones he would have been 
restrained from using the name Davids at all, simply because of the 
plaintiff's rights acquired by its trade-mark registration without the 
necessity of showing any unfair competition or palming off. 

It must be admitted that it is much easier to apply these princi- 
ples to place and personal names than to descriptive words. It may 
be true that the word “junket” has become largely associated in the 
public mind with something made by the use of the plaintiff’s tablets, 
but this defendant is making something which is actually and 
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honestly junket. As to such a situation the Supreme Court in the 
Davids case said: 


In the case, therefore of marks consisting of names or terms having a 
double significance, and being susceptible of legitimate uses with respect 
to their primary sense, the reproduction, copy or imitation which con- 
stitutes infringement must be such as is calculated to mislead the public 
with respect to the origin or ownership of the goods and thus to invade 
the right of the registrant to the use of the name or term as a designation 
of his merchandise. This we conceive to be the meaning of the statute. 

In other words, the plaintiff may acquire a right in a descriptive 
word if he has given that word a secondary meaning. His right is 
not the exclusive ownership or monopoly of the word. He can 
restrain others from using the word in any manner calculated to 
mislead the public with regard to the origin or ownership of the 
goods. But he cannot restrain others from using the word in con- 
nection with goods to which it properly applies and which it honestly 
describes, in a manner which involves no “copy or colorable imita- 
tion” of the plaintiff's use. There may still be confusion. The 
plaintiff may still lose sales to persons who think they are buying 
his goods, in the same manner (though perhaps in greater degree) 
as in case of a personal or place name. That, however, is a draw- 
back which must be considered when a dealer starts out to give a 
secondary meaning to an ordinary descriptive word. The broader 
the connotation of the word which he has thus attempted to ap- 
propriate, the narrower will be his rights against infringers. The 
field of fancy and imagination in the selection of arbitrary trade- 
marks is so wide that there is little hardship in holding that every 
intendment of policy ought to be against the appropriation of words 
of common everyday usage. 

In the light of these principles it is clear that it is unnecessary 
to decide whether or not the plaintiff’s registration is valid, that is, 
whether or not the word has acquired a secondary meaning. It may 
be assumed without deciding that it has; but the defendant is selling 
an essential ingredient of an article of food which is properly de- 
scribed as junket, and he has the right to say so, provided he does 
so in a manner not intended to deceive or palm off. As has been 
stated, the evidence falls far short of showing fraudulent intention 
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or acts. His package is entirely different from the plaintiff's. He 
has chosen an entirely different name for the product which he sells. 
He does not unduly stress the word “junket.”’ I, therefore, find as 
a fact that the defendant’s use of the word “junket” is not such as 
is calculated to mislead the public with respect to the origin or 
ownership of the goods. 

The conclusion of law follows that the plaintiff has failed to 
show that the defendant has invaded its rights and the bill must be 
dismissed with costs. 


CaMPANA CoRPORATION V. GLANZBERG, ET AL. 
(10 F. S. 876) 


United States District Court, Eastern District of Pennsylvania 
April 8, 1935 


TrapE-MarKs—REGISTRATION—TEN-YEAR CxLAuseE—Act or 1905—EFFEcT. 

Although the registration of a trade-mark under the ten-year clause 
of the Act of 1905 removes the obstacles which had theretofore existed 
in the case of geographical names, nevertheless, marks of that class did 
not by registration acquire the status of a technical trade-mark and carry 
with them full and exclusive rights. They still depend for their validity 
and scope upon the doctrine of secondary meaning. 

Trape-Marks—“Campana’s Iranian Batm”—Vauinrry. 

The registration of the words “Campana’s Italian Balm” as a trade- 
mark for toilet preparations under the ten-year clause of the Act of 
1905, held valid. 

Trape-Marks—“Campana’s Iranian Baim” Versus “Mapame Dvvav’s 
Iranian Batm”—Conrtictine Marks. 

After plaintiff had registered in November, 1927 the words “Italian 
Balm” as a trade-mark for toilet articles, claiming use since 1885, the 
subsequent adoption and use by defendants of the words “Madame 
Duval’s Italian Balm,” held infringement; and an injunction was issued. 


In equity. Action to restrain trade-mark infringement. Injunc- 
tion granted. 


Ward Ross and George I. Haight, both of Chicago, Ill., and 
Joseph S. Conwell, Jr. (of Pepper, Bodine, Stokes & Schoch), 
of Philadelphia, Pa., for plaintiff. 

I’. Fred Woodley, of Bangor, Pa., and Zachary T. Wobensmith, 
2d, and James C. Wobensmith, both of Philadelphia, Pa., for 

defendants. 
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Kirkpatrick, D. J.: This is a suit in equity to restrain trade- 
mark infringement. 

The trade-mark claimed was registered November 1, 1927, and 
consists of the words “Italian Balm.” The plaintiff’s second and 
third registrations are unimportant in this suit. The defendant 
originally used a label sufficiently like the plaintiff's to be objec- 
tionable as constituting unfair competition, but has discontinued it, 
and that phase of the case need not be considered. The defendant 
sells its product under the name of ““Madame Duval’s Italian Balm,” 
and there is no evidence, apart from the use of the words “Italian 
Balm,” that the defendant is now trying to sell its goods as the 
plaintiff's. 

At the hearing, the defendant offered no evidence, and the case 
therefore turns entirely upon the extent of the plaintiff's rights. 

Some time prior to the year 1885 a druggist in Toronto, Canada, 
began to manufacture and sell a hand lotion which he called Cam- 
pana’s Italian Balm. Some sales were made in the United States. 
The lotion continued to be sold under that name by him and his 
successors in a comparatively small way until 1926, when the plain- 
tiff acquired the formula and all rights to the trade-mark, trade- 
name, or good-will, and began to manufacture the product at Batavia, 
Ill., at which place the business has been carried on to the present 
time. 

The plaintiff has spent an enormous amount of money in adver- 
tising its product, and induced the public to buy in great quantities 
at high prices. The plaintiff’s advertising has been carried on 
through newspapers, magazines, and trade journals, displays by 
stores and distributors and radio programs. ‘The printed matter 
uses the name “Campana’s” in connection with the trade-mark. 
The radio program, which is probably the most important part, does 
so only in part. 

As a result of the plaintiff's advertising and sales, the, words 
“Italian Balm” have acquired a secondary meaning, and are now 
and have been for some time past widely associated in the mind of 
the public with the plaintiff’s product. 
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When the plaintiff registered its trade-mark in 1927, it had 
been in actual and exclusive use by the plaintiff’s predecessors for 
more than ten years preceding February 20, 1905. It was properly 
registered under the ten-year clause of the Trade-Mark Act of 1905, 
as amended, 15 USCA § 85, and is entitled to the protection of the 
act and, unless the mark is invalid because deceptive, the rights 
acquired by the plaintiff upon its registration are broad enough to 
support an injunction against the defendant in this case. 

In Thaddeus Davids Co. v. Davids Manufacturing Co., 233 
U. S. 461, 34 S. Ct. 648, 652, 58 L. Ed. 1046, Ann. Cas. 1915B, 
322 [4 T.-M. Rep. 175], the Supreme Court very fully and care- 
fully outlined exactly what rights the registrant of a trade-mark 
under the ten-year clause of the Act of 1905 acquires. That clause 
removed, in certain cases, the obstacle which had theretofore existed 
in the case of geographical names, but marks of that class did not by 
registration acquire the status of a technical trade-mark and carry 
full and exclusive rights with them. They still depended for their 
validity and scope upon the secondary meaning doctrine, although, 
in some particulars, these rights were somewhat broadened. Speak- 
ing of such marks, the court said: 


Their exclusive use as trade-marks for the stated period was deemed, in 
the judgment of Congress, a sufficient assurance that they had acquired a 
secondary meaning as the designation of the origin or ownership of the 
merchandise to which they were affixed. And it was manifestly in this 
limited character only that they received statutory recognition, and, on 
registration, became entitled to protection under the act. 

Amplifying, the court pointed out that geographical names 
though registered did not carry a monopoly or exclusive right. For 
example, they might be still used by persons whose goods actually 
were made at the place which was the origin of the name. So, in 
the present case, it seems clear that the plaintiff would not be en- 
titled to restrain the use of the word as applied to lotions manu- 
factured in Italy or, possibly, of Italian ingredients or by Italian 
methods. 

On the other hand, the court said: 


This is not to say that, in this view, the case becomes one simply of 
unfair competition .... for, ... . still the right to be protected against 
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an unwarranted use of the registered mark has been made a statutory right, 
and the courts of the United State have been vested with jurisdiction of 
suits for infringement, regardless of diversity of citizenship. 

In other words, there may be unwarranted uses of this type 
of trade-mark or trade-name which do not involve any unfair com- 
petition, fraud on the public, or palming off, which will be restrained 
simply because of the plaintiff's superior right. Such a use I con- 
ceive to be that made by the defendant in the instant case; that is, 
a use by a person whose product is in no way connected with the 
place which is the origin of the trade-mark. 

This conclusion does not appear to be in conflict with the 
opinion of the Circuit Court of Appeals for the Third Circuit in 
Apollo Brothers, Inc. v. Perkins, 207 F. 530 [3 T.-M. Rep. 439]. 
That case did not involve a registered mark under the ten-year 
clause, and the rights acquired by such registration were not con- 
sidered. All it holds is that, in an ordinary secondary meaning case, 
unfair competition must be shown. In the Davids Case there was 
little if any similarity in dress beyond the use of the name itself in 
the same position on the labels as the plaintiff's. This the court 
held “constituted a ‘colorable imitation’ within the meaning of the 
act.” At all events, the Davids Case was decided after the Apollo 
Brothers Case. Whether the Supreme Court would have held that, 
in order to restrain infringement of an unregistered geographical 
secondary meaning mark, unfair competition would have to be shown 
need not be considered. What the Supreme Court did hold was 
registration under the act gave that margin of protection. 

These principles would unquestionably entitle the plaintiff in 
this case to an injunction if its product were really “Italian,” in the 
sense of having been manufactured in Italy. I should think too that 
there would be no doubt about it if it were made of ingredients 
imported from Italy (Perkins v. Apollo Brothers, Inc., 197 F. 476 
[2 T.-M. Rep. 398], opinion of District Court. Reversed solely 
because no unfair competition was shown; or possibly if it were 
made by methods or processes known to be of Italian origin. The 
fact is, however, that the plaintiff's Italian Balm is not and never 
was made in Italy, and has nothing to do with that country in any 
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way. There is a vague suggestion based on hearsay that it was 
invented by an Italian doctor, but there is no competent evidence 
whatever upon this point one way or the other. The real point of 
the defendant’s case is that the word “Italian” is false and mislead- 
ing, and, therefore, in spite of its registration, invalid as a trade- 
mark, and not capable of creating any rights at all. 

A large number of decisions involving the use of geographical 
trade-marks for products which have no connection with the place 
of the name have been cited. Although at first these cases appear 
confusing, as a matter of fact, there is not much conflict. Many of 
them are clearly distinguishable from the situation presented here. 

On the one hand are a number of cases in which the use of the 
geographical term was accompanied by fraudulent advertising which 
said in so many words or by implication that the article was made 
at the place in question. Cases of this kind are Perry v. Truefit, 
6 Beav. 66 (medicated Mexican Balm) ; Connell v. Reed, 128 Mass. 
477, 35 Am. Rep. 397. These decisions have no application here, 
because there is nothing about the plaintiff’s advertising which is 
deliberately fraudulent or deceptive. The labels on the bottles show 
that the article is made in Illinois, and the package has “Made in 
America” at one end. Of course this does not affect the impression 
which may be gotten from the radio and other types of advertising 
which the plaintiff uses. 

On the other hand, there are cases, also beside the point, in which, 
by reason of the nature of the article or the use made of the name, 
no one could possibly get the impression that the goods were manu- 
factured at the place of the name. Such cases are the Vienna Bread 
Case (Fleischmann v. Schuckmann, 62 How. Prac. [N. Y.] 92) 
and the various cases involving names like New York Stores, Boston 
Stores, etc., in all of which the very nature of the thing made it 
clear that no one could be deceived, and there are others in which the 
label and advertising corrected any possible misconception. Phila- 
delphia Cream Cheese Case (Phenix Cheese Co. v. Kirp, 176 App. 
Div. 735,164 N. Y.S. 71). Still another example was the Cashmere 
Bouquet Soap Case (Colgate v. Adams [C. C.] 88 F. 899) in which 
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the court said that though the name was that of a place, it really 
carried no conception of place or geography. 

This mark certainly carries a conception of geography, and it 
cannot be said with assurance that people who hear of Italian Balm 
might not get the idea that it was made in Italy. It is, in the broad 
sense of the word, deceptive. 

But a geographical trade-mark may involve a degree of untruth 
and yet the deception involved may be perfectly innocent, harm- 
less, or negligible. This, I think, is the point involved in Scandinavia 
Belting Co. v. Asbestos §& Rubber Works (C. C. A.) 257 F. 937, 
959 [9 T.-M. Rep. 136]. In that case the court said: 


But if a trade-mark is to be invalidated for fraud because of mis- 
representation, the representation should have been made with a fraudulent 
intent or it should at least appear that some one has been defrauded or is 
likely to be defrauded. We fail to discover any evidence to that effect in 
this record. In adopting the word “Scandinavia” there was no ulterior 
purpose to be served and the parties were innocent of all wrongdoing. It 
does not appear that the original use of the term added anything whatever 
to the value of the belting sold under that mark. There is nothing in the 
record which shows that belting of any sort was even manufactured in any 
Scandinavian country, or of its having any reputation of particular ex- 
cellence. ... That he who comes into equity must come with clean hands, is, 
of course, true. But it is equally true that a court of chancery is open 
to redress the wrongs of any one who has not himself been guilty of willful 
misconduct in regard to the matter in litigation, and no willfull miscon- 
duct is shown on the part of the plaintiff's predecessors in title, or on the 
part of the plaintiff, in the original adoption or subsequent use of the 
trade-mark. 


Of the reasons which the court gives for the rule it seems to me 
that the objective one, that no one has been or is likely to be de- 
frauded, is the more logical, and the reason that the plaintiff's 
mind is free from an intention to do wrong is of less importance. 
However, they are both given. Other cases of the same general 
type are Julius Kayser & Co. v. Italian Silk Underwear Co., 160 
App. Div. 607, 146 N. Y. S. 22 [4 T.-M. Rep. 58], and A. Stein 
§& Co. v. Liberty Garter Manufacturing Co. (D. C.) 198 F. 959 
[2 T.-M. Rep. 494]. 

These cases are to be carefully distinguished from those in which 
the untruth involved in the use of a geographical name gives the 
plaintiff some advantage to which he is not entitled in fairness and 
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honesty. The leading decision of this kind is Manhattan Medicine 
Co. v. Wood, 108 U. S. 218, 2 S. Ct. 436, 27 L. Ed. 706. There 
the court found as a fact that the impression created that the medical 
compound in question was manufactured at a particular place and by 
a particular person whose manufacture there had acquired a great 
reputation was important in giving the article an appearance of 
peculiar merit and promoting its sales. The same thing was true 
in Federal Trade Commission v. Bradley (C. C. A.) 31 F. (2d) 569 
{19 T.-M. Rep. 219] (English Soap), in which the court said that 
many of the public “believe that toilet soaps manufactured in Eng- 
land are superior in quality and other desirable characteristics to 
bath soaps manufactured in the United States.” Another reason 
why the deception may be tainted with unfairness and fraud is that 
it may be designed to appeal to a particular part of the public, of 
foreign origin, who would be inclined to buy products coming from 
their own homes. Cases of this kind are De Nobili v. Scanda 
(D. C.) 198 F. 341 (Italian Cigars) [2 T.-M. Rep. 463]; Allan 
B. Wrisley Co. v. Iowa Soap Co. (C. C.) 104 F. 548 (Old Country 
Soap). 

The line is not easy to draw. On the whole, however, I have 
come to the conclusion that whatever misleading effect the words 
Italian Balm may have as to the origin of the product, there is no 
fraud committed on any one, there is no unfair advantage gained by 
reason of any peculiar quality which may be imputed to the articles, 
there is no intended special appeal to any particular class of buyers, 
and there is no deliberately fraudulent intent. In other words, I 
think this case comes fairly within the rule of the Scandinavia Case, 
supra, and that the trade-mark is valid. It may be that Federal 
Products Co. v. Lewis, 57 App. D. C. 338, 23 F. (2d) 759, lays down 
a different rule. In that case “Venetian” was held to have a peculiar 
value for a skin lotion, and to be fraudulently deceptive as applied 
to an American-made product. That was a fact finding, and I do 
not know just what evidence moved the court to make it. In this 
case there is nothing to show that an Italian-made lotion is generally 
supposed to have any special or superior quality or unusually desira- 
ble characteristics. 
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The trade-mark being registered and valid, the plaintiff's right 
to an injunction against this defendant follows, and a decree may be 
presented accordingly. 


Drackett Co. v. CHAMBERLAIN Co. 
(10 F. S. 851) 


United States District Court, Western District of Pennsylvania 


January 20, 1935 


TrapeE-Marks—ReEFvusaL To Recisrer—Svir 1n Equiry Unper Secrion 4915 
R. S.—ParrTIes. 

In a suit in equity under Section 4915 of Revised Statutes brought by 
plaintiff to review the action of the Commissioner of Patents in refusing 
to register plaintiff's trade-mark on the grounds of descriptiveness, 
held that relief must be refused, inasmuch as the Commissioner of 
Patents had not been made a party to the suit and there was no award 
of priority as to the marks in question. 

Trave-Marxs—Svir sy Brit 1x Eaurry—QJvrispicrion. 

In the case at issue, held that a Federal District Court was without 
jurisdiction, inasmuch as the Commissioner of Patents was not a party 
and was not a resident of the district. 

In equity. Bill to review the action of the Commissioner of 
Patents in refusing trade-mark applications of plaintiff. On motion 


to dismiss the bill. Motion granted. 


Murray & Zugelter, of Cincinnati, Ohio, and Green § McCallis- 
ter, of Pittsburgh, Pa., for plaintiff. 
Byrnes, Stebbins & Blenko, of Pittsburgh, Pa., for defendant. 


ScHoonmakeER, D. J.: This is a bill in equity filed by the 
Drackett Company against the Chamberlain Company under the 
provisions of section 4915 of Revised Statutes, as amended (title 
35, § 63, USCA), to review the action of the Commissioner of 
Patents in refusing trade-mark applications of the plaintiff upon the 
grounds that the marks sought to be registered were descriptive of 
the goods upon which the trade-marks were used, and hence not 
registrable. No award of priority as to the marks in question was 
made in the Patent Office, either to plaintiff or defendant. This 
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action by the Commissioner was taken after opposition proceedings 
were filed in the Patent Office by the defendant. 

Defendant has filed a motion to dismiss based on the allegation 
that this court is without jurisdiction of the cause under section 
4915 of Revised Statutes, as amended, because relief which the 
plaintiff is now seeking could be granted only in a suit against the 
Commissioner of Patents, who has not been joined, contending that 
the Commissioner is a necessary, if not a sole, party defendant in 
such a proceeding. 

We agree with the defendant that we are without jurisdiction 
in this case. It is only when there is an award of priority between 
two contesting applicants that this court could review the proceed- 
ings in the Patent Office under section 4915, in a suit by one appli- 
cant against the other. There was no such award in the instant case. 
The trade-marks sought to be registered were held to be non-regis- 
trable by the Commissioner of Patents, therefore deciding against 
the claims both of the plaintiff and the defendant. In such circum- 
stances, we hold that the Commissioner of Patents is a necessary 
party; the Commissioner not being a resident of this district, we 
are therefore without jurisdiction of the cause and must dismiss it. 

The precise question at issue was decided by the District Court 
of the Northern District of New York, Fessenden v. General Elec- 
tric Company, 10 F. Supp. 846, 6 Pat. Q. 1, holding that an unsuc- 
cessful applicant for a patent cannot bring suit in a court of equity 
under section 4915 against another who was granted a patent unless 
there was an interference proceeding in the Patent Office in which 
the defendant was awarded priority, and that in all other cases the 
remedy for wrongfully withholding a patent must run against the 
public’s representative, namely, the Commissioner of Patents. 
Applying that to the trade-mark case, we have here a case precisely 
analogous. Interference proceedings were filed by the defendant in 
this case, but no award of priority was made to the defendant by the 
Commissioner of Patents, and the registration of the trade-mark 


was refused solely because it was a non-registrable mark. 
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The plaintiff has called our attention to the Case of Loughran y, 
Quaker City Chocolate § Confectionery Co., 296 F. 822 [14 T.-M, 
Rep. 79], in our own circuit, contending that that case establishes 
the right of the plaintiff here to sue. There were cross-appeals 
where an actual trade-mark issued to one of the applicants, and the 
purpose of the action was the two-fold purpose of compelling the 
trade-mark registration of one plaintiff and the cancellation of the 
trade-mark allowed by the Commissioner of Patents. That case is 
not parallel with this one, because here the mark was not awarded 
to either of the parties, the plaintiff or the defendant. 

The motion to dismiss will be granted, and an order may be 
submitted accordingly. 


TanguEray Gorpon & Co., LimitTep v. GorpoNn 
(10 F. S. 852) 


United States District Court, District of New Jersey 
March 6, 1935 


Unram Competirion—“Gorpon”—Usr or SAME SURNAME AND MISLEADING 
LABEL. 

Where the plaintiff, a British corporation, had been since 1769 dis- 
tilling and selling gin under the name “Gordon,” which product the 
public had come to identify exclusively as of plaintiff's manufacture, the 
adoption and use by defendant, William Gordon, of the name “Gordon” 
as a trade-mark for distilled gin, held unfair competition, particularly 
as defendant used the device of the British coat-of-arms on his label. 

Unrain Competition—Use or MistEapiInc SuRNAME—INJUNCTION—ForM 
or DecrEE. 

In the case at issue, defendant was required to remove his name 
from the description of his product, but permitted to call his gin 
“Supreme Gin, Distilled by William Gordon.” 


In equity. Action for unfair competition in the use of a sur- 
name. Injunction granted. 


Lindabury, Depue & Faulks, of Newark, N. J., for plaintiff. 
Jeffery, Kimball § Eggleston, of New York City, for defendant. 


Crark, D. J.: This is another instance of that type of litigation 
which this court, mentally at least, always refers to as the “rose 
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cases.” In other words, we are called upon to answer Juliet’s im- 
mortal question. Beyond the confines of warranty lies a vast field 
of comparative merit. To make that comparison more intelligent 
and less odious requires more than personal trial and error. The 
prospective purchaser is entitled to a prospect and by the same token 
that prospect requires an accurate identification. It is on this theory 
that the law of trade-marks and trade-names and their abuse by 
infringements and unfair competition is based. 

Merchandise cannot be fingerprinted and must accordingly be 
tagged. “First come, first served,” must obviously govern the choice 
of tags. The courts might very well have simplified that choice by 
refusing to protect anything but arbitrary or fancy names. We 
say “simplified” because clearly such choice has only phonetic 
limits. However, the law has permitted and so protected the selec- 
tion of dictionary terms, whether they be of ordinary words, or 
geographic or proper names. Confusion and litigation have resulted. 
This is particularly so in the case of proper names because of, to 
mix a metaphor, some idea that an Englishman’s name is like his 
castle or to adopt an American equivalent, permits the invocation 
of the so useful due process clause. Philip Hilton v. Joseph Hilton, 
89 N. J. Eq. 182, 104 A. 375, L. R. A. 1918 F, 1174 (N. J. Ct. of 
Errors and Appeals 1918) [9 T.-M. Rep. 391]. 

The principal case presents the aforesaid confusion in, one might 
say, its lowest form. The plaintiff, a British corporation, distills 
and sells the original accompaniment of bitters. It has done so 
since 1769 and all that time has identified its product and its own 
care and skill by the use of the name Gordon. In saving “all that 
time,” we should, of course, exclude, for the United States, the “bath- 


, 


tub era.” Some ancestor of the defendant, how remote the record 
does not say, endowed the family with same label of personality, 
i.e.,Gordon. Whether by association of ideas or because of inherent 
talent, William of that name, the present defendant, turned his at- 
tention to the distillation and selling of gin. Simultaneously almost, 
the plaintiff company turned their attention to preventing the said 


distillation and selling and to that end enlisted the aid of this court. 
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So we find Mr. William Gordon on the receiving end of two 
injunctions. In the first suit, May, 1914, Tanqueray, Gordon § 
Co. v. Gordon Distilling § Distributing Co. (D. C.) 213 F. 510, 
512 [4 T.-M. Rep. 383], Judge Bradford expressed his conviction 
of “an unfair and fraudulent design on the part of the defendant to 
palm off its good as those of” its own corporation and by permanent 
injunction required the word Gordon to be accompanied by “words 
of the same style, size and color, clearly indicating that the gin 

. is not the gin manufactured by the complainant.” Five years 
later Judge Davis of this court signed a, this time, temporary injunc- 
tion commanding that the words “not connected with Gordon and 
Company dry gin of London” be prominently displayed on the label, 
etc. In both of these cases the nominal defendant was a solely 
owned corporation bearing the defendant’s name in its title. It is 
true that some of the cases seem to consider the offense greater where 
the corporate device is employed. This seems to us only another 
example of the Englishman’s castle theory, above adverted to. 

Prohibition brought about a cessation of the guerrilla warfare 
between the British lion and the local boy. Its repeal finds us con- 
cerned with another major engagement. This time the defendant 
has abandoned the corporate shield. 

We are frankly puzzled with the emphasis placed during the 
hearing upon the preliminary character of the relief sought. We 
are quite familiar with the reasoning underlying the cautious limita- 
tions upon the issuance of injunctions. All restrictions are dan- 
gerous. They may injure and they always annoy. Hence the need 
for certainty and for caution. That need only becomes apparent 
when the scope of the preliminary hearing does not permit of full 
proof and full consideration. In the case at bar what we think to be 
the determining factors were not in dispute and no amount of 
proof could alter them. In our opinion no amount of consideration 
should alter their legal consequences. Those determining factors 
seem to us the ancient usage and established reputation of the 
plaintiff’s trade-name, the history of previous litigation, the identity 
of names, the failure to comply with Judge Davis’ order of 
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“prominent display,” and the defendant’s use of the British coat- 
of-arms. 

It was our impression that counsel’s insistence upon the pre- 
liminary nature of the hearing was a studied attempt to give an 
appearance of haste to our judgment. We might only observe that 
English judges habitually and as a matter of course discuss much 
more difficult and intricate questions of law and fact in decisions 
rendered from the bench at the conclusion of. hearings. It might 
also be noticed that the defendant has obtained a supersedeas and 
thereby reduced his injury and annoyance to the vanishing point. 

In an interesting article of our law school days, a well-known 
patent lawyer discusses “Unfair Competition by the Deceptive 
Use of One’s Own Name”’ (12 H. L. Rev. p. 243). In its beginning 
we find these significant sentences: 


How far can the courts go in protecting the original maker against this 
deceptive and damaging competition without unduly trenching on the 
right of the second Bass to use his own name and to carry on any lawful 
business? The answer towards which the judges are steadily moving is 
that the new maker must so differentiate his goods from the original that 
they will not deceive, or, at least, must make reasonable efforts to diminish 
the deception which will naturally follow from the similarity of name. 

This judge is not only moving towards that answer, but has 
already arrived at it. He signed the decree in this case in com- 
pliance with such arrival. The “efforts to diminish the deception” 
ordained by that decree are, in our judgment, most reasonable. We 
required Mr. William Gordon to remove his name from the title 
and the description of his product. We permitted him to advise his 
customers of his care and skill by using that name to show origin. 
For instance, he can call his gin “Supreme Gin, Distilled by Wil- 
liam Gordon.” In so doing we have followed almost in haec verba 
the decree of a very great judge in a case involving almost identical 
facts. The late Justice Lurton, then sitting for the Circuit Court 
of Appeals, in Royal Baking Powder v. Royal (1903) 122 F. 337, 
at page 348, directed a decree similar to ours and concluded his 
opinion with the following language: 


We all agree with Judge Evans in refusing to restrain the defendant 
from in any way using his own name, but a majority think that the duty 
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of so using it as to carefully distinguish the business carried on by him, and 
the goods made by him, from the business done by the complainant and the 
goods made by them, demands that he shall present his own name in the 
least conspicuous manner possible consistent with the right to place his 
name and address upon the goods made by him. 

We are not going to burden this opinion with any extensive cita- 
tion of authority. Both sides are represented by unusually able 
and industrious counsel. We have no doubt that they will furnish 
the Court of Appeals with a multitude of cases. The United States 
cases are collected in Key 59 (4) and 70 (3) under Trade-Marks 
and Trade-Names and Unfair Competition in vol. 14 of the Federal 
Digest. From those sections, we culled fifteen cases where the 
issue was the use of one’s own name in unfair competition. Only 
the following seemed not to have been called to our attention by 
counsel. For that reason we append them: Williams Soap Co. v. 
J. B. Williams Soap Co. (C. C. A.) 193 F. 384; Garcia, et al. v. 
Garcia (D. C.) 197 F. 637; Stark v. Stark Bros. Nurseries § 
Orchards Co. (C. C. A.) 257 F. 9 [9 T.-M. Rep. 182]; Goldwyn 
Pictures Corp. v. Goldwyn (C. C. A.) 296 F. 391. Nims, the lead- 
ing authority on Unfair Competition and Trade-Marks, has an 
interesting chapter on “Family Names or Surnames in Trade” 
(chapter 6, 3d Ed.). 

In conclusion, we record our surprise at counsel’s apparent dis- 
taste for our suggestion from the bench that we intended to attempt 
“the introduction of a little ethics in American business.” We should 
have supposed that the business history of the past ten years made 
such an attempt rather appropriate. We do not feel that it is par- 
ticularly harsh to question the ethical perceptions of an individual 
who seems unconscious of the misleading impression created by the 
use of the British coat-of-arms on an American product. 
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Jenney Manuracturine Company v. Leaver Fitiine Stations 
CoRPORATION 


Massachusetts Supreme Judicial Court 


June 27, 1935 


Trape-MarKs—TirLE—MeErE Apvoprion Not ENOUGH. 

The mere origination or adoption of a trade-mark does not, without 
more, confer a right to prevent its use by others. There must be a use 
under such circumstances as to publicity and length of time as to show 
an intention to adopt the word or symbol as a trade-mark. 

TrapE-MarkS—SEcONDARY Meaninc—RiGurT To PRorecrIon. 

A word or device in common use which is not susceptible of being 
a technical trade-mark may, nevertheless, be used in such a manner as 
to confer on the user the right to be protected against a subsequent 
similar use by a competitor. 

Trape-Marks—Non-TeEcHNIcAL Marks—QvuantTuM oF USE. 

To make out a right predicated on the use of a word not subject 
to exclusive appropriation as a trade-mark, a more extensive use must 
be shown than in case of a word or design subject to exclusive appropria- 
tion. 

TrapE-Marks—INFRINGEMENT—“AERO” ON GasoLINE—Lack or ConTINUOUS 
Use as Mark. 

Where defendant and its predecessor, who was first to employ the 
word “Aero” in connection with his gasoline and oil business, first 
used such word as a trade-name for a high grade quality of gasoline, 
but upon learning in 1904 of the adoption by plaintiff of the word 
“Aero” as a trade-mark, failed to take action against such use, held 
that defendant had failed to show such a use as to constitute a property 
right therein. Plaintiff, on the other hand, held to have given the word 
“Aero” a secondary meaning as indicating to the public its gasoline 


exclusively. 

In equity. Action for alleged trade-mark infringement and 
counterclaim by defendant. From an interlocutory decree in the 
Superior Court, defendant appeals. Affirmed. 


C. J. Goldman, of Lynn, Mass., for defendant. 
F. L. Norton (M. Jenney, with him), both of Boston, Mass., for 
plaintiff. 


Present: Ruaa, C. J., Pierce, Donanve, Lummus, and Qua, JJ. 


Pierce, J.: This is a suit in equity brought by the plaintiff 
against the defendant to establish the plaintiff’s exclusive right 
to use the word “Aero” as a trade-name in the manufacture, sale and 
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distribution of gasoline, and to restrain the defendant from using 
that word. The defendant by counterclaim seeks to establish for 
itself an exclusive right to the use of said name and to restrain the 
plaintiff from using the same word. The defendant seeks a restrain- 
ing order and damages; the plaintiff seeks a restraining order only. 
The case was referred to a master who was directed to report his 
findings of fact upon all issues raised by the pleadings except the 
issue of damages. The master filed a report to which the defendant 
filed twelve objections and a motion to recommit. The judge ordered 
a recommittal to the master “without hearing further evidence, to 
append to his report a brief, accurate and fair summary of the 
evidence which relates to the findings appearing as being numbered 
three, four, seven and ten in the Defendant’s Objections to Master's 
Report.” The master made a “Report of Recommitment,” and an 
interlocutory decree was entered, wherein the defendant’s first, 
second and sixth objections to the master’s original report were 
sustained, the remaining objections were overruled, and the report 
as modified and the “Report of Commitment” were confirmed. The 
defendant appealed from the interlocutory decree. Thereafter the 
case was heard upon the master’s report as modified and his 
“Report of Re-commitment” and a final decree was entered dismiss- 
ing the defendant’s counterclaim, establishing the plaintiff's right 
to the trade-name “‘Aero” as prayed for, and perpetually enjoining 
the defendant from using the word “Aero” alone or in conjunction 
with other words in connection with gasoline, and from so using any 
other words or combination of words in imitation thereof through- 
out the States of Maine, New Hampshire, Massachusetts and Rhode 
Island. From this decree the defendant appealed. 

The pertinent facts of the master’s report and recommittal 
report are as follows: One Burwen began a gasoline and oil business 
in 1916, distributing the same at a filling station or stations. In 
1919 he entered into a copartnership with one Milhendler under the 
firm name Leader Oil Company. In 1924 the defendant corporation 
was organized, and it purchased all the assets of the partnership in- 
cluding its good-will. Burwen, the defendant’s predecessor, used 
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and was the first to use the word “Aero” as applied to gasoline, but 
did not use “Aero” exclusively or rely entirely upon the word 
“Aero” as being applied to the high grade gasoline he was market- 
ing, and he did not intend when he first began to use it, in 1921, to 
appropriate the name “Aero” or “Aero gasoline” as a trade-name. 
In November, 1921, the Leader Oil Company advertised the sale 
of one type of high-powered gasoline under three names—“Aero- 
plane gasoline,’ “Aviation gasoline” and “Aero gasoline.” Burwen 
and the defendant, after its incorporation in 1924, continued to 
sell the same type of gasoline under the three names until 1927, 
when the company abandoned the use of the two alternative names 
reserving that of “Aero” to apply to such gasoline as it offered the 
public. The plaintiff corporation is and has been a manufacturer, 
distributor and dealer in gasoline, motor oils, fuel oils and other 
petroleum products for more than thirty-five years, selling such 
products at wholesale and retail throughout eastern New England. 
In December, 1922, it adopted the word “Aero” in its sale of fuels 
for motor travel to designate a gasoline of superior quality and 
efficiency, and in the meantime by advertising and by other means 
of publicity has created ‘“‘a public demand for said ‘Aero’ through- 
out the states of Maine, New Hampshire, Massachusetts and Rhode 
Island as applied to gasoline and .... a large, profitable and 
progressive business in said gasoline under said name... . and 
the word ‘Aero’ as applied to gasoline became well known to con- 
sumers as a type of gasoline of premium quality .... identified with 
the general public and dealers in gasoline . . . . as applied to gaso- 
line and the Jenney Manufacturing Company.” The master states 
“that the earlier use of the word ‘aero’ by the defendant” or its 
predecessor, ‘‘with the limited extent and character of its use by the 
defendant, was not such as to require the inference that those words 
had acquired the secondary meaning claimed by the defendant,” 
and “T find it did not acquire such meaning.’’ On the other hand, 
the master found that the plaintiff in the latter part of 1922 “con- 
ceived and adopted the word ‘aero,’ as a trade-name to be applied 
to a type of gasoline, so treated, by a secret process of the plaintiff, 
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as to create a gasoline of high quality and efficiency to be used as a 
motor fuel for automobiles.”’ He found that the word was advertised 
extensively by means of signs placed at gasoline stations, lettering 
on pumps, circulars and later by newspaper and radio publicity; 
and that by reason of this campaign the general public in New Eng- 
land has come to associate the plaintiff’s gasoline with the word 
“Aero.” 

He found by inference, and the trial judge found that his con- 
clusions or inferences are not inconsistent with or unwarranted by 
his other findings, that the defendant knew of the plaintiff's use of 
the word “Aero” as early as 1924, and that the defendant made no 
protest to the plaintiff. He specifically found that the plaintiff 
was in ignorance of the use of the word “Aero” by the defendant 
until three or four weeks prior to the commencement of this suit. 

The controversy is whether the word “‘Aero” was used in such 
a manner by the defendant or its predecessor as to justify the 
defendant in its claim for protection against the use of the name 
by the plaintiff. If the name was so used, it is immaterial that the 
plaintiff has made a more extensive use of it over a wider territorial 
area than the defendant or used it in ignorance of the defendant’s 
right to use it. Regis v. H. A. Jaynes & Co., 185 Mass. 458, 462. 
The trial judge states that the parties at argument before him 
proceeded upon the theory, not that the word “Aero” in connection 
with the sale of gasoline by the plaintiff or defendant was subject 
to exclusive appropriation as a trade-mark, but rather that that word 
had acquired a secondary meaning in connection with the sale of 
gasoline, each party contending that the word designated a certain 
brand of gasoline sold by it. In view of the master’s finding to the 
effect that the word “Aero” in connection with other words is in 
common use, it would appear that the theory adopted by the parties 
at the argument before the trial judge and before this court is 
sound, and that the case should be considered on that: theory. 
Cohen v. Nagle, 190 Mass. 4, 8, 14. George G. Fox Co. v. Glynn, 
191 Mass. 344, 349. French Republic v. Saratoga Vichy Spring 
Co., 191 U. S. 427. 
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It is settled that a word or device in common use, which is not 
susceptible of being a technical trade-mark because generic or de- 
scriptive, may nevertheless be used in such a manner as to confer 
on the user the right to be protected against a subsequent similar 
use by a competitor in marketing a similar product. American 
Waltham Watch Co. v. United States Watch Co., 173 Mass. 85, 87. 
George G. Fox Co. v. Glynn, 191 Mass. 344, 349, 350. Grocers 
Supply Co. v. Dupuis, 219 Mass. 576, 578, 579 [10 T.-M. Rep. 40]. 
Rost v. Salerno, 271 Mass. 492, 494, 495. The defendant relies in 
large measure upon its priority in the use of the word as establish- 
ing its right in the matter. But the mere origination or adoption 
of a word or mark does not without more confer a right to prevent 
its use by others. Burt v. Tucker, 178 Mass. 493, 500. C. A. 
Briggs Co. v. National Wafer Co., 215 Mass. 100, 109 [3 T.-M. 
Rep. 323]. United Drug Co. v. Theodore Rectanus Co., 248 U. S. 
90,97. Levy v. Waitt, 61 Fed. Rep. 1008, 1011. Manitou Springs 
Mineral Water Co. v. Schueler, 239 Fed. Rep. 593, 602 [7 T.-M. 
Rep. 405]. In the case of a technical trade-mark there must be a 
use in such circumstances as to publicity and length of time as to 
show an intention to adopt the word or symbol as a trade-mark. 
Brower v. Boulton, 58 Fed. Rep. 888. Kohler Manuf. Co. v. Bee- 
shore, 59 Fed. Rep. 572, 576. Richter v. Reynolds, 59 Fed. Rep. 
577, 579. Levy v. Waitt, 61 Fed. Rep. 1008. In the case of a 
word not subject to exclusive appropriation there may be such a 
use in connection with a product as to attach to the word a secondary 
meaning, through association, as denoting the product of the user. 
Cohen v. Nagle, 190 Mass. 4, 9. George G. For Co. v. Glynn, 
supra. Giragosian v. Chutjian, 194 Mass. 504, 506. Manitou 
Springs Mineral Water Co. v. Schueler, supra. Chad: om Opera 
House Co. v. Loomer, 71 Neb. 785, 787. See Nims, Unfair Com- 
petition (3d ed.) Sections 36, 37. It is obvious that to make out a 
right or rights predicated on the use of a word not subject to ex- 
clusive appropriation as a trade-mark, a more extensive use must 
be shown than the use of a word or design which is subject to 
exclusive appropriation. See Barton v. Rex-Oil Co., 288 Fed. Rep. 
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878, 882, and 2 Fed. Rep. (2d) 402, 405 [18 T.-M. Rep. 267], | 
In the case at bar the master found as a fact and the trial judge | 
ruled that the defendant had not attached a proper secondary mean- 
ing to the word by its and its predecessor’s “‘vacillating”’ use of the 
word “Aero.” That the use of the word was a question of fact 
primarily, see Simoneau v. Landry, 242 Mass. 578, 580 [13 T.-M. 
Rep. 18]. The master’s finding that the plaintiff had attached a 
secondary meaning to the word “Aero” is amply justified. Nor does 


, 


the fact that the defendant had made a prior use of the word 
preclude such a result. Noera v. H. A. Williams Manuf. Co., 158 
Mass. 110, 111. C. A. Briggs Co. v. National Wafer Co., supra, 
We agree with the trial judge that the issue presented is one not 
merely of priority of use but rather of superiority of right to the 
protection of the court in the use of said word in the sale of gasoline. 
The defendant has not argued in its brief any point not covered by 
this opinion. It is unnecessary to consider the point argued by the 
plaintiff that the decree should not be modified so as to allow the 
defendant some use of the word “Aero.” 

Interlocutory decree affirmed. Final decree affirmed with costs. 


Tue Yate & Towne MANUFACTURING CoMPANY Vv. YALE’s Harp- 
WARE STORE, ET AL. 


Connecticut Supreme Court of Errors 


June 27, 1935 


Trape-Marks—SurNaMES—RiGHtT To Use—-ReEstricrions. 

Everyone has the absolute right to use his own name in his own 
business, even though he may thereby incidentally interfere with and 
injure the business of another having the same name. Nevertheless, he 
cannot resort to any artifice or do any act calculated to mislead the 
public as to the identity of the business firm or of the goods produced 


by them. 
Unrair CompeETITION—‘YALE” as Part or Bustness NAME—ABSENCE OF 
' 
ConFUSION. 


Defendant, Yale Rose and his brother, began in 1924 a retail 
hardware and housefurnishing business in the City of Hartford under 
the name “Yale’s Hardware Store.” Plaintiff had for many years 
engaged in the manufacture and sale of locks, hardware and similar 
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goods under the trade-mark “Yale,” said business having spread to all 
parts of the civilized world. Held that, inasmuch as no fraudulent 
intent on the part of defendant, nor any confusion between the respec- 
tive products, was shown, there was no unfair competition. The 
judgment of the lower court dismissing the complaint was, accordingly, 
affirmed. 


In equity. Action for injunction to restrain use of the name 
“Yale's Hardware Store” or any modification thereof containing 
the word “Yale’s” or “Yale,” brought to the Superior Court, Fair- 
field County. Judgment for defendants and plaintiff appeals. No 


error. 


Raymond E. Hackett and Lewis H. Porter, of New York City, 
for appellant. 
Josiah H. Peck, of Hartford, Conn., for appellee. 


Haines, J.: The plaintiff is a corporation under a special 
charter from the Legislature of this State. For more than seventy 
years it has developed a world-wide business in the manufacture 
and sale of locks, hardware and other fabricated articles, and many 
years ago adopted and has since continuously and universally used 
the word “Yale” as its trade-mark on its products, identifying such 
products and its business entirely by the word “Yale.” This business 
has been one of increasing volume, which in the aggregate has 
amounted to about $300,000,000; in 1929 it was $18,000,000. Its 
principal office and manufacturing plant is located at Stamford in 
this State, with branches in other cities both in this country and 
abroad. It now manufactures approximately fifty thousand dif- 
ferent articles and markets them widely throughout the world. A 
large proportion of the jobbers and wholesalers in the hardware 
trade carry and sell its products, and a substantial amount of its 
business consists in the sale thereof in a large number of cities and 
towns in this State, and it has been from the start identified with a 
high type of workmanship and quality. It has registered the word 
“Yale” as its trade-mark in the patent office in Washington and 
in practically every country in the world. This trade-mark has 
been used and stamped upon articles manufactured by it to indicate 
their origin, and it has prominently displayed the word, not only 
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upon its articles of manufacture, but on the cartons and wrappings 
thereof and in its catalogs and advertising matter. It is a dis- 
tinguishing part of its corporate title and has been used in its 
advertising to the extent of approximately five and one-half mil- 
lion dollars; such advertisements have been widely disseminated 
throughout the United States and foreign countries, and the gen- 
eral public and the trade have recognized and do recognize its 
products by the name of “Yale” as being of high quality. The 
right of the plaintiff thus acquired, to use the word “Yale” as 
indicated, is a substantial and valuable right. 

The defendants, Yale Rose and Charles M. Rose, are brothers 
and own and operate a small store on Front Street in the City of 
Hartford, in which they retail hardware, house furnishings, plumb- 
ing and electrical supplies, wall papers, paints, varnishes and 
sundry other articles. They commenced business in 1924 on Front 
Street and at that time filed a certificate of registration of the trade- 
name ““Yale’s Hardware Store” in the town clerk’s office at Hart- 
ford. The trial court found that Yale Rose, the elder of the two 
brothers, was the “dominating influence in the business.” This is 
challenged by the appellant, but the evidence justifies this finding as 
a reasonable inference from the evidence as to the way the business 
was begun and continued. The defendants have no authority from 
or connection with the plaintiff, nor any right to use its name in 
merchandising or marketing hardware. The store is located in a 
portion of the city which is occupied largely by a foreign-born 
population, mostly Italian, and its business is almost entirely drawn 
from this class of people. 

The defendant Yale Rose has been doing business on Front 
Street since 1910, and before the present store was established, had 
become known in that vicinity as “Yale” and by no other name. The 
name “Yale’s Hardware Store” was adopted in order to identify the 
store and its location in that part of the city where he was known 
as “Yale.” This latter finding is claimed by the appellant to be 
without evidence to support it. While it is true it is not stated as a 
fact in the defendant’s testimony, it does appear that he, being 
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known by the name of “Yale,” this name “Yale’s Hardware Store” 
was adopted. It certainly had the effect of indicating that this was 
Yale Rose’s store and in the absence of specific testimony upon this 
point we deem it a reasonable inference that this was at least one 
of the purposes for which the name was adopted. There is no 
evidence of any other purpose. 

The name “‘Yale’s Hardware Store” has been displayed by the 
defendants upon a sign over the front of the store, and the same 
name appears in the Hartford telephone directory, and the word 
“Yale’s” appears on their letterhead in slightly large type over the 
words ‘““Hardware Store.” This letterhead comes to the attention 
of only such persons as they have occasion to correspond with in their 
business. Between 35 and 40 percent of their business comes to them 
by orders over the telephone. Most of the customers ask for the 
article they desire without respect to the maker of the article, and 
almost none of them specify articles manufactured by any particular 
concern. 

The appellant takes exception to the findings of the trial court 
that the defendants have not sought or intended to mislead the 
public or any individual into believing that their store is one owned, 
conducted or authorized by the plaintiff, that plaintiff’s products are 
sold therein, or to confuse the public in this respect, but that their 
business has been and is a fair and honest use of the Christian name 
of Yale Rose to attract business from those who know him by that 
name. The evidence of record contains no direct testimony bearing 
upon the defendants’ intentions or motives in employing the name 
complained of. These intentions and motives are questions of fact. 
An examination of the pleadings shows that the plaintiff's complaint 
charges the defendants with adopting the name “for no other reason 
or purpose than to secure for the defendants the value of the good- 
will and name of the plaintiff,” and that the use of the name “was 
done and intended to be done by the defendants in such a way and in 
such a manner as to be wholly a cause of confusion in the minds of 
the purchasing public and to induce such public to believe that the 
store of the defendants was maintained or authorized by the plain- 
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tiff and that the plaintiff is responsible for articles sold and services 
performed therein, to the plaintiff's damage” and that “each and all 
of the acts and doings of the defendants . . . . are all knowingly and 
fraudulently designed and calculated to defraud and secure to the de- 
fendants the benefit of the good-will of the plaintiff’s business and to 
induce users and purchasers of the locks, keys and hardware and 
other articles to believe the same to be the business or the well-known 
product and workmanship of the plaintiff.” Met, as these allega- 
tions are, by a general denial in the answer, a direct question of 
fact is raised as to the motives of the defendants with the resulting 
burden of proof upon the plaintiff. The adverse conclusions of the 
trial court now excepted to are conclusions reached from all the 
testimony. They amount to a finding that the plaintiff has not sus- 
tained its burden of proof in this respect and will be so considered 
by this court. “The case stands upon an answer denying the 
material allegations and claims of the complaint, and in so far as 
the Superior Court omitted to find true the allegations and claims of 
the plaintiff, those allegations and claims must be regarded as not 
proved.” Rogers & Brothers v. Rogers, 53 Conn. 121, 147, 1 Atl. 
807. 

Exception is also taken to the findings of the trial court that 
while the association of the word “‘Yale” with goods of the type 
manufactured by the plaintiff and the conjoining of them with the 
word “Hardware” in a business title, would ordinarily have a 
tendency to confuse the public as contended by the plaintiff, yet 
the use made of the word “‘Yale’s” by the defendants has not actually 
done so or caused any injury to the plaintiff, nor is it reasonably 
probable that it will do so in the future. This likewise is a con- 
clusion reached upon an issue raised by plaintiff's own affirmative 
claims and the defendants’ general denial. The complaint alleged 
that these acts of the defendants were done “‘to the plaintiff's great 
loss and injury, and to the deception, loss and injury to the public.” 
The evidence of the plaintiff does not sustain the burden of proof of 
these allegations and we take the conclusion of the trial court as a 
finding to that effect. Moreover, it appears from the evidence that 
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this is a small retail store selling many articles in which the plain- 
tiff can have no interest and where the course of dealing indicates 
clearly that the customers do not ask for the plaintiff’s products as 
such. In the absence of any evidence of actual confusion or injury, 
it is not an unreasonable conclusion that this plaintiff corporation 
has not suffered injury and that the public has not been confused 
or deceived. The finding does show a single instance where a 
letter from Louisiana addressed “Yale Hardware Company, Hart- 
ford, Connecticut” with an accompanying package, was delivered to 
the defendants’ store but was found by the latter to be intended for 
the plaintiff and so was promptly forwarded to the plaintiff by them; 
but that there were many other variously misdirected letters which 
had been received by the plaintiff. Until the plaintiff received this 
letter, it had never heard of the defendants’ store. This instance 
shows no confusion of the two names. There is nothing to indicate, 
and it is in the highest degree improbable, that the sender of the 
letter ever heard of the defendants’ store. It does not appear that 
anything the defendants did or failed to do had any relation to the 
misdirection of this letter. 

The appellant claims sixteen paragraphs of its draft-finding 
should be incorporated in the finding. Seven of these are to the 
effect that the acts of the defendants did in fact tend to confuse and 
deceive the public. As above stated, the trial court found that 
while there might be such a tendency if the word “‘Yale” were com- 
bined with “Hardware Store,’ confusion and injury had not in fact 
taken place as a result of using the word “Yale’s” as the defendants 
had used it. Five of these paragraphs set forth that there was no 
evidence whatever as to why the defendants’ name was adopted. 
This claim is covered by what has already been said in considering 
the finding. The essential portions of the other four paragraphs 
are already included in the finding. 

The appellant’s brief clearly states the real issue upon this 
appeal: ‘Upon the established facts is the plaintiff entitled to an 
injunction restraining the defendants from using the word ‘Yale’s’ 
as part of their adopted trade-name ‘Yale’s Hardware Store?’ ” 











532 TWENTY-FIVE TRADE-MARK REPORTER 


The plaintiff argues and cites “many authorities to sustain the 
proposition that the plaintiff has acquired a right to the use of the 
word ‘Yale,’ and is entitled to enjoin the use of that word in that 
trade by anyone else whose name is not ‘Yale.’’’ We do not under- 
stand that this proposition is disputed. The question here, however, 
is whether the defendant Yale Rose can use his Christian name 
“Yale” in the possessive form upon this hardware store and other- 
wise in that business. 

The plaintiff strenuously contends that he has not that right, but- 
tressing the argument with an elaborate citation of authorities. We 
do not find the general rule as to the use of one’s own name in 
business, anywhere stated more clearly than in the case of Singer 
Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 187, 16 Sup. Ct. 1002: 


This fact is fully recognized by the well settled doctrine which holds 
that although “everyone has the absolute right to use his own name 
honestly in his own business, even though he may thereby incidentally 
interfere with and injure the business of another having the same name, 
in such case the inconvenience or loss to which those having a common 
right are subjected is damnum absque injuria. But although he may thus 
use his name, he cannot resort to any artifice or do any act calculated to 
mislead the public as to the identity of the business firm or establishment, 
or of the article produced by them, and thus produce injury to the other 
beyond that which results from the similarity of names.” . . . Where the 
name is one which has previously thereto come to indicate the source of 
the manufacture of particular devices, the use of such name by another, 
unaccompanied with any precaution or indication, in itself amounts to an 
artifice calculated to produce the deception alluded to in the foregoing 
adjudications. 


In Horlick’s Malted Milk Corporation v. Horluck’s, Inc., 59 
Fed. (2d) 13, 15 [22 T.-M. Rep. 319], the rule is stated in this wise: 


As a general proposition, a person has a right to use his own name in 
connection with any business which he carries on honestly. . . . But where 
a personal name has become associated in the minds of the public with 
certain goods or a particular business, it is the duty of the person with 
the same or similar name subsequently engaging in the same or similar 
business or dealing in like goods, to take such affirmative steps as may be 
necessary to prevent his goods or business from becoming confused with 
the goods or business of the established trader. 


The rule as thus stated limits the right of one in the use of his 
own name in business somewhat more strictly than in the early deci- 
sions in this State which undoubtedly conformed to the generally 
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accepted judicial view of that time. Thus in Rogers & Brothers v. 
Rogers, supra, at page 156, we said: 

The cases seem to require some element of false representation other than 
that implied in the fair, honest and ordinary use of a person’s own name. 
An examination of the following and kindred cases wherein the use of a 
person’s name has been regulated, will show that in most instances con- 
scious, intentional fraudulent misrepresentation on the part of the defend- 
ant has been resorted to; in others, there was such a combined use of the 
name with other marks, characters, figures, or form and arrangement of 
circulars, advertisements, etc., as to amount to a false representation, and 
the combination only was enjoined. No instance can be found where the 
use of the name only, in good faith, has been stopped. .. . Upon the other 
hand there has been, from the first to the present time, a general con- 
sensus of judicial opinion that the use of a personal name in a fair, honest 
and ordinary business manner, could not be prevented, even if damage 
resulted therefrom, citing many cases. 


The trend of judicial opinion toward a greater strictness in the 
rule was noted in the case of Waterman Co. v. Modern Pen Co., 
235 U. S. 88, 35 Sup. Ct. 91 [5 T.-M. Rep. 1], where, at page 94, 
the court said: “.... the defendant lays hold of language in Howe 
Scale Co. v. Wyckoff, Seamans §& Benedict, 198 U. S. 118, 140, 25 
Sup. Ct., and in other books, to the effect that courts will not inter- 
fere with the use of a party’s name ‘where the only confusion, if 
any, results from a similarity of the names and not from the manner 
of the use.” But whatever generality of expression there may have 
been in the earlier cases, it now is established that when the use of 
his own name upon his goods by a later competitor will and does 
lead the public to understand that those goods are the product of 
a concern already established and well known under that name, and 
when the profit of the confusion is known to and, if that be material, 
is intended by the later man, the law will require him to take rea- 
sonable precautions to prevent the mistake.” 

Our own recognition of this tendency to a stricter rule is illus- 
trated by the more recent case of Middletown Trust Co. v. Middle- 
town National Bank, 110 Conn. 13, 147 Atl. 22, wherein we held 
that we could not say as a matter of law that the consequences al- 
leged by the plaintiff, if established by proof, could not be such as 
to entitle it to relief; that whether the results feared by the plaintiff 
were justified and their rights invaded was a question of fact to be 
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decided on the evidence. “No inflexible rule can be laid down as to 
what use of names will constitute unfair competition; this is a ques- 
tion of fact.” (p. 20). The rule thus stated in the foregoing 
decisions is not perhaps strictly applicable to the present case be- 
cause the name “Yale”’ is a first name, while the business is not that 
of Yale Rose alone, yet the rule serves to indicate in general the 
right of a man to the use of his own name for the store in the absence __ 
of proof of such facts as would justify relief to the plaintiff. 

The position we have taken and to which we adhere is that the 
condition of a plaintiff's right to an injunction in a case of this kind 
depends upon the proof of the allegations of his complaint as to the 
consequences of the use of the name in question by a defendant. The 
importance of this feature of the case has led us to refer to the 
finding at some length. As that finding stands, it is apparent that 
neither the plaintiff's charges of fraudulent and improper motives 
nor the allegations of actual injury to the plaintiff and confusion to 
the public, are sustained. 

Possibly anticipating this result, the appellant has filed a sup- 
plemental brief, basing its claim upon a proposition in Nims on 
Unfair Competition; “Acts constituting a threat to good-will. A 
defendant’s course of conduct which, while not resulting in im- 
mediate injury to the plaintiff's business, nevertheless constitutes a 
threat or menace to the plaintiff’s good-will, may be enjoined. ... 

In such a case, it is not essential for the plaintiff to show actual 
damage.” Nims (ed Ed.) Section 16a. 

The defendants contend that under the complaint and answer 
in the present case the issues are confined to improper motive on 
the part of the defendants and a resulting actual confusion and | 
injury to the public and to the plaintiff. Without discussing the | 
validity of that contention we recur to the finding as explained and | 
amplified in the memorandum of decision. The facts there appear 
that the defendants’ store is a small and comparatively obscure 
establishment; that it sells many other articles than those in which 
the plaintiff is interested; that only the possessive form of the 
word “Yale” is used on the store or elsewhere; that it is obviously 
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intended to show only that that store is the one at which the 
defendant Yale Rose is doing business; that the word “Yale’s’” was 
not used as a label for goods of any kind and could not reasonably 
be so understood, but its only purpose was to mark the store as 
such; that there can be no competition in manufacture because the 
defendants do not manufacture and the plaintiffs are not retail 
dealers ; that the defendants have no inquiry for the plaintiff’s goods 
as such; and that its customers are not interested in the name of 
the manufacturer. These and other features of the case to which 
we might refer make it clear to us that the use which is made by the 
defendants of the possessive form of the name “Yale” cannot rea- 
sonably be said to constitute a threat or menace to the good-will of 
the business of the plaintiff, and the trial court was justified in 
finding facts which negative this claim. 

This result renders it unnecessary to discuss any of the subor- 
dinate issues raised by briefs of counsel. 

Upon the whole record, we concur in the conclusion which the 
trial court reached, that as the word “Yale’s” is now used by the 
defendants, no dishonest purpose or ulterior motive on their part 
has been established and that there has not been and cannot reason- 
ably be expected to be any unfair competition with or injury to the 
plaintiff or deceiving of the public or threat to the plaintiff's good- 
will. 


There is no error. In this opinion the other judges concurred. 
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Warp-CuHanpLer Buitpinc Company v. Mitprep J. Catpwett, 
doing business as HupGen’s PerMANENT Wave Suop, and 
Rar Goopwin 


California District Court of Appeals, Second Appellate District 
July 12, 1935 


Trape-Names—“Hupcen’s PERMANENT Wave SHopr”—AsSSIGN MENT. 

The sale by the receiver appointed to take over defendant’s assets of 
the latter’s trade-name “Hudgen’s Permanent Wave Shop” without the 
sale of the business in which it was used, held invalid. 

Trape-Marks anp Trape-Names—Personat Trape-MarKks—AssiIGn aBILity, 

The general rule is that a personal trade-mark or trade-name is not 
assignable. Exception, however, has been made where the trade-mark or 
name has been so employed as to be deprived of its personal nature and 
has come to indicate that the goods bearing it are of a certain standard, 
kind or quality or are made in a certain manner or after a certain 
formula. 

Trave-NamMe as Trape-Marx—Srate StTatrures—ReEGIstRaATION— EFFECT. 

Where plaintiff, who conducted a beauty parlor under the name 
“Hudgen’s Permanent Wave Shop,” had the said title registered as a 
trade-mark in the office of the Secretary of State under political code 
Sections 3196 and 3197, held that such registration was merely the means 
by which evidence that the trade-mark had been appropriated might be 
preserved. 


In equity. Appeal from orders of the Superior Court authoriz- 


ing and confirming the sale of the trade-name “Hudgen’s Permanent 
Wave Shop” by a receiver. Appeals dismissed. 


Epmonps, J., pro tem: Appeals are presented from two orders 
of the superior court one authorizing and the other confirming the 
sale of a trade-mark by a receiver. 

Florence Hudgen and Owen Hudgen at one time conducted a 
beauty parlor and permanent hair waving salon under the name of 
“Hudgen’s Permanent Wave Shop.” It is not disputed that this 
name was recorded in the office of the secretary of state as a trade- 
mark. Political Code, secs. 3196, 3197. Thereafter the Hudgens 
sold the business, including the trade-mark, to the defendant 
Mildred J. Caldwell, who later sold both to the defendant Rae 
Goodwin. Subsequently plaintiff secured judgment against both 
defendants for rent, and in aid of execution of the judgment, 
procured an order from the superior court appointing a receiver 
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with power to take an assignment from defendants and each of them 
of their interest in the said good-will and trade-mark of the Hudgen’s 
Permanent Wave Shop, and to sell the same according to law and 
apply the proceeds of the same in satisfaction of the said judgment.” 
By the same order the defendants were required “to make and 
execute an assignment in writing to said receiver of all right, title 
and interest which either or both of them have in and to the good- 
will and trade-mark of the Hudgen’s Permanent Wave Shop within 
a period of three days thereafter.” 

The defendants complied with the order by delivering the re- 
quired assignment to the receiver, accompanying it, however, with a 
notice that the defendant Goodwin had appealed from the order, 
and that the assignment was delivered “in accordance with the pro- 


> 


visions of section 943, of the Code of Civil Procedure,” and was to 
be retained by him until the disposition of the appeal. The receiver 
notwithstanding the appeal, immediately gave notice of sale of the 
“good-will and trade-name of the Hudgen’s Permanent Wave Shop” 
at public auction. He later petitioned the court for an order approv- 
ing of said receivership estate to the plaintiff corporation for the 
sum of $100 which petition was granted over the objection of the 
defendant Goodwin, who has appealed from the order confirming 
the sale. 

The principal points urged by the appellant are that the trade- 
mark “‘Hudgen’s Permanent Wave Shop” is not one within the mean- 
ing of section 3196 of the Political Code, and that a trade-mark 
cannot be sold or assigned except in connection with the sale of the 
business in which it has been used. Appellant also contends that 
when she filed her notice of appeal from the order directing an as- 
signment of the trade-mark, and when she delivered the assignment 
thereof to the receiver, further proceedings were stayed, and the 
receiver was without authority to make the sale and the court with- 
out jurisidiction to confirm it under the provisions of section 943 
of the Code of Civil Procedure. 

The right to a trade-mark or a trade-name may be acquired 
without complying with the provisions of the Political Code. The 
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recording provided for by this statute is only the means by which 
evidence that the trade-mark has been appropriated may be pre- 
served. Under the facts in this case, it is unnecessary to decide 
whether or not the name is one which is of the kind provided for in 
the statute. It is admitted that it has been used by the Hudgens 
and their successors for a number of years to designate the business 
which was being conducted by them. Under such circumstances a 
property right attaches to the name which the law recognizes and 
protects. (Reid v. St. John, 68 Cal. App. 348.) 

Originally the trade-mark which is the subject of this litigation 
was, presumably, a personal one in that it indicated to the public 
that the personal care and skill of the Hudgens were exercised in 
producing the goods or rendering the services sold. By the sale of 
the business and the trade-mark the latter had become impersonal, 
indicating merely that the business was the same one which had for 
some time been carried on under that name. The general rule is 
that a personal trade-mark or trade-name is not assignable. “An 
exception to the general rule has, however, been made where the 
trade-mark or name has been so employed as to be deprived of its 
personal nature and has come to indicate that the goods bearing it 
are of a certain standard, kind or quality or are made in a certain 
(26 R. C. L. 865.) The same 
exception should apply where services of a certain standard, kind or 
quality are rendered, and the name under which such a business is 
conducted is properly transferable under section 993 of the Civil 
Code. 


Under the facts shown in this case the defendants were, succes- 


”? 


manner or after a certain formula. 


sively, the owners of the trade-mark or trade-name, which was used 
in connection with the business which they had operated. Appellant 
urges as a ground for reversal that a trade-mark or name cannot be 
sold or assigned except in connection with an assignment of the 
particular business in which it has been used. With this statement 
we agree. “The right to a trade-mark or trade-name cannot exist 
as a mere abstract right, independent of or disconnected from the 
business in which it is used.” (26 R. C. L. 838.) “A trade-name 
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exists as an incident of the business in which it was lawfully ac- 


quired, and with which it remains identified. As a mere abstract 
right, having no reference to any particular property, commodity, or 
business, it cannot exist. Separated from the business to which it 
belongs and with which it is identified, it is not a species of property, 
and cannot be sold or transferred as such. (American Steel Foun- 
dries v. Robertson, 269 U. S. 372 [13 T.-M. Rep. 289].) The 
physical elements or assets of a business may not be sold to one and 
the good-will and trade-name thereof to another, for, when the trade- 
name is separated from the business to which it applies, it is 
thereby destroyed, and cannot thereafter be the proper subject of 
a sale. As it is sometimes expressed, “the shadow cannot be 
separated from the substance.’ (Children’s Bootery v. Sutker, 
107 So. 345, 44 A. L. R. 702 and note. See, also note to Falk v. 
American West Indies Trading Co., [N. Y.] 1. L. R. A. [N. S.] 
704, 708.) 

For these reasons, the defendants owned nothing which they 
could be required to separately transfer to the receiver, and their 
assignment to the receiver passed no title. (Jn re Jaysee Corset 
Co., 201 Fed. 779; 63 Cor. Jur. 513 [1 T.-M. Rep. 315].) “It may 
be stated as a general rule that a trade-mark or trade-name is not 
an article of property that passes from hand to hand by assign- 
ment separate from the business of the owner of the mark or name, 
but that, in order to convey the right of user, the transfer must 
be coupled with the transfer of some product or business with which 
it has become identified. The reason for this is that if the bare right 
of user could be transferred the name or mark would no longer serve 
to point out and protect the business with which it has become iden- 
tified, or to secure the public against deception, but would tend to 
give to a different business the benefit of the reputation established 
by the business to which the name had previously been applied.” 
(26 R. C. L. 864.) 

Also the court had no jurisdiction to order a sale of the trade- 
mark under the facts shown. “A trade-mark cannot be seized and 


sold upon execution or attachment, apart from the business in which 
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it has been used.” (63 C. J. 520; 26 R. C. L. 866.) We, therefore, 
have a situation where the appellant is complaining of a sale by the 
receiver of something which did not exist, to the plaintiff which 
acquired nothing thereby. Appellant has not been aggrieved by 
the orders, but, on the contrary, has received a credit on the judg- 
ment standing against her. There has been no miscarriage of 
justice by the orders erroneously made. (Code Civ. Proc., sec. 988.) 
The appeals are dismissed. 


We concur: Conrey, P. J., Houser, J. 
3 >] 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Non-User 


Frazer, A. C.: Held that the registration of Harry W. Forbes 
of the notation “Desert Gold” as a trade-mark for fresh grapefruit 
and fresh tangerines should not be cancelled because of the prior 
use of that mark by Thomas M. Amendola on fresh cantaloupes, 
lettuce, and various other fruits and vegetables, where it appeared 
that Amendola had discontinued the use of the mark prior to the 
time that he filed the petition for cancellation. 

In his decision, with reference to the question whether the 
goods of the two parties are of the same descriptive properties, the 
Assistant Commissioner said: 


It is argued in appellant's brief that the goods of the parties are not 
of the same descriptive properties. The Examiner's finding to the contrary 
is not, however, assigned as error, and even if it were, I am clearly of the 
opinion that this aspect of the case is controlled by the opinion of the Court 
of Customs and Patent Appeals in Revere Sugar Refinery v. Salvato, 8 
Fed. (2d) 400 [21 T.-M. Rep. 192]. It was there held that meat products, 
vegetables, fruits and other grocery goods possess the same descriptive 
properties as sugar, within the meaning of the Trade-Mark Act. That 
being adjudicated it would seem idle to attempt a distinction between fresh 
grapefruit and tangerines and other fresh fruits. 


With reference to the second question, after discussing the tes- 
timony cited on behalf of Amendola and noting his failure to in- 
troduce any documentary evidence of use after 1928, he said: 
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If office records were in existence, and tended to establish petitioner’s 
use of the mark, they should and doubtless would have been produced. 
Assuming that petitioner operated a going business after 1928, the proof of 
which is far from convincing, it is almost inconceivable that some sort of 
records in connection with such business were not available when the tes- 
timony was taken. Hence, petitioner’s unexplained failure to adduce such 
evidence creates a strong presumption that it would have been damaging 
to him, or at least would not have been helpful. And certainly it is not 
unreasonable to believe that if he used his trade-mark after resuming busi- 
ness in 1928, still assuming that he did then resume business, he would have 
so stated, even though he had no records or documents to corroborate his 
testimony. 


He then said: 


Petitioner concedes, as indeed he must upon the record, that no actual 
damage has been proved, and this in spite of the fact that appellant had been 
using the mark for ten years when the petition was filed. Petitioner, how- 
ever, relies on the rule, as stated in his brief, that “where the marks are used 
on goods of the same descriptive properties, and they are confusingly 
similar, and petitioner was using the mark in interstate commerce at the 
time the petition was filed, damage will be assumed.” In cases where the 
recited conditions exist the presumption contended for many readily be 
conceded, but the difficulty here is that one of the conditions is totally lack- 
ing in that it is impossible to find from the evidence that petitioner was 
using the mark, in interstate commerce or otherwise, at the time the peti- 
tion was filed, or at any time immediately prior or subsequent thereto. 

I think this case clearly falls within the rule laid down by the Court of 
Customs and Patent Appeals in Model Brassiere Co. v. Bromley-Shepard 
Co., 49 Fed. (2d) 482 [21 T.M. Rep. 382], that where a petitioner for can- 
cellation claims to be the owner of a valid trade-mark, as is certainly the 
case here, he must “allege and prove that he was making a trade-mark use 
of the mark at the time of filing the petition.”! 


Frazer, A. C.: Held the same as in the foregoing case with 
reference to the petition of Thomas M. Amendola to cancel the 


registration of the California Date Growers Association, of the 
words “Desert Gold” as a trade-mark for fresh dates.” 


Conflicting Marks 


Spencer, F. A.C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for insect exterminator, the notation “Red 
Indian,” in view of the prior adoption and use by opposer of the 


* Amendola v. Forbes, Canc. No. 2,528, 159 M. D. 454, August 24, 1935. 
Amendola v. California Date Growers Association, Canc. No. 2,527, 
159 M. D. 450, August 24, 1935. 
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word “Punsit” together with a picture of an Indian colored red, 
as a trade-mark for powder of the same descriptive properties. 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision after noting the fact that the registration of op- 
poser fails to correspond with the label produced in evidence, since 
in the registration the Indian appears white, the First Assistant 
Commissioner said: 


However, whether red or white the picture of the Indian comprises a 
prominent, in fact, in my mind, a predominant, part of the opposer’s mark, 
whereas the word “Indian” plays a part of similar significance in the 
applicant’s mark. Under the circumstances, I am of the conviction that 
the notations are confusingly similar. 


With reference to certain prior registrations referred to in the 
brief, he said: 


It is not overlooked that the applicant in its brief refers to certain prior 
registrations which are alleged to disclose the representation of Indians for 
use on goods of the same descriptive properties. However, since these 
marks were first mentioned in the brief filed on appeal they cannot be con- 
sidered.® 


3 Robert C. White Company v. William F. Sandweg, Opp’n No. 13,300, 
159 M. D. 443, August 1, 1935. 


ty 
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Pocono Ruspsper CitotH Company v. J. A. Livineston, Inc. 
J. A. Lrvinaston, Inc. v. Pocono Russer CLtotH Company 


United States Circuit Court of Appeals, Third Circuit 
August 30, 1935 


TrapE-MaRKsS—INFRINGEMENT—“SWAVEL” AND “SUAVELLE”—CONFLICTING 
Marks. 

The word “Swavel” held to be confusingly similar to the word 
“Suavelle,’ both words being used as trade-marks for women’s and 
children’s clothing. 

Trape-MarKs—INFRINGEMENT—Svu1tT—Goops oF SAME Descriptive PRoper- 
TIES. 

Defendant, shortly after plaintiff had adopted the word “Suavelle” 
as a trade-mark for women’s and children’s dresses, and had registered 
the same in the United States Patent Office, began to use the word 
“Swavel” on a cloth sold to others, who made it into various articles, 
such as women’s garments, bridge table covers, rain coats and shoes. 
The lower court, in a suit between the parties, enjoined defendant from 
using its trade-mark on women’s and children’s clothing, but permitted 
its use on the other goods. Held on appeal, that, inasmuch as the goods 
were sold in the same trade channels, that the injunction should be 
extended to cover all defendant’s goods. 


In equity. Action for trade-mark infringement. Cross-appeals 


from decision of the United States District Court, District of New 
Jersey. Modified and affirmed. 


Milton E. Mermelstein, of Newark, N. J., and Abraham Shamos, 
of New York City, of counsel, for plaintiff. 
Charles F. Dane, of New York City, for defendant. 


Before Burrineton, Woot.ey and Davis, Circuit Judges. 


Davis, C. J.: This was a suit by J. A. Livingston, Inc., herein- 
after called plaintiff, against the Pocono Rubber Cloth Company, 
for infringement of its trade-mark, “Suavelle.”” The learned trial 
judge found that the plaintiff’s trade-mark was valid and infringed, 
but limited its scope and operation to “clothing” of women and chil- 
dren and permitted the defendant to use its trade-mark on mer- 
chandise other than on “articles of women’s or children’s clothing, 
bearing the trade-mark ‘Swavel’ either alone or in combination with 
other words or symbols.” The plaintiff appealed from the decree 
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because of this limitation and the defendant appealed because the 
plaintiff's trade-mark was held to be valid and infringed by it. 

Early in 1930 plaintiff began to use a fine, pure, satin-face silk 
fabric which was made for it exclusively, to which it gave the name 
“‘Suavelle.”” It was used for women’s and children’s dresses and 
“sports wear.” On May 24, 1930 it applied to the United States 
Patent Office for registration of the name as a trade-mark and it was 
granted and registered on March 24, 1931. 

Notwithstanding that plaintiff itself does not advertise its busi- 
ness, though some of its customers among the leading shops and 
stores of New York, Philadelphia, Boston, San Francisco, Los 
Angeles, Miami and elsewhere, do advertise it, plaintiff's sales in 
““Suavelle’” dresses by June, 1933, exceeded $250,000. 

The defendant, which is a New Jersey corporation, began around 
April, 1930 to manufacture and sell a “‘suede-like material’ to which 
in January, 1931, it gave the name of ““Swavel.” This was about a 
year after the plaintiff had begun to use the word “‘Suavelle” and 
eight months after it had applied for registration of the name as its 
trade-mark. On January 17, 1931, the defendant applied for the 
registration of the name “Swavel,” as its trade-mark. This applica- 
tion was first made under Class 42—‘Knitted, netted and textile 
fabrics,” the same class under which the plaintiff had first applied 
and under which its mark had been published in July, 1930. The 
defendant’s application was later, by amendment, changed to Class 
50—for “merchandise not otherwise classified,’ and registration in 
that class was granted May 26, 1931, two months after the regis- 
tration of the plaintiff’s trade-mark. 

The defendant manufactures the cloth which it calls “Swavel” 
and sells it to others who make it into various articles, such as 
bridge table covers, carryalls, rain coats, shoes and women’s outfits, 
including coats and jackets. It furnishes to its customers labels 
which are sewed upon the articles, including women’s garments, 
made from the defendant’s cloth. 

The defendant advertised its product as suitable for women’s 
and misses’ coats and jackets. It advertises in the trade journal 
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which features the plaintiff’s product and one of the advertisements 
appeared on the reverse side of the page of Women’s Wear which 
carried pictures of the plaintiff's dresses. The defendant’s coats 
and jackets are sold by the same parties and in the same stores as 
are women’s dresses and move “in the same channel of trade” as 
does plaintiff’s product. 

Defendant says that the use of the word “Suavell ” does not 
establish trade-mark rights and the trade-mark is not valid for the 
reason that it was never used as a trade-mark for sports garments 
marketed by the plaintiff. 

There is testimony, however, which is clear and positive, to the 
contrary. Miss Brennan testified that the dresses made of the 
material in question came with the tag of the manufacturer on them, 
but they removed that tag from the dresses and put on them the tag 
of the department store or stores for which she was working and 
wrote on the back of the tag the word “Suavelle.” The dresses so 
tagged were not only sold from the stores in New York, but also 
from those in South Hampton, Magnolia, Palm Beach and elsewhere. 

The defendant further says that substantially the same word as 
“Suavelle,” or similar words were used on the same or similar goods 
as trade-marks by others at the date the plaintiff entered the field, 
and the trade-mark is invalid for that reason. The words to which it 
refers are “crepe suval,” “cavel,” “syvel,” “chamovelle,” “chervel,” 
and “shelvel.” 

We do not think that the word “Suavelle” so nearly resembles 
any of these words or trade-marks as to be likely to cause confusion 
or mistake in the mind of the public or to deceive the purchasers. 

Congress provided in the Act of February 20, 1905: 


That trade-marks which are identical with a registered or known trade- 
mark owned and in use by another and appropriated to merchandise of the 
same descriptive properties, or which so nearly resemble a registered or 
known trade-mark owned and in use by another and appropriated to mer- 
chandise of the same descriptive properties as to be likely to cause con- 
fusion or mistake in the mind of the public or to deceive purchasers shall 
not be registered. 


As to the descriptive properties of the materials of plaintiff and 
defendant the learned trial judge said: 
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Both litigated commodities are materials for women’s garments. Both 
are used for the fabrication of such garments. Both are, therefore, sold, 
first to fabricators of women’s garments, and ultimately to the consumer who 
wears such garments. Both present a surface having a gloss. That is the 
inherent and typical quality of silk. The sheen of defendant’s suede is 
artificial. 

The evidence justifies the conclusion that the materials of the 
plaintiff and defendant are, within the definition of our case of 
Rosenberg Brothers & Company v. Elliott, 7 Fed. (2d) 962 [15 
T.-M. Rep. 479], “of the same descriptive properties.” True, there 
may be some difference in the materials but after mentioning this the 
trial court said: 


This difference is servient to and will be obscured in the mind of the 
average purchaser by their joint character as women’s garments with a 
glossy or silk like finish. 


The defendant suggests that its trade-mark should be pronounced 
“Swa-vel,” with the accent on the first syllable, giving the “a” a 
long sound to distinguish it from the plaintiff’s trade-mark 
“Suavelle” which has the accent on the second syllable. 

The selection of the word ‘“‘Swavel” by the defendant following 
so closely upon the selection of the word “‘Suavelle’’ by the plaintiff 
would hardly seem a mere coincidence. A fair interpretation of the 
evidence rather indicates that the word was chosen by design. It 
is absolutely impossible for the defendant to control the pronuncia- 
tion which the trade would give to the word. It is apparent that 
the word so nearly resembles in sound, appearance and spelling the 
plaintiff's trade-mark that it will necessarily cause confusion or mis- 
take in the public mind and will deceive purchasers who will think 
they are buying merchandise produced by the plaintiff when as a 
fact they are purchasing defendant’s merchandise. 

Infringement of the plaintiff’s trade-mark by the defendant is 
evident. Consequently, the defendant is enjoined from using the 
word “Swavel” not only on articles of women’s and children’s cloth- 
ing, but from using it on any of its products. 
The decree of the District Court as thus modified is affirmed. 
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E. GrirritHs Hueues, Inc. v. Fepera, Trape Commission 
(77 F. [2d] 886) 


United States Circuit Court of Appeals, Second Circuit 
June 3, 1935 


Unram CompetTition—Feperat Trapve Commission Act—“KruscHen Sats.” 

Inasmuch as the evidence adduced before the Federal Trade Commis- 

sion showed that the “Kruschen Salts” put out by the petitioner did not, 

as claimed, act as a remedy for obesity and that the sale of the product 

was in the interest both of the public and of competitors, the “cease and 
desist” order of the Commission was affirmed. 

Unrar CoMPETITION—FeEpERAL TrapE Commission Act—“‘Rapox Batu 

Saits”—UNWARRANTED CLAIMS. 

Where petitioner was found to have advertised misleading claims con- 
cerning its “Radox Bath Salts,” such as, that they were imported from 
England, radiated great quantities of oxygen when used in a bath and 
had a therapeutic effect, the “cease and desist” order of the Commission 
was affirmed. 

FeperaL Trap—E Commission Act—Pusiic INTEREST—WHEN PrRESENT— 
JURISDICTION OF COMMISSION. 

Where a manufacturer uses false and misleading statements in mar- 
keting his goods, he thereby necessarily injures or tends to injure his 
competitors, and this fact fully establishes the public interest. The 
Federal Trade Commission, therefore, has jurisdiction in such cases. 


In equity. Appeal from a “cease and desist” order of the 
Federal Trade Commission. Order affirmed. 


Albert Edward Maves, of New York City, for petitioner. 


W.T. Kelley, Chief Counsel, Federal Trade Commission, Martin 
A. Morrison, Asst. Chief Counsel, Harry D. Michael, Trial 
Atty., and James W. Nichol, Sp. Atty., all of Washington, 
D. C., for respondent. 


Before Manton, Swan, and Cuasg, Circuit Judges. 


Per Curiam: The order here sought to be reviewed directs the 
petitioner, in the distribution in interstate commerce of “Kruschen 
Salts” and “‘Radox Bath Salts,” to cease and desist from represent- 
ing, directly or indirectly: (1) That “Kruschen Salts” constitutes 
a cure or remedy for obesity or that it will of itself reduce excessive 
fat; (2) that “Radox Bath Salts” has therapeutic value when used 
in a bath; that it releases great quantities of oxygen when so used, 
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and that its use at home combines the properties of world famous 
spas or produces the effect of treatment at such places; that it stimu- 
lates or energizes the body; or that it is imported from England. 

As to the “Kruschen Salts” and its qualities as a cure or remedy 
for obesity or that it will reduce excess fats, there was a conflict of 
evidence before the Commission. The evidence sufficiently sup- 
ports the finding that it would not reduce fat or act as a remedy for 
obesity. While there was testimony of physicians in general prac- 
tice, who testified to good results in reducing fat, the Commission 
did not accept such testimony but, on the contrary, accepted that 
offered on behalf of the Commission. This finding, having evidence 
to support it, is binding upon the courts. Federal Trade Comm. vy. 
Algoma Lumber Co., 291 U. S. 67, 73, 54 S. Ct. 315, 78 L. Ed. 
655; Federal Trade Comm. v. Balme, 23 F. (2d) 615, 619 (C. C. A, 
2); Harriet Hubbard Ayer, Inc. v. Fed. Trade Comm., 15 F. (2d) 
274 (C. C. A. 2). 

There was testimony of competition, in interstate commerce, of 
the “Kruschen Salts’’ with products of other manufacturers having 
a salinelaxative. The evidence sufficiently supported the finding 
of the Commission. The list of products so in competition was suf- 
ficiently .rge in number to justify the order entered. Petitioner 
used the same advertising as to reduction of excess fat while in com- 
petition with products sold by competitors. 

The public had an interest because of false advertising and mis- 
statemeri; as to the qualities and the results of the use of these 
salts. S»och practice may be restrained. Federal Trade Comm. v. 
Winsted dosiery Co., 258 U. S. 483, 493, 42 S. Ct. 384, 66 L. Ed. 
729 [11 T.-M. Rep. 277]; Federal Trade Comm. v. Raladam Co., 
283 U. S. 643, 51 S. Ct. 587, 75 L. Ed. 1324, 79 A. L. R. 1191 [21 
T.-M. Rep. 575]. Such unfair methods of competition justify the 
order entered when the public has an interest in its prevention. 

The order against the “Radox Bath Salts” is supported by 
evidence showing misrepresentations contained in magazine adver- 
tisements. There was testimony that no medical effect is to be 
derived from the use of this preparation in a bath. It is shown that 
when put in water a small amount of oxygen is released, but there 
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was no warrant for the exaggerated statement that “it radiates great 
quantities of oxygen,” or the implication that it has therapeutic 
effect and that the use of ‘““Radox’’ at home would produce results 
equal to treatment at spas. The latter statement was found to be 
erroneous, since treatment at spas contemplated dieting, purgation, 
exercise, and a regulatory routine of existence in addition to the 
baths. The implication that “Radox” is imported from England was 
likewise found to be erroneous. It is prepared and packaged in this 
country. All bath salts were found to be in competition. This 
evidence is sufficient to support the findings. 

Complaint is made of the refusal of the trial examiner to admit 
certain medical evidence offered. The Commission found that the 
tests made were “not scientifically conducted or controlled,” and that 
the evidence in regard thereto was entitled to but little weight. This 
evidence was offered at a hearing for the receipt of surrebuttal 
evidence held October 27, 1932. The tests were made in June, 1932, 
after the completion of the Commission’s original case which was 
closed April 15, 1932, and after three separate hearings had been 
held for the receipt of petitioner’s evidence. The petitic 1er had 
ample time to plan its defense and offer evidence, and to make these 
tests prior to the first date when the petitioner started tcstntroduce 
its testimony. The examiner’s discretionary ruling, as mae'e, offers 
no justification for reversal. $ 

Petitioner’s methods have been found to be unfair ir that its 
representations in regard to its products are misstatemen ; of fact 
and are misleading. The products are sold in interstate »mmerce 
and in competition with the products of other manufactur ‘s. Sell- 
ing by the use of false and misleading statements necessarily injures 
or tends to injure petitioner’s competitors. Federal Trade Comm. 
v. Winsted Hosiery Co., supra; Federal Trade Comm. v. Artloom 
Corp. (C. C. A.) 69 F. (2d) 36. Such injury to competitors, or 
tendency to injure, fully establishes the public interest. Therefore, 
there was jurisdiction under section 5 of the Federal Trade Commis- 
sion Act, as amended by Act Feb. 13, 1925, 15 U. S. C. A. § 45. 

Order affirmed. 
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Nortu & Jupp MANUFACTURING CoMPANY Vv. KrisCcHER’s Manv- 
FACTURING CoMPANY OF CoNNEcTICUT, INCORPORATED; 
KriscHEr’s Manuracturina Company (Brooklyn, New 
York), C. B. Nortno & Company, INcorpPoraTeEp, 
ABRAHAM MOLSsTEIN AND Maurice R. BaiLey 


United States District Court, District of Connecticut 


August 13, 1935 


Trape-Marks—INFRINGEMENT—“Arrow” aNnp Letrer “K” with Arrow— 
Non-Conriictinc Marks. 

A trade-mark, consisting of an arrow bearing the letters “O. B. N. 
& Co.,” held not to be confusingly similar to a trade-mark consisting of 
the letter “K” used with the device of an arrow so small as to be almost 
unnoticeable. 

Unrar Competirion—Contract not to Use Trape-Mark—MiIs.eapine 
STATEMENTs. 

Plaintiffs purchased certain assets, including trade-marks and trade- 
names of the O. B. North Company, with the proviso that the latter 
company should not engage in manufacturing or selling hardware for 
a period of five years, nor allow its name to be used in connection 
therewith except by consent of plaintiff. The defendant company in 
1933 purchased the plant formerly used by O. B. North & Company and 
began to manufacture saddlery hardware. Held that inasmuch as 
plaintiff's catalogue made no reference to O. B. North & Co.’s line of 
hardware or to the “Arrow” brand formerly manufactured by said com- 
pany, plaintiff was trying to destroy any connection between the good- 
will of its predecessor as shown by the “Arrow” trade-mark and its own 
merchandise, and that the defendants were not guilty of unfair competi- 
tion by using the “Arrow” device in connection with their “K” trade- 
mark. 


In equity. Action for alleged trade-mark infringement, infringe- 


ment of design patent and unfair competition. Decree for plaintiff 


as to the infringement of design patent. The two other complaints 
dismissed. 


Henry E. Rockwell, of New Haven, Conn., Horace L. Rockwell, 
of Hartford, Conn., and Edmond M. Bartholow, of New 
Haven, Conn., for plaintiff. 

Henry F. Parmelee, Abraham S. Weissman, and John H. Weir, 
all of New Haven, Conn., for defendants. 


Tuomas, D. J.: On June 18, 19384, plaintiff brought suit against 
the two Krischer companies for infringement of copyright and un- 
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fair competition. Nine days later, by amendment to the bill, it 
charged trade-mark and patent infringement against the same two 
defendants. Five days after that it summoned O. B. North & 
Company, Incorporated, Abraham Molstein and Maurice H. Bailey 
as additional parties defendants. At the conclusion of the trial, on 
proper motion, the bill was dismissed as to the three defendants just 
named, because the plaintiff had failed to sustain the burden of 
proof respecting the allegations contained in the last amendment 
which charged that those three defendants had committed the 
infringing acts in collusion with the other defendants and that they 
broke their covenants of sale. 

A technical infringement of copyright has been admitted by 
both the Krischer companies. This leaves three issues. First, in- 
fringement of a design patent, second, infringement of trade-mark, 
and, third, unfair competition. 

The difficulties between the parties find their source in the pur- 
chase by the plaintiff in June, 1930 of certain assets of the O. B. 
North Company, and the purchase by the Krischer companies in 
1933, of the factory formerly occupied by the O. B. North Company. 

The evidence shows that on June 25, 1930, the plaintiff pur- 
chased from the O. B. North Company practically all its assets, 
except the land, buildings, accounts and bills receivable, cash, securi- 
ties, bank balances, books of account and any and all records other 
than production records. The contract of sale provided that the 
0. B. North Company should not engage for a period of five years 
in the business of manufacturing or selling hardware of the kind then 
manufactured by it, nor allow its name to be used in connection there- 
with, except by the plaintiff. 

The O. B. North Company was to continue for all purposes and 
have the powers and privileges it always possessed, except those 
taken from it by the contract. Among the assets purchased by the 
plaintiff were the trade-marks and the trade-names of O. B. North 
& Company, Incorporated, and particularly the arrow trade-mark 
involved in this suit. At the same time, Molstein and Bailey, who 
had associated with O. B. North & Company, Incorporated, agreed 
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not to engage or become interested in like business for the same fiye- 
year period. 

In 1931 the Krischer companies leased the plant formerly oc- 
cupied by O. B. North & Company, Incorporated and, in 1938, 
purchased it, and after putting the factory in condition began the 
manufacture of saddlery hardware. Thereafter occurred the events 
of which the plaintiff complains. 

From the contract and the evidence it appears that the plaintiff 
intended to suppress and destroy, as much as possible, the value of 
the good-will of O. B. North & Company, Incorporated within five 
years because O. B. North & Company, under the terms of the con- 
tract, was restrained from engaging in that business for five years 
and was privileged to resume the same and use its old name at the 
expiration of that period of time. 

When the plaintiff published its very comprehensive Catalogue 
No. 89, plaintiff's exhibit No. 1, in 1933, it made no reference to the 
O. B. North & Company’s lines of hardware or to the arrow brand 
of merchandise formerly manufactured by O. B. North & Company, 
Incorporated. This was the situation when the labels printed by the 
plaintiff are examined and all reference to O. B. North & Company, 
Incorporated is eliminated and only the arrow is preserved. See 
plaintiff's Exhibit 11. The good-will attached to the arrow was 
not nourished or nurtured much more than the good-will attached to 
the name O. B. North & Company, Incorporated, nor much more 
than it had to be by the plaintiff. The evidence establishes the fact 
that North & Judd only infrequently received orders specifying the 
O. B. North & Company, Incorporated or arrow line of hardware in 
the two years prior to suit. The plaintiff, it would seem, would not 
have been so sensitive to the acts complained of, nor would it have 
put the unfavorable construction which it did on the acts complained 
of with reference to Molstein and Bailey, if it had not sought to 
destroy, rather than to preserve, the good-will attached to the name 
and the mark which it apparently hoped the public would forget 
within the five-year period specified in the contract. The attitude of 
the plaintiff toward the good-will attached to the name of O. B. 
North & Company, Incorporated, or to the arrow line of hardware, 
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both of which were old and well known among the trade, may have 
arisen when Krischer came along and became a very aggressive com- 
petitor. Their aggressiveness was watched very carefully by the 
plaintiff and doubtless the acts and statements of certain other per- 
sons were immediately charged against the Krischers. The evidence 
is not sufficient to establish actual or implied authority for such 
statements with which to charge the defendants. In fact the record 
discloses that, whenever statements were made by persons which 
might mislead people into thinking that Krischer succeeded to the 
patterns or good-will of O. B. North & Company, Incorporated— 
Krischers took steps to correct such impressions directly they were 
brought to their attention. The statements made by Smith, Mixer 
and Hagelin were true—to the effect that Krischer had bought the 
0. B. North & Company plant—but the statement was made at least 
three years after the plaintiff, the North & Judd Company had pur- 
chased the hardware business of O. B. North & Company, Incor- 
porated and had for a period of five years restricted that company 
from using its name—not in general—but in the hardware business 
and notice had been sent to the trade advising the trade all over 
the country of the deal between O. B. North & Company, Incor- 
porated, of New Haven and North & Judd of New Britain. 

Neither by themselves, nor coupled with the other acts com- 
mitted by the Krischer companies, of which complaint is made by the 
plaintiff, is there any evidence which sustains the plaintiff’s burden 
of proving the unfair competition charged in the bill. 

As already noted, in addition to the question of unfair com- 
petition, this case involves issues of infringement of a trade-mark 
registered under the Trade-Mark Act of 1905—copyright infringe- 
ment, as well as infringement of a design patent. 

The trade-mark registration which is the predicate for this suit 
is No. 206,438 of December 1, 1925, issued in the name of O. B. 
North & Company, Incorporated. The mark is the representation of 
an arrow and is used for various articles of saddlery hardware. The 
arrow is a long, slender arrow inclined at an angle of 45° from 
horizontal and points to the upper right hand corner. The mark as 
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used by O. B. North & Company, Incorporated almost always had 
either the letters O. B. N. & Co. superimposed, or else the name of 
O. B. North & Company superimposed or running along the shaft 
of the arrow or subsequently, when acquired by the plaintiff, it had 
the name North & Judd along the shaft of the arrow. 

Now, while in the case of a technical trade-mark duly registered 
under the statute it may not be necessary for the plaintiff, in order 
to prevail, to show that the goods of the defendant have been palmed 
off (and there is no evidence to that effect here), and while infringe- 
ment is not avoided by the use of accessory features with the regis- 
tered trade-mark, and “it goes without saying that one has no right 
to incorporate the mark of another as an essential feature of his 
mark,” and while the newcomer in the field should avoid rather than 
cause confusion, nevertheless, this issue must be resolved in favor 
of the defendants. The striking feature of the Krischer mark is 
the blocky “K.” The arrow associated with the “K’” is so small and 
so insignificant as to make it difficult to perceive, and while the attor- 
ney for defendants advised the plaintiff that defendants were under 
no legal or moral obligation to refrain from using it—they actually 
did cease to use it and blocked it out and eliminated it everywhere 
before the trial commenced. There is no substantial evidence of 
confusion. The little testimony produced regarding confusion was 
to the effect that there was some inquiry about the purchase of the 
plant by the Krischer Company, but this was not at all convincing. 
Certainly, the arrow in the Krischer label is not only not the dis- 
tinctive and dominating feature of the trade-mark, but it is hardly 
a noticeable part of the mark. 

There is no deceptive similarity whatsoever in the defendants’ 
mark to the plaintiff’s mark. There is no confusion and there is no 
legal basis for equitable relief or for damages. Some cases hold 
that there is no infringment where the two marks, considered as a 
whole, are different even though there is an element in the alleged 
infringing mark which is identical with an element in the plaintiff's 
mark. In Bass, Ratcliff § Gretton Ltd. v. Henry Zeltner Brewing 
Co., 87 Fed. 468; affirmed 95 Fed. 1006, there was a red triangle 
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common to both. In Liggett and Myers Tobacco Co. v. Finzer, 128 
U. S. 182, the star was common to both marks. In Jronsides Co. v. 
Citizens’ Wholesale Supply Co., 278 Fed. 336, a shield was common 
to both marks. In Louis Myers § Son, Inc. v. O’Callaghan § 
Fedden, Inc., 18 Fed. (2d) 831, there was a representation of the 
sun common to both marks which appellant used in conjunction 
with its name or initials. In Galena-Signal Oil Co. v. W. P. 
Fuller & Co., 142 Fed. 1002, there was a star common to both marks. 

There was some variation between the trade-mark registered 
and the trade-mark used and proved, but even treating the trade- 
mark proved as a common law mark there has been no infringement 
by the defendants’ mark. Even the cases upon which plaintiff 
relies and from which it quoted extensively—cases like Bass v. 
Fiegenspan, 96 Fed. 206; Panitz v. University Clothes, Inc., 40 
Fed. (2d) 811, 812, inevitably lead to the conclusion already reached 
on the state of the proofs in the case at bar. 

Defendants presented all of their case through the plaintiff's 
witnesses because plaintiff called the defendants Molstein and 
Bailey to testify in its behalf, and it likewise called Max Krischer 
and Charles Rosenbaum, the two who own and operate the Krischer 
companies. The plaintiff having called these witnesses was bound 
by their testimony. 

We now reach a consideration of the copyright and design in- 
fringement. The Krischer companies admit infringement of plain- 
tiff’s copyright of its catalogues. They printed about 137 catalogues 
and on the testimony of the plaintiff’s witnesses submitted a sample 
to the Secretary of the Association of which the plaintiff was a 
member with the request that it be submitted to the plaintiff. That 
this catalogue was submitted to the plaintiff is not denied by plain- 
tiff. After only two copies were given to one prospect in Indiana, 
a restraining order was granted upon the application of the plaintiff 
and the Marshal seized the remaining infringing material on hand 
and now has them in his possession. The conduct of the officers of 
the Krischer companies is not consistent with the claim made by 
plaintiff that there was a deliberate and malicious attempt to mis- 
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lead and confuse. One who wants to steal does not send notice in 
advance advising his victims of his intentions. The plaintiff is 
entitled to recover $250 damages from the Krischer companies for 
this infringement, and it is further entitled to a decree that all 
infringing copies, as well as all plates, molds, matrices or other 
means for making such infringing copies be delivered up, under 
oath, for destruction. 

The design patent in suit is No. 91,813, granted March 27, 
1934, which is a design for a buckle. There is sufficient identity of 
design between the plaintiff’s buckle and the buckle of defendants’ 
manufacture to establish infringement. In this case “seeing is 
believing.” The rule in this circuit was expressed by Judge Rogers, 
speaking for the Circuit Court of Appeals in Borgfeldt v. Weiss, 
265 Fed. 268, at page 271: 


The plaintiff's patent being valid, there remains the question whether 
the defendant infringes. The question of infringement turns upon whether 
there is identity of appearance; whether the effect produced upon the eye 
is the same; whether there is substantial identity of design; and the per- 
sons to be deceived are not the experts, but the ordinary observers, giving 
such attention to the matter as purchasers usually give. That is the test 
laid down in Gorham Co. v. White, 14 Wall. 511, 20 L. Ed. 731, a case which 
has never been overruled. 

I, therefore, conclude and hold that the design patent is in- 
fringed and that the plaintiff is entitled to an injunction. Plaintiff 
waives the accounting because only a very small quantity of buckles 
was manufactured before notice was given the Krischer companies. 
Nevertheless, the plaintiff is entitled to an award of $250, which is 
the minimum damage fixed by statute. Costs will be taxed in favor 
of the plaintiff. 

Submit decree accordingly properly consented to as to form. 
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Great Atiantic & Paciric Tea Co. v. A. & P. CLeaners & Dyers, 


Inc. 
(10 F. S. 450) 


United States District Court, Western District of Pennsylvania 


June 14, 1934 


Trape-Marks aNp Unrair Competition—“A. & P.”—Use or ANOTHER’S 
Trape-Mark 1N Corporate NAME. 

Where the plaintiff had adopted and used since the year 1899 the 
notation “A. & P.” as the salient feature of its corporate name, which 
device it made prominent on all its store fronts, the adoption by de- 
fendant in 1931 of the name “A. & P. Cleaners & Dyers, Inc.,” and its 
use thereof in its store windows and other advertising, held to be 
deliberate simulation and infringement of plaintiff’s trade-mark. 

Trape-Mark INFRINGEMENT—Svuits—AmountT 1N LitigatT1Ion—How De- 
TERMINED. 

In the case at issue, although plaintiff did not allege that the amount 
in controversy exceeded the sum of $3,000.00, it appeared that the value 
to the plaintiff of its right to the use of its trade-name and good-will 
exceeded such sum. The immediate pecuniary damage is not a test of 
value, but the value to the complainant of the business to be protected. 

Trape-Marxs—Svuits—LacuHes AND ACQUIESCENCE. 

Where plaintiff notified defendant’s predecessor of its objection to 
his use of the “A. & P.” trade-mark on May 27, 1930, but did not file his 
bill until May 31, 1933, held that such delay did not deprive plaintiff 
of its remedy by injunction, as there was no evidence of plaintiff’s 
acquiescence in the use of its insignia. 


In equity. Action for trade-mark infringement. Decree for 
plaintiff in accordance with opinion. 


John A. Metz, of Pittsburgh, Pa., for plaintiff. 
Reed, Smith, Shaw & McClay, of Pittsburgh, Pa., for defendant. 


ScnoonmakeER, D. J.: This is an equity suit in which the plain- 
tiff is seeking to enjoin the defendant from using a trade-mark or 
designation of its business, comprised of the letters “A. & P.” in 
distinctive form, color, and design. The case was heard on bill, 
answer, and proofs. From these we find the following facts: 


Findings of Fact 
(1) The plaintiff is a corporation of the State of New Jersey and is a 
citizen of that state. 


(2) The defendant is a Pennsylvania corporation and a citizen of that 
state. 
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(3) The amount in controversy, exclusive of interest and costs, is ip 
excess of $3,000. 

(4) The plaintiff has, since the year 1859, been continuously engaged in 
the business of merchandising by retail, teas, coffees, fruits, vegetables, and 
foodstuffs in stores, commonly known as A & P Stores. 

(5) That for a period of thirty years and upwards, the business of the 
plaintiff company has been conducted and advertised under and in connec- 
tion with a peculiar distinctive insignia or trade-mark, illustrated and 
shown in Exhibits 3 and 4, and also in having uniform store fronts on which 
this insignia or trade-mark is the most salient feature. 

(6) The defendant carries on a business of dyeing and cleaning, and was 
incorporated under the name of A. & P. Cleaners & Dyers, Inc., on May 
22, 1931. Prior to that time, from about the year 1929, until the incorpora- 
tion of the defendant, David Resnick used the same name in the dyeing 
and cleaning business in what is known as the Pittsburgh district. The 
defendant and its predecessor, David Resnick, about the year 1929, estab- 
lished in their store windows and in their advertising the same trade-mark 
as displayed by the plaintiff in its advertising and on its store fronts. 

(7) This simulation was deliberate and intended. The evidence clearly 
disclosed that Resnick directed the sign painters, Kramer & Wolf, to make 
these signs exact copies of the plaintiff’s insignia. 

(8) Visual comparison of the insignia of the plaintiff with that of the 
defendant, exemplified in Plaintiff’s Exhibit 5, reveals exact similarity in 
shape, color, design, and peculiar lettering. 

(9) The plaintiff, on May 27, 1930, notified David Resnick, who later 
became the president of the defendant corporation, that the use of this 
insignia must be discontinued as a violation of the plaintiff’s rights. 

(10) There were instances in which employees of the defendant company 
at branch stores of the defendant company represented to customers that 
the defendant company was in fact a branch of, or connected with the 
plaintiff company. 

(11) The impression of the public in Pittsburgh district is that the A. & P. 
Cleaners & Dyers, Inc., is a branch of the A. & P. Tea Company, as 
evidenced by the fact that the plaintiff has received telephone calls, two or 
more a week, during the past two or three years, from persons who wished 
to complain to the plaintiff of the work and service of its cleaning and dye- 
ing branch. In addition, persons have called at the stores of the plaintiff 
to leave articles to be cleaned, and were much surprised when informed that 
the Tea Company was not in the cleaning and dyeing business, and had no 
connection with the defendant company. This confusion was further 
evidenced by the testimony of over forty witnesses that they dealt with the 
defendant company under the belief and impression produced by the 
simulation of name, store front, advertising, and trade-mark or insignia; 
that the Cleaning & Dyeing Company is a branch of, or connected with the 
Tea Company. 


Conclusions of Law 


Under these facts, we conclude as a matter of law that the 
plaintiff is entitled to injunctive relief prayed for in its bill of 
complaint, and is entitled to recover the cost of this action. 
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Opinion 

We are clearly of the opinion, from the evidence in this case, 
that there was a premeditated design on the part of the defendant 
and its predecessor Resnick to deceive the public into believing that 
the defendant corporation was a branch of the A. & P. Tea Com- 
pany in order to gain the advantage that might be derived from the 
advertisements and good-will of the plaintiff. Such a situation un- 
doubtedly presents a strong case for equitable relief. 

Judge Learned Hand, in Yale Electric Corporation v. Robertson 
(C. C. A.) 26 F. (2d) 972, 974 [18 T.-M. Rep. 321], very aptly 
states the modern doctrine applied to cases of this kind: 


However, it has of recent years been recognized that a merchant may 
have a sufficient economic interest in the use of his mark outside the field 
of his own exploitation to justify interposition by a court. His mark is 
his authentic seai; by it he vouches for the goods which bear it; it carries 
his name for good or ill. If another uses it, he borrows the owner’s reputa- 
tion, whose quality no longer lies within his own control. This is an injury, 
even though the borrower does not tarnish it, or divert any sales by its 
use; for a reputation, like a face, is the symbol of its possessor and creator, 
and another can use it only as a mask. And so it has come to be recognized 
that, unless the borrower’s use is so foreign to the owner’s as to insure 
against any identification of the two, it is unlawful. 

Our attention has been called to the opinion of the Circuit Court 
of Appeals of the Third Circuit in Certain-Teed Products Corpora- 
tion v. Philadelphia & Sub. Mortgage G. Co., 49 F. (2d) 114 [21 
T.-M. Rep. 433], in which the Circuit Court affirmed the judgment 
of the District Court in refusing an injunction against the defend- 
ants who were using the phrase in its advertising, “A guaranteed 
mortgage is a certainteed income,” when the plaintiff was dealing 
only in roofing and other building materials. In that case, in addi- 
tion to there being no similarity of product involved, the court found 
that there was no fraud, deception, or confusion in the minds of 
the public. In the instant case, however, we have that confusion, 
and can arrive at no other conclusion than that the plaintiff delib- 
erately intended to avail itself of the good-will of the plaintiff 
corporation in its business and took advantage of the advertising 
of the plaintiff. 
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It was argued that the plaintiff had been guilty of laches in start- 
ing this suit. The plaintiff notified Resnick of its objection to his use 
of the A. & P. insignia on May 27, 1930, but did not file its bill of 
complaint in the instant case until May 31, 1933. We cannot see 
that mere delay in bringing suit would deprive the plaintiff of its 
remedy by injunction. There is no evidence of acquiescence by the 
plaintiff in the use by the defendant of its insignia, nor was there 
any ground upon which one could lay an estoppel. It may be that 
the plaintiff could not recover damages, but in the instant case it 
is only seeking an injunction, and we believe is clearly entitled to it. 

The only further point that needs to be touched upon is the 
question of jurisdiction. The plaintiff, in its bill of complaint, does 
not allege that the amount in controversy exceeds the sum or value 
of $3,000. However, the proofs in this case clearly show that the 
value to the plaintiff of its right to the exclusive use of its trade- 
name and good-will was in excess of $3,000. The immediate 
pecuniary damage is not the test of the value of the matter in dis- 
pute, but the value to the complainant of the business to be pro- 
tected. Prest-O-Lite Co. v. Bournonville (D. C.) 260 F. 440, 
441; Local No. 7 of Bricklayers’, etc., Union v. Bowen (D. C.) 
278 F. 271, 278; Lambert v. Yellowley (C. C. A.) 4 F. (2d) 915, 
918. 

Let a decree be submitted in accordance with this opinion. 


HovsEHOLD FINANCE CoRPORATION OF DELAWARE v. HovusEHOLD 
Finance CorporaTION oF West VIRGINIA 
(11 F. S. 3) 


United States District Court, Northern District of West Virginia 


May 24, 1935 


Unrairn ComPpeTiTion—UseE or Same Corporate NAME—WHEN RESTRAINED. 
A corporation will not be permitted to deceive the public by an 
artifice that will enable it to be passed off as another corporation already 

in existence, or to dispose of its products as those of such other company. 
Unram Competition—CorporaTte Names—Svuits—DeErense or Havine State 
CHARTER. 
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The fact that defendant corporation in a suit for unfair competition 
involving its name has been chartered by some state government does 
not afford it a defense or immunity from action against it in a federal 
or a state court by a corporation of another state, where the name 
adopted is used to compete unfairly with the complainant. 

Unram ComPeTiT1ion—“HovuseHotp FINANCE CorporaTION” as Part or Cor- 
poraATE Name—Use sy ComPpetiror. 

The adoption by defendant of the corporate name, Household 
Finance Corporation of West Virginia, after plaintiff had organized 
under the corporate name, Household Finance Corporation of Dela- 
ware, held unfair competition, especially as the parties carried on a 
competing business in identical or contiguous territory. 

In equity. Action for unfair competition in the use of a cor- 


porate name. Decree for plaintiff. 


O’Brien § O’Brien, of Wheeling, W. Va., and Ballard Moore 
and John A. Marzall (of Cox § Moore), both of Chicago, 
Ill., for plaintiff. 

Schmidt, Hugus § Laas and Ewing § McGinley, all of Wheel- 
ing, W. Va., for defendant. 


Baker, D. J.: The subject-matter of the controversy is the 
adoption by the defendant of the exact same name as that of the 
plaintiff. Plaintiff objects to the defendant using its name, on the 
grounds that the public will become misled; that confusion will 
exist in the mind of the public; that plaintiff’s stock value is likely to 
depreciate; that plaintiff's banking connections and stock have been 
and are still endangered; and that plaintiff’s credit, business, bor- 
rowing power, and stock valuation will diminish by reason of de- 
fendant’s acts, and that the plaintiff is being damaged by the de- 
fendant’s use of its name, and that if defendant is not enjoined 
from continuing the use of its present name, the plaintiff will suffer 
irreparable loss and damage. 

Plaintiff, Household Finance Corporation, is a corporation or- 
ganized and existing under and by virtue of the laws of the State 
of Delaware, and has an office and place of business at 919 North 
Michigan Avenue, Chicago, III. 

Defendant, Household Finance Corporation, is a corporation or- 
ganized and existing under and by virtue of the laws of the State of 


West Virginia. The defendant corporation originally was in- 
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corporated under and by virtue of the laws of the State of West 
Virginia, on December 1, 1922, under the name “Commercial 
Finance Company.” Defendant, on March 5, 1931, changed its 
name from “Commercial Finance Company”’ to “Household Finance 
Corporation,” the exact same name as that used by plaintiff. 

Plaintiff’s record in this case shows that plaintiff acquired its 
name through predecessor organizations, by purchase, merger, or 
otherwise; that the business was originally established by one Frank 
J. Mackey in the year 1881, with the opening of a small loan office 
in Minneapolis, Minn.; that the business of said Mackey expanded, 
and that about 1892 the word “Household” was first used in Mil- 
waukee, Wis., as part of the name under which one of the predecessor 
officers operated. 

Through the adoption of the predecessor organization by pur- 
chase, merger, or otherwise, plaintiff claims the dominant right to 
use the word “Household” in connection with the loan and finance 
business. Furthermore, plaintiff shows it has spent thousands and 
thousands of dollars in advertising the words “‘Household,” “House- 
hold Finance,’ and the name “Household Finance Corporation,” 
until this name has become synonymous with plaintiff's business. 

Plaintiff further owns, operates, and controls three subsidiaries 
under the following names: “Household Finance Corporation of 
New York, a personal loan company,” ““Household Finance Corpora- 
tion of America,” and “Household Finance Corporation of Massa- 
chusetts.” 

The record shows that plaintiff’s business, originally established 
by Frank J. Mackey in 1881, grew from a relatively small concern, 
until at the time of its incorporation in 1925, it had net assets of 
$5,000,000, not including an exceedingly valuable good-will. By 
September 1 of the same year of plaintiff's incorporation, its net 
assets grew to $6,000,000, and the plaintiff has expanded rapidly 
and continuously to such an extent that its net assets, at the time 
when defendant changed its name to that of the plaintiff, were over 
$24,000,000, not including good-will. The net assets of plaintiff, 
at the time of filing the bill of complaint in this case, were over 
$29,000,000. 
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Plaintiff has offices in approximately seventy-six cities and towns 
in the United States, and conducted an advertising program over 
the radio which was heard in practically every state of the United 
States, and some foreign countries. Plaintiff regularly advertises 
in local newspapers and other publications, including Time, Chris- 
tian Science Monitor, Fortune, American Federationist, Rotarian, 
American Bankers’ Association Journal, Saturday Evening Post, 
and others. 

Plaintiff has spent, and is still spending, large sums of money in 
advertising, both in national and local periodicals. 

Plaintiff maintains an office in Pittsburgh, Pa., about sixty miles 
from Wheeling, W. Va., and is licensed to do business in several 
states bordering West Virginia. 

Defendant is located in Wheeling, W. Va., scarcely a mile away 
from the State of Pennsylvania, where plaintiff has several offices. 

Plaintiff is not endeavoring to put defendant out of business, but 
is merely trying to prevent defendant from continuing to use plain- 
tiff’s name, which plaintiff alleges it has spent many thousands of 
dollars to make known to the public. 

Nims on Unfair Competition and Trade-Marks (2d Ed.) p. 
163, § 82, states that the fact that the defendant corporation in a 
suit for unfair competition, involving its name, has been chartered 
by some state government, does not afford it a defense or immunity 
from action against it in a federal court or a state court by a cor- 
poration of another state, where the name adopted is used to com- 
pete unfairly with the complaining company. 

Cook on Corporations, vol. 1 (8th Ed.) page 84, § 15, reads as 
follows: 


The right of a corporation to the exclusive use of its chosen name is 
recognized by statute in many states. Moreover, it is usually protected by 
the courts, independently of any statute. The matter of protecting the use 
of a corporate name is intrinsically of equitable cognizance, and the injured 
party seldom, if ever, has an adequate and complete remedy at law. To 
prevent the continuance of such a wrong, equity will interfere, and at the 
suit of the injured party, will grant an injunction. 


In General Film Co. of Missouri v. General Film Co. of Maine, 
237 F. 64, Circuit Court of Appeals, Eighth Circuit, the court held 
as follows: 
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As a corporation adopts its own name, complainant could not, though 
the name of the foreign corporation had not been registered, obtain the 
right to use the name of such corporation for the purposes of unfair com- 
petition, and such use may be enjoined by the courts, notwithstanding the 
approval of complainant’s name by the secretary of state. 

When a state grants a charter to a corporation in accordance with 
the name selected by the corporation, the state does not warrant 
the name, nor does it guarantee that the domestic corporation shall 
have the full right and privilege to that name, regardless of any 
previous existing right to another. 

In Liberty Life Assurance Society v. Heralds of Liberty, Dela- 
ware (15 Del. Ch. 369), 138 A. 634, it was held that the general 
right conferred by the law of a state to choose any corporate name 
must be held to those considerations of justice and fair dealing 
which it is the special province of equity to promote and protect, 
hence the courts of a state will not permit a business to be carried 
on in a manner unfair to a corporation of another state or in a 
name which unjustly interferes with the business of such a cor- 
poration, although the same may have been organized and registered 
under the general laws of the state. 

The Fourth Circuit Court of Appeals in Grand Lodge, I. B. § 
P.O. O. Elks v. Grand Lodge, I. B. § P. O. O. Elks (C. C. A.) 50 
F. (2d) 860, 861, stated: 

This suit was instituted in the court below by the Grand Lodge of 
Improved Benevolent and Protective Order of Elks of the World, a New 
Jersey corporation, against the Grand Lodge, Improved, Benevolent and 
Protective Order of Elks of the World, a corporation of Virginia, and 
James T. Carter, Leon A. Reid, Joseph R. Pollard, and John B. Neblett, 
citizens of that state. The purpose of the suit was to enjoin defendants from 
using the corporate name of complainant... . 

The individual defendants are citizens of Virginia, and the corporate 


defendant is a corporation organized under the laws of (that) state in the 
year 1929. ... 

“The principles upon which these cases rest are, that, although a corpora- 
tion may be legally created, it can no more use its corporate name in 
violation of the rights of others than the individual can use his name, legally 
acquired, so as to mislead the public and to injure another. The prin- 
ciple adopted is similar to that of a trade-name or trade-mark, and is 
applied accordingly. Consequently a court of equity has jurisdiction in 
such a case without the intervention of the state.” 


Plaintiff has shown that actual confusion existed, but it is a 
well-known law of trade-marks and unfair competition that, 
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in order to make out a case of unfair competition, it is not necessary to 
show that any person has been actually deceived by the defendant’s con- 
duct and led to purchase his goods in the belief that they are the goods of 
the plaintiff, or to deal with the defendant, thinking he was dealing with 
the plaintiff. It is sufficient to show that such deception would be the 
natural and probable result of the defendant’s acts. 38 Cyc. 766-782, § 4. 

Nims on Unfair Competition and Trade-Marks (3d Ed.) § 11, 
reads as follows: 


The sum of the whole matter is this: If a plaintiff can demonstrate that 
the defendant’s use of its corporate name is likely to cause confusion or to 
misrepresent, the defendant must change its name, even though it contains 
the personal name of an incorporator, and inasmuch as an affirmative duty 
to differentiate itself from the plaintiff rests upon defendant, the failure so 
to do is evidence of fraud. 

For other cases in point showing that actual confusion is not 
necessary, and that probable confusion is sufficient, see Rubber & 
Celluloid Harness Trimming Co. v. F. W. Devoe & C. T. Reynolds 
Co. (D. C.) 283 F. 150 [6 T.-M. Rep. 357]; Wisconsin Electric 
Co. v. Dumore Co. (C. C. A.) 35 F. (2d) 555, at page 558, citing 
Bickmore Gall Cure Co. v. Karns (C. C. A.) 184 F. 833, 835; 
Ralston Purina Co. v. Western Grain Co., 23 F. (2d) 253, 255 (5th 
C. C. A.) [18 T.-M. Rep. 63]. 

Courts of equity have found another and broader ground upon 
which protection can be rested, namely, the right to protection 
against unfair competition. In fact, the law of trade-marks is but 
a part of the broader law of unfair competition, the general pur- 
pose of which is to prevent one person from passing off his goods or 
his business as the goods or business of another. Unfair competi- 
tion in trade, as distinguished from infringement of a trade-mark, 
does not involve the violation of any exclusive right to the use of the 


, 


name. Even the term “unfair competition,” if strictly interpreted, 
is not sufficiently comprehensive to embrace all the situations in 
which relief will be granted. For the statute may prohibit the as- 
sumption of a corporate name so similar to that of an existing com- 
pany as to lead to confusion without regard as to whether unfair 
competition will result. 

The principle of the cases upon the subject of preventing a cor- 


poration, association, or an individual from using the name of a 
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corporation previously appropriated and used by it, proceeds upon 
the theory that it is a fraud on the corporation which has acquired 
a right to that name and perhaps carried on its business thereunder, 
that another should attempt to use the same name, or the same name 
with a slight variation in such a way as to induce persons to deal 
with it in the belief that they are dealing with the corporation which 
has given a reputation to the name. The injury guarded against 
is twofold: (1) Injury to the public by having palmed off upon it 
a spurious article believing it to be the product of the complaining 
corporation, and (2) injury to such corporation by having its trade 
diverted to the newcomer. By some courts, the latter element is 
accentuated, and injury to or fraud upon the complainant is made the 
crucial test. The ultimate question is whether the public or some 
portion of the public is being cheated or deceived or led into the 
purchase of something which it is not getting, and whether trade is 
being unfairly diverted. A corporation will not be permitted to de- 
ceive the public by any artifice that will enable it to be passed off 
as another corporation already in existence, or to dispose of its 
products as those of such other company. Primarily, it is not the 
name which is protected, but the business. 

Although, in a proper case, an action for damages will lie against 
the offending corporation, association, or individual, the matter of 
protection is essentially of equitable cognizance, because of the 
fact that the remedy at law would ordinarily be inadequate or incom- 
plete. As a general proposition, equity, at the suit of a corporation 
which has adopted a certain name and upon proof of the necessary 
facts, will enjoin a corporation, subsequently organized, which has 
adopted an identical or a similar name, from using such name. 
Fletcher, Cyclopedia Corporations, vol. 6, pp. 21-32, and § § 2422, 
2423, and 2424; 36 A. L. R. 923; Edward Rogers on Good-will, 
Trade-marks and Unfair Trading, pp. 159, 160; Ruling Case Law, 
vol. 7, pp. 132-136. 

There can be no question as to the jurisdiction of this court, 
because the bill of complaint contains a certified copy of the plain- 
tiff’s articles of incorporation showing that plaintiff was incor- 
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porated under the laws of the State of Delaware. Defendant admits 
it is a corporation organized under the laws of the State of West 
Virginia. Diversity of citizenship, therefore, exists. The bill of 
complaint seeks an injunction; therefore, equity has jurisdiction. 
The amount of the controversy is the value of the thing to be pro- 
tected, plaintiff’s good-will. It is alleged in the bill of complaint, 
and it has been shown to the court, that plaintiff's good-will amounts 
to several million dollars. Hennessy, et al. v. Herrmann, et al. 
(C. C.) 89 F. 669; Sun-Maid Raisin Growers of California v. Avis, 
et al. (D. C.) 25 F. (2d) 303, at page 305; Randall v. Becton- 
Dickinson Co. (D. C.) 18 F. (2d) 631; Glenwood Light & Water 
Co. v. Mutual Light, Heat §& Power Co., 239 U. S. 121, 36 S. Ct. 
30, 60 L. Ed. 174. 


Conclusion 


First, that the plaintiff, “Household Finance Corporation,’ a 
corporation organized and existing under and by virture of the laws 
of the State of Delaware, is the first to have used the words “‘House- 
hold,” “Household Finance,’ and the name “Household Finance 
Corporation” ; the plaintiff having established proof that such words 
and names were used continuously by it or its predecessors since 
approximately 1881. 

Second, that the plaintiff herein is entitled to the sole and ex- 
clusive use of the words “Household,” “Household Finance,’ and 


> 


the name “Household Finance Corporation,” in its line of business. 

Third, that the defendant has unfairly appropriated plaintiff's 
name, and has, therefore, unfairly conducted its business by so 
appropriating plaintiff's name. 

Fourth, that the appropriation of a name similar to that of the 
plaintiff is liable to cause confusion in the mind of the public 
generally. 

Also that the defendant be restrained: 

(1) From advertising, using, publishing, or listing the word 
“Household” in connection with the loan or finance business, or the 
words “Household Finance,’ or the name “Household Finance 
Corporation.” 
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(2) From in any way or manner conducting a loan or finance 
business under the name “Househeld Finance Corporation.”’ 

(3) From in any way or manner conducting a loan or finance 
business under any colorable combination or simulation of said 
name “Household Finance Corporation.” 

(4) From using any words or name having a near resemblance 
to plaintiff's name which may be calculated to deceive. 

(5) From committing any other acts of unfair competition. 

The plaintiff having established its right by the law, evidence, 
and the record, it is entitled to a preliminary injunction. 

Decree may be prepared accordingly. 


Wivuiam R. Warner & Co., INc. v. THe Laxstep Company, 
INCORPORATED 


United States District Court, Southern District of New York 
August 23, 1935 


Trape-Marks—INFRINGEMENT—“ARGAROL” aND “AGar-Ort”—ConrLictine 
Marks. 

The word “Agar-Oil,” held to be confusingly similar to the word 
“Argarol,” both words being used as trade-marks on pharmaceutical 
products. 

TrapE-Marks—I NFRINGEMENT—SvITS—LACHES. 

The fact that defendant showed a fraudulent intent to mislead cus- 
tomers, held to be a sufficient answer to the charge of laches. 

In equity. Action for trade-mark infringement, and unfair com- 


petition. Decree for plaintiff. 


Baldwin, Hutchins & Todd (Hiram C. Todd, Danforth Geer, Jr., 
and E. Raymond Shepard, of counsel), of New York City, 
for plaintiff. 

Harry S. Samuels, of New York City, for defendant. 


Carrey, D. J.: In a memorandum dated August 16, 1935, in 
Hiram Walker & Sons v. Penn-Maryland Corp., E 60/312, I dis- 
cussed and applied the principles which I think govern the instant 
motion. I see no occasion to repeat what was there said and time is 
not available for extended discussion. 
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It is satisfactorily established that “Argarol’”’ has a secondary 
meaning. The word does signify to users the origin and ownership 
of the article. Deception and confusion by use of the name “Agar- 
Oil” are manifest and are not independently proved. As I see it, 
therefore, the plaintiff is entitled to an injunction pendente lite 
(American Medicinal Spirits Co. v. United Distillers, 76 Fed. 
[2d] 124). In principle, on the facts, the same conclusion is sus- 
tained by Warner Co. v. Lilly §& Co., 265 U. S. 526 [14 T.-M. Rep. 
247], and by William Wrigley, Jr. §& Co. v. Grove Co., 183 Fed. 
99, cited by the defendant. 

It is urged that relief should be denied to the plaintiff because of 
delay in bringing suit. Without going into reasons for not starting 
the action earlier, a sufficient answer can be based on other grounds. 
Even if the conversations between Phillips and Samuels at Fein- 
berg’s place be disregarded, it seems to me that fraud, as well as 
intention to mislead drug store customers, on the part of the de- 
fendant is abundantly shown. In these circumstances laches (if 
there were any) is no defense (My-T' Fine Corp. v. Samuels, 69 Fed. 
[2d] 76) [24 T.-M. Rep. 141]. 

It is also urged that unfair competition is not charged. I think 
this contention rests upon an interpretation of the pleading which 
is toonarrow. Reasonably construed, it does, in substance and effect, 
allege unfair competition. See, for example paragraph 13. I read 
nothing to the contrary in Prestonettes, Inc. v. Coty, 264 U. S. 359 
[18 T.-M. Rep. 185]; Youngs Rubber Corporation v. C. I. Lee & 
Co., 45 Fed. (2d) 103 [21 T.-M. Rep. 63]; or Stanley Mfg. Co. v. 
Art Metable Corporation, 47 Fed. (2d) 792, relied on by the de- 
fendant. 

A bond, in compliance with Section 382 of Title 28 of the United 
States Code, will be required of the plaintiff. The parties may be 
heard by memoranda on the amount. The sample bottles left at 
my chambers may be called for. 

Motion granted. Settle order accordingly on two days’ notice. 
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A. Hotianper & Son, Inc. v. Jos. HoLttanper, INc., ET at. 
(178 A. 786) 


Court of Errors and Appeals of New Jersey 
May 17, 1935 


Unrarr CompeTiTion—Hotianper”—UseE or SaME SuRNAME—APPEAL. 
Appellant and its predecessor had since the year 1896 been operating 
a fur dyeing and dressing business, in which the name “Hollander” was 
featured, and had made their goods and service widely known in trade 
circles under such trade-name. Defendant was incorporated in 1918 and 
started a competing business in Newark, N. J., under the name “Jos, 
Hollander & Son, Inc.,” which name was subsequently changed, on 
appellant’s protest, to “Jos. Hollander, Inc.,” the name “Hollander” 
being displayed in large type and the other words in small type, in which 
form defendant began a general advertising campaign to the public. 
Held that the order appealed from which enjoined defendant from any 
use of the name “Hollander” should be so modified as to restrain 
defendant from using such name in any form or manner as might tend 
to confuse the buying public and deceive purchasers. 
Unramr Competition—INJUNCTIONS—WHEN PERMISSIBLE. 
A preliminary injunction in a case of unfair competition should not 
issue unless there is urgent necessity, nor if facts necessary to the proof 
are controverted under it, nor if the right is not clear as a matter of law. 


In equity. Action to restrain alleged unfair competition. From 
an order granting a preliminary injunction, defendant appeals. 


Cause remitted with instructions to modify order. For opinion 
below, see 25 T.-M. Rep. 68. 


John Milton and Milton M. Unger, of Newark, N. J., for ap- 
pellant. 
Leber § Ruback, of Newark, N. J., for respondents. 


Doneegs, J.: This is an appeal from an order of the Court of 
Chancery granting a preliminary injunction enjoining the corpora- 
tion defendant, Jos. Hollander, Inc., and the individual defendant, 
Joseph Hollander, as an officer and agent of the corporate defendant, 
from using the names Jos. Hollander, Inc., J. Hollander, Inc., or 
Hollander, in connection with the dyeing, dressing, selling, exhibit- 
ing, advertising, etc., of furs, skins, and pelts, pending final hearing. 

The facts are outlined fully in the opinion of the Vice Chancellor, 
117 N. J. Eq. 306, 175 A. 628, and it is not necessary to set them out 
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at length here. They are briefly: Complainant, A. Hollander & 
Son, Inc., operates a fur dyeing and dressing business which has 
been in existence since 1896, operated by complainant since 1919, 
and by its predecessors theretofore. Defendant Joseph Hollander 
was several times connected with complainant, being a brother of its 
founder, Adolph Hollander. 

It appears that complainant is a leader of the industry in the 
production of Hudson Seal, a dyed muskrat, its product being alleged 
to be superior to all others. 

In 1918, defendant Joseph Hollander incorporated Jos. Hol- 
lander & Son, Inc., and entered the business in Newark. Conplain- 
ant’s predecessor, A. Hollander & Son, a partnership, protested the 
action of the defendant in using a name so similar in the business 
to its own, and in otherwise conducting its business in such manner 
as to permit confusion as to the identity of the Hollander organiza- 
tion involved. 

Conferences were held and an agreement was reached, the details 
of which are in dispute, but it does appear that the corporate name 
of defendant was changed to Jos. Hollander, Inc. Complainant’s 
affidavits are to the effect that upon the changing of defendant’s 
name and the promise of defendant not to advertise its wares to the 
general public, but only to the fur trade, it consented to the use of 
the name Hollander by defendant. Complainant says it was not 
afraid of the use of the name within the trade because the experi- 
enced persons in the business knew its product well and would not 
confuse it with the product of the defendant. It was afraid, how- 
ever, of the results if direct advertising were undertaken. De- 
fendant denies any such agreement, but the fact remains that it did 
conduct its business in such manner until 1933 when it commenced a 
direct advertising campaign, which was the occurrence that precipi- 
tated the present litigation. When defendant commenced its gen- 
eral advertising, it, for a while, imitated a distinguishing trade-mark 
of the complainant, and otherwise, it would appear, attempted to 
take unto itself the value of the name “Hollander.” 
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After a few weeks of negotiations in an effort to induce the 
defendant to cease its activities, the complainant filed its bill for 
an injunction, alleging unfair competition. 

On affidavits and exhibits the preliminary injunction now ap- 
pealed from was advised. 

Under the Citizens’ Coach Case, 29 N. J. Eq. 299, a preliminary 
injunction should not issue unless there be urgent necessity; nor if 
facts necessary to entitle complainant to relief are controverted 
under oath; nor if the right is not clear as a matter of law. 

It would appear that the complainant will be injured if defend- 
ants are permitted to conduct the proposed advertising campaign, 
because such advertising would tend to confuse the public as to 
whether the product was that of the complainant or defendant. 

While the details of complainant’s allegations are in dispute to 
some extent, in the main the history and conduct of the two business 
enterprises essential to a determination of the questions here in- 
volved, are uncontradicted and leave no doubt as to the situation 
with respect to defendant’s method of advertising prior to 1933. 
There can be no doubt that complainant was first in the business 
and built up a reputation and good-will; that, upon the entry of 
the defendant into the business a strenuous objection was voiced 
by the complainant; that defendant made certain concessions to this 
protest, even if there be dispute as to the extent of these conces- 
sions; that defendant refrained from any advertising designed to 
directly reach the ultimate consumer; and that, in or about 1933, 
the defendant departed from its practice with respect to advertis- 
ing. 

From the facts substantially uncontroverted, it would appear 
that complainant has made a showing that entitles it to have main- 
tained the situation existing prior to the time when the defendant 
embarked upon an advertising campaign to directly reach the public, 
and when it began to use the name “Hollander” in such way as to 
confuse the buying public by putting “Hollander” in large type and 
the initial in small type. 
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We conclude, however, that complainant is not entitled to have 
the full relief afforded it by the order under review. From 1918 to 
1933, the complainant acquiesced in the conduct of business by 
defendant under its corporate name within the fur trade. Upon this 
application for preliminary relief, it is not entitled to more than 
to maintain the status existing when defendant is alleged to have 
violated its agreement and invaded the field of public advertising, 
and used its name in such a way as to confuse the public as to the 
identity of the advertiser. The effect of the order complained of 
will be to prevent the defendant from continuing a business that 
admittedly has been operated without objection for upwards of 
fifteen years, and to decide against defendants questions concerning 
which there is grave doubt. 

The order under review should be so modified, pending final 
hearing and the further order of the court, as to restrain the de- 
fendants from using the name “Hollander” and the letter “J” in 
such form or manner as may tend to confuse the mind of the buying 
public or ultimate consumers as to the identity of the respective 
products of the complainant and the defendants, and to restrain 
the defendants from advertising its products to the buying public 
or ultimate consumer. 

The cause will be remitted to the Court of Chancery, with 
instructions to modify the order to conform to the views herein ex- 
pressed. 


For modification: The Chief Justice, Justices Parker, Luoyp, 
Case, Boptne, Donees, Heuer, and Perskir, and Judges Van 
Buskirk, Kays, Hetrietp, Dear, and We_is—thirteen. 

Opposed: None. 
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DEcISIONS OF THE COMMISSIONER OF PATENTS 


Descriptive Terms 









Spencer, F. A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for gasoline, the notation “Hi-Octane,” on 
the ground that the mark is merely descriptive of the goods. 

In his decision, after stating that misspelling the word “high” 
adds nothing to the registrability of the notation, the First Assistant 
Commissioner said: 

That the words “Hi-Octane” are descriptive of gasoline having a high 
octane content is to my mind incontrovertible; furthermore, in the event 
that the applicant’s product does not have a high octane content, the words 


become misdescriptive to the same extent that they would otherwise be 
descriptive. 


He further said: 


Not only must the notation be refused registration under the Act of 
1905, but it would indeed appear questionable whether registration could be 
obtained under the Act of March 19, 1920. It is commonly known that 
gasoline containing a high octane content is desirable and the notation, 
therefore, comprises nothing more than the proper and common descriptive 
designation of the type of gasoline in question. It is difficult to see where 


any trade-mark significance can attach to words that are so thoroughly 
descriptive.! 


Geographical Terms 


Spencer, F. A. C.: Held that the applicant is not entitled to 
register the following marks as trade-marks for ginger ale: A 
colored map of Canada, the words “Canada Dry,” and the mark in 
which the words “Canada Dry” are printed across the face of a 
map of Canada. 

The ground of the decision is that the marks are merely geo- 
graphical. 

In his decision, with reference to the question of the registra- 
bility of the map, the First Assistant Commissioner said: 


Referring first to the map case, it is urged that the statute forbids 
registration of geographical names and terms only, and that since a map 
is neither, there can be no sound objection to its registration. Maps were 
not the subject of exclusive appropriation at common law and since, as the 


1 Ex parte Richfield Oil Company, Ser. No. 323,360, 159 M. D. 434, July 
17, 1935. 
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applicant so strenuously argues in another connection, it was the intent of 
the framers of the Act of 1905 to provide for the registration of only those 
notations that were good and valid trade-marks at common law, it must be 
concluded that maps were intended to fall within the statutory prohibition. 


With reference to the notation “Canada Dry,” after stating 
applicant’s contention that the mark is clearly registrable under the 
decision of the Supreme Court in Hamilton Brown Shoe Company v. 
The Wolfe Brothers & Co., 240 U.S. 251, 1916 C. D. 281 [6 T.-M. 
Rep. 169], where the words “American Girl” were held to be neither 
geographical nor descriptive of shoes, he said: 


In its decision in this case the Court said: “But the ‘American Girl’ 
would be as descriptive of almost any article of manufacture as of shoes.” 
In this last sentence is believed to lie the crux of the Hamilton Brown 
case. The word “Girl” is in nowise descriptive of shoes, but can the same 
be said of “Dry” as applied to ginger ale? 

The word “Dry” in the applicant’s label is an adjective modifying the 
word “ginger ale,” but owing to the fact that it is written in the same line 
as the word “Canada” and not in the line with “ginger ale” the product has 
through usage become known as “Canada Dry.” This fact does not, how- 
ever, render the word “Canada” any less geographical nor the word “Dry” 
any less descriptive. 


With reference to the argument based on the contention that the 
mark had acquired a secondary meaning through long and exclusive 
usage, and statements in the Committee report on the bill which 
matured into the Act of 1905, he said: 


The balance of the argument on this point becomes apparent: since 
Congress intended that all common law marks should be registrable under 
the Act and since applicant’s marks are common law marks, they must 
perforce be registrable. The fallacy in this argument is that it seeks to 
substitute the avowed intention of the framers for the actual statute which 
was passed. If the framers of the Act did, in fact, intend to provide for 
the registration of all common law marks they missed their aim. They 
expressly and explicitly prohibited the registration of descriptive terms, 
geographical terms and personal names unless an applicant could show 
exclusive use thereof for a period of ten years preceding the date of the 
Act. Apart from the ten-year clause, no provision was made for the regis- 
tration of marks which, by reason of having acquired secondary meaning, 
would be sustained at common law. The words “secondary meaning” do 
not appear in the Act. 

In order to adopt the argument advanced it would be necessary to 
nullify the ten-year clause, to disregard the express prohibitions of the 
statute and practically to nullify the 1920 Act which permits registration 
of marks prohibited under the 1905 Act when exclusive use for a period of 
one year is established. Naturally, registration cannot be permitted on 
any such basis and the applicant’s plea—that the office should go back to 
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first principles instead of adopting the erroneous theory that previous 
rulings must be applied—is, in this instance, without merit. 


With reference to the argument that a mark which has acquired 
a secondary meaning by long usage is not merely geographical, and 
the reference to the decision of the Court of Customs and Patent 
Appeals in In re Plymouth, 18 C. C. P. A. 888, 46 F. (2d) 211, 
1931 C. D. 102 [21 T.-M. Rep. 157], he referred to a decision of the 
Circuit Court of Appeals of the Second Circuit, in Hercules Powder 
Company v. Newton, 266 Fed. Rep. 169, 1920 C. D. 340 [10 T.-M. 
Rep. 198], and to the decision of the Supreme Court of the United 
States in Beckwith v. Commissioner of Patents, 252 U. S. 588, 
1920 C. D. 471 [10 T.-M. Rep. 255], which stated that if a trade- 
mark comprises a portion that is geographical or descriptive and 
another portion that is fanciful, the entire mark cannot be regarded 
as merely geographical or “merely” descriptive, and noted the deci- 
sion of the Court of Customs and Patent Appeals in In re California 
Perfume Company, Inc., 19 C. C. P. A. 1028, 56 F. (2d) 885, 
1932 C. D. 303 [22 T.-M. Rep. 171], and then said: 


A year after the California Perfume case was decided and two years 
after the Plymouth case, the question of the registrability of a descriptive 
term that had acquired a secondary meaning came before the Court of 
Customs and Patent Appeals in the case of Barber-Coleman Co. v. Overhead 
Door Corporation, 20 C. C. P. A. 1118; 65 F. (2d) 147, 1933 C. D. 461 
[23 T.-M. Rep. 251]. The mark in issue was “Over Head” as applied to 
garage doors and it was urged that inasmuch as it had acquired a secondary 
meaning as a result of wide usage and extensive advertising it was not 
“merely” descriptive and was therefore, in view of the Plymouth decision, 
entitled to registration. The Commissioner of Patents held the mark so 
entitled, but on appeal the decision was reversed, the Court citing and 
quoting with approval from the Hercules case and making no mention of 
the Plymouth case. Not only was the Hercules case cited, which holds that 
secondary meaning cannot render a descriptive mark registrable, but also 
cited was the case of Elgin National Watch Co. v. Illinois Watch Case 
Co., 179 U. S. 665, the Court stating: 


“The Court there (in the Elgin case) held that words which were 
merely descriptive of the place where the articles were manufactured could 
not be monopolized as a trade-mark and that the word “Elgin” was such a 
term, and that if it had acquired a secondary meaning in connection with 
its use, protection from imposition and fraud would be afforded by the 
courts, but that, notwithstanding this fact, its descriptive or geographical 
character rendered it unregistrable as a trade-mark.” 


Consequently, the “Over Head” door case, which is the latest pronounce- 
ment on the subject, held that secondary meaning does not make regis- 
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trable a word that is otherwise “merely” descriptive or “merely” geo- 
graphical, and in doing so appears to overrule that portion of the Plymouth 
case that relates to the same question. 
* * o 

Returning to the question of the registrability of the applicant’s marks, 
it is held that if a mark has a descriptive or geographical significance, as 
well as an identifying one resulting from secondary meaning, it remains 
merely or only descriptive or geographical and is not entitled to registra- 
tion. Applying this rule to the three cases at bar, it must be concluded 
that none of the marks is entitled to registration. 


He then stated that in view of the holding that the marks were 
not registrable because merely geographical, it was not necessary 
to discuss extensively the rejection based on the ground of estoppel 


by disclaimer in an earlier registration and by the previous regis- 


tration under the Act of 1920, and said: 

However, it is noted that in prior registration 155,002, owned by the 
applicant, the words “Canada Dry” were disclaimed “apart from the mark 
(map) shown on the drawing.” This renders doubtful the right of the 
applicant to now register the words alone. Warner Patterson Co. v. Mal- 
comb, 17 C. C. P. A. 984, 39 F. (2d) 274; 1930 C. D. 383 [20 T.-M. Rep. 
187}. Nor need the fact that the applicant once registered the marks 
under the Act of 1920 be discussed, although the decision of the Com- 
missioner of Patents in Ex parte Reo Motor Car Company, 341 O. G. 4; 
1925 C. D. 137 [15 T.-M. Rep. 325] holds that by accepting registration 
under the 1920 Act, instead of appealing, the applicant must be bound by 
its election and a delay of several years in seeking to cancel a registration 
under the Act of 1920 and renew the application under the 1905 Act con- 
stituted such laches as amounted to estoppel.? 


Non-Conflicting Marks 


Spencer, F. A. C.: Held that opposer is not entitled to rely 
upon the one-time use of the word “Kwix” as a trade-mark for soap 
in opposing the registration by Ira W. Royer of the notation “Quix” 
for use on a chemical water softener since the opposer had not been 
using that mark at the time the opposition was filed nor for several 
years previous thereto and that Ira W. Royer was entitled to regis- 
ter the word “Quix” for a water softener, notwithstanding the prior 
use by Colgate-Palmolive-Peet Company of the mark “Kwiksolv” as 
a trade-mark for soap in view of the difference of the marks and the 
difference of the goods. 


*Ex parte Canada Dry Ginger Ale, Inc., Ser. No. 334,520, 159 M. D. 
437, July 26, 1935. 
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With respect to the first proposition, after stating that it would 
seem that in order for a mark not in use to be protected, two fac- 
tors would have to be present: 


(1) An absence of proof showing an intent to abandon, and 
(2) an existent good-will which, in the proper case, could be presumed, 


he said: 


The two elements, good-will and non-abandonment, are more or less 
identical and coextensive. It is in deference to the continued existence of 


the good-will that a mark not in use is protected and, ordinarily, held not 
abandoned. 


He then, in further discussing the question, said: 


There may be cases wherein non-use of the mark by the opposer vill 
not defeat the opposition, but, if there is, the case at bar is not one. Here 
the opposer has not used the mark for six years, gives no indication of 
resuming its use, and merely states that when business conditions make it 
opportune “we shall again consider putting out a product under the name 
‘Kwix’” (italics ours). Surely the statute does not contemplate as 
“damaged” one who holds nothing more than a slumbering right which may 
or may not be exercised at some indeterminate future date. Rather, it is 
believed, the act deals with real, immediate injury as contrasted with con- 
jectural, speculative, remote damage. 


With reference to the questions whether granular soap and 


water softening material are goods of the same descriptive proper- 
ties and whether the notations “Quix” and “Kwiksolv” are confus- 
ingly similar, he said: 


In answer to the first question, it is believed clear that the goods are of 
the same descriptive properties; that if they were both sold under identical 
notations an ordinary purchaser would likely and reasonably believe they 
both emanated from a single source of origin. Before passing from this 
point, however, it should be mentioned specifically that although the goods 
are of the same general class there is a distinct difference between them. 

Coming now to a comparison of the notations “Quix” and “Kwiksolv,” 
it is obvious that the latter is a phonetic spelling of the words “quick solve,” 
whereas the former is neither an actual nor a phonetic spelling of any dic- 
tionary term. In appearance the two marks are dissimilar. In sound they 
are likewise different, and also in meaning. Under the circumstances, 
viewing the differences between the marks and taking into account there- 
with the differences in the goods, it must be concluded that there is no likeli- 
hood of confusion resulting from the concurrent use of both marks on 
goods of the respective parties.’ 


3 Colgate-Palmolive-Peet Co. v. Ira Roger, Opp’n No. 13,037, 159 
M. D. 447, August 9, 1935. 
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Fawcett Pusuications, INc. v. Poputar Mecuanics CoMPANy 
United States Circuit Court of Appeals, Third Circuit 


October 18, 1935 


Unrarr CoMPETTITION—RELIEF—WHEN GRANTED. 

The mere resemblance of words used by two competitors is not 
sufficient to establish unfair competition. To afford ground for relief, 
it is required that the ordinary buyer, exercising the care of a reasonably 
prudent person, be deceived. 

Unram Compe tirion—Descriprive Terms—Score or Prorecrion. 

A descriptive word, name or title, which cannot be registered as a 
trade-mark, cannot be used exclusively. Such a word belongs to the 
public in its primary sense and equity will not free the injured user 
from competition but only from unfair competition, which enables a 
competitor to deceive the public and sell his products for those of the 
first user. 

Unrairn Competirion—‘Porutar Mecuanics” anp “Mopern MECHANICS” — 
Use or Srmirar MaGazine Tires. 

Plaintiff had since 1902 been publishing a magazine under the name 
“Popular Mechanics,” which in 1914, it registered as a trade-mark. 
In 1928, defendant began to put out a similar magazine under the 
name “Modern Mechanics and _ Inventions,’ the words “Modern 
Mechanics” being printed across the face of the magazine in large 
type with the words “and Inventions” in smaller type underneath, and 
continued to use the said title, notwithstanding protests by the plain- 
tiff. Held, that the word “Mechanics,” which appears on both magazine 
titles, was descriptive and, therefore, not the exclusive property of 
either party. Plaintiff, having popularized the name “Popular 
Mechanics” and given it a secondary meaning as indicating its magazine, 
was entitled to be protected in such use against the deceptive use of the 
words “Modern Mechanics” by defendant. While, therefore, defendant 
has the right to use the descriptive word “Mechanics” in its title, it must 
do so in such manner as to distinguish it from plaintiff's magazine and 
thus prevent deception. 


In equity. Action for unfair competition in the use of a magazine 
title. On appeal from the U. S. District Court, District of Delaware. 
Modified and affirmed. For decision below, see 25 T.-M. Rep. 95. 


Before Woot.tey, Davis and Tuompson, Circuit Judges. 


Davis, C. J.: This is a suit for infringement of a trade-mark 
and unfair competition. 

The plaintiff, the Popular Mechanics Company, has published 
its magazine, ““Popular Mechanics,” since 1902. The name “Popu- 


lar Mechanics” was registered as a trade-mark in 1914. 
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As the title indicates, the subject matter of the magazine is con- 


cerned with a popular and elementary portrayal of mechanical and 


inventional progress. Its narrative is concise and “‘catchy,’ per- 


haps inclining to dramatic coloring. It had a circulation of ap- 
proximately half a million copies each month. 

In 1928, the defendant, the Fawcett Publications, Inc., intro- 
duced a competitive magazine in the field and published it under the 
name “Modern Mechanics and Inventions.” The words “Modern 
Mechanics” of the title were printed across the face of the magazine 
in large, bold type and the words “‘and Inventions’”’ in smaller type 
underneath the key words. 

It was a monthly magazine and its subject matter was similar 
to that contained in the plaintiff's “Popular Mechanics.” The de- 
fendant sought to register the name of its publication as a trade-mark 
but the application was contested by the plaintiff and denied because 
of the similarity of the defendant’s title, ““Modern Mechanics and 
Inventions,” to the plaintiff's “Popular Mechanics.” Fawcett Pub- 
lications, Inc. v. Popular Mechanics Company, 58 Fed. (2d) 838 
[22 T.-M. Rep. 273]. 

The defendant continued to publish its magazine with the same 
title over the protest of the plaintiff. The plaintiff commenced this 
suit in June, 1932. In August, the defendant’s ‘““Modern Mechanics 
and Inventions” was taken over by another corporation, the Modern 
Mechanix Publishing Company and thereafter was published under 
the name of ‘Modern Mechanix and Inventions.” Its circulation 
was approximately 100,000 copies per month. 

The bill of complaint avers that the title of the defendant's 
magazine infringes the plaintiff's trade-mark, ““Popular Mechanics” ; 
that the defendant attempts to imitate the plaintiff's magazine and 
to deceive and confuse the public; that, after thirty years of use, the 
words “Popular Mechanics” or “Mechanics” have acquired a 
secondary meaning, when applied to a magazine, indicating the 
plaintiff's publication. The defendant’s answer denies the aver- 
ments of the complaint. 
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At the hearing before the District Court, several witnesses testi- 
fed to the confusion of “Popular Mechanics” and “Modern 
Mechanics” by the public at retail news stands from which both 
magazines were principally distributed. Purchasers bought 
“Modern Mechanics” by mistake and returned it for “Popular 
Mechanics.” Wholesale magazine distributors who only handled 
“Popular Mechanics’ testified that unsold copies of “Modern 
Mechanics” were sent to them by dealers as returns for credit. 
There was testimony also that readers confused the magazines in 
corresponding with the plaintiff or defendant. 

After final hearing, the District Court granted an injunction 
to the plaintiff and said in its opinion: 


Assuming the word “Mechanics” be a descriptive word and not the 
subject of a valid trade-mark, I am satisfied the word from thirty or more 
years of continuous use by plaintiff has acquired a secondary signification 
indicative of plaintiff's magazine and as such is entitled to protection as 
much as an arbitrary or fanciful word. The plaintiff is entitled to a 
decree enjoining the defendant from using the word “Mechanics” or 
“Mechanix” as part of the name of its magazine, and for an accounting. 

The plaintiff itself has stated the question on this appeal to be: 


Where a name has acquired a secondary meaning identifying an estab- 
lished and popular magazine, is it unfair competition for a rival publisher, 
with notice, to appropriate such name or the salient part of it as the title 
of a competing magazine where such appropriation results in substantial 
confusion between the two publications and the passing off of one as 
and for the other? 

That the words, “Popular Mechanics,” may be registered as a 
trade-mark is doubtful because of their descriptive nature, and, as a 
matter of fact, the plaintiff has not relied on the validity of its 
trade-mark in this appeal. “Popular Mechanics” has been used 
successfully and continuously as plaintiff's title for many years. 
The words are of great value and, while they are generally descrip- 
tive, the plaintiff has used them so continuously and successfully in 
this field that they have come to indicate its magazine, which is a 
leader of its sort. 


But what the plaintiff wants is the right to the exclusive use of 
its key word “Mechanics” when it is applied to a magazine. The 


defendant insists that it cannot acquire that right and that the plain- 








582 TWENTY-FIVE TRADE-MARK REPORTER 


tiff is seeking a monopoly of this type of magazine since the word 
“Mechanics” is uniquely appropriate in describing its contents, 
It is doubtful if “mechanics” is the only word that can be used in 
the title of a successful magazine in this field. The decision in this 
case, however, is not based upon the ownership of a registered 
trade-mark, but upon “unfair competition.” 

The law applicable to this case was clearly stated by Judge 
Woolley in Barton v. Rer-Oil Company, 2 Fed. (2d) 402, 404 [18 
T.-M. Rep. 267], as follows: 


The law governing trade-marks is but a branch of the law regulating 
trade competition. The policy of this law is to foster, not to hamper, 
competition and it permits a monopoly in the use of a trade-mark only 
when it has become the absolute and exclusive property of the first user— 
good against the world. A merely descriptive name can never become 
such property; and the utmost the first user of such a name after it has 
acquired a secondary meaning can insist upon is that no one shall use it 
against him in an unfair way. Accordingly, the second user becomes an 
infringer only when he makes an unfair use of the mark. Not any com- 
petition, but only unfair competition on the part of such user is actionable. 

A technical trade-mark being treated as property, infringement thereof 
carries with it the presumption of fraud; but where no exclusive right to 
the use of a trade-mark exists, fraud—unfair competition—in the use of the 
mark by another must be proved; and when proved, the utmost that the 
courts can do for the relief of the first user is to enjoin not the use of 
the trade-mark but the unfair method of its use. Thus it appears that, 
while the first selection of a descriptive name which later has acquired a 
secondary meaning does not carry with it an exclusive right to its use, 
yet the first user has a right to be protected against one who subsequently 
so uses the name as to deceive the public and thereby take his trade from 
him; and in affording him this protection the later comer, when using the 
name, will be required to distinguish his goods and enlighten the trading 
public. In this way the courts preserve to the first user his superior right 
to the mark and, what is more important, guard the public. 


The plaintiff insists that its rights in “Mechanics” entitles it to 
an injunction for the exclusive use of that word on the principles 
disclosed in the cases of Photoplay Publishing Co. v. LeVerne, 269 
Fed. 730 [10 T.-M. Rep. 102], and Barton v. Rex-Oil Company, 
2 Fed. (2d) 402 (C.C.A. 3) ; 29 Fed. (2d) 474 [19 T.-M. Rep. 159]. 

In the Photoplay case, the complainant had published the maga- 
zine, ““Photoplay,” for a number of years. The defendant began 
publishing a similar magazine which it called the “Photo-Play 


Journal.” As the titles indicate, both were devoted to moving pic- 
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tures and matters connected therewith. The court held that the 
defendant’s use of the variation, “Photo-Play,’ caused confusion 
to the public which constituted unfair competition and entitled the 
plaintiff to an injunction forbidding the use of the simulation of the 
word “Photoplay.” 

The court granted the same relief in the Barton case, commonly 
called the ‘““Dyanshine” case, for the same reason. 29 Fed. (2d) 
474. The plaintiff had placed a shoe polish on the market and it 
proved to be highly successful. The polish was labelled “Dyan- 
shine.” The defendant commenced manufacturing a product which 
it called “Dye & Shine.” In enjoining the use of these words to 
designate the defendant’s product, the court said: 


. . the law affords the remedy of injunction against the use of 
words which in instances such as this have acquired only a secondary 
meaning when those words are used as the name of a product as dis- 
tinguished from their use in describing it. 

It may be that the decrees went too far in absolutely enjoining 
the use of the descriptive words in the “Photoplay” and “Dyan- 
shine’ cases for the reason that, being descriptive words, they could 
not be exclusively appropriated. 

It is easy to forget that it is not competition but unfair competi- 
tion which entitles the user of a descriptive word with an acquired 
secondary meaning, to relief. Such a word belongs to the public 
in its primary sense. Equity will not free an injured user from 
competition, but only from unfair competition, which enables a 
competitor to deceive the consuming public and sell his products for 
those of the first user. 

A descriptive word, name, or title, which cannot be registered 
as a trade-mark and belongs to the public, cannot be used exclusively. 
Canal Company v. Clark, 80 U.S. 311; Elgin National Watch Com- 
pany v. Illinois Watch Case Company, 179 U. S. 665; Standard 
Paint Company v. Trinidad Asphalt Company, 220 U. S. 446 [1 
T.-M. Rep. 10]; Warner §& Company v. Lilly & Company, 265 
U. S. 526 [14 T.-M. Rep. 247]. If it were otherwise, it would be 
afforded the same protection as a registered trade-mark. 
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The Supreme Court said in Warner §& Company v. Lilly & Com- 
pany, supra: 


A name which is merely descriptive of the ingredients, qualities or 
characteristics of an article of trade cannot be appropriated as a trade- 
mark and the exclusive use of it afforded legal protection. The use of a 
similar name by another to truthfully describe his own product does not 
constitute a legal or moral wrong, even if its effect be to cause the public 
to mistake the origin or ownership of the product. 


In the Elgin Watch Company case, supra, the court said: 


If a plaintiff has the absolute right to the use of a particular word or 
words as a trade-mark, then if an infringement is shown, the wrongful or 
fraudulent intent is presumed, and although allowed to be rebutted in 
exemption of damages, the further violation of the right of property will, 
nevertheless, be restrained. But where an alleged trade-mark is not in itself 
a good trade-mark, yet the use of the word has come to denote the particular 
manufacturer or vendor, relief against unfair competition or perfidious 
dealing will be awarded by requiring the use of the word by another to 
be confined to its primary sense by such limitations as will prevent mis- 
apprehension on the question of origin. In the latter class of cases, such 
circumstances must be made out as will show wrongful intent in fact, or 
justify that inference from the inevitable consequences of the act com- 
plained of. 


To afford a ground for relief for unfair competition, however, 
it is required that the ordinary or common buyer, exercising the care 
of a reasonably prudent person, be deceived. The Supreme Court 
stated the rule in McLean v. Fleming, 96 U. S. 245, as follows: 


....a court of equity will not interfere, when ordinary attention by the 
purchaser of the article would enable him at once to discriminate the one 
from the other. Where the similarity is sufficient to convey a false impres- 
sion to the public mind, and is of a character to mislead and deceive the 
ordinary purchaser in the exercise of ordinary care and caution in such 
matters, it is sufficient to give the injured party a right to redress, if he 
has been guilty of no laches. 

Generally, the question of whether or not the defendant has 
been guilty of unfair competition is one of mixed law and fact and is 
for the trial court to determine. The mere resemblance of words 
used by two competitors is not.sufficient to establish unfair competi- 
tion. Its essence consists in the sale of the goods of one manufac- 
turer or vendor for those of another or under such conditions as will 
lead the purchaser to think that they are the goods of the other. 


Sears, Roebuck & Company v. Elliot Varnish Company, 282 Fed. 
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588 (C. C. A. 7) [6 T.-M. Rep. 345], certiorari denied 242 U. S. 
635; Standard Paint Company v. Trinidad Asphalt Company, supra. 
For example in the latter case, the Supreme Court said: 


The only imitation by the Asphalt Company of the roofing of the Paint 
Company is that which exists in the use of the word “rubbero,” and this 
only by its asserted resemblance to the word “ruberoid.” To preclude its 
use because of such resemblance would be to give to the word “ruberoid” 
the full effect of a trade-mark, while denying its validity as such. It is 
true that the manufacturer of particular goods is entitled to protection of 
the reputation they have acquired against unfair dealing, whether there be 
a technical trade-mark or not, but the essence of such a wrong consists in 
the sale of the goods of one manufacturer or vendor for those of another. 
Elgin National Watch Co. v. Illinois Watch Co., supra. Such a wrong is 
not established against the Asphalt Company. It does not use the word 
“Rubbero” in such a way as to amount to a fraud on the public. 

While there is no evidence that the defendant attempted to palm 
off its magazine for that of the plaintiff, there was substantial 
evidence of confusion on which the trial court based a finding of 
unfair competition. 

But it should not be overlooked that “Mechanics” is not the 
title by which the plaintiff displays its magazine to the world. 
“Popular Mechanics” is its title and with that the plaintiff by long, 
continuous use has built up its success. Despite statements to the 
contrary, both words of the title are of equal dignity and importance 
and they have always been used together without distinguishing 
emphasis. On the other hand, the defendant has used “Modern 
Mechanics” as the important part of the title to its magazine and has 
placed the remainder of it, the words, “and Inventions,” in smaller 
type beneath the other part. 

The decree of the District Court gives the plaintiff the exclusive 
use of a common, descriptive word. In so doing, it goes too far. 
While defendant may use the descriptive word, “Mechanics,” in the 
title of its magazine, it must do so in such manner as will distinguish 
it from plaintiff's magazine and thus prevent deception, to the pur- 
chasing public. 

Accordingly, the decree is reversed and the case is remanded to 


the District Court for further proceedings in accordance with this 
opinion. 
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FepERAL TraAapE Commission v. WaLkKer’s New River Mining 


CoMPANY 
United States Circuit Court of Appeals, Fourth Circuit 


October 8, 1935 


Unrain Competirrion—Svuirs—WHEN MAINTAINED. 

A suit for unfair competition may be maintained in the case of the 
use of a name that has acquired a secondary significance, even though 
the name be not a good trade-mark on account of its generic or 
geographical character. 

Unrair Competirion—“New River” on Coat—Seconpary MEANING. 

As a result of long use and the expenditure of large sums of money 
by coal operators in the New River field, held that the words “New 
River” had acquired with the public a secondary meaning indicating 
exclusively coal mined in the said region. 

Unrairn CompetTirion—Feperat Trane Commission Act—“NEw 
Coat—Deceptive Use or GeoGrAPHICAL TERM. 

The use by respondent of the words “New River” in its corporate and 
trade-name and its offering for sale and selling its coal as “New River” 
coal, when, as a matter of fact, its said coal was not mined in the so- 
called New River area, held unfair competition, and the order of the 
Federal Trade Commission appealed from was affirmed. 


River” on 


In equity. Action for unfair competition in the use of a geo- 
graphical term. On application for enforcement of an order of the 
Federal Trade Commission. Affirmed. 


James M. Brinson, Special Attorney, Federal Trade Commission 
(W. T. Kelley, chief counsel, Martin A. Morrison, Assistant 
chief counsel, Federal Trade Commission and James W. 
Nichol, on the brief), for petitioner. 

George Cochran Doub (Parker Carey & Doub, on the brief), 
for respondent. 


Before Parker and Nortucort, Circuit Judges, and CuestNvt, 
District Judge. 


Nortucott, C. J.: This is a proceeding under the provisions of 
the Federal Trade Commission Act, Section 5 (15 U.S.C.A. Section 
45), seeking the affirmance and enforcement of an order entered 
by the Commission on the first day of February, 1934, requiring 
the respondent, Walker’s New River Mining Company, a corpora- 
tion, to cease and desist from certain practices, found by the Com- 
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mission to constitute unfair methods of competition forbidden by the 
Act. 

In April, 19382, the Federal Trade Commission, hereinafter 
referred to as the Commission, filed and served complaint against 
the respondent, charging “unfair methods of competition in inter- 
state commerce” in violation of said Section 5 of the Federal Trade 
Commission Act. Respondent’s answer to the complaint was filed in 
May, 1932, and after the complaint was amended, in an immaterial 
respect, evidence was taken before an Examiner of the Commission 
and a number of witnesses were examined. The matter was then 
heard before the Commission and after consideration the Commission 


entered the following order: 


This proceeding having been heard by the Federal Trade Commission 
upon complaint of the Commission, the answer of respondent, the testimony 
and evidence, briefs and arguments of counsel for the Commission and 
counsel for respondent, and the Commission having filed its report stating 
its findings as to the facts and its conclusion that the respondent has 
violated the provisions of an act of Congress approved September 26, 1914, 
entitled “An act to create a Federal Trade Commission, to define its 
powers and duties, and for other purposes.” 

It is now ordered that respondent Walker’s New River Mining Company, 
in or in connection with, offering for sale or selling coal in interstate or 
foreign commerce or in commerce between the State of West Virginia and 
the District of Columbia or in the District of Columbia, cease and desist 
directly or indirectly from— 

(1) Describing or designating said coal as “New River” coal or by the 
abbreviation “N. R.,” or by any other abbreviation, letters or words of 
the same or similar import unless such coal originates, is produced or mined 
in that portion of West Virginia lying, being or situated within the ter- 
ritory generally known as the “New River” field or district. 

(2) Using in its corporate name the words “New River” or words, or 
abbreviations of the same or similar import unless coal so offered for sale 
or sold originates or is produced or mined in the “New River” field or 
district as described in paragraph one hereof. 

It is further ordered that respondent file a report in writing with the 
Commission within sixty days from and after service of this order, setting 
forth in detail the manner and form of its compliance therewith. 


After the entry of this order and on March 238, 1934, the 
respondent tendered an offer of compliance with the order which, 
in August, 1934, the Commission notified the respondent was not 
satisfactory and, in its answer to the application before us, the 


respondent withdrew that offer and requested a determination of 











ou 
io 9) 
io 07 


TWENTY-FIVE TRADE-MARK REPORTER 


the validity of the order of the Commission without reference to 
this offer of compliance. 

The respondent is a West Virginia corporation and has since 
the year 1927, and is now, engaged in the business of mining 
coal from mines situated at Flint in the county of Randolph in the 
State of West Virginia, in the vicinity of the town of Elkins, 
where it has its principal office and place of business. The com- 
pany sells its coal in various states of the United States in com- 
petition with various producers and sellers of coal in interstate 
commerce, including producers of coal in what is known as the 
New River coal field, producing and selling “New River’ coal. 

Coal has been mined in southern West Virginia in territory con- 
tiguous or adjacent to New River since the year 1872, and this 
territory has for a number of years been known or designated as 
the New River field or district. Coal is mined in this New River 
district from several seams, principally, the Sewell, the Beckley, 
the Fire Creek and the Welch. These seams extend beyond the 
boundaries of the so-called New River field, both in a northerly 
and southerly direction. The Sewell seam extends to the north into 
Pennsylvania and in that state is known as the Sharon. Coal from 
all these seams named as being mined in the New River field are 
classified in geological literature as “New River Group of the 
Pottsville Series.” Mining operations in what was originally 
known as the New River field were extended from time to time until 
that field, as it is now known, embraces substantial parts of the 
counties of Fayette, Raleigh and Greenbrier in the State of West 
Virginia. 

There are sixty-three producers of coal in what is properly 
known as the New River field, and for more than twenty-five years 
last past coal from this field has been and is now being sold as 
New River coal. It has been and is the policy of the coal operators in 
the New River field to offer for sale as New River coal only coal of 
the highest grade mined in the New River district, irrespective of the 
particular seam from which it has been extracted. Coal found in 


any seam in the New River field of an inferior quality is not sold by 
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the producers of coal in that field as New River coal. Coal producers 
of the New River field have for many years past spent large sums 
of money in advertising such high-grade product of their mines as 
“New River” coal. The result has been that wholesale and retail 
dealers in coal and the consuming public have associated the words 
“New River” with coal of a distinctively and uniformly high-grade 
character and quality, produced in what is known as the New River 
field proper. The words New River have therefore acquired a value 
in the coal business, and the use of the words New River is of un- 
questioned advantage in that business. 

The mines of the respondent are situated in a region from 
seventy-five to one hundred miles distant from what is recognized 
in the coal business as the New River field or district, a region 
separated from the New River field not only by distance but by a 
range of mountains. The mines of the respondent are situated in 
what is known as the Cheat Mountain Coal Field, and the Commis- 
sion found as a fact that coal produced from respondent mines is 
not New River coal as known by the purchasing public. 

Respondent enjoys a more favorable freight rate for the 
transportation of its coal to certain sections in the northeast of the 
United States than producers of coal in the New River district. 

At the time of its organization as a company, respondent 
adopted the words New River and incorporated them in its com- 
pany name and has used and now uses said words in connection with 
offering for sale and selling its coal in interstate commerce and has 
caused the words to be conspicuously displayed in advertising its 
product. Respondent describes the coal it sells as “New River” 
coal and invoices it as such. 

As the result of respondent’s practices, dealers in coal have 
bought its product and sold it to consumers as New River coal. 

From all this the Commission reached the conclusion in its 
opinion that the practice of respondent in using the words “New 
River” in its corporate and trade-name and offering for sale and 
selling its coal as New River coal resulted in misleading and 


deceiving the public into the handling and use of its coal as New 


























590 TWENTY-FIVE TRADE-MARK REPORTER 


River coal, when in fact it was not New River coal as generally 
recognized for a number of years in the coal trade, and that the 
effect of these practices of the respondent has been to divert trade 
to respondent from competitors selling coal produced in the New 
River district and from competitors selling coal from other districts 
or fields in the United States, including the Cheat Mountain district, 

The sole question presented here is whether the Commission was 
warranted in reaching the conclusion that the respondent has not 
the right to use the words “New River” in its business, and if 
respondent has not this right whether the proceeding before the 
Commission was in the “interest of the public” as required by the 
statute. 

The findings of the Commission as to facts, if supported by 
testimony, are conclusive. (15 U.S.C.A. Section 45; Federal Trade 
Commission v. Algoma Lumber Company, 291 U.S. 67.) Here the 
Commission has found that the efforts of the coal operators, in what 
is geographically known as the New River field, to distinguish New 
River coal from other grades of coal and to give it a recognized 
reputation for quality, have been successful; that New River coal 
is widely known in the trade as a coal of high quality; that this re- 
sult has been brought about by the expenditure of large sums of 
money by the coal operators in what is geographically known as the 
New River field; and that not all coal mined in the New River field 
is regarded or sold as New River coal, only that of the best quality 
mined there being so sold. We are of the opinion that all of these 
findings are correct and that they are supported by the testimony 
taken before the Commission. 

The Commission, in its opinion, held that, while there can be no 
exclusive trade appropriation of a geographical term, where @ 
geographical origin has acquired a peculiar trade significance the 
use of a term descriptive of such article cannot be applied to a 
product of a different origin, even though such a product may be of 
identical quality ; and that it was misleading to pretend to the trade 
and the public that a geographical test of quality is being offered, 


when in truth the test offered is a geological one. We agree with 











FED. TRADE COMM. V. WALKER’S NEW RIV. MIN. CoO. 591 


this holding. In French Republic v. Saratoga Vichy Company, 
191 U. S. 427 the court said: 


True the name is geographical; but geographical names often acquire a 
secondary signification indicative not only of the place of manufacture or 
production, but of the name of the manufacturer or producer and the excel- 
lence of the thing manufactured or produced, which enables the owner to 
assert an exclusive right to such name as against every one not doing 
business within the same geographical limits; and even as against them, 
if the name be used fraudulently for the purpose of misleading buyers as 
to the actual origin of the thing produced, or of palming off the produc- 
tions of one person as those of another. 

Suit for unfair competition may be maintained in the case of 
the use of a name that has acquired a secondary significance, even 
though the name be not a good trade-mark, on account of its generic 
or geographical nature. Elgin National Watch Company v. Illinois 
Watch Company, 179 U.S. 665. 

That the brand “New River’ coal has acquired a particular 
significance in the coal trade, both to the dealer and the consumer, 
cannot be doubted; that this result has been brought about, as 
found by the Commission, by the expenditure of large sums of 
money by the coal operators in the New River field (geographically ) 
is undisputed. This being true, these operators have acquired some- 
thing of value and are entitled to be protected in the use of it. 
That the use of these words is of value is shown not only by the 
testimony, but is to be presumed from the fact that the respondent 
has shown itself so anxious to use and continue to use the words 
New River in its business without having in any way contributed 
to the efforts which gave the words their peculiar value in the coal 
trade. That such a course on the part of the respondent constitutes 
an unfair method of competition is plain. 

The law with respect to unfair business methods has been well 
settled by the decisions of the various courts, especially those of the 
Supreme Court of the United States. In Federal Trade Commission 
v. Winsted Hosiery Company, 258 U. S. 488 [11 T.-M. Rep. 277], 
the court discusses the unfairness of the methods of competition 
which passes off one product as and for another product, and this 
decision has been followed by the courts without exception. Federal 
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Trade Commission v. Algoma Lumber Company, 291 U. S. 67; 
Federal Trade Commission v. Artloom Corporation, 69 Fed. (2) 36 
[23 T.-M. Rep. 146]; Federal Trade Commission v. Falme, 23 Fed, 
(2) 615. 

In Federal Trade Commission v. Algoma Lumber Company, 
supra, Mr. Justice Cardozo lays down the unquestioned rule that 
the Circuit Court of Appeals is not at liberty to make its own ap- 
praisal of the testimony or to substitute the judgment of the court 
for that of the Commission. Here we feel that the conclusion of the 
Commission was not only supported by testimony but was the 
proper one. 

Even were the product of the respondent identical in quality 
with New River coal, that would not justify the use of the words 
“New River.” In Federal Trade Commission v. Royal Milling 
Company, et al., 288 U.S. 212 the court said: 


.... If consumers or dealers prefer to purchase a given article because 
it was made by a particular manufacturer or class of manufacturers, they 
have a right to do so and this right cannot be satisfied by imposing upon 
them an exactly similar article, or one equally as good, but having a dif- 
ferent origin. 

That the public interest is involved cannot be doubted. It is 
manifestly in the interest of the public to prevent the continuance 
of an unfair practice which tends to deceive the public and divert 
trade from competitors. Federal Trade Commission v. Winsted 
Hosiery Company, supra; Federal Trade Commission v. Raladam 
Company, 283 U. S. 643 [21 T.-M. Rep. 575]. 

While it is true that what is now known as the New River coal 
field may properly, in the development of the coal business in that 
region, be extended to include sections not now included, clearly 
that field may not now be considered to include the section in which 
the respondent’s mines are located, distant as they are from seventy- 
five to one hundred miles from the New River field and being 
separated from it by a mountain range. 

The order of the Commission was fully warranted by the facts 
and the law; was made by an experienced body created by Congress 


for the purpose of deciding questions of this character and the 
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order to cease and desist is affirmed. An enforcement order may be 
entered in accordance with the prayer of the petition. Affirmed. 


Hanna Merce. Co. v. H1iLtuertcu & Brapssy Co. 
(78 F. 2d 763) 


United States Circuit Court of Appeals, Fifth Circuit 
July 15, 1935 


Petition for Rehearing and to Amend Judgment Denied September 
18, 1935 


Trape-Marks—Unrair Competirion—Use or Names or LeapiInGc PLayYers 
on BaseBatyt Bats. 

Appellee, a large manufacturer of baseball bats, had for several 
years entered into contracts with the leading batters whereby the latter 
consented to the use of their names and autograph signatures on cer- 
tain types of bats preferred by them. Appellant, a newcomer in the 
business, also put out bats bearing the same names, but in block type. 
The bats of both parties were further distinguished by their respective, 
wholly dissimilar trade-marks. Held, that although there was no con- 
clusive evidence of passing off by appellant, and, moreover, appellant 
had the right to imitate appellee’s bats, since they are not patented, 
there was, nevertheless, some evidence that the use of the bare names of 
appellee’s players led customers to mistake appellant’s bats for appel- 
lee’s bats. 

Unram Competirion—Svcrrs—-Appeat—Form or Decree. 

In the case at issue, held that the decision of the District Court hold- 
ing that appellee had an exclusive right to the names of the player’s 
autographs on its ball bats, should be modified so as to permit appellant 
to use the same name on its bats in connection with the word “style” 
or “shape,” such as “Ruth Style,” or “Gherig Style.” 

Unrair Competirion—Scopre or Contract ror Use or Prayers’ NaMEs oN 
Bau Bars. 

In the case at issue, held that the right or wrong as against appellee 
of the use by others of the names of ball players shown on its bats, 
rests on the law of trade-marks and unfair competition, and depends 
not so much on appellee’s contracts as on the actual use of the said 
name in the trade by appellee. 


In equity. Appeal from the U. S. District Court, Middle Dis- 
trict of Georgia. Suit for alleged patent’ and trade-mark infringe- 


' Note.—That portion relating to the patent is here omitted.—Ep. 
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ment and unfair competition, wherein defendant filed a crossbill. 
From an adverse decree, defendant appeals. Modified and affirmed, 


William L. Erwin, of Athens, Ga., Melville Church and Gilbert 
P. Ritter, both of Washington, D. C., and Howard S. Smith, 
of Dayton, Ohio, for appellant. 

Joseph Harris, Edward S. Rogers and William T. Woodson, all 
of Chicago, Il]., and Maz Michael, of Athens, Ga., for appel- 
lee. 

Ambrose L. O’Shea, of New York City, and Joseph H. Clark, of 


Detroit, Mich., amici curiae. 
Before Bryan, Foster, and Sistey, Circuit Judges. 


Sistey, C. J.: This case deals with baseball bats; and with a 
patent, trade-marks, and unfair competition in the sale of them. 
Hillerich & Bradsby Company, an old and the largest manufacturer 
of bats, brought its bill against Hanna Manufacturing Company, a 
newcomer in the business, changing infringement of trade-marks 
and unfair competition. Hanna Manufacturing Company denied its 
guilt, and by cross-bill asserted that Hillerich & Bradsby Company 
was infringing its assigned patent No. 1,770,403, granted to Henry 
Clay Hanna on July 15, 1930, for an improved bat and method of 
making it. The District Court held the patent invalid and not in- 
fringed; but that Hillerich & Bradsby Company had contracts with 
certain famous ball players for the use of their names on bats which 
was an exclusive property right, and that Hanna Manufacturing 
Company, by using such names on its bats, had violated this property 
right and had also made an implied misrepresentation which was 
unfair competition. Injunction was granted again Hanna Manu- 
facturing Company to forbid its using on its bats the name or nick- 
name of any ball player who now or hereafter may have given 
Hillerich & Bradsby Company the exclusive right to use the name, 
and forbidding any representation that any such player uses or 
indorses the Hanna bats or has consented to the use of his name in 
connection with them; and a reference was ordered to ascertain 


the damages. Hanna Manufacturing Company appeals. . 
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The District Judge held that appellant had not technically in- 
fringed any trade-mark of appellee and that ruling is not contested. 
We think also that there is no case of “‘passing off” the goods made 
by appellant as made by appellee. There is some evidence that this 
has been suggested and attempted, but we do not think it proven that 
it has been accomplished. The bats of appellant are all conspicu- 
ously marked with its own registered trade-mark, ‘““Hanna Batrite, 
Athens, Georgia,’ and those of appellee with its registered trade- 
mark, “Louisville Slugger, Made by Hillerich & Bradsby Company, 
Louisville, Kentucky.” Neither these marks nor the dress and 
appearance of the respective goeds are such as to cause confusion 
as to the source of them. The high grade bats in contention retail 
for as much as $2.50 each, and are bought usually by customers who 
are careful and well-informed. There is no reasonable ground to 
believe that the bats of one manufacturer are really passed off as 
those of the other, although it is testified that many purchasers care 
but little about the manufacturer and more about the players’ names 
on the bats, now about to be discussed. The significance of these 
names is the heart of the case. 

It appears that in the sporting goods trade the name of some 
famous sportsman is often given to an article by its manufacturer 
or seller for mere advertising purposes, that sportsman having no 
personal connection with the article and the article often having 
no particular merit. But in the case of baseball bats for thirty or 
more years several manufacturers, including the predecessors of 
appellee, have affixed the names of famous ballplayers, usually in 
autograph form, to their best bats of the style preferred by such 
players, so that an “‘autograph bat” or a “player's name bat” has 
come to connote a special connection with the player whose name 
it bears. Appellee, while not the first to use or exploit this means 
of popularizing its goods, has been most assiduous in its cultivation. 
For many years it has had a contact man whose duty it is to become 
acquainted with professional ballplayers of promise, to take pains 
to make bats for them of such size, shape, and balance as they may 


prefer, thus inducing their use of appellee’s bats, which are bought 
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direct and marked with such player’s name. The player in return, 
sometimes for a small consideration, signs an agreement that for 
twenty or twenty-five years appellee shall have the exclusive right 
to use his name, autograph or photograph in connection with the 
advertising and sale of baseball bats, and consenting to registration 
of them as trade-marks. Many autographs and photographs have 
been so registered. Appellee has thousands of such agreements, 
When a player becomes famous as a batsman, his name on the bats 
is supposed to have sales value. It is the practice of appellee each 
year to select ten or twelve names which have led the batting records 
for the preceding year and to press particularly the sales of bats 
duplicating those made for each of said players, marking them with 
their respective autographs. The advertising states that the bat so 
autographed is designed or preferred and used by the player whose 
name it bears, and that he has authorized the use of his name on it. 
Appellee has contracts with most of the professional players and 
most of them buy their bats from it, and its sales are by far the 
largest of any manufacturer. The style bat preferred by and made 
for a player, say “Babe Ruth” or “Lou Gehrig,” is generally con- 
stant in shape and proportion but may vary some in length and 
weight. It is carefully reproduced for sale under the autograph, 
so that bats of that exact shape and proportion are known as “Ruth 
bats” or “Gehrig bats,’ and such styles are very generally thus 
identified and called for. The fame of the players naturally gives 
popularity to the sort of bat they respectively use and prefer. Other 
manufacturers, including appellant, have had some similar con- 
tracts with other players, but they have also copied the styles of 
bats thus put out by appellee, putting on them in addition to their 
own trade-marks, not the appropriate autograph of the player, but 
his surname in block type, as “Ruth” or “Gehrig,” and have offered 
them in successful competition with the similar ones of appellee. 
Appellant says this is but truthfully to identify a particular style 
of bat made by itself and which it is free to make and sell, and 
violates no right of appellee. Appellee says its rights are infringed 
thereby. 
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The District Court held that “Baseball players, like any other 
individuals, have a property right to their names. This property 
right is capable of assignment and has been assigned by certain 
players to the plaintiff, and the plaintiff has used and advertised 
such right and has such right exclusively, irrespective of any 
trade-mark or unfair competition law.” We are unwilling to go 
so far. It was said in Brown Chemical Co. v. Meyer, 139 U. S. 
540, 11 S. Ct. 625, 627, 35 L. Ed. 247, “A man’s name is his own 
property, and he has the same right to its use and enjoyment as he 
has to that of any other species of property.” That, however, was 
said of one’s right to use his own name fairly on his own goods. 
The right to prohibit others from using his name or likeness publicly 
without his consent, no trade-mark or unfair competition in trade 
being involved, has since been the subject of interesting discussions 
as a “right of privacy.’’ Some courts have thought the right to 
be one of property; others more reasonably have considered it a 
personal right like the right of liberty or security or reputation, and 
consequently dying with the person; and some have denied the right 
altogether. In Schuyler v. Curtis, 147 N. Y. 484, 42 N. E. 22, 31 
L. R. A. 286, 49 Am. St. Rep. 671, the right was seemingly recog- 
nized but held to die with the person and not to pass to surviving 
relatives. In Atkinson v. John E. Doherty & Co., 121 Mich. 372, 
80 N. W. 285, 46 L. R. A. 219, 80 Am. St. Rep. 507, the name and 
likeness of a well-known lawyer and politician were put on a cigar 
label without his consent. It was held that neither he in his life 
nor his widow after his death could complain, there being no 
libel. In Corliss v. E. W. Walker Co. (C. C.) 57 F. 484, 81 
L, R. A. 288; Id. (C. C.) 64 F. 280, 81 L. R. A. 288, the idea 
was upheld that a public man waives his right so that the public 
becomes entitled to his likeness. In Roberson v. Rochester Folding- 
Box Co., 171 N. Y. 588, 540, 64 N. E. 442, 59 L. R. A. 478, 89 
Am. St. Rep. 828, the absolute right of privacy was denied alto- 
gether by a divided court, and the unpermitted likeness of a young 
woman used by a milling company on its flour was held to give no 


right of action. This conclusion was on elaborate consideration 
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rejected in Pavesich v. New England Life Ins. Co., 122 Ga. 190, 
50 S. E. 68, 69 L. R. A. 101, 106 Am. St. Rep. 104, 2 Ann. Cas, 
561, and the unpermitted use of a man’s likeness in advertising was 
enjoined. Waiver of the right of privacy was recognized as to 
persons in public life; and it was held that advertising which 
untruthfully represented that the person was a patron of the 
advertiser was a libel. The Georgia court’s conclusion was in turn 
rejected in Henry v. Cherry § Webb, 30 R. I. 13, 73 A. 97, 24 
L. R. A. (N. S.) 991, 1386 Am. St. Rep. 928, 18 Ann. Cas. 1006, 
and the views of the New York court followed. In New York 
the Legislature by statute established the right to restrain the 
unpermitted commercial use of one’s name or likeness, and the 
statute was upheld in Binns v. Vitagraph Co., 210 N. Y. 51, 108 
N. E. 1108, L. R. A. 1915C, 839, Ann. Cas. 1915B, 1024. From 
this incomplete review it is evident that a famous batsman, aside 
from questions of trade-mark and unfair competition or libel, might 
have difficulty in keeping his name and likeness from respectful use 
by others. But if they be his property in a sense, they are not 
vendible in gross so as to pass from purchaser to purchaser uncon- 
nected with any trade or business. Fame is not merchandise. It 
would help neither sportsmanship nor business to uphold the sale 
of a famous name to the highest bidder as property. Moreover, 
appellee is not by its contracts the assignee as of property of the 
name and likeness of these players. The usual form of the con- 
tract grants “the sole and exclusive right for twenty years of the 
use of my name, autograph, portrait, photograph, initials or nick- 
name for trade-mark or advertising purposes in connection with the 
manufacture or sale of baseball bats.” The signer does not divest 
himself of his name and likeness, but gives a permission or license 
to use them for a stated purpose and for a limited time. Since the 
players were not makers or sellers of bats and sold no business 
together with its marks and good-will to appellee, the contracts in 
our opinion in and of themselves operate only to prevent the signers 
from objecting to appellee’s use of their names and likeness. The 


right or wrong as against appellee of their use by others rests on the 
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law of trade-marks and unfair competition, or unfair trade, and 
depends not so much on appellee's contracts as on the actual use in 
trade by appellee of the names and likenesses. It is the trade rather 
than the names and likenesses which the law will protect as 
property.” 

While some of them have been used and registered as trade- 
marks, there has been, as above stated, no infringement of trade- 
marks. But that appellant’s goods are plainly distinguished by 
trade-mark and colors from the goods of appellee so that the origin 
of them is not concealed and there is no palming of them off as made 
by appellee does not end the matter of unfair competition. This 
record establishes that the famous professional ballplayers whose 
names are in controversy do in fact use appellee’s bats and have in- 
dorsed them to the extent of allowing their name and likeness to go 
on them, and that this has been much advertised and has great sales 
value. It enters into the good will of appellee’s established busi- 
ness. If appellant’s use of these players’ names in fact is calculated 
to lead buyers to suppose that these players are using Hanna bats 
and are indorsing them and permitting their names to be used on 
them, so that persons who would have bought Slugger bats are buy- 
ing Hanna bats, there is an unfair and fraudulent thing done which 
the law may remedy. On this point of fact the evidence is not all 
one way. Some of the witnesses very reasonably say that while a 
player’s personal autograph on a bat according to the usual practice 
of appellee naturally is understood to mean an indorsement and 
recommendation of the bat, somewhat like a blank indorsement on 
a check, that the surname in print on a bat is not personal and is 
naturally understood to refer to the model or style of the bat, 
implying no indorsement by the player of that particular bat. It 
is well established that the purchasers refer to the style of bats 
by the surnames of the players, disliking the use of model numbers 


* There is no property even in a trade-mark apart from the trade in 
which it is employed. American Steel Foundries v. Robertson, 269 U. S. 
372, 46 S. Ct. 160, 70 L. Ed. 317 [13 T.-M. Rep. 289]. “It is the trade, 
and not the mark, that is to be protected.” Hanover Star Milling Co. v. 
Metcalf, 240 U. S. 403, 416, 36 S. Ct. 357, 361, 60 L. Ed. 713 [6 T.-M. Rep. 
149). 
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to signify the same thing, so that to many a “Ruth bat’’ signifies 
only a particular style of bat familiar to the expert without any 
reference to who made it. There is indeed no other name for it. 
It is to be observed that the players who have contracted with ap- 
pellee and the salesmen and dealers who sell appellee’s bats think 
that a “Ruth bat’ connotes that appellee made it; but the college 
coaches who buy bats and the dealers who sell other makes of bats 
think that the term refers only to the style or shape and not to the 
manufacturer. The asserted connotation that Ruth uses that make 
of bats rests on the assertion to that effect in appellee’s advertising. 
The contracts with Ruth and the other players say nothing about 
using appellee’s bats and do not bind the signers to use them. It 
appears that Gehrig, whose shape of bat is very popular, did in 
fact for two years use Hanna bats, notwithstanding his contract 
with appellee. Appellee no doubt during the two years continued 
to use his autograph on bats, as it had a right under the contract 
with him to do. Since the contracts do not prohibit the players 
who signed them from using any bats they please, and since appellee 
may use their autographs on bats which they are not using, it is far- 
fetched to say that the names on the bats indicate of themselves 
that the players are using that make of bats. The styles and 
models of bats preferred or designed by the several players are not 
patented. Appellant or any one else is free to imitate them and to 
mark them truthfully as what they are, not infringing, of course, 
any trade-mark. In contrast with appellee’s use of autographs of 
players which very naturally imply an indorsement of the bat, 
appellant’s use of the printed surname in view of the general trade 
use of the surname to indicate the style or model only would not 
necessarily be deceptive and might yet come not to be so. The 
name of the maker of an article was held to have come to mean the 
article itself rather than its manufacturer in Singer Mfg. Co. v. 
June Mfg. Co., 163 U. S. 169, 16 S. Ct. 1002, 41 L. Ed. 118. But 
we are not prepared to say that the District Judge was wrong in 
concluding under the present evidence that the appellant’s use of 
the player’s bare surname tends to mislead at least some of the 
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buying public and to divert trade that would otherwise go to appel- 
lee. The appellant “must purge its business methods of a capacity 
to deceive.” Federal Trade Commission v. Algoma Lumber Co., 
291 U. S. 67, 81, 54S. Ct. 315, 321, 78 L. Ed. 655. For the reason 
that the damage done is difficult or impossible to be definitely 
proven, this wrong should be prevented by injunction, but that 
granted is too sweeping. If appellant should add to the player's 
name the word “style” or “shape,” the information that it says it 
is trying to convey would be effectually given, but the false impres- 
sion that appellee claims is made by using the player’s name alone 
would be rebutted. Such a descriptive mark as “Ruth style” should 
therefore be permitted. The injunction also should not forbid 
appellant from advertising that players who have contracted with 
appellee use appellant’s bats if in fact they at the time do use them. 
Appellant may advertise what is true. The injunctive paragraphs 
of the decree are accordingly modified to read as in the margin writ- 
ten. Baglin v. Cusenier Co., 221 U. S. 580, 601, 31 S. Ct. 669, 
55 L. Ed. 863 [1 T.-M. Rep. 147]; Singer Mfg. Co. v. June Mfg. 
Co., supra; 168 U. S. 169, 204, 16 S. Ct. 1002, 41 L. Ed. 118. 
We see little evidence to prove definitely that any bats have 
been bought of appellant which would have been bought of 
appellee but for the belief that the player’s name on them meant 
that the player indorsed and was using that make as well as that 
style of bat, but the hearing under the reference may develop such. 
The decree as above modified is affirmed, with costs of appeal equally 
divided between the parties. 

3 (a) From using on bats the name or nickname of any baseball player 
who is under contract with plaintiff to give plaintiff the exclusive right to 
use his name or nickname of which contract defendant has notice and which 
name or nickname plaintiff uses or intends to use on its bats, or from selling 
or advertising for sale bats bearing such name or nickname (except special 
orders of such player for bats for his own personal use), unless such name 
or nickname be followed conspicuously by the words “style” or “shape.” 

(b) From falsely representing in advertising or otherwise that such 
player designed, uses or endorses defendant’s bats or has consented to the 


use of his name by defendant in connection with the manufacture, adver- 
tisement, or sale of defendant’s bats. 
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PreMIER-Passt Corporation v. Exim Ciry Brewine Co. 
(9 F. Supp. 754) 
United States District Court, District of Connecticut 


January 28, 1935 






Unram Competition—Conrusion oF IpentIry BY THE PUBLIC. 

It is now well established that any act or conduct which confuses or 

tends to confuse the public mind in relation to the identity of the 
plaintiff or his products is a violation of the plaintiff’s right. 

Unratr Competirion—“Oxtp Marstro” as Sousriquer Usep 1N Rapio Broap- 
casts—Use By Derenpent or “OtpE Magstrro Brew” on BEer— 
INJUNCTION. 

After plaintiff had, since June 2, 1931, been using over the radio 
the services of Ben Bernie, well-known orchestra leader, widely known 
to the public as the “Old Maestro,” to advertise its “Blue Ribbon” malt 
and “Pabst Blue Ribbon” beer and had in this way identified both Ben 
Bernie, with whom it had an exclusive contract, and the words “Old 
Maestro” with its said products, the subsequent use by defendant of the 
words “Olde Maestro Brew” to distinguish its beer, sold in competition 
with plaintiff's products, held unfair competition, and an injunction 
was granted and an accounting ordered. 

In equity. Action for unfair competition in the use as a trade- 


mark of plaintiff's radio designation. Injunction granted. 


Edward S. Rogers, William T. Woodson and James H. Rogers, 
all of Chicago, Ill., and Rockwell § Bartholow, of New 
Haven, Conn., for plaintiff. 

William L. Hadden and George W. Crawford, both of New 

Haven, Conn., for defendant. 


Findings of Fact 


1. Plaintiff, Premier-Pabst Corporation, is a corporation or- 
ganized and existing under the laws of the State of Delaware, with 
its principal office in Milwaukee, Wis. 

2. Defendant, the Elm City Brewing Company, is a corpora- 
tion organized and existing under the laws of the State of Connecti- 
cut, with its principal office in New Haven, Conn. 

3. This is a suit of a civil nature between citizens of different 
states, wherein the amount in controversy exceeds the sum of 
$3,000, exclusive of interest and costs. 
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4. The business of the plaintiff was founded in 1844. Plain- 
tiff and its predecessors since on or about the year 1844 have con- 
tinuously engaged in the brewing and sale of malt beverages of legal 
alcoholic content, and since on or about the year 1919 have con- 
tinuously engaged in the manufacture and sale of malt extract. 

5. Plaintiff and its predecessors, since on or about the year 
1898 have continuously used the trade-mark “Blue Ribbon” and 
“Pabst Blue Ribbon” for malt beverages of legal alcoholic content, 
and plaintiff since on or about the year 1919 has continuously used 
the trade-mark “Blue Ribbon” for malt extract. 

6. Since on or about the above dates, plaintiff and its predeces- 
sors’ malt beverage of legal alcoholic content, or beer, and malt 
extract have been sold generally throughout the United States, in- 
cluding the State of Connecticut and the City of New Haven, 
Conn. Plaintiff’s annual volume of business in “Blue Ribbon” malt 
extract for the last five years has been in excess of $10,000,000. 
Plaintiff’s sales of “Blue Ribbon” beer from April 7, 1933, the date 
that the sale of beer was legalized in the United States, to the end 
of the year 1938, was in excess of $18,000,000. 

7. The volume of plaintiff's sale of “Blue Ribbon” beer in the 
New England states for the year 1938 was in excess of $1,000,000. 

8. Plaintiff has extensively advertised “Blue Ribbon” malt ex- 
tract and “Pabst Blue Ribbon” beer. In the last five years plain- 
tiff has spent more than $5,000,000 in advertising ‘““Blue Ribbon” 
malt extract, and since the legalization of the sale of beer on 
April 7, 1938, plaintiff has spent more than $1,000,000 in adver- 
tising “Pabst Blue Ribbon’ beer. 

9. Plaintiff’s “Blue Ribbon” malt extract since June 2, 1931, 


5 


and its “Pabst Blue Ribbon’”’ beer since the legalization of beer on 


April 7, 1933, have been advertised in weekly radio programs con- 


ducted by Ben Bernie, whose soubriquet is “Old Maestro.” 

10. Plaintiff had since June 2, 1931, and now has a contract for 
the exclusive radio broadcasting services of Ben Bernie, under 
which contract Bernie is obligated to advertise no product except 
the plaintiff’s “Blue Ribbon” malt and “Pabst Blue Ribbon’ beer. 
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This contract is renewable at plaintiff’s option to extend to the 
autumn of 1935. 

11. Plaintiff pays to Ben Bernie, the Old Maestro, $4,000 per 
week for radio broadcasts, and plaintiff has paid to Ben Bernie the 
aggregate sum of $493,866. Plaintiff pays to the National Broad- 
casting Company approximately $5,000 per week for radio broad- 
casts, and plaintiff has paid therefore to the Columbia Broadcasting 
System $250,632.98, and to the National Broadcasting Company 
the sum of $421,846.52, or a total of $672,479.50. The aggregate 
sum paid by the plaintiff to Ben Bernie and the broadcasting com- 
panies totals $1,166,345.50. 

12. Ben Bernie, in his radio broadcasts for the plaintiff, has 
continuously, since June 2, 1931, linked his soubriquet “Old Maes- 
tro” with plaintiff’s products. 

13. The Columbia Broadcasting System provided broadcasts 
from stations in New England as follow: Boston, Providence, Hart- 
ford, Worcester, and Bangor; the National Broadcasting Company 
as follows: Boston, Hartford, Worcester, Portland, and Spring- 
field. And the New England radio audience also enjoys good recep- 
tion from stations in New York, Schenectady, Cleveland, Cincinnati, 
Chicago, and Des Moines. Unquestionably, the New England radio 
audience in size runs into several millions. 

14. Ben Bernie and his orchestra go “on tour” annually playing 
in theaters throughout the United States. The contracts for these 
engagements provide that the theater curtains or drops must display 
an advertisement of “Pabst Blue Ribbon” beer, and there is, in 
fact, displayed the representation of a large bottle of “Pabst Blue 
Ribbon’’ beer. 

15. Ben Bernie is generally known to the radio audience through- 
out the United States, including the New England States, as the 
Old Maestro, and he is generally referred to on the radio and 
theatrical pages of the press as the Old Maestro. 

16. The radio audience generally throughout the United States, 
including the New England States, knows that Ben Bernie’s radio 
broadcasts are sponsored by the plaintiff. 
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17. The name “Old Maestro” in the mind of the radio public 
is closely associated with plaintiff and its products, as also with 
Ben Bernie. 

18. The radio public in New England and generally throughout 
the country constitutes a substantial part of the consuming public 
generally, and of the beer-consuming public in particular. 

19. The term “Old Maestro” used in connection with malt 
beverages is associated with and identifies and distinguishes plain- 
tiff’s product. 

20. Since about April 27, 1933, plaintiff has manufactured and 
sold beer under the trade-mark Old Maestro, but its product thus 
trade-marked has never been merchandised in New England, nor 
elsewhere, to any substantial extent. 

21. Plaintiff registered said trade-mark in the United States 
Patent Office on October 24, 1933, No. 307,802, which registration 
is valid and unexpired. 

22. The defendant was organized in June, 1933, for the manu- 
facture and sale of ale and beer. In August it adopted “Olde 
Maestro Brew” as the trade-name for its product, and since Septem- 
ber, 1933, has distributed its product under that trade-name. It 
manufactures in New Haven, and sells principally in Connecticut, 
but also ships into Rhode Island and Massachusetts. 

23. Defendant’s use of the name Olde Maestro is without the 
consent of Ben Bernie or the plaintiff. 

24. All the defendant’s product, both bottled and draught, is 
labeled conspicuously with the words “Olde Maestro” and, less 
conspicuously but legibly, with defendant’s name. 

25. Defendant’s stationery, billheads, etc., have never been im- 
printed with the words “Olde Maestro,’ nor do the words appear 
on its trucks. 

26. Defendant on its labels refers to its own product as “beer.” 
It offered some evidence, however, to the effect that its product was 
an ale. But whether ale or beer, its product is substantially com- 
petitive with plaintiff's product. 
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27. The plaintiff’s use of “Old Maestro” was a successful means 
to establish an identity for itself and its products in the mind of the 
purchasing public; and this means for identification has been diluted 
and impaired to the plaintiff’s damage by the defendant’s conduct 
in using the words “Olde Maestro” in connection with the distribu- 
tion of its product. 


Conclusions of Law 


1. The court has jurisdiction of the parties and of the subject- 
matter of this suit. 

2. As against Ben Bernie, the plaintiff has acquired by contract 
the right to use his soubriquet, “Old Maestro,” in connection with 
the distribution of its products. 

3. At least as against all other distributors of beer and malt 
products, the plaintiff, having caused itself and its products to 
be identified, in substantial part at least, in the mind of the pur- 
chasing public with the soubriquet “Old Maestro,” has acquired 
a valuable right to the exclusive use of such soubriquet as a means 
of identification for itself and its goods and as an aid for such 
identification. 

4. The defendant’s conduct has violated the plaintiff's right 
and threatens its continued violation. 

5. That plaintiff's injury is without adequate remedy at law. 

6. That plaintiff is entitled to a decree restraining defendant 
from further violation of the plaintiff's right, and providing for an 
accounting of all profits derived and all damages caused by de- 
fendant’s wrongful conduct. 





Edward §. Rogers, William T. Woodson, and James H. Rogers, 
all of Chicago, Ill., and Rockwell § Bartholow, of New 
Haven, Conn., for plaintiff. 

William L. Hadden and George W. Crawford, both of New 

Haven, Conn., for defendant. 





Hincxs, D. J.:  Plaintiff’s counsel has argued that the de- 
fendant’s appropriation of the words “Olde Maestro” is an en- 
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joinable appropriation of a property right in the plaintiff, in that 
it is an appropriation by a competitor of “advertising value” paid 
for by the plaintiff. But the meaning which is thus assigned to the 
phrase “‘advertising value’’ is so uncertain that I am unable to pass 
upon the validity of the claim. I prefer to treat it as an invitation 
to analysis. 

That every man has a privilege for purposes of trade to use and 
publicize his own legal name or his own trade-name or soubriquet 
seems never to have been seriously questioned. Likewise, the privi- 
lege of using the name or soubriquet of another, if lawfully acquired 
from that other as by contract. The latter privilege, to be sure, 
is subject to the limitation imposed by public policy that no one shall 
use another’s name in such a way as to deceive the public; and from 
this limitation springs the doctrine that a trade-name is not as- 
signable in gross. But this limitation has no application to the 
present case, for there is neither claim nor basis for claim that the 
plaintiff in its employment of Ben Bernie, the “Old Maestro,” to 
advertise and popularize its products, is creating any confusion in 
the public mind as to the source of the products thus advertised. 

But is this privilege to use and publicize one’s name or sou- 
briquet something which may ripen into an exclusive right? If so, 


what is the source of that right, and what its definition? Although 


countless cases have arisen involving the existence of such rights, 


curiously enough we find comparatively little analysis of the nature 
and source of the right itself, but much comment on the acts and 
conduct which are alleged to have violated the right. 

Thus, some have vaguely suggested that a right to a name be a 
part of one’s “good-will” which is a subject-matter of property 
from which all others may be excluded. But such an assertion gets 
us nowhere. For “good-will” itself is too loose and uncertain a 
quantity for aid in definition. As commonly conceived, it is a com- 
pound of many factors, and those factors chiefly associated with the 
concept seem to have little association with rights in a name. Thus 
value ‘‘as a going concern” is frequently considered as a part of 


“good-will.’”’” But such value seems quite distinct from the value 
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attributable to the right to a name. And again, good-will is some- 
what vaguely considered as the favorable regard of the purchasing 
public for a particular person, or for goods or services known to the 
public to emanate from a particular source; a regard founded 
(usually) on past dealings or reputation and of value in so far as 
it may be expected to produce further dealings. But good-will so 
construed certainly is not property in any technical sense; for no 
man can have, either by prescription or contract, such a proprietary 
right to the favorable regard of the public that he may exclude 
others therefrom. Necessarily, the relationship between a given 
manufacturer and the public and the regard of the public for that 
particular manufacturer is affected by the relationship between the 
public and others, particularly such others as may be competitors of 
that manufacturer. For instance, if producer B undersells producer 
A, other things being equal, presumably the public will come to 
have a less favorable regard for A. Likewise, if B advertises and 
sells the same product as A, but of a superior quality or with some 
particular improvement, the public may be brought, by its preference 
for B or his product, to have a less regard for A. The value of A’s 
good-will may thus be seriously impaired; yet no one will contend 
that, at least under the unwritten law, A’s rights have been violated. 
Indeed, it has been fundamental in the philosophy of the common 
law that it is by just such a process that progress comes. 

Nor does it serve to say that a right to a name has value; and 
therefore it is a property right within the protection of the law. 
This is to argue a priori. To be sure, a right may have value if it 
exists. But the question still remains, Has the right an existence 
cognizable in the law? 

And so we are brought back to fundamentals. What is a right 
under the unwritten law? Nothing but a claim acknowledged as a 
well-founded claim by the experience of society which is the essence 
of the common law. Bouvier, Right. And this broad relationship 
has received classic analysis by Blackstone, 1 Com. 124 et seq., into 
the absolute and relative; the absolute rights comprising the right 
to personal security, the right to personal liberty, and the right of 
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property. In this classification is there room for a right to the 
exclusive use of a name? 

It is difficult to perceive that such a specific right is a property 
right within the scope of this classification. But it should be 
noticed that even in Blackstone’s time the right to reputation was 
considered as an inherent part of the absolute right of life. He 
says, 1 Com. 134: “The security of his reputation or good name 
from the acts of detraction and slander, are rights to which every 
man is entitled, by reason and natural justice; since without these 
it is impossible to have the perfect enjoyment of any other advan- 
tage or right.” 

But before one can have a good name, he must have a name; 
before he can build a reputation, he must have an identity to which 
that reputation may attach. And so, if indeed reputation is a matter 
of right, to be known as a particular individual is a right even more 
fundamental. Conceivably, some alien civilization might exist 
wherein each member of society was consigned to perpetual ano- 
nymity; wherein each was doomed to live and die as one ant in the 
hill, or as one cog in the machine of the state, without means or right 
for any identification of personality. But the common law has 
more nobly appraised the fullness of human life; and in its recogni- 
tion of a man’s right to enjoy the good repute which he has earned, 
it has from ancient times implicitly recognized his exclusive right to 
the identity which he has established for himself among his fellows 
and in the public eye. And this is the right, I think, which has been 
the subject-matter of countless cases of unfair competition so-called. 

In a simpler society, perhaps, the right was seldom differentiated 
from other human rights because seldom challenged. It had value 
only to its owner. But as a competitive economy emerged from the 
guild system, the commercial value, indeed, the necessity, of names 
as a means of identification came to be recognized; and by use, at 
first of trade-marks, the right to the exclusive use of a specific means 
for identification, was extended to include the goods of the individual 
as well. And later, when the so-called doctrine of secondary mean- 
ings was established whereby the law came to recognize the acquisi- 
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tion of rights in the use of geographical and generic names for 
limited purposes of trade, no new right was born. The law simply 
recognized that in society as it had developed a man who had come 
to be identified by the public for specific goods through some specific 
association was entitled to the exclusive use of such means of iden- 
tification. Others, to be sure, were free to compete with him; to 
wrest from him the favorable regard of the public, if they could. 
But his right to be known as he was known was his right of identity, 
and against all improper threats the subject-matter of equitable 
protection. 

This tendency of the law has been accelerated by the trend of 
modern society. The obvious advantages of a system of mass 
production can only be obtained by a distribution of goods on a 
national scale. This in turn requires a system of national adver- 
tising. To meet this need, every conceivable instrument and method 
of advertising has been utilized. As a result, it lies within the 
observation of all that a producer can, with the aid of successful 
advertising, obtain for himself and his product public recognition 
of national dimensions, comparatively over night. But the right to 
establish and enjoy such recognition, as I see it, is nothing but a 
development of the ancient common-law right of a man to have such 
an identity in the public eye as he can win by his conduct and per- 
sonality. And whether this right be classified as an absolute right 
or as a development of some relative right attaching to the relation- 
ship between competitors, is unimportant. It has been recognized 
as a right by society and has the protection of the law. I think 
Justice Holmes meant just that in his dictum in International News 
Service v. Associated Press, 248 U. S. at page 247, 39 S. Ct. 68, 
75, 68 L. Ed. 211, 2 A. L. R. 293 [9 T.-M. Rep. 15], when he said 
that: “The only reason why it is actionable to make such a represen- 
tation [7.e., a misrepresentation as to the source of goods] is that it 
tends to give the defendant an advantage in his competition with 
the plaintiff and that it is thought undesirable that an advantage 
should be gained in that way.” In other words, it is the experience 


of society that the advantages of a competitive economy are best 








PREMIER-PABST CORP. V. ELM CITY BREW. CO. 611 


subserved by a recognition of this right, and its correlative obliga- 
tion, to control the relationship between competitors. 

Since the nature of this right is such that its existence in fact 
depends upon a recognition by the public of the identity of a par- 
ticular individual, any act or conduct which confuses the state of the 
public mind in this relation impairs the value of the basic right, and 
is a violation thereof. In earlier times, the right of identity most 
frequently was violated by downright misrepresentations by word 
(“passing-off’’ cases) or by conduct (wrongful appropriation of 
trade-marks) ; much as the early violations of the right of reputa- 
tion was by words slanderous per se. But in the march of commerce, 
skullduggery seems to have kept abreast of science in inventiveness, 
so that new and more subtle means were found to violate the right 
of identity by introducing confusion into the public mind, much as 
sly innuendoes were substituted for cruder words wherewith to sap 
and destroy reputations. On the whole these subtleties have found 
small favor with the courts, and it is now at least well established 
that any act or conduct which confuses or tends to confuse the public 
mind in relation to the identity of the plaintiff or his products is a 
violation of the plaintiff’s right. 

I see nothing in these conclusions inconsistent with the current 
of authority. To be sure, in many cases of unfair competition it has 
been said that fraud is the gist of the action. That is so because if 
A has established an identity for himself in the public mind any- 
thing done by B which leads the public to mistake him for A neces- 
sarily is deceitful and violates A’s right. But if A has not succeeded 
in the acquisition of an identity in the public eye, necessarily no act 
of B’s ¢an operate to deceive the public in its identification of A; 
and A suffers no wrong because he has no legal right that is suscepti- 
ble to legal injury. 

Nor are the views expressed above justly subject to the criticism 
that their effect is to penalize innocent conduct by defendants. For 
notwithstanding protestations and denials, a chancellor will not 
readily believe that one entering and operating in a competitive field 
did so in ignorance of the presence of competition. And if it once 
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appears that the newcomer approached the field with knowledge of 
the existence of competition, under the familiar maxim that a man is 
deemed to intend the natural consequences of his acts, he is bound to 
know whether his own conduct will violate any established right of 
his predecessors in the field. To be sure, on occasions he may 
plausibly protest that the plaintiff’s claim of an established identity 
is based, in part at least, on associations disseminated in the public 
mind so indirect and subtle that he was unaware of their existence or 
of their effect. But by and large, human psychology seems to be such 
that the public mind, in so far as it depends for a particular identi- 
fication upon indirect and subtle associations, is susceptible to con- 
fusion not through the blunt, forthwith acts of honest competition, 
but rather by kindred associations and suggestions similarly indirect 
and subtle. Consequently, when we find a newcomer in the field 
claiming to build for himself an identity depending upon subtle 
associations which in fact impinge upon those already established 
by the plaintiff, protestations of innocent intent overtax the credu- 
lity. 

Because in every civil case the wrongfulness of the defendant’s 
conduct depends upon the nature and scope of the plaintiff's right, 
it follows, of course, that a line of conduct wholly proper and in- 
nocuous in one set of circumstances, and with respect to one par- 
ticular competitor, may be wholly illegal and injurious in another 
setting. The observation would seem to be obvious; yet, strangely 
enough, it is this simple truism that has caused so much confusion in 
what is called the law of unfair competition in bench, bar, and 
business. The honest business man, seeking to chart an honest 
course in perhaps a crowded field, learning that a certain piece of 
conduct has perhaps withstood the test of litigation from one source, 
concludes that substantially the same conduct is proof against all 
attack. The fallacy of such conclusions will be avoided if those 
honestly anxious fairly to judge a given situation will first define the 
plaintiff’s right, or the right of every potential plaintiff. This done, 
it is a comparatively simple task to ascertain whether the conduct 


in question is such as to violate any such right thus found to exist. 








PREMIER-PABST CORP. V. ELM CITY BREW. CO. 613 


It has been stated by eminent authority that in cases of unfair 
competition such conduct is wrongful as “shocks the judicial sensi- 
bilities.’ This, however, is observation upon the law, and not a 
statement of the law itself. For the law is said to be a rule of human 
conduct, and surely the honest but perplexed man of business (like 
the nisi prius judge) can derive little practical guidance from such 
an observation. 

Instead, let the plaintiff’s claim of right first be studied. Has he 
won for himself any specific public identification? Has he, by in- 
dustry, by fidelity, by skill, or by personality, with or without the 
aid of advertising, so impressed upon the public mind his presence 
or his personality (or, indeed, the availability of his particular goods 
or services) that a member of the purchasing public in dealing with 
him, when the occasion should arise, would feel that he was turning 
to one not wholly a stranger? If the public or any substantial part 
of it has in fact come to recognize the plaintiff or his goods to that 
extent, the law will recognize the plaintiff's right to enjoy that public 
recognition and will proscribe all conduct tending to substitute con- 
fusion for recognition in the public mind. 

To be sure, it is not always easy to determine whether in fact 
the plaintiff has won for himself or his goods any identity which the 
public recognizes. On this issue, individual members of the purchas- 
ing public are frequently called as witnesses and questioned as to 
their mental reactions. But such testimony, to me at least, is evi- 
dence of slight weight, for the average individual is seldom a reliable 
interpreter of his own mental reactions and content. Retailers or 
salesmen in contact with small sections of the public are perhaps 
more reliable witnesses of specific instances of confusion. But even 
the testimony of such witnesses, especially if associated with either 
party, is peculiarly subject to suggestion and bias. Not only that, 
but in view of the fact that modern advertising reaches millions, the 
chancellor, though he hear a hundred witnesses, can never know 
whether he has been shown a fairly representative picture. 

After all, just as a state of knowledge in a given individual is 
best proven by inference from the surrounding facts, so that proof of 
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a recognition by the public of the identity of a producer or his goods 
is necessarily a matter of inference. The evidence will show against 
the proper background what the producer has done to impress his 
identity or that of his goods upon the purchasing public; and from all 
the subordinate facts the trier will have to determine whether or not 
it follows with reasonable certainty that a public recognition of iden- 
tity has in fact been achieved. 

The sums spent in advertising, its scope, nature, and duration all 
are important factors, but not necessarily conclusive. After all, 
the issue is the achievement of an identity and not the effort ex- 
pended in the attempted achievement. Nor is success in stimuating 
sales necessarily decisive. For, conceivably, such success may have 
resulted from methods of sales promotion having no tendency to 
create any specific association between the public and a particular 
producer. On certain phases of the issue, doubtless the opinions of 
experts in advertising and merchandising may be heard. But such 
testimony the trier will appraise, especially if it be disputed, in the 
light of his own common sense and in the last analysis reach his 
decision by applying his knowledge of human nature to the facts 
of the case. 

If it is found that the plaintiff has thus established its right, 
ordinarily it will not be difficult to ascertain whether or not the 
defendant’s conduct has violated that right. On this issue, also, the 
testimony of individual members of the public, of retailers, sales- 
men, and experts, is admissible, although as I have suggested, seldom 
of controlling weight. Here again the trier will have to apply his 
knowledge of human nature to the defendant’s conduct as proved and 
determine by inference whether the defendant has done anything 
tending to sap the virtue of any means of identification found to 
belong exclusively to the plaintiff. Has the defendant put out goods 
in such a way as to evoke in the public mind, by word, phrase, or 
image, an association attaching to the plaintiff or to some means of 
identification belonging to the plaintiff? If so, the tort is complete, 
and, in the proper case, enjoinable. 
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Applying these observations to the case at bar, we see that the 
primary issue here is not whether the plaintiff has acquired a pub- 
lie recognition of its identity in its own proper name. That fact, 
[ take it, is not disputed; in any event it is amply established. The 
real question is whether the plaintiff, through its employment of Ben 
Bernie, has created in the public mind an association with the “Old 
Maestro” which serves as a means to accentuate the identity of the 
plaintiff or its products. To be sure, there is no evidence showing 
what proportion of its sales, if any, is due to the advertising by the 
“Old Maestro.” And the direct evidence is far from sufficient in 
itself to prove the existence of the association in the public mind. 
Nevertheless, the evidence relating to the nature, scope, and duration 
of the plaintiff’s radio advertising, coupled with the evidence of its 
popularity, convinces me that the radio public is numerically a sub- 
stantial part of the beer-purchasing public, and that it necessarily, 
human nature being what it is, in substantial part has become im- 
pregnated with a conscious or subconscious association between “Old 
Maestro” and the plaintiff's products. 

That being so, the defendant’s use of “Olde Maestro” as its 
trade-name necessarily tends to confuse the pyblic and to destroy 
the effect of a means for identification which, at least in relation to 
the manufacture and distribution of malt products, belongs exclu- 
sively to the plaintiff. 

The foregoing makes it unnecessary for me to make findings or 
conclusions upon the plaintiff's claim of infringement of its regis- 
tered trade-mark. 


A decree for the plaintiff, with costs, may be entered accordingly. 


Note. 





Decree in this matter was entered pursuant to the fore- 
going opinion on January 28, 1935; the plaintiff waiving an account- 
ing and the defendant waiving an appeal. 
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Wivuiams O11-O-Matic Heatine Corp. v. UtTititren Corporation 
United States Court of Customs and Patent Appeals 
Petition for rehearing decided October 15, 1935 


For opinion see 25 T.-M. Rep. 418. 


Per Curiam: In their petition for rehearing in the above entitled 
cause, filed June 26, 1935, counsel for appellant brought to the 
attention of the court the fact that in its decision of June 12, 1935, 
the court stated that “appellant alleged ownership and registration 
of the trade-marks ‘Oil-O-Matic’ and ‘Dist-O-Matic,’ for use on 
electrically operated and thermostatically controlled liquid-fuel- 
burning devices.”’ 

It appears from the record that appellant did not allege in its 
notice of opposition that such trade-marks were “for use on elec- 
trically operated and thermostatically controlled liquid-fuel-burning 
devices.” However, the error did not affect the conclusion reached 
by the court. 


The petition for rehearing is denied. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Non-Use by Petitioner 


Spencer, F. A. C.: Held that the showing made by Tanqueray, 
Gordon & Co., Limited in a petition to cancel registration by Gordon 
Distributing Co., Inc., of the term “American Gordon’s”’ as a trade- 
mark for non-alcoholic, maltless herb beverage, is not sufficient to 
justify the cancellation of that registration. 

The ground of the decision is that there is no showing by peti- 
tioner that it was using the term ““Gordon’s Dry Gin” as applied to 
gin at the time it filed a petition for cancellation. 

In his decision, after stating that the petition for cancellation 
was filed before the repeal of the National Prohibition Act and 
does not allege that petitioner was using the mark in this country 





ON 





DECISIONS OF THE COMMISSIONER OF PATENTS 617 


at the time of filing the petition, and, in fact, under that Act such 
use was prohibited, the First Assistant Commissioner said: 


In my opinion the failure to allege, coupled with the failure to prove, 
any such use is fatal to the petitioner’s case, since under such circumstances 
it is impossible for injury, within the meaning of the Act, to be found, 
Colgate-Palmolive-Peet Company v. Ira W. Royer, 159 M. D. 447 [25 T.-M. 
Rep. 578]. 


He then said that if the petitioner was of the opinion that para- 
graph five of the petition for cancellation alleges use of the mark 
in the United States, the owner to such argument is two-fold, namely, 


In the first place, the article is ambiguity itself. In the second place, 


such use was expressly and explicitly denied by article 5 of the answer, 
which put the allegation in issue; and the petitioner has offered no proof 
whatsoever in support thereof. 

With reference to certain matter introduced during the tes- 
timony, he said: 

Two witnesses were put upon the stand, both of whom testified to the 
use of petitioner’s mark in this country prior to 1920, and after the exami- 
nation of these witnesses had been concluded the petitioner placed in 
evidence, over the objection of the respondent, exhibits D to L, inclusive. 
These comprise assignments, court decrees, court injunctions, etc., and in no 
instance did counsel for the petitioner lay a foundation for the admission 
of these documents, offer them for identification, or seek to establish, by 
competent proof, the identity of the parties named in the exhibits with 
the parties involved in the instant controversy. Under the circumstances, 


the exhibits are inadmissible and cannot be given any consideration what- 
soever.} 


Color 


Spencer, F. A. C.: This is an appeal from the refusal of the 
Examiner of Trade-Marks to register to applicant a trade-mark for 
shipping baskets. The ground of refusal to register is that the mark 
is confusingly similar to that shown in Registration No. 298,959, 
Evansville Basket and Crate Company, which is applied to identical 
goods. 

The marks of both the applicant and the registrant consist of a 
vertical, medial, colored band surrounding the basket and crossed 
at right angles by three equally spaced circumferential, colored 


_ } Tanqueray Gordon & Co. Ltd. v. Gordon Distributing Co., Inc., Canc. 
No. 2576, 159 M. D. 459, September 12, 1935. 
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bands. In the mark of the applicant the medial, vertical band is 
red and the three horizontal, circumferential bands are green. In 
the registration cited all of the bands are green. The applicant's 
mark therefore differs from that of the registrant only in changing 
the vertical stripe from green to red. 

It is the position of the Examiner that where there is identity 
of design and a mere partial variation of color in the marks, confu- 
sion would result from the concurrent use of both marks on identical 
goods and, in support of this position, he cites the decision of 
A. Leschen & Sons Rope Co. v. The American Steel §& Wire Co. 
[12 U.S. P. Q. 272] 55 F. (2d) 455; 19 C. C. P. A. 851; 418 O. G. 
3; 1932 C. D. 173 [22 T.-M. Rep. 50], in which the Court of Cus- 
toms and Patent Appeals stated: 


It seems clear that before one trade-mark can be registered over the 
opposition of the owner of another for use on goods of the same descriptive 
properties, the applicant’s mark must show dissimilarity other than color. 

In my opinion the conclusion reached by the Examiner is obvi- 
ously correct. Mass color is not subject to exclusive appropriation. 
Where, however, a party adopts a distinctive, colored symbol such, 
for example, as a crescent, a star, a cross, a circle, a square, or the 
like, its use will be protected. In my opinion, however, the selec- 
tion of the symbol must be entirely arbitrary and fanciful and not 
controlled by physical characteristics that are commonly present 
in the goods in question. Accordingly, when the party arbitrarily 
selects a purple crescent and is the first to apply it to a particular 
class of merchandise, the scope of protection should include crescents 
of different colors. On the other hand, when mass color is applied 
to an entire structural part of a piece of merchandise such, for 
example, as the handle of a tool, the stock of a gun, the steering 
wheel of a car, the base of a lamp, etc., it is to be doubted whether 
color so appropriated is entitled to registration. In the case at bar 
it is not necessary to decide into which of these two classes fall the 
marks employed by the applicant and the registrant; if of the first 
class the applicant’s mark is anticipated by the prior registration, 
and if of the second class it is not entitled to registration. 
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The decision of the Examiner of Trade-Marks is affirmed.’ 


Conflicting Marks 


Spencer, F. A. C.: This is an appeal from a decision of the 
Examiner of Trade-Mark Interferences in an opposition proceed- 
ing. The applicant, Skelly Oil Company, is seeking registration of 
the notation “Powermax”’ for use on gasoline and is opposed by The 
Powerine Company, owner and prior user of the term “Powerine”’ 
as a trade-mark for gasoline. 

The goods being identical, the sole question to be decided is 
whether the words ““Powermax”’ and “Powerine” are confusingly 
similar. On this point the Examiner of Trade-Mark Interferences, 
after stating that ““Mere inspection of these notations discloses that 
the resemblances are much greater than the differences,’ dismissed 
the opposition on the theory that, since the term “power” is descrip- 
tive, purchasers would rely upon the balance of the marks in order 
to distinguish them from one another and, since “ine” and “max” 
when taken alone are not confusingly similar, concluded that the 
opposition should be dismissed. 

The Court of Customs and Patent Appeals has repeatedly de- 
nounced the practice of breaking down notations and comparing 
their fragments in order to discover similarity or lack of similarity. 
The practice must be condemned irrespective of the methods em- 
ployed in bringing about the act of dissection. Abstruse arguments 
are of no avail if the ultimate result obtained is dissection of the 
marks. I am therefore inclined to disagree with the method em- 
ployed by the Examiner of Trade-Mark Interferences which, in 
effect, breaks down the notations, discards the “Power” portion of 
both, and proceeds to the conclusion that since there is no confusing 
similarity between the suffixes “ine” and “max’’ the opposition must 
be dismissed. 

The trade-mark statutes prohibit the registration of trade-marks 
that are confusingly similar to those already in use by another. Un- 


2 Ex parte Dayton Veneer Lumber Mills, Ser. No. 334,640, Oct. 8, 1935 
(27 U. S. P. Q. 113). 
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der such statutory instructions, the issue resolves itself in this wise: 
The opposer has already used the mark ‘“‘Powerine.” The applicant 
now seeks registration of the word “Powermax.” Are these two 
confusingly similar? In determining this question, the statute al- 
lows no latitude. It does not permit portions of the marks to be 
cast aside nor points of similarity discarded on any theory whatso- 
ever. It may be that the word “power” is descriptive of gasoline, 
but the validity of the opposer’s mark is not in issue and there is no 
provision in the statute that authorizes descriptive portions of words 
to be eliminated from consideration in determining the question of ° 
confusing similarity. The statute does not say that the marks must 
be confusingly similar in their non-descriptive portions. On the 
contrary, it requires merely that the notations be confusingly similar. 
Furthermore, the ordinary, casual purchaser does not ignore the 
descriptive portions of marks; he relies upon them fully as much 
as the fanciful portions and will be as quickly duped by confusing 
similarity between descriptive portions as between non-descriptive 
parts and it is his interests that the trade-mark laws are intended to 
protect. On this theory I have, in the cases of Addressograph- 
Multigraph Corp. and Addressograph Company v. Elliott Address- 
ing Machine Co., 20 U.S. P. Q. 230; 24 T.-M. Rep. 133; 442 O. G. 
3, and Joseph Dixon Crucible Company v. Carl C. Harris, 159 
M. D. 466 [27 U. S. P. Q. 45] adjudged the marks (“Addresso- 
graph” and “Addressellott” for use on addressing machines; 
“Thincil” and ‘“Thinex” for use on thin pencils) in their entireties 
and, in so doing, little or no attention was paid to the fact that 
portions of them were descriptive. In fact, in view of the statutory 
instruction, it would appear that words containing descriptive por- 
tions should be treated in exactly the same way as those that are 
entirely fanciful and arbitrary. The only question to be considered 
is whether in their entireties they are confusingly similar. 
Applying these observations to the case at bar, I am of the 
opinion that “Powermax” must be refused registration in view of the 
use of the term “Powerine” of the opposer. The predominating 


part of both words is identical. They are words of equal syllables 
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and in sound, appearance, and significance are similar. It should 
not be overlooked that gasoline is sold to a very wide assortment 
of customers and that frequently little care is exercised in its selec- 
tion. Also, it should be remembered that all doubt must be resolved 
against the newcomer. 

The decision of the Examiner of Trade-Mark Interferences is 


reversed.” 


Descriptive Terms 


Spencer, F, A. C.: Held that applicant is not entitled to regis- 
ter the term “Thincil” as a trade-mark for pencils, in view of the 
prior registration and use by the opposer of the notation “Thinex” 
as a trade-mark for the same goods. 

In his decision, after stating that the rule was well settled that 
all doubts must be resolved against the newcomer and in favor of 
the first user and that it appeared that the opposer had used its 
mark since 1925, and the applicant had only used his since 1933, 


he said: 


With the entire field of marks to choose from, the applicant’s motive in 
selecting a two-syllable word beginning with “thin” might be open to 
question, were it not for the descriptive character of the prefix with 
regard to the goods in question. 


He then said: 


In sound, appearance, and meaning the predominant parts of the two 
notations are identical, and in my opinion the difference in endings is not 
sufficient to overcome these points of similarity. 


He cited a number of decisions of the Court of Customs and 
Patent Appeals where similar situations arose and said: 


I believe ‘that the foregoing cases represent the authoritative viewpoint of 
the United States Court of Customs and Patent Appeals on the issue here 
presented. As far as the Patent Office is concerned, the pertinent cases are 
believed to be Addressograph-Multigraph Corporation and Addressograph 
Company v. Elliott Addressing Machine Company, 20 U. S. P. Q. 230; 
24 T.-M. Rep. 133; 442 O. G. 3, in which “Addressellott” and “Addresso- 
graph” were held to be confusingly similar.‘ 


8 Powerine Company v. Skelly Oil Company, Opp’n No. 12905, Oct. 2, 
1935 (27 U. S. P. Q. 110). 

* Joseph Dixon Crucible Company v. Carl C. Harris, Opp’n No. 13,307, 
159 M. D. 466, September 20, 1935. 
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Spencer, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of March 19, 1920, the notation “Translucent” 
as a trade-mark for knitted, netted, and textile fabrics. 

The ground of the decision is that the mark merely states the 
quality or character of the goods and would be so viewed by the 
public, rather than as an indication of origin. 

In his decision the First Assistant Commissioner said: 

I am compelled to agree with the Examiner of Trade-Marks. Across 
the top of the specimens filed by the applicant appear the words “Product 
of The Shelton Looms” and at the bottom the following legend: “Sidney 
Blumenthal & Co., Inc., One Park Avenue, New York.” To my mind 
these comprise the only notations on the specimens that denote origin or 
source of manufacture. It is true the word “Translucent” appears, but in 
what manner? Within the body of the specimens appear four blank spaces 
which are for the purpose of indicating “Piece No.,” “Yards,” “Quality,” 
and “Color.” In the third of these spaces, namely, that accompanying 
the word “Quality,” appears the typewritten word “Translucent.” Cer- 
tainly as so used, the notation does not indicate origin but merely one of 
the characteristics of the goods, namely, quality. If a term fails to 
indicate origin it cannot possibly be a trade-mark and is not entitled to 
registration under either the 1905 or the 1920 Act.” 

He then cited a number of decisions in which a similar ruling 


had been made.° 


Spencer, F. A. C.: This is an appeal from a decision of the 
Examiner of Trade-Marks refusing registration of the mark “Taste- 
less Chill Tonic” under the ten-year clause of the Act of Feb. 20, 
1905. 

The ground of refusal is that the mark: 


is not such an expression as fulfils the function of indicating origin or 
ownership of the product to which it is attached and is therefore impossible 
of registration as a trade-mark under either Act. 

In the case of Elgin National Watch Company v. Illinois Watch 
Case Company, et al., 94 O. G. 755; 1901 C. D. 278; 179 U.S. 
665, the Supreme Court of the United States stated that a trade- 
mark: 


means a distinctive mark of authenticity through which the products of 
particular manufacturers or the vendible commodities of particular mer- 
chants may be distinguished from those of others. 


5 Ex parte Sidney Blumenthal & Co., Inc., Ser. No. 337,013, 159 M. D. 469, 
September 30, 1935. 
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The court further stated that: 
the office of a trade-mark is to point out distinctively the origin or owner- 
ship of the articles to which it is affixed. 

This definition applies to marks sought to be registered under 
any of the trade-mark acts now in force and it is believed that the 
applicant's mark fails to come within the definition. The words 
“Tasteless Chill Tonic’ do not point out distinctively either origin 
or ownership of the goods; there is nothing distinctive about them; 
they merely convey the message that the medicine is for chills and 
is tasteless, and this is not a distinctive or distinguishing mark as to 
origin at all. Anyone unfamiliar with applicant’s product, upon 
entering a drug store and inquiring for a tasteless chill tonic, would 
not be inquiring for the goods of the applicant or any other par- 
ticular manufacturer. Furthermore, in my opinion, anyone making 
a tasteless chill tonic is entitled to say so without making himself 
vulnerable to a suit for trade-mark infringement. The words in 
question are so thoroughly descriptive that, to my way of thinking, 
they could not possibly carry any trade-mark significance. 

Three factors support this view: First, referring to the speci- 
mens filed by the applicant, it is noted that the word “Grove’s”’ ap- 
pears prominently displayed above the words “Tasteless Chill 
Tonic” and I am convinced that of these two notations it is solely the 
term “Grove’s” that indicates origin or source of manufacture. 
Second, in 1905 the applicant registered a composite mark compris- 
ing a picture of a baby’s face and below it the words “Grove’s Taste- 
less Chill Tonic.” To my mind, this indicates the fact that the 
words “Tasteless Chill Tonic’ were not being solely relied upon for 
the purpose of indicating origin. Third, there is the fact that, in 
1930, Richardson Robinson Drug Company, of Pauls Valley, Okla- 
homa, registered under the Act of 1920 the notation ‘“Robinson’s 


Tasteless Chill Tonic,” claiming use since 1908.* Here again, it is 


to be observed that some other device indicating origin is coupled 
with the descriptive phrase “Tasteless Chill Tonic.” Each of these 
*Reg. No. 273,256. 
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three factors goes to confirm the view that the notation in question 
is purely descriptive and has no significance in indicating origin. 
The applicant-appellant seeks to bring this case within the rul- 
ing announced in the case of Ex parte The Paris Medicine Co., 20 
U.S. P. Q. 165; 24 T.-M. Rep. 85, but in my opinion the instant 
case cannot be supported on any such ground. The term “Bromo- 


’ 


Quinine,” although descriptive, was coined by the applicant and to 
my mind serves to indicate origin, whereas the words “Tasteless Chill 
Tonic” are so thoroughly descriptive that they could never indicate 
origin. 

In closing, it is appropriate to remark that the Trade-Mark 
Division has long since established the practice of refusing to regis- 
ter under any of the trade-mark acts notations of the type at bar 
which are so thoroughly descriptive that they cannot indicate origin 
or source of manufacture. Ea parte Keyless Auto Clock Co., 309 
O. G. 2283—“‘Rim Wind” and “Rim Set” for clocks. Ea parte Asha- 
way Line & Twine Mfg. Co., 329 O. G. 264—“Extra Strength” for 
fishing lines; Ex parte Marie N. Stubbs, 151 M. D. 927; 19 
T.-M. Rep. 119—‘‘Compressed” for concrete; Ex parte New York 
Insecticide Co., Inc., 156 M. D. 388; 5. U. S. P. Q. 428—“‘Origina- 
tors of Fine Dust’ for powdered insecticides; Ea parte Obear- 
Nester Glass Co., 156 MS. D. 387; 20 T.-M. Rep. 494; 5 U.S. P.Q. 
447—“Individually Wrapped” for glass prescription bottles; Ez 
parte Gregg Dyeing Company, 156 M. D. 796; 12 U. S. P. Q. 
11; 22 T.-M. Rep. 81—“Indelible” for knitted and woven textile 
fabrics; Ex parte Warner Gear Co., 156 M. D. 925; 14 U.S. 
P. Q. 174—“‘Free Wheeling” for transmission for automotive vehi- 
cles; Ex parte Apollo Metal Works, 159 M. D. 56; 17 U.S. 
P. Q. 376; 23 T.-M. Rep. 453—‘Prefinished” for metals; Ex parte 
The Mosaic Tile Co., 159 M. D. 56; 17 U. S. P. Q. 376; 28 T.-M. 
Rep. 410—‘“Mosaic” for floor and wall tiles; Ex parte The R. T. 
French Co., 159 M. D. 184; 20 U. S. P. Q. 290 [24 T.-M. Rep. 
186 ]—‘‘Air-Washed” for bird seed; Ex parte The Kay & Ess Co., 
159 M. D. 204; 21 U. S. P. Q. 174 [24 T.-M. Rep. 334]— 
“Morocco” for paints and varnishes; Ex parte Relief Printing 





DECISIONS OF THE COMMISSIONER OF PATENTS 625 


Corp., 159 M. D. 404; 25 U. S. P. Q. 147 [25 T.-M. Rep. 360]— 
“Relief Process” for printed matter in the form of envelopes, let- 
terheads, etc. 

The decision of the Examiner of Trade-Marks is affirmed.® 


Spencer, F. A. C.: Held that the applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for gasoline, the 
numeral “76,” since these numerals are merely descriptive as in- 
dicating a high octane content of the gasoline. 

In his decision the First Assistant Commissioner stated: 


.. it would appear to me that if numerals are arbitrarily selected for 
their fanciful value and have no connection with the goods other than 
indicating origin of manufacture they may be good and valid trade-marks 
subject to exclusive appropriation and likewise technical trade-marks in 
the sense that they are entitled to registration. On the other hand, it 
appears with equal certainty if the numerals selected have any connection 
or relationship with the goods themselves they are no longer merely ar- 
bitrary and fanciful and must therefore be refused registration. 


He then said: 


Furthermore, it appears that in quoting prices it is common to refer to 
the octane or the Baume rating of gasoline and the numeral “76” falls 
squarely within the range of both ratings, which, it might be stated in 
passing, is rather small. Under these circumstances, I do not believe that 
the applicant’s mark is entitled to registration. 


and then further said: 


In closing, the opportunity is taken of reiterating the principles which 
this case is intended to establish. Numerals are registrable if they are 
entirely fanciful and arbitrary, have no connection or relationship with the 
goods or with any of the characteristics or qualities thereof, and are used 
solely for the purpose of indicating origin. Conversely, if the numerals 
are descriptive of the goods or any of the characteristics or properties 
thereof and are not employed solely to indicate origin, they are not 
fanciful or arbitrarily selected and are not entitled to registration. The 
fact that this is a strict rule and finds harsh application in the case at 
bar is fully recognized. However, it is believed to bear the virtue of cer- 
tainty, a quality greatly to be desired, in order that uniformity will prevail 
and attorneys may accurately advise their clients. And, of course, the 
applicant, although denied registration, is still possessed of its full rights 
and remedies in courts of equity should its mark be invaded.’ 


‘ ® Ex parte Paris Medicine Co., Ser. No. 351,427, Oct. 8, 1935 (27 U. S. 
~ & TEE). 

‘ Ex parte Union Oil Company of California, Ser. No. 323,922, 159 M. D. 
461, Sept. 14, 1935. 
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Spencer, F. A. C.: Held that applicant is not entitled to 
register the words “Dry Pac” as a trade-mark for heat insulating 
material, under the Act of 1905, on the ground that these terms 
are merely descriptive of the goods. 


In his decision the First Assistant Commissioner said: 


It is well known that heat insulating materials are used either in a dry 
form or in a form in which they are mixed with water to form a plaster, 
Furthermore, such materials which, in the case at bar (according to the 
specimens), specifically comprise “a waterproof conduit filler” are com- 
monly referred to as “packing.” Obviously, the applicant’s use of the term 
“pac” is an abbreviation of the word “packing” or a misspelling of the word 
“pack.” To my mind the mark clearly indicates the qualities or characteris- 
tics of the applicant’s goods and in my opinion the case is controlled by 
the decision of the United States Court of Customs and Patent Appeals 
in the case of In re Holed-Tite Packing, Inc., 70 F .(2d) 109, 446 O. G. 
715, 21 U. S. P. Q. 235 [22 T.-M. Rep. 457], in which it was held that 
the words “Holed-Tite” are descriptive on the ground that “certainly the 
packer or purchaser of such eggs would associate the feature of holding 
the eggs tight with these packing materials.” 
* * * 

In view of the foregoing I feel compelled to hold that the notation is 
descriptive. It is well settled that where a composite mark includes words 
which are merely descriptive of the goods such mark is not registrable in 
the absence of a disclaimer of the right to the exclusive use of those words. 


With reference to the argument that a number of marks had 
been recently registered, some of which include one form or another 
of the syllable “pac” or “pack,” he said: 


Uniformity in the registration of trade-marks, as in all other phases of 
the law, is greatly to be desired and without it no attorney can properly 
or competently advise his client. The failure to advise accurately leads to 
misunderstandings between attorney and client and often results in the 
impairment of this important relationship. I consider it desirable in cases 
of doubtful registrability to adopt one extreme or the other and adhere 
thereto in order to bring about certainty rather than endeavor to pursue 
a middle course with results that produce confusion. There is no doubt but 
that the marks cited by the applicant herein were registered because the 
Examiner considered them suggestive and not “merely descriptive.” As to 
many of them, it is obvious that the conclusion of the Examiner was correct 
but if, as to any of the others, an error was made, that fact of itself, al- 
though regrettable, would not be a sufficient reason for permitting here 
registration of a mark that is clearly descriptive, or in not requiring a dis- 
claimer of the “merely descriptive” words in the composite mark.® 


* Ex parte The Ric-Wil Company, Ser. No. 314,462, 159 M. D. 464, Sept. 
19, 1935. 
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Goods of Same Descriptive Properties 


Spencer, F. A. C.: Held that assignee was not entitled to regis- 
ter the term “President” as a trade-mark for automobile tires, in 
view of the use by opposer of the term “President” as applied to 
automobiles. 

In his decision, after stating that, no answer being filed by the 
applicant, the Examiner of Interferences entered a decree pro 
confesso and when the case was reached for entering a final decree, 
held the goods were of different descriptive properties and dismissed 
the notice of opposition, the First Assistant Commissioner said: 


In the absence of any brief or argument on behalf of the applicant’s 
case, I am constrained to conclude that the Examiner of Interferences 
erred in holding that automobiles, on the one hand, and automobile tires 
and tubes, on the other, are goods of different descriptive properties. It 
is true that the Examiner cited a case, decided twenty-two years ago, in 
support of his conclusion, but, in my opinion, the rule of this early case 
has apparently been changed by more recent cases of which Cluett, Peabody 
§ Co. v. Hartogensis, 41 F. (2d) 94; 17 C.C.P.A. 1166; 396 O. G. 707; 
1930 C. D. 342; 5 U. S. P. Q. 129; 20 T.-M. Rep. 452, is typical. In this 
case, decided in 1930, the United States Court of Customs and Patent 
Appeals held that collars and collar buttons are goods of the same 
descriptive properties. To my mind this case is analogous to the one at 
bar and, as stated above, in the absence of good and sufficient argument 
to the contrary, is deemed to be controlling. 


Non-Conflicting Marks 


Spencer, F, A. C.: Held that assignee was entitled to regis- 
ter the trade-mark “‘Korrex”’ as a trade-mark for a foot-deodorant, 
notwithstanding the use by United Drug Company of the term 
“Rex” for various medicines, including foot preparations and various 
marks including the syllable “Rex” as applied to various goods, 
particularly the term of “Rexall” for use on medicines and “Alco- 


Rex” for rubbing alcohol compounds, and that such registration 
should not be cancelled. 


The ground of the decision is that the marks are not such that 
there would be any likelihood ef confusion in view of their con- 


temporaneous use. 


, ®The Studebaker Corporation v. Standard Four Tire Company, Opp’n 
No. 13,889, 159 M. D. 471, September 30, 1935. 








628 TWENTY-FIVE TRADE-MARK REPORTER 





In his decision, after stating that many of the trade-marks which 
the petitioner had set forth in its petition for cancellation were 
used upon goods of entirely different descriptive properties and 
that these marks were apparently cited to show that, although the 
marks ‘“‘Rex”’ and “Rexall” had been confined to various medicinal 
preparations, the petitioner for cancellation was expanding, or had 
expanded into various divergent lines and was likely to adopt any 
type of word that included the syllable “Rex,” the First Assistant 
Commissioner said: 









In my opinion there is no confusing similarity between the respondent’s 
mark “Korrex” and the various marks of the petitioner of which “Rex,” 
“Rexall,” and “Alco-Rex” are as close, if not closer, to the respondent’s 
mark than are the remaining ones to which reference has been made. 
(Citing decisions.) 


He then said: , 








In coming to the foregoing conclusion, I do not overlook the fact that, 
although the respondent has been using its mark continually since 1928, 
the testimony taken on behalf of the petitioner fails to disclose a single 
instance of actual confusion.?° 









Not a Trade-Mark 























Spencer, F. A. C.: Held that the applicant is not entitled to 
register a trade-mark for trucks, automobiles, and horse-drawn 
wagons, where it appears that the applicant is not selling such 
goods, but his business consists merely in rendering a service. 

In his decision the First Assistant Commissioner said: 


From the decisions and, indeed, upon the face of the thing, it is obvious 
that the applicant is engaged merely in rendering a service (citing deci- 
sions). It is also deemed to be settled that an applicant in order to be en- 
titled to registration must apply the mark physically to a vendible com- 
modity and place the commodity on the market (citing decisions). The 
business of motor transportation is a service and from these decisions it 
appears that, where a person is engaged in rendering a service and employs 
symbols of origin in connection therewith, registration of such symbols can 
not be obtained under the existing trade-mark statutes. 


He then said: 


It is true that the applicant does not describe the goods as comprising 
motor transportation but, on the contrary, describes them as trucks, auto- 


10 United Drug Co. v. Odor-Nox Chemical Co., Canc. No. 2661, 159 M. D. 
468, September 20, 1935. 
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mobiles, and wagons. In so doing, the applicant who neither makes nor 
sells any of the three appears to be making an optimistic, ingenious effort 
to accomplish indirectly what is forbidden directly. The applicant is 
engaged in the transportation business, not in the automobile business and 
cannot be permitted to register a trade-mark on goods which it employs 
as incident to its business of rendering a service. 


Opposition—Misleading Use of Registration Notice 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for razor blades, the mark consisting of the words 
“Blue Devil Blade” on a blue background, the word “Blade” being 
disclaimed. 

The ground of the decision is that the goods sold by the applicant 
bore either on the blades themselves or on the packages in which 
they were sold, the words “Reg. U. S. Pat. Off.” 

In his decision the Assistant Commissioner noted that opposer 
relied on two trade-marks owned and registered by it and particu- 
larly on the registration of a mark which included the words “Gil- 
lette Blue Blade” and a blue background, and then said: 


It is stipulated in substance in the record that opposer devised its 
present trade-mark for use on razor blades of a blue color, and that long 
before applicant entered the field with its Blue Devil blade a considerable 
sum of money had been spent by opposer in advertising the fact that its 
blades were blue and were sold in a blue package. Hence opposer takes 
the position that it “acquired a property right in its trade-mark, including 
the two salient features, the blue color and the word ‘blue.’ ” 

Aside from these two features, no contention is made that there is any 
similarity between opposer’s mark and applicant’s, nor is the point dis- 
cussed by the Examiner of Interferences in his decision. He disposed of 
the opposition on the ground that exclusive ownership in a purely descrip- 
tive term could not exist, and that applicant has the same right as opposer 
to use such term in describing its goods. He also held that opposer is 
estopped, by reason of its disclaimer, to deny this right of the applicant. 


He then stated that the only common features of the marks of 
the respective parties are the word “Blue” and the blue colored 
background and that in other respects the marks are so different 
that the points of difference completely outweigh the point of re- 
semblance and that the opposition was properly dismissed. He 
held, however, that applicant is not entitled to register its mark 


on Ex parte Jerry C. Pugh, Ser. No. 345,589, 159 M. D. 444, August 1, 
5, 
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under the ruling of the Court of Appeals of the District of Columbia 
in the case of Four Roses Products Co. v. Small Grain Distilling & 
Drug Co., 29 F. (2d) 959; 58 App. D. C. 299; 378 O. G. 506 [18 
T.-M. Rep. 576]. 

He discussed the testimony with reference to the use of the 
notation and held that the explanation offered in the brief was in 
direct conflict with the testimony of the officers of the company and 
then, after quoting from the decision in the Four Roses Products 
Co. case, said: 

Clearly this language applies with equal force to the instant case as to 
the one there under consideration. Moreover, it reflects what has come to 
be an established practice in the Patent Office. Ohio Hydrate & Supply Co. 


v. John Herzog & Son, 2 Pat. Q. 62, 19 T.-M. Rep. 383; Ex parte Golden 
State Asparagus Co., 2 Pat. Q. 174, 19 T.-M. Rep. 380.!* 


12 Gillette Safety Razor Co. v. Standard Safety Razor Corp., Opp’n No. 
12,943, 159 M. D. 472, September 30, 1935. 
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FED. TRADE COMM. V. CIVIL SERV. TR. BU. 


Feperat TrapE Commission v. Civit Service TRAINING 
Bureau, Ine. 


United States Circuit Court of Appeals, Sixth Circuit 
June 29, 1935 


Unrarz ComPETITION—FeEperaAL TrapeE Commission Act—“Civit SERvicE 
Trarininc Bureau, Inc.”—UseE or Misteapine Corporate NaME, 

In an action brought to enforce a “cease and desist” order under the 
Federal Trade Commission Act, held that the respondent’s name, “Civil 
Service Training Bureau, Inc.,” gave prospective students the impres- 
sion that the said bureau was an adjunct of the United States Govern- 
ment. 

Unrair CoMPETITION—MISLEADING ADVERTISING. 

In the case at issue, respondent’s practice of advertising to pros- 
pective students that examinations would be offered to fit them for 
certain positions in the Civil Service, although no such examinations were 
held, held unfair competition. 

Unram CompetTitTion—UseE or “Biinp” ADVERTISEMENTS. 

An order of the Commission that respondents cease from the use of 
misleading and “blind” advertisements, which implied that there were 
government jobs available to its students, when no such vacancies existed 
was modified so as to allow the use of such advertisements when the state- 
ments made therein were true. 


In equity. Action to enforce a “cease and desist” order of the 
Federal Trade Commission. Order modified and affirmed. 


H. D. Michael and M. A. Morrison (WT. Kelley and James W. 
Nichol, on the brief), all of Washington, D. C., for peti- 
tioner. 

J.C. Spear (R. J. Davis, on the brief), both of Cleveland, Ohio, 
for respondent. 


Auten, C. J.: This is an application for the enforcement of a 
cease and desist order of the Federal Trade Commission issued under 
Section 5 of the Federal Trade Commission Act, title 15, U. S. C., 
§ 45 (15 U. S. C. A., § 45). The respondent, a correspondence 
school, engaged in the sale and distribution of courses of study to 
prepare students for civil service examinations, makes three conten- 
tions in its answer: 

(1) That the Commission was without jurisdiction for the reason that it 


was constituted for the purpose of dealing with cases involving the sale of 
commodities in interstate commerce, and that while the respondent con- 
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ducted an interstate business, it was not dealing in commodities, but was 
selling a service. 


(2) That Section 5 of the Federal Trade Commission Act contemplates 
that the methods of unfair competition declared unlawful must be such as 


to result in a practical monopoly in the trade, and that no such unfair com- 
petition has been shown to exist. 


(3) That the evidence adduced before the Commission is insufficient to 
support the order. 

The first contention is untenable. The act applies to unfair 
methods of competition “in commerce,” commerce being defined as 
including “commerce among the several States.” Title 15, U.S.C, 
§ 44 (15 U.S.C. A., § 44). In International Textbook Co. v. Pigg, 
217 U.S. 91, 107, 30 S. Ct. 481, 54 L. Ed. 678, 27 L. R. A. (N.S.) 
493, 18 Ann. Cas. 1103, the court held that intercourse or communi- 
cation between persons in different states by means of correspond- 
ence through the mails is commerce among the states within the 
meaning of the Constitution, especially where such intercourse and 
communication relate to regular continuous business and to the 
making of contracts and the transportation of books, papers, etc., 
pertaining to such business. The decision squarely involved the 
selling of service by a correspondence school in interstate transac- 
tions, and is controlling here. 

The second contention is also without merit. 

The jurisdiction of the commission to issue a cease and desist 
order depends upon the existence of three prerequisites: (1) That 
the methods complained of are unfair; (2) that they are methods 
of competition in interstate commerce; and (3) that the proceeding 
by the commission to prevent the use of the methods appears to be 
in the interest of the public. Federal Trade Commission v. Raladam 
Co., 283 U. S. 643, 51 S. Ct. 587, 75 L. Ed. 1324, 79 A. L. R. 1191 
[21 T.-M. Rep. 575]; Federal Trade Commission v. Royal Milling 
Co., 288 U. S. 212, 216, 53 S. Ct. 335, 77 L. Ed. 706. 

Neither the statute nor the decisions require that unfair methods 
of competition must constitute practically a monopoly in the trade 
in order to fall within the prohibitions of the act. 

With reference to the third contention, having in view the rule 
that the findings of the commission are conclusive if supported by 
evidence (Federal Trade Commission Act, § 5, title 15, U. S. C., § 45 
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(15 U. S. C. A., § 45); Federal Trade Commission v. Winsted 
Hosiery Co., 258 U. S. 483, 491, 42 S. Ct. 884, 66 L. Ed. 729 [11 
T.-M. Rep. 277]; Federal Trade Commission v. Algoma Lumber 
Co., 291 U. S. 67, 73, 54 S. Ct. 315, 78 L. Ed. 655), we think the 
evidence sufficient to sustain the findings upon which are based para- 
graphs 1, 2, 3, and 5 of the commission’s order.’ 

As to paragraphs 1 and 3, the respondent admits that it still uses 
the words “Civil Service” and “Bureau” in its name. The commis- 
sion found in substance that the name of the respondent has a tend- 
ency to create, and has actually created, the belief that it represents 
or has an official connection with the United States Civil Service 
Commission, or that it is a bureau or agency of the United States 
Government. 

The similarity of the name “Civil Service Training Bureau, 
Inc.,” with that of the United States Civil Service Commission in 
itself operates to create the false impression that this private insti- 
tion has a governmental connection. A number of witnesses testified 


1Jt is ordered that respondent .. . cease and desist from the following 
practices, to wit: 

1. That the use of the term “civil service” and the word “Bureau,” or 
either of them, in the name under which said business is conducted, as 
aforesaid, or of any other word or expression therein which implies or sug- 
gests any connection with the Civil Service Commission or the United States 
Government, or the use of any such representation made in any other 
manner. 

2, Designating any course offered by any term other than by such a term 
as may correspond to some classification used by the United States Civil 
Service Commission at the time such course is offered and for which exami- 
nations are held by said Commission. 

3. Representing that respondent can assist its students in getting Gov- 
ernment positions other than by assisting them in preparing for examina- 
tions. 

4. Representing the number of civil-service employees, the number of 
appointments made or to be made, the time, number or certainty of civil- 
service examinations, or the period of duration of civil-service jobs other 
than as such representations may represent the actual facts as they exist 
at the time such representations are made. 

5. The use of any advertisement which, by its wording or by the heading 
under which it is placed, or otherwise, represents or implies that Govern- 
ment jobs are offered or are to be had or that persons are wanted to fill 
such jobs, or that the advertisement is that of the United States Government 
or of a representative or agent thereof. 

6. The use of any contract form which represents or implies that a Gov- 
ernment job is guaranteed. 
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in substance that the name made them think that the school was an 
adjunct of the government. These facts justified the commission 
in issuing that part of its order embodied in paragraphs 1 and 3. 

The requirement of paragraph 2 of the order was based upon the 
commission’s finding that, while the respondent claimed to offer 
instruction for the civil service, qualifying its students to take ex- 
aminations fitting them for certain positions, no examinations for 
those positions were held. Testimony was given to the effect that 
few, if any, civil service examinations were held in the lines in which 
respondent gave instruction, and hence applicants were misled. 
Numerous witnesses stated that no examination or examinations for 
which they had qualified had ever been held. This paragraph of 
the order was based on findings sustained by ample evidence. 

As to the requirement in paragraph 5, misleading and “blind” 
advertisements had been used, implying that there were govern- 
ment jobs available, and that the respondent was an agent or repre- 
sentative of the government. While this practice was modified, the 
answer shows that “blind” advertisements were still being used 
after the filing of the complaint. However, this part of the order 
should be modified so as to prohibit only untruthful representations 
as to the existence of government jobs or that persons are wanted to 
fill such jobs. There may be times in the future when such repre- 
sentations can truthfully be made. With this modification, the facts 
adduced justify the issuance of paragraph 5 of the order. 

With reference to paragraphs 4 and 6, the practices described 
in these paragraphs which were admitted to have been carried on 
formerly by the respondent were demonstrated by uncontroverted 
evidence to have been discontinued in 1932. The misrepresentations 
as to the number of civil service employees, the nature of the posi- 
tions available, etc., were made by respondent’s salesmen, aided in 
their interviews by an inaccurate booklet. Respondent suppressed 
the booklet and warned the salesmen not to use the information. A 
misleading guaranty of refund which had been employed in respond- 
ent’s contract form was actually interpreted as constituting the 
guaranty of a government job. This was altered, and these prac- 
tices were discontinued by respondent prior to September 16, 1933, 
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when the proceeding before the commission was instituted. The 
commission is not authorized to issue a cease and desist order as 
to practices long discontinued, and as to which there is no reason to 
apprehend renewal. L. B. Silver Co. v. Federal Trade Commission 
(C. C. A.) 292 F. 752 [14 T.-M. Rep. 12]; cf. United States v. 
U. S. Steel Corp., 251 U. S. 417, 445, 40 S. Ct. 293, 64 L. Ed. 343, 
g A. L. R. 1121. 

The order of the commission is modified by the elimination of 
paragraphs 4 and 6, and paragraph 5 is modified so as to prohibit 
untruthful representations that government jobs are offered or are 
to be had, or that persons are wanted to fill such jobs, and is other- 
wise afirmed. Paragraphs 1, 2, and 3 of the order are affirmed. 
The respondent, its officers, directors, agents, representatives, serv- 
ants, and employees are ordered to comply with the order of the 
commission as modified and affirmed. 


Freperick Puruips, individually and doing business under the 
name and style of Hupson Bay Fur Company v. THe Gov- 
ERNOR AND ComMPANY OF ADVENTURERS OF ENGLAND, 
trading into Hudson’s Bay (commonly called The 
Hudson’s Bay Company) 


United States Circuit Court of Appeals, Ninth Circuit 
November 4, 1985 


Unrarm ComPretirion—“Hupson Bay Company”—UseE or Corporate NAME 
in CompetinGc Bustness. 
Appellee, organized in May, 1670, as “Hudson’s Bay Company,” 
had since that year maintained trading posts throughout a part of 
Canada, purchasing furs from trappers and selling them throughout 
Canada and the United States. Moreover, it had come to be known as 
a great fur-trading concern and acquired a wide reputation for business 
integrity. Defendant had maintained a retail store in Reno, Nev., 
known as “Hudson Bay Fur Company,” for the sale of furs. Although 
it appeared that there was no direct competition between the parties, 
held that, nevertheless, defendant was guilty of unfair competition, and 
the decree of the lower court granting an injunction was affirmed. 
“Hupson”—GrocraPHicaL TERM—SECONDARY MEANING. 

In the case at issue, held that the names “Hudson” and “Hudson Bay 
Fur Company” had acquired a secondary meaning as indicating exclu- 
sively appellee’s business and products. 
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Unrair CompEetTITION—SvuitTs—LacHueEs, 

Where plaintiff brought suit within one year from the date of its 
last complaint to defendant concerning the latter’s use of the word 
“Hudson,” held there was no laches. 

Unrarr CoMPETITION VERSUS INFRINGEMENT. 


The law appears to permit a more liberal application by permitting 
an injunction in cases of unfair competition than it does in cases involy- 
ing infringement of trade-marks. 

In equity. Action for unfair competition in the use of corpo- 


rate name. From a judgment in favor of plaintiff, defendant 
appeals. Affirmed. 


Chas. E. Townsend, of San Francisco, Calif. (H. H. Byrne, 
of Washington, D. C., and Thatcher § Woodburn, of Reno, 
Nev., of counsel), for appellant. 

Fred Horowitz and P. N. McCloskey, both of Los Angeles, 
Calif., and G. Gunzendorfer, of Reno, Nev., for appellee. 


Before Witpur, MatHews ann Haney, Circuit Judges. 


Haney, C. J.: Plaintiff seeks by this suit a permanent injunc- 
tion against defendant, restraining the latter from in any way adver- 
tising or conducting business under the name of “Hudson Bay Fur 
Company,” or any colorable imitation thereof, or any similar name 
calculated to deceive the public and to create the impression that 
the defendant is in any manner identified or affiliated with plaintiff. 
Plaintiff also asked damages, but no evidence was introduced in 
support thereof. Upon trial in the court below, plaintiff prevailed 
and from the decree, defendant appealed. 

Charles II granted a royal charter to “The Governor and Con- 
pany of Adventurers of England Trading into Hudson’s Bay” in 
May, 1670, commonly known as “‘Hudson’s Bay Company.” For 
many years, this corporate plaintiff has maintained trading posts 
throughout a part of Canada for the purpose of purchasing furs 
from trappers. These furs, most of which are raw furs, are shipped 
to London, England, where they are sold at auction in lots. Plain- 
tiff also sells blankets under the name “Hudson’s Bay Point 
Blankets,” tobacco, and tea. Although plaintiff maintains no retail 
stores in the United States nor does it sell these articles in the 
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United States, such products are sold in the United States, mainly 
through jobbers. In more recent years, plaintiff has maintained 
two department stores in Canada, and now has about 300 stores and 
trading posts in Canada. 

Plaintiff sells fur and other garments in its stores in Canada, 
but does not manufacture any of the fur garments, but purchases 
them for resale, on the open market. These garments may or may 
not be made from the furs sold by plaintiff at auction in London. 
Plaintiff corporation has existed for more than 250 years, and 
during its existence it has come to be known as a great fur- 
producing and trading establishment, and has acquired a recognized 
reputation for reliable business dealing. 

Defendant maintains a retail store in Reno, Nev., known as 
the “Hudson Bay Fur Co.,” which store under that name has been 
continuously in business since 1919. In some of his advertising, 
in addition to the name “Hudson Bay Fur Co.” he has added “Fred 
Phillips, Prop.”” both in newspaper advertisements and on bill 
boards. Since 1927, the sign above the store immediately under the 
name “Hudson Bay Fur Co.” there has been and is in smaller 
letters the following: ‘Not connected with the Hudson Bay Co. of 
Canada.” A great many of defendant’s advertisements contain only 
the name “Hudson Bay Fur Co.” 

At the outset, we must say that, although plaintiff is a citizen 
of a foreign country, it is entitled to protection in the United 
States of America against unfair competition, if there is unfair 
competition, by virtue of a treaty between a great many countries, 
including the United Kingdom of Great Britain and Ireland and of 
the British territories beyond the seas, and the United States of 
America, as modified in 1911, which treaty among other things 
provided that the contracting parties constituted a state of union, 
and that: 


All the contracting countries agree to assure to the members of the 
Union an effective protection against unfair competition.” 


There was also a treaty entered into between the United States 
and Great Britain on October 24, 1877, wherein it was provided: 


_ The subjects or citizens of each of the contracting parties shall have, 
in the dominions and possessions of the other, the same rights as belong to 
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native subjects or citizens, or as are now granted or may hereafter be 
granted to the subjects and citizens of the most favored nation, in everything 
relating to property in trade-marks and trade-labels. 

Plaintiff has heretofore obtained injunctions against other de- 
fendants restraining the latter from using the name used by defend- 
ant here. Two of these cases are: Buckspan v. Hudson’s Bay Co, 
(C.C. A. 5), 22 F. (2d) 721 [18 T.-M. Rep. 4]; The Governor, ete., 
Trading into Hudson’s’ Bay v. Hudson Bay Fur Co. (D. C. Minn), 
33 F. (2d) 801 [19 T.-M. Rep. 453]. 

It is first contended by defendant that since plaintiff has a geo- 
graphical name, it is not entitled to the exclusive use thereof, and for 
that reason there can be no unfair competition. 

In Elgin National Watch Co. v. Illinois Watch Case Co., 179 
U. S. 665, 673, 45 L. Ed. 365, 21 Sup. Ct. 270, it is said: 


And the general rule is thoroughly established, that words that do not 
in and of themselves indicate anything in the nature of origin, manufac- 
ture, or ownership, but are merely descriptive of the place where an article 
is manufactured or produced, cannot be monopolized as a trade-mark. ... 

But it is contended that the name “Elgin” had acquired a secondary 
signification in connection with its use by appellant, and should not for that 
reason be considered or treated as merely a geographical name. It is 
undoubtedly true that where such a secondary signification has been ac- 
quired, its use in that sense will be protected by restraining the use of 
the word by others in such a way as to amount to a fraud on the public, and 
on those to whose employment of it the special meaning has become 
attached. 

In other words, the manufacturer of particular goods is entitled to 
the reputation they have acquired, and the public is entitled to the means 
of distinguishing between those and other goods; and protection is accorded 
against unfair dealing, whether there be a technical trade-mark or not. The 
essence of the wrong consists in the sale of the goods of one manufacturer 
or vendor for those of another. 


See, also, Scandinavia Belting Co. v. Asbestos §& Rubber Works, 
169 C. C. A. 87, 257 F. 987 [9 T.-M. Rep. 136] (Certiorari denied 
250 U.S. 644, 63 L. Ed. 1186, 39 Sup. Ct. 494); Trappey v. Mell- 
henney Co., 281 F. 23 (Certiorari denied 260 U. S. 733, 67 L. Ed. 
487,43 Sup. Ct. 94) [12 T.-M. Rep. 179]; Finchley, Inc. v. Finchley 
Co., 40 F. (2d) 736 [19 T.-M. Rep. 406]; American Products Co. 
v. American Products Co., 42 F. (2d) 488, 63 C. J. 426, Sec. 116 
[20 T.-M. Rep. 573]. 

It abundantly appears that plaintiff's name has acquired 4 
secondary significance in the kind and quality of its goods and, there- 
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fore, it is no objection to the issuance of an injunction that its 
name is geographical. 

Defendant’s second contention is that no injunction should issue, 
because “Hudson’s Bay” is a mere descriptive term and, therefore, 
plaintiff is not entitled to the exclusive use thereof. He states that 
there are cities named “Hudson” and “Hudson Falls’; that there 
is a “Hudson” River and a “Hudson” motor car, and that “Hudson” 
in the fur industry has been used to denote a particular fur, such 
as Hudson Seal,” “Hudson Bay Sable” and “Hudson Bay Seal.” 
In 63 C. J. 424, Sec. 115, it is said: 


Descriptive terms and generic names are publici juris and not capable 
of exclusive appropriation by any one, but may be used by all the world 
in an honestly descriptive and non-deceptive manner .. .. Nevertheless, 
even descriptive and generic names may not be used in such a manner as 
to pass off the goods or business of one man as and for that of another. 
Where such words or names, by long use, have become identified in the 
minds of the public with the goods or business of a particular trader, it is 
unfair competition for a subsequent trader to use them in connection 
with similar goods or business in such a manner as to deceive the public 
and pass off his goods or business for that of his rival... . 


With respect to this contention it is sufficient to say that, since 
defendant’s assumed name has been identified in the minds of the 
public with the business of plaintiff, the fact that the name is descrip- 
tive will not prevent the relief asked. Hygrade Food Products 
Corp. v. H. D. Lee Mercantile Co. (C. C. A., 10), 46 F. (2d) 771 
[21 T.-M. Rep. 73]; Richmond Remedies Co. v. Dr. Miles Medical 
Co. (C. C. A. 8), 16 F. (2d) 598 [17 T.-M. Rep. 82]; Barton v. 
Rer-Oil Co. (C. C. A. 3), 2 F. (2d) 402, 40 A. L. R. 424 [19 T.-M. 
Rep. 159], and on rehearing, 29 F. (2d) 474; Rubber & Celluloid 
Products Co. v. Star Brush Mfg. Co., 22 F. (2d) 415; 68 C. J. 424, 
Sec. 115 [18 T.-M. Rep. 117]. 

Inasmuch as defendant sells his fur products direct to the retail 
trade, and plaintiff sells no fur products to the retail trade in the 
United States, defendant contends that there is no “competition” 
between them and, therefore, there can be no “unfair competition.” 
This court, however, has carefully considered the question in Del 
Monte Special Food Co. v. California Packing Corporation, 34 F. 
(2d) 774, and has held that the two products need not be competi- 
tive. Many authorities are there cited, to which may be added the 
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following: Standard Oil Co. of New Mexico v. Standard Oil Co. of 
Calif. (C.C.A. 10), 56 F. (2d) 973; Wisconsin Electric Co.v. Dumore 
Co. (C. C. A. 6), 85 F. (2d) 555 (certiorari granted 281 U. S. 710, 
74 L. Ed. 1132, 50 Sup. Ct. 333, and certiorari dismissed, 282 U. §, 
813, 75 L. Ed. 728, 51 Sup. Ct. 214); American Products Co. y, 
American Products Co., supra; Finchley, Inc. v. Finchly Co., supra; 
Anheuser Busch v. Cohen, 37 F. (2d) 393; Armour & Co. v. Master 
Tire 5 Rubber Co., 34 F. (2d) 201, 63 C. J. 390, Sec. 100. 

The views herein expressed are strengthened by the fact that 
the law seems to permit a more liberal application of a remedy by 
injunction in cases of unfair competition, than does the law in cases 
involving infringement of trade-marks. In Scandinavia Belting 
Co. v. Asbestos & Rubber Works, supra, it is said: 

The defendant is charged with unfair competition. The law of unfair 
competition is broader than is the common law or the statute law of trade- 
marks, so that one may be entitled to relief on the ground of unfair com- 
petition who is denied relief under the law of trade-marks. . . 

For this reason, decisions involving infringement of trade-marks 
which are cited by appellant are not persuasive here. We are not 
here called upon to determine the validity of a trade-mark, but only 
whether or not there is unfair competition in the use of trade-names. 

The defendant contends that laches of plaintiff is a bar to the 
relief sought. There was introduced into evidence a letter written 
to one Ribner, the then owner of the store in Reno, on behalf of 
plaintiff, dated June 13, 1927, demanding that the owner cease to 
do business under the name of “Hudson Bay Fur Company.” On 
June 23, 1927, attorneys for the owner wrote plaintiff's attorney 
offering a compromise in the use of the name by adding words to 
show that such firm was not affiliated with plaintiff. June 27, 1927, 
the attorney for plaintiff replied that he would have to obtain deci- 
sion on the offer of compromise from his client. The owner’s at- 
torneys then wrote plaintiff’s attorney on July 7, 1927, who replied 
on July 14, 1927, that the offer of compromise would not be accepted. 

About six months after the last letter was sent, the owner sold 
the Reno store to defendant. Defendant originally opened the store in 
1919, and has owned and operated the same since that time with the 
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exception of about a year (1927-1928) when Ribner owned the 
same. There is no evidence to show that plaintiff had knowledge 
of the use of the name “Hudson Bay Fur Co.” in Reno, prior to the 
time the first letter was written to Ribner. After defendant pur- 
chased the store from Ribner, an attorney for plaintiff wrote de- 
fendant on July 26, 1929, concerning the use of the name “Hudson 
Bay Fur Co.,” and the reply of defendant thereto was on August 5, 
1929. On October 12 following, plaintiff’s attorney had a personal 
interview with defendant. The bill of complaint was filed on Octo- 
ber 18, 1930. Although there is a dispute as to what defendant and 
plaintiff's attorney agreed upon at the conference mentioned, there 
is no dispute with respect to the attempt of plaintiff’s attorney to 
secure abandonment of the use of the name “Hudson Bay Fur Com- 
pany” by defendant. 

In Menendez v. Holt, 128 U. S. 514, 37 L. Ed. 528, 9 Sup. Ct. 
143, it is said: 

....+ Mere delay or acquiescence cannot defeat the remedy by injunc- 
tion in support of the legal right, unless it has been continued so long, and 
under such circumstances, as to defeat the right itself... . 

So far as the act complained of is completed, acquiescence may defeat 
the remedy on the principle applicable when action is taken on the strength 
of encouragement to do it; but so far as the act is in progress, and lies in 
the future, the right to the intervention of equity is not generally lost by 
previous delay, in respect to which the elements of an estoppel could rarely 
arise. ... 

Under the facts as stated we are unable to say that plaintiff has 
been guilty of laches. 

At the trial there was offered in evidence by plaintiff three cer- 
tificates of cancellation of trade-marks containing the name “Hudson 
Bay” and a similar name, which trade-marks were registered by third 
parties. There were also offered in evidence by plaintiff findings 
of fact and conclusions of law, and decrees in other suits brought 
by plaintiff in other jurisdictions against other parties who had 


been using the name “Hudson Bay Fur Co.” Defendant contends 


that such evidence was inadmissible. It is unnecessary to consider 
this contention for the reason that all of these exhibits were marked 
for identification only, and the record does not disclose that they 
were ever received in evidence by the trial court. Defendant con- 
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cedes that the record does not disclose whether or not these exhibits 
were admitted in evidence and he, therefore, can have no complaint. 

There was submitted to the trial court by both plaintiff and 
defendant separate statements of the evidence. Defendant’s amended 
statement was settled and approved. Later the trial court entered 
an order permitting plaintiff to file a statement of any additional 
portion of the evidence embodied within its proposed statement, but 
requiring plaintiff to pay the cost of printing such additional state- 
ment. Thereafter plaintiff filed a motion in this court asking for 
an order consolidating into one record the separate statements, 
Plaintiff also filed a motion requesting an order vacating the order 
of the trial court which required plaintiff to defray the expense of 
printing its proposed statement of the evidence, and requiring ap- 
pellant to pay the cost thereof. 

Plaintiff's proposed statement of the evidence may have mate- 
rially aided this court in the consideration of this case, but it was 
not indispensable to the decision thereof and, therefore, both of 
plaintiff's motions are denied. We do not wish to be understood, 
however, as placing our stamp of approval on the method used by 
the defendant in his statement of the evidence, nor do we wish to 
be understood as sanctioning defendant’s statement of the evidence 
only. A fair statement of the evidence is all that is required for the 
record on appeal, but appellant should use good faith to make such 
statement a full and fair one, so that the burden is not cast upon 
the court or the appellee to make a new one. We do not say that the 
statement as settled is unfair, but we do say that the statement when 
presented by appellant should be full and fair. 

It is evident that the trial court was not satisfied with the state- 
ment as settled, otherwise that court would not have entered an 
order permitting plaintiff's statement to be considered as a part of 
the record, thus indicating that the court below believed that material 
evidence was not included in the statement as settled. 

Plaintiff also filed a motion for an order increasing the amount 
of the bond filed by defendant. The amount of the bond as fixed by 
the trial court was $250 whereas the costs in the lower court were 
$420.47. In3C. J. 1162, it is said: 
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The fixing of the amount of an appeal bond, when not fixed by statute, 
is a judicial act, generally within the discretion of the trial court, and the 
exercise of such discretion will not be disturbed by the appellate court, 
when it does not appear that the court went beyond the limit of its authority, 
or that the appellee is exposed to irreparable loss. .. . 

There has been no showing that the trial court went beyond the 
limit of its authority, or that plaintiff is exposed to irreparable loss 
and, therefore, the motion is denied. 

This court has held that a supersedeas bond covers both the costs 
in the lower court and in the appellate court. Pacific Coast Casualty 
Co. v. Harvey, 250 F. 952; compare Massachusetts Bonding &§ Ins. 
Co. v. Clymer Mfg. Co. (C. C. A. 10), 48 F. (2d) 513. We have 
not passed on the point as to whether or not a cost bond covers costs 
in the trial court as well as costs in this court, nor do we find it 
necessary to do so on the record in this case. Affirmed. 


Swirt & Company v. Ray Sates Company, INc. 
United States District Court, Southern District of New York 


October 21, 1935 


Unrarr Competrrion—“Swirr’s”—Use or ANOoTHER’s CorPORATE SURNAME 
as Trape-Markx. 

The use by defendant on its shaving and dental cream and other toilet 
products cf the word “Swift's,” the salient feature of plaintiff's corpo- 
rate name, after plaintiff has long identified such name with a long list 
,of by products of its meat packing industry, including soaps, shampoos 
‘and cleaners, held unfair competiton and an injunction was granted. 

Unrarm Competition—Imiratinc PackaGEs AND CONTAINERS OF Goops— 
ConFrusinc RESEMBLANCE. 

In the case at issue, the fact that defendant’s cartons and wrappings 
were different from those of the plaintiff as regards shape and color, 
held not sufficient to prevent confusion of purchasers, inasmuch as the 
name “Swift” and the words “Another Swift Product” were conspicuous 
on defendant’s cartons, and as defendant’s name never appeared thereon. 


In equity. Action for unfair competition in the use of a corporate 
surname. Injunction granted. 


James F. Hoge (Edward S. Rogers, William T. Woodson and 


Clifton Cooper, of counsel), all of New York City, for plain- 
tiff. 
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Newman, Hauser § Teitler (S. L. Teitler, of counsel), all of 
New York City, for defendant. 


Before Hon. Francis G. Garrey, District Judge. 


Tue Court: There are fifteen things in this case which are 
either undisputed or are satisfactorily proved: 


1. The plaintiff’s articles include numerous by-products of the meat- 
packing industry. Among them from time to time have been soaps, sham- 
poos and cleansers. These, as it seems to me, come within the general class 
of toilet goods. 

2. The defendant has or has had seven articles. These are shaving 
cream, dental cream, face cream, foot powder, foot cream, disinfectant and 
mouth wash—the mouth wash now having been discontinued. 

3. I cannot escape finding that the articles of the two parties, in so far 
as we are concerned with them, belong in the same general class—as the 
phrase “general class” is used in the law. 

4. Both sets of articles have been and are sold in the same markets. 
They necessarily come in competition in those markets. 

5. For something like fifty years, the plaintiff has marketed its articles, 
marked on cartons or other wrappers with the name “Swift” or “Swift's.” 
Applying the test, for the period we are concerned with, it is perfectly clear 
that such commercial use by the plaintiff of the name had continued for 
considerably more than forty years prior to the beginning of this suit— 
even prior to any use by the defendant of the name “Swift.” 

6. Under the state of facts recited it is also clear that during the forty 
years’ period, the name “Swift” had acquired a secondary meaning. It 
had such meaning for years previous to its being employed by the defend- 
ant. The name was clearly indicative of the origin of the goods to which 
it was affixed. That is abundantly established by the evidence. 

7. The plaintiff registered the trade-mark “Swift’s” in 1931. 

8. The predecessors of the defendant began marketing their articles 
in 1928 or 1929—at the most something less than three years before regis- 
tration of the plaintiff's trade-mark and less than five years prior to the 
beginning of this suit. 

9. The defendant marketed its articles under the name of “Swift's 
Chemi¢al Company.” 


No one connected with the defendant or its precedessor had the 
name “Swift” as a proper name. The witness Ferris, who sub- 
stantially is the defendant, is not and never has been connected 
with the plaintiff, although he explained that preceding his going 
into his present business he had been an employee of one of the large 
packing companies. 

The name “Swift Chemical Company” is not registered as a 
fictitious name. I do not accept the testimony that it was. If it 
had been, it was a sufficiently significant fact to have been estab- 
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lished by the ordinary method of proof, which is to bring here the 
original or a certified copy of the adoption of that fictitious name 
under which to do business, in accordance with the laws of the State 
of New York. 

The defendant has never marketed its products under the name 
of “Ray Sales Corporation,’ which is its proper corporate name. 

The defendant has sold all of its articles marked either “Swift” 
or “Swift’s,” in several instances using the name in each form on the 


cartons or other wrappings of its articles. 

Lastly, from the beginning the defendant has marked on its 
articles the phrase “Another Swift Product,” and that mark was 
on the initial product sold, as well as on the subsequent articles. 


10. Prior to the date of the defendant’s beginning business or of any 
of the defendant’s predecessors beginning business, as well as since, the 
plaintiff has widely advertised throughout the United States, including in 
the city of New York, the sale of its goods under the name “Swift” and 
“Swift’s.” Through the wide advertisement given them, both those names 
have necessarily gained a significance in the minds of the buying public. 

11. The defendant has never advertised under its own name or under 
any other name. There has been no advertisement whatsover by the de- 
fendant. 

12. The conduct of the defendant, in making use of the names “Swift” 
and “Swift’s,’ was plainly calculated to convey to purchasers the notion 
that the origin of the goods was the plaintiff and was, therefore, calculated 
to deceive prospective purchasers. 

13. I cannot escape the conclusion that the use of the word “Swift” by 
the defendant—being a representation, as I conceive it, that the goods had 
originated with the plaintiff—was with intention to deceive the buying 
public. 

14. Such conduct by the defendant constituted a fraud upon the public, 
as well as upon the plaintiff. 

15. Throughout the period involved the defendant has competed unfairly 
with the plaintiff and has sought to get the benefit of the good will of the 
plaintiff, established over a period of fifty years of use of the word “Swift,” 
—a name which, more than forty years before the defendant used it, had 
acquired a secondary meaning. 


There are six contentions by the defendant. These will be taken 
up in turn. 

(1) The defendant says that the word “swift” is merely a dic- 
tionary word. The word “swift” is in the dictionary. Nevertheless, 
the word “Swift” in this case, as is incontrovertibly established, 
previous to its use by the defendant had acquired a secondary mean- 
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ing and that secondary meaning was indicative of the origin of the 
products we are dealing with. 

(2) It is next said that the word “Swift” is descriptive of the 
quality of the articles. The word “Swift,” as applied to the articles to 
which the defendant attached it, however, is entirely inapposite to in- 
dicate or point to the quality of the goods—certainly in all instances 
save the one of shaving cream and, so far as I can see, the salability of 
shaving cream would be little, if at all, enhanced or even affected by 
reason of the use of the word “Swift” in connection with that article 
as a method or devise for ascribing to it a speedy quality. However 
that may be, if the defendant desired merely to make the repre- 
sentation that its products possessed an element of quickness, it 
had a wide choice in the selection out of the dictionary of other words 
to be employed to indicate the quality of speed in connection with 
use of its articles. But it did not choose any such alternative word 
or synonym. On the other hand, it selected a name which, in so far 
as the name in and of itself is concerned, had theretofore acquired a 
secondary meaning, which had theretofore been widely advertised 
and had theretofore become a property right of the plaintiff. 

(3) As I understand it, the defendant contends that there was 
dissimilarity between its articles and the articles of the plaintiff. 

Certainly, some of the articles of both parties come within the 
same general class. This cannot be denied so far as concerns soaps 
and shampoos. It seems to me also that cleansers and disinfectants 
are plainly in the same general class. 

Moreover, in determining whether or not two general sets of 
articles belong in the same class, I do not think we can consider or 
look to such slight differentiations as are sought to be invoked by 
the defendant. 

It is stated that all of the products of the defendant are in the 
class of toilet goods. Nevertheless, it is true that, during the period 
covered by the testimony, the plaintiff put out toilet articles. That 
is enough for the purpose of decision in this case. 

(4) Next, the defendant claims that its cartons and wrappings 
are different from those of the plaintiff. True, the difference exists 
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so far as shape and color are concerned; but that is not the test as to 
whether there was unfair competition in the use of the name “Swift.” 
The name was used on all the cartons and wrappers. Without ex- 
ception the cartons and wrappings in evidence employed by the de- 
fendant bore on them the statement “Another Swift Product.” They 
never bore the name of Ray Sales Corporation; nor was there on 
them any indication, or was there any attempt to indicate or give 
notice to the buying public, that they were not produced by the 
plaintiff or that they did not originate with the plaintiff. 

(5) Defendant says that it proposed to re-label its articles and 
that its offer was rejected by the plaintiff. If the offer be material, 
the testimony is that it was conditional. As I understand the witness 
who dealt with the subject, the defendant wanted to be paid $4,000 
or $5,000 as the price for consent to change its markings. A condi- 
tional offer was no offer at all. 

However that may be, I do not think it is material whether the 
defendant made an offer or not. If the plaintiff had prior right to 
use of the name—and I think it did have the right—it is entitled to 
have such right enforced. 

(6) Finally, the defendant urges that the plaintiff’s trade-mark 
was registered as to soap. That is true. Nevertheless, this does 
not remove from the case the ground on which, or one of the grounds 
on which, the plaintiff seeks recovery, namely, unfair competition; 
and that ground is plainly established. 

I hold, therefore, as follows: 

First, the trade-mark is valid; 

Second, the trade-mark has been infringed; 

Third, the defendant is guilty of unfair competition. 

The result is that there will be a decree for the plaintiff, with 
the usual provisions for an injunction and an accounting. 

Settle decree on ten days’ notice. 


Mr. TertLer: Your Honor, I should like to place my exceptions 
to your Honor’s findings upon the record. 


Tue Court: Very well; you may have an exception. 
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Lever Brotuers Company v. Eavenson & Sons, INc., et at. 
New York Supreme Court, Special Term, Part VI 
November 6, 1935 


Unrair ComPetTiroN—ProrectTion oF Orpinary Purcuaser AGarnst De- 
CEPTION. 


In an action for unfair competition in the use of a similar ensemble, 
it is not enough that the distinguishing marks may be identified by 


careful and discriminating purchasers. The casual or ordinary pur- 
chaser must be protected. 


Unrarr CompretTirion—CoLtor—FuNcTIONAL CHARACTERISTICS—PUBLICI J URIS, 
Ordinarily, coloring matter, if functional, is free to all. However, 


where the color is non-functional, it may not be copied if it has become 
associated with the plaintiff as its source. 


Unrair ComMPETITION—COLLOCATION OF CoLor, SHAPE AND Opor—SEconDARY 
MEANING. 


The adoption by plaintiff and its subsequent nation-wide distribution 
of a soap, reddish in color, carbolic in odor and octagonal in shape, held 
to have given such collocation a secondary meaning as distinguishing 
plaintiff's product exclusively. 

Unram Competition—“Liresvoy” Soarp—Copyine NoN-FUNCTIONAL FeEa- 
TURES OF Goons. 


In the case at issue, where the plaintiff had, since the year 1895, adver- 
tised and sold throughout the country its “Lifebuoy” soap, of hexagonal 
form with a reddish or coral color and having a carbolic odor, the adop- 
tion in 1931 by defendant, Eavenson, of a red carbolic soap, in hexagonal 
form, held unfair competition, and an injunction was granted. 

In equity. Action for unfair competition. Injunction granted. 

DeForest, Cullom & Elder (Neil P. Cullom, Harry D. Nims and 
Henry W. Steingarten, of counsel), all of New York City, 
for plaintiff. 

Cook, Nathan, Lehman & Greenman (Harold Nathan, Chester 
Rohrlich and Bernard Soman, of counsel), all of New York 
City, for defendant. 


Mutter, J.: This is an action for an injunction based on unfair 
competition. 

The plaintiffs are the manufacturers of “Lifebuoy Health Soap.” 
The defendant Eavenson manufactures a number of brands of 
“health soap,’ red in color and carbolic in odor. The defendant 
R. C. Williams & Co., Inc., sells one of these brands. (Reference 
hereinafter to “defendant” means the manufacturer Eavenson.) The 
plaintiff establishes as a fact the use for almost forty years of a 











= = 


eC TS 





LEVER BROS, CO. V. EAVENSON & SONS 649 


collocation of various features with reference to “Lifebuoy” soap. 
This collocation embodies red color, carbolic odor and octagonal 
shape. By the expenditure of large sums of money in advertising 
and sales expansion plaintiff asserts that it has developed and main- 
tained a nation-wide secondary meaning for this soap, and that it 
has thereby produced a distinctive commercial property or good will 
of great value. 

From 1895, when the plaintiff commenced its business in the 
United States, “Lifebuoy”’ soap has constantly been reddish in color, 
carbolic in odor and octagonal in shape. At the time of its adoption 
plaintiff's collocation was not common to the trade. Between 1895 
and 1982, so far as is known, no other soap was sold in this state, or 
in the United States, that possessed plaintiff’s collocation. 

Until 1901 plaintiff sold its soap in twin bars. Though plaintiff 
has sold its soap in a carton since 1901, the octagonal shape and 
reddish color of the bar has been constantly accentuated in its ad- 
vertising. In 1915 plaintiff's octagonal soap was reduced to four 
ounces and has remained fixed at that weight throughout the past 
twenty years. While plaintiff has been selling soap rectangular in 
shape since 1923, this design is smaller in size and only three ounces 
in weight. During the past thirty-five years the sale and advertising 
of the plaintiff’s soap for toilet and bath purposes has been nation 
wide, and its soap was generally known as the only red carbolic 
soap. From about 1900 plaintiff has described its product as a 
healthy soap and as health soap. In 1909 the cartons bore the words 
“Lifebuoy Health Soap.” It was originally advertised as “Life- 
buoy Soap,” but since 1912 it has invariably been advertised as 
health soap. The word “Health” was placed upon the plaintiff’s 
carton in 1915 and was there described as “Lifebuoy Health Soap.” 
In 1929 the word “health” was impressed upon the upper and lower 
sides of the bar. At the beginning of 1932 the term “Health Soap” 
was not in use by any soap manufacturer in the United States other 
than the plaintiff. The plaintiff’s product, “Lifebuoy Health Soap,” 
combined with the features of color, odor and shape, had acquired 
a secondary meaning by 1914, and was then and now is identified 
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by this name and those features among the purchasing public through- 
out the nation. 

The defendant Eavenson and its predecessor have been soap 
manufacturers in Philadelphia, Pa., and Camden, N. J., for over 
forty-seven years. They made and sold soaps at various times 
which were carbolic in odor, but none that were octagonal in shape 
until 1933. A red brand of soap was made by the defendant in 1914, 
but its manufacture was abandoned immediately thereafter. Before 
1923 defendant made no other soap in this color except in the fol- 
lowing isolated instances where a reddish shade was specified by the 
customer. 

In 1898 or 1899, and for about two years thereafter, defendant 
supplied one Nattan, a druggist in Washington, D. C., with a brown- 
ish red soap. The sale of this soap was abandoned in 1901. In 
1899 it made some “Red Cross” soap for Johnson & Johnson, of New 
Brunswick, N. J. In 1901 defendant manufactured for Johnson & 
Johnson, of New Brunswick, a special output of soap of the aggre- 
gate price of $1,169; in 1913 a small quantity of soap was made for 
the Curtis Publishing Co., of Philadelphia, for the use of its em- 
ployees; in 1906 or 1909 an unknown quantity of soap was made for 
Jayne & Co., of Boston; between 1915 and 1922 the defendant 
Eavenson made for H. K. Mulford & Co., of Philadelphia, a soap, 
reddish in color, of a high carbolic content, mainly for sale to vet- 
erinarians for bathing animals. 

In 1923 defendant began to solicit the trade in connection with 
the sale of soap reddish in color. The bars were oval in shape and 
carbolic in odor and were inclosed in rectangular blue cartons. Each 
carton was bordered by a yellow edge and had imprinted thereon in 
white letters the name “Jesco Skin Health Soap.” Between 1924 
and 1931 defendant made the following sales of this soap in New 
York State: Two in 1924, one in 1926, four in 1929, twenty-four 
in 1980 and eight in 1931. There were no sales made in this state 
in 1927. In 1925 three cakes of soap were sold, and in 1928 twenty- 
four cakes. 

Testimony was submitted by the defendants that between 1914 
and 1922 the defendant Eavenson made a red carbolic soap, oval in 
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- shape, which was in all respects similar to the soap which it placed 
on the market in 1923 under the name of “Jesco Skin Health Soap,” 


p except that the name “‘Eavenson’s Skin Health Soap” was stamped 
r on the bar, and that the soap was disposed of in buckets containing 
s fifty cakes. 

e I do not find this to be the fact. I find that the manufacture of 


J this soap was not continued after 1914. The contradictory testi- 


e #, mony of the defendant’s employees is unsupported by documentary 
evidence and is not convincing. No cake of soap made during this 
e period has been submitted, and though cards showing the names and 

addresses of customers in 1923 were produced, there is no testimony 
t from any dealer or consumer of a single sale of that soap within 


: this interval of eight years. Mr. Jack Fink, the office manager of 
n the defendant in 1920, and now in its employ, testified that this 
soap was not in existence in 1920 or at any time thereafter. This 
defendant did manufacture some “Skin Health Soap” in 1914, as its 
inventory at the close of that year showed a small quantity on hand. 
The inventory sheets for the following years were not introduced 
in evidence, though the court stated that they would be received if 
: offered. 

When, in 1923, the defendant placed its oval brand of red toilet 
soap upon the market under the name of “Jesco Skin Health Soap,” 
it made the following public announcement: 


In thus presenting “Jesco Skin Health Soap” to the public of America, 


, its makers, J. Eavenson Sons, Inc., of Philadelphia (Factory in Camden, 
1 N. J.) are given to the world the culminating products of seventy-five years 

of intensive high-grade soap making. ... Look for this carton at your store. 
: (Italics the court’s) .... But of all the soaps we have ever manufactured 
1 we are proudest of this cake of soap and which we are confident will be a 


welcome guest in a majority of American homes. 


Bernard Marks, an employee in the sales department of the de- 
- fendant, testified that in 1933 he was directed by the general man- 
ager to order a die octagonal in shape “not too much like ‘Lifebuoy,’ ” 

and that he instructed the manufacturer that before he made the die 

“to buy a cake of ‘Lifebuoy Soap. 

: defendant began selling soap octagonal in shape. As to this plaintiff, 


3» 3) 


Immediately thereafter, this 


it was a second comer upon the market. Despite this circumstance, 
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defendant made the shape, the color, the odor, the size, the width 
and the weight of its soap identical with the plaintiff's product, 
abandoned the term “Skin Health” and stamped on its soap the 
word “health” which was being used by the plaintiff in describing 
its product and in addition, discontinued its carton, which was blue 
in color and then in use as a container. Impressed on the soap is 
the representative name of the dealer to whom defendant has made 
the sale. At present the defendant impresses over eighty different 
names on the bars. This designed union of separate similar elements 
affords basis for the testimony that immediately after defendant's 
bars appeared on the market in 1933 they were classified as “imita- 
tion soap.” 

“Each one of these distinguishing features might be separately 
used and no harm result. But when all, or a number of them, are 
combined in a single package, and so arranged and exhibited that 
when they strike the eye of the intending purchaser, possessed of 
ordinary intelligence and judgment, the false impression is likely 
to be produced that the goods of the plaintiff are offered, it is the 
province of equity to interfere for the protection of the purchasing 
public as well as of the plaintiff, and for the suppression of unfair 
and dishonest competitien. The true test, we think, is whether the 
resemblance is such that it is calculated to deceive, and does in 
fact deceive the ordinary buyer making his purchases under the 
ordinary conditions which prevail in the conduct of the particular 
traffic to which the controversy relates (Fischer v. Blank, 138 N. Y. 
244, 251, 252). 

Ordinarily, the coloring matter, if functional, is free to all. 
Where the color is non-functional, it may not be copied if it has 
become associated with the plaintiff as its manufacturer or source 
(Champion Spark Plug Co. v. A. R. Mosler & Co., 233 Fed. Rep. 
112 [6 T.-M. Rep. 406]; Crescent Tool Co. v. Kilborn & Bishop 
Co., 247 Fed. Rep. 299 [8 T.-M. Rep. 177]). In the instant case 
the unnecessary imitation of non-functional parts is patent, and 


the appearance of the plaintiff's soap had come to represent the 
plaintiff as its origin. 
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Defendant asserts that the name “Lifebuoy” is the distinguish- 
ing feature of plaintiff's soap. The proof is clear that at least by 
1914 “Lifebuoy” had become generally known and widely identified 
by distributors and the consuming public to be reddish in color, 
octagonal in shape and carbolic in odor. Defendant also insists 
that it distinguishes its soap by the name impressed on one side 
of the cake. If the name of each dealer was the same, this argu- 
ment would still remain groundless. General resemblance, not in- 
cidental differentiation, is the test. The effect of such resemblance 
is significant. Without an advertisement for the ten-year period 
preceding December, 1933, defendant succeeded at once in inducing 
some fifty-nine different dealers in various part of the United States 
to become purchasers of its octagonal soap. 

The defendant, in reproducing plaintiff's color in combination 
with the shape and odor of plaintiff's soap, was “motivated by a 
design to profit by the plaintiff’s reputation, investment and adver- 
tising, rather than by any utilitarian or functional considerations” 
(American Chain Co. v. Carr Chain Works, Inc., 141 Misc. 303, 
308). It is not enough that the distinguishing marks may be iden- 
tified by a careful and discriminating purchaser. The casual or 
ordinary purchaser must be protected. A second comer should mark 
his goods to avoid deception of the public. The acts of this defend- 
ant were deliberate and it is clear that defendant’s actual purpose 
was to mislead the public and to induce it to believe that it was buy- 
ing the plaintiff’s product. Actual unfair competition has resulted 
from the fraud of the defendant. 

“That no deception was practiced on the retail dealers, and that 
they knew exactly what they were getting is of no consequence. 
The wrong was in designedly enabling the dealers to palm off the 
preparation as that of the respondent.” (Warner § Co. v. Lilly & 
Co., 265 U. S. 526, 530 [14 T.-M. Rep. 247].) 

We rest our conclusion here upon the fact that the color was 
adopted in part as a means of aiding the contemplated fraud, and 
that, if its adoption was also in part innocent, there is here a confu- 
sion caused by defendant; that the burden is, therefore, upon de- 





654 TWENTY-FIVE TRADE-MARK REPORTER 


fendant to see to it that ultimate fraud does not result from this 
confusion; and that, so far as defendant cannot safeguard this result, 
it may not use the color’ (Coca-Cola Co. v. The Gay-Ola Co., 200 
Fed. 720, 724-5 [4 T.-M. Rep. 297]). (See also Nu-Enamel 
Corp’n v. Nate Enamel, Inc., 243 App. Div. 292 [24 T.-M. Rep. 
360]; affirmed without opinion, 268 N. Y. 24; Mainzer v. Gru- 
berth, 237 App. Div. 89; Brillo Mfg. Co. v. Levine, 236 App. Div. 
488 [23 T.-M. Rep. 9]; Kallus v. Bunblick Toy Mfg. Co., Inc., 229 
App. Div. 313 [20 T.-M. Rep. 170]; Metz v. Blackman, 153 Mise. 
171.) 

Plaintiff was not obligated to institute suit until it had obtained 
evidence that the unfair competition of the defendant was in fact 
injuring its business. 

The distribution by others at odd times and in separate localities 
of red carbolic soap, the manufacture of which has long since been 
abandoned, does not militate against the right of this plaintiff to be 
protected in its success in popularizing reddish toilet soap prior to 
the time when a similar soap was placed upon the market. The con- 
clusion is inescapable that defendant intentionally imitated the plain- 
tiff’s soap and placed its imitation upon the market solely for the 
fraudulent purpose of appropriating plaintiff's reputation and in- 
vestment and to attribute to defendant’s product a false origin. 

“When unfair competition is so designedly accomplished, all 
opportunity to continue it in any form should be prevented by an 
injunction sufficiently broad to insure such a result” (Maingzer v. 
Gruberth, supra, 93). 

Plaintiff is entitled to an injunction restraining defendant from 
manufacturing or selling soap carbolic in odor or octagonal in shape 
which is of a red, reddish or coral color, and from using the designa- 
tion “health soap.” 

Judgment is directed for plaintiff. Exception to defendants. 
Thirty days’ stay. Submit findings of fact and conclusions of law. 











DOUBLEDAY, DORAN & CO. V. R. H. MACY & CO 655 


DovsLepay, Doran & Co., INc. anp Dovusitepay, Doran Boox- 
sHops, Inc. v. R. H. Macy & Co. 


New York State Supreme Court 


November 18, 1935 


Unrar CompeTITION—F arr Trape Act or 1935—Price Frix1inc on TrabeE- 
Markep Goops—ConsTITUTION ALITY. 

Sec. 2, Chap. 976 of the laws of 1935, known as the Fair Trade Act of 
New York, held unconstitutional, in that it gives to private persons un- 
limited power over the property of others. Moreover, said Act is dis- 
criminating, since it does not provide that the producer shall enter into 
price fixing agreements with each retailer, but makes obligatory the 
maintenance of such prices by all retailers, whenever the producer enters 
into a contract with one retailer. 

Unram CompeTiITION—NeEw York Farr Trape Act—Errect or DEcIsIons 
IN OTHER STATES. 

Notwithstanding that courts in other jurisdictions have held statutes 
similar to the one under review constitutional, the authority of a court 
of another state should not be followed in this state. 

Unratrr CompeTirion—New York Srare Fam Trape Act—Power oF 
LEGISLATURE. 

While it is conceded that the state legislature has power to provide 
for contracts fixing resale prices of trade-marked goods, held that the 
state is without power to fix by legislation the selling price of ordinary 
commodities and services. 


In equity. Suit under the New York Fair Trade Act to prevent 
the resale of trade-marked goods, below certain fixed prices. Com- 


plaint dismissed. 


Greenbaum, Wolff & Ernst, of New York City, for plaintiffs. 
Leon Lauterstein, of New York City, for defendant. 


Cuiosr, J.: Both plaintiffs and the defendant have moved for 
judgment on the pleadings. The question raised is the constitution- 
ality of Section 2, Chapter 976, of the Laws of 1935, known as the 
Fair Trade Act of New York. The act in question reads as follows: 

Section 1. Subdivision 1. No contract relating to the sale or resale of 
a commodity which bears, or the label or content of which bears the trade- 
mark, brand, or name of the producer or owner of such commodity and 


which is in fair and open competition with commodities of the same gen- 
eral class produced by others shall be deemed in violation of any law of 
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the State of New York by reason of any of the following provisions which 
may be contained in such contract: 


(a) That the buyer will not resell such commodity except at the price 
stipulated by the vendor. 


(b) That the vendee or producer require in delivery to whom he may 
resell such commodity to agree that he will not in turn resell except at the 
price stipulated by such vendor or by such vendee. 

2. Such provisions in any contract shall be deemed to contain or imply 
conditions that such commodity may be resold without reference to such 
agreement in the following cases: 


(a) In closing out the owner’s stock for the purpose of discontinuing 
delivering any such commodity. 


(b) When the goods are damaged or deteriorated in quality, and notice 
is given to the public thereof. 

(c) By an officer acting under the orders of any court. 

2. Willfully and knowingly advertising, offering for sale or selling any 
commodity at less than the price stipulated in any contract entered into 
pursuant to the provision of Section 1 of this act, whether the person so 
advertising, offering for sale or selling is or is not a party to such contract, 


is unfair competition and is actionable at the suit of any person damaged 
thereby. 


3. This act shall not apply to any contract or agreement between pro- 
ducers or between wholesalers or between retailers as to sale or resale prices. 

4. The following terms, as used in this act, are hereby defined as follows: 
“Producer” means grower, baker, maker, manufacturer or publisher. “Com- 
modity” means any subject of commerce. 

5. If any provision of this act is declared unconstitutional it is the 
intent of the legislature that the remaining portions thereof shall not be 
affected but that such remaining portions remain in full force and effect. 

6. This act shall take effect immediately. 


To summarize: This statute authorizes the producer of branded 
articles which are in fair and open competition with commodities of 
the same general class produced by others to include in sales con- 
tracts a provision that the buyer will not resell the article except at 
a price fixed by the seller. It is further provided by the section 
under attack that any one willfully and knowingly selling any such 
commodity at less than the price stipulated in such a contract must 
respond in damages to any party injured, though the party so selling 
at the lower price is not a party to any contract. 

The plaintiffs allege that Doubleday, Doran & Co., Inc. (here- 
inafter referred to as the publisher), is engaged in publishing certain 
books bearing its trade-name. The plaintiff Doubleday, Doran Book- 
shops, Inc. (hereinafter referred to as the retailer), sells such 
books in competition with the defendant. That the publisher and 
the retailer entered into a contract pursuant to Chapter 976 of the 
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Laws of 1935 to the effect that the retailer will not sell the books 
except at a price stipulated by the publisher. 

It is then alleged in substance that with the knowledge of such 
contract the defendant is selling and offering for sale certain books 
covered by such contract at a substantially lower price than is fixed 
in the contract between the publisher and the retailer. The com- 
plaint contains other appropriate allegations to bring the action 
squarely within the statute referred to. 

The defendant admits the allegations of the complaint, and as a 
separate and complete defense alleges that it has conducted a depart- 
ment store for many years, selling for cash only, and enjoys a good- 
will resulting in a sales volume of many millions of dollars per 
annum. That the retailer-plaintiff does not sell for cash but extends 
credit with resulting increase in overhead, and that Section 2, Chap- 
ter 976 of the Laws of 1935 is violative of the Fourteenth Amend- 
ment of the Constitution of the United States in that it deprives the 
defendant of liberty and property without due process of law. 
That said law also violates Article I, Section 6 of the Constitution of 
the State of New York upon the ground that it denies the defendant 
the equal protection of the law as guaranteed by the Fourteenth 
Amendment of the Federal Constitution. That the act is an uncon- 
stitutional delegation of legislative power to private persons in viola- 
tion of Article III, Section 1 of the Constitution of the State of New 
York, 

At the outset it may be stated that if the act is constitutional, its 
economic wisdom is not for this court to decide (Peo. v. Nebbia, 
262 N. Y. 259, at page 271; Messersmith v. American Fidelity Com- 
pany, 232 N. Y. 161, 163, 164). Nor is the validity of that portion 
of the act providing for contracts fixing resale prices attacked. It 
is conceded that the legislature has such power (Marsich v. Eastman 
Kodak Company, 244 App. Div. 295; Park § Sons Company v. 
National Wholesale Druggists Association, 175 N. Y. 1; U. S. v. Des 
Moines & Co., 142 U. S. 510, 544.) Federal cases declaring such 
contracts invalid seem to be based upon the fact that there was no 
act of the State Legislature authorizing such contract (see dissent- 
ing opinion of Mr. Justice Hotmes in Dr. Miles Medical Company 
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v. John D. Park & Sons Company, 220 U. S. 373, at page 411; 
Boston Shoe v. American Graphophone Company, 246 U. S. 26), 

It has been expressly held that a producer may select only such 
customers as meet his conditions as to price policy (United States y, 
Colgate & Co., 250 U. S. 300 [9 T.-M. Rep. 229]). But when the 
State has attempted by legislation to fix the selling price of ordinary 
commodities and services, the acts have uniformly been held uncon- 
stitutional as beyond the legislative power. For instance, see Wolf 
Packing Company v. Court of Industrial Relations, 262 U. S. 522 
(wages) ; Tyson v. Banton, 273 U.S. 418 (theatre tickets) ; Williams 
v. Standard Oil, 288 U.S. 235 (gasoline) ; Peo. v. Gillson, 109 N. Y., 
389 (coffee). That the question is not settled is demonstrated by 
the following excerpt from the opinion in Ribnick v. McBride, 277 
U. S. 350, at page 377: 


Under the decision of this court it is no longer fairly open to ques- 
tion that, at least in the absence of a grave emergency, . . . the fixing of 
prices for food or clothing, of house rental or of wages to be paid, whether 
minimum or maximum, is beyond the legislative power. 


In People v. Gillson, 109 N. Y. 389, a statute designed to pre- 
vent price-cutting in the sale of foodstuffs by prohibiting the giving 
of premiums or gifts in connection with the sale was held unconstitu- 
tional upon the grounds urged here. The legislation was sought to 
be upheld by the same arguments urged in support of the act in 
question. It seems to me that the language of Mr. Justice Prcx- 
HAM, speaking for a unanimous court, is peculiarly apropos: 


It is quite clear that some or all of these fundamental and valuable rights 
are invaded, weakened, limited or destroyed by the legislation under con- 
sideration. It is evidently of that kind which has been so frequent of late, 
a kind which is meant to protect some class in the community against the 
fair, free and full competition of some other class, the members of the 
former class thinking it impossible to hold their own against such competi- 
tion and, therefore, flying to the legislature to secure some enactment which 
shall operate favorably to them or unfavorably to their competitors in the 
commercial, agricultural, manufacturing or producing fields. 

By the provisions of this act a man owning articles of food which he 
wishes to sell or dispose of is limited in his powers of sale or disposition. 
A liberty to adopt or follow for a livelihood a lawful industrial pursuit, 
and in a manner not injurious to the community, is certainly infringed 
upon, limited, perhaps weakened or destroyed, by such delegation. 

It is certainly lawful to sell (as in this instance) coffee. It is an article 
of food and is now almost one of the necessaries of life to a large number 
of people. A person engaged as a retailer of coffee might very well think 
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that he could greatly enlarge the amount of his trade by doing precisely 
what was done by the defendant in this case, and that, while his profits on 
the same amount of coffee sold would be smaller than if he gave no present, 
yet by the growth of his trade his income at the end of the year would be 
more than by the old method. 

This statute, if valid, steps in to prevent his adopting such a course 
to procure trade, and from it to secure an income and livelihood for him- 
self and family. He is thus restrained in the free enjoyment of his facul- 
ties, which he ought to have the right and liberty to use in the way of 
creating or adopting plans for the increase and growth of his trade, busi- 
ness or occupation, unless such restraint is necessary for the common 
welfare. 

This law interferes with the free sale of food, for the condition is 
imposed that no one shall sell food and at the same time, and as a part 
of the transaction, give away any other thing. It is not material if, by 
reason of the prohibition, the owner’s sales of food are greatly cut down 
and his ability to support his family thereby perhaps largely decreased. 
If the law is valid, the fact of its existence is a complete answer to the 
complaints of the owner of food, that his liberty to sell his property and 
his chance to make a livelihood are very greatly impaired. (Supra, pages 
399, 400 of Opinion.) 


It is claimed that while attempts at “horizontal price fixing,” 
ie., agreements by groups and producers, wholesalers or retailers 
to fix the sale or resale price of their collective products or commodi- 
ties, may be illegal, “vertical price,” meaning thereby the efforts of a 
single producer to fix and maintain the prices of his products by 


those who sell the ultimate consumer, is not. 

A law may be devised to bring about this result, but the defects 
in this act are so seemingly patent that it must be declared invalid. 
The act does not even provide that the producer shall enter into 
similar agreements with each retailer. One might be favored over 
another and seemingly the less favored one would have a cause of 
action against the more favored retailer though the latter would be 
living up to the letter of his contract with the producer. 

Another defect is the attempt to give to private persons unlimited 
power over the property of others. Unless the courts are prepared 
to hold that by placing his brand upon a commodity, the producer 
retains a property right in that commodity until it reaches the hands 
of the consumer, so that he may fix its price at every stage of dis- 
tribution, this statute must fall. That it is unconstitutional to place 
such power in the hands of private individuals seems to be plainly 
indicated by such authorities as Washington v. Roberge, 278 U. S. 
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116, Yick W. v. Hopkins, 118 U. S. 356; Baltimore v. Radecke, 49 
Md. 217. 

I am not unmindful of the line of cases where price discrimina- 
tion has been restrained where its purpose was to destroy competi- 
tion of any regularly established dealer or to prevent competition 
of any person who in good faith intends to become such dealer (for 
an instance see Central Leather Co. v. South Dakota, 226 U. S. 157), 
but such is not the case here. The use of so-called “‘loss-leaders” 
is to attract customers and is no more destructive of competitors 
than are other forms of advertising that attract public attention, 
Assume that the defendant sold the article at the same price as the 
retailer-plaintiff and gave a gift, prize or premium with each 
article sold, the same result would be obtained. 

I regret that I am unable to follow the reasoning of my learned 
colleague as expressed in Cooper § Cooper v. Augerth (N. Y. L. J., 
November 2, 1935). As I read the authority cited by him, it falls 
short of sustaining the position of the plaintiff here. 

My attention has been called to decisions in other jurisdictions 
of courts of original jurisdiction, holding somewhat similar statutes 
constitutional (Ingersoll § Brother v. Hahne & Co., 88 N. J. Eq,, 
and same case in 89 N. J. Eq. 322 [8 T.-M. Rep. 353]), but in view 
of the authoritative opinions of our own court of appeals, I am con- 
strained not to follow the authority of a court in a foreign state. 

Many writers on economic questions have long urged that legis- 
lative relief be granted against so-called price cutting, maintaining 
that it is an economic evil that should be eradicated. That may be 
so, but my present opinion is that our fundamental law must be 
changed before such an act as this can be upheld. If our present 
organic law is to be held elastic enough to permit legislation such 
as this, it seems that so radical a departure from precedent might 
better be announced by the court of last resort. 

Motion by the defendant for judgment on the pleadings is granted 
and complaint is dismissed. Order signed. 
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DEcISIONS OF THE COMMISSIONER OF PaTENTS 


Conflicting Marks 


Spencer, F. A.C.: Held that applicant is not entitled to register 
the notation ““Pin-Hi’’ as a trade-mark on golf balls, in view of the 
prior adoption and use by opposer of the term “Hol-Hi” as a trade- 
mark on the same goods, on the ground that the marks are so similar 
that their contemporaneous use on the same goods would be likely to 
cause confusion. 

In his decision, after stating that he deemed the question to be a 
close one and that the cases determined by the Court of Customs and 
Patent Appeals are probably in support of the conclusion of the 
Examiner of Trade-Marks, he said: 


I am constrained to agree that the marks are similar and that if 
employed simultaneously in commerce a likelihood of confusion would 
arise. The words have the same number of syllables and letters; both are 
compounded in the same manner, the three first letters being divided from 
the last two by a dash; in meaning or significance they are identical; the 
suffixes, including the dash, are the same. In the light of these various 
points of similarity and in view of the following decisions of the Court of 
Customs and Patent Appeals, I find it necessary to affirm the decision of 
the Examiner of Trade-Mark Interferences and to sustain the opposition. 
(Citing decisions.) 


Spencer, F. A.C.: Held that applicant is not entitled to register 
the notation “Rex” for use on wines, etc., in view of the prior adoption 
and use by opposer of the term “Rexall” as a trade-mark for beef, 
iron, and wine tonic. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto confusingly 
similar. 


In his decision, after noting that the opposer had cited, in the 
notice of opposition, a number of registrations of the words “Rex,” 
“Rexall” and “The Rexall Store” for various products, presumably 
on the theory of some collateral value that they might have “such 
as showing that the opposer enters many lines of business and is 
constantly expanding its lines of business and is constantly expand- 


1General Sports Mfg. Co. v. North British Rubber Company, Limited, 
Opposition No. 18,341, October 8, 1935 (159 M. D. 485). 
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ing its lines of manufacture,” the First Assistant Commissioner 
said: 


In the various registrations listed, there is, however, Registration No, 
98021, of June 30, 1914, which pertains to the word “Rexall” for use on 
chemicals and medicines, including cordials, beef, iron, and wine tonic, 
wine of Peruvian bark, and other pharmaceutical preparations. I am of 
the opinion that the marks “Rex” and “Rexall” are confusingly similar 
(Regis v. Jaynes, 185 Mass. 458; 70 N. E. 480) and that the goods upon 
which the parties employ these marks, namely, wine as compared with 
(1) beef, iron, and wine tonic; (2) cordials; and (3) wine of Peruvian 
bark, are of the same descriptve properties. 


* * * 


Wine is frequently used as a tonic and is commonly sold through 
drug stores for this purpose. The goods possess the same physical 
properties, are sold through the same channels and often are sold for the 
same purpose. In view of these considerations, I am of the belief that they 


belong to the same class and that the applicant must, therefore, be refused 
registration.? 


Fraser, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, a certain mark as a trade-mark for face 


powder, in view of the prior registration to Terri Cosmetics Corpora- 
tion, No. 304802, for the same goods. 


In his decision the Assistant Commissioner quoted the following 
statement of the Examiner of Trade-Marks: 


The marks of applicant and registrant are each pictured as a proces- 
sion of human figures in an arrangement suggestive of a freize. The in- 
dividual figures of the two marks are quite different. Those of the registrant 
appear to be sailor boys and girls, or, as applicant states, a “Mexican 
pageant,” while those of the application suggest Colonial attire or possibly a 
Mardi Gras or masquerade procession. Each mark is a succession of small 
black silhouetted figures. They give the same impression as casually 
viewed and are distinguishable from one another only by attentively noticing 


the individual figures. Viewed from a little distance the marks look very 
much alike. » 


He then said: 


I can no better express my own conclusions than to adopt the Examiner's 
language. Applicant points to the fact that the mark of the reference 
includes the word “Terri” printed below the figures. This, of course, is an 
additional feature of difference, but it is insufficient to overcome the general 
impression of similarity that results from a casual inspection.® 


2In United Drug Company v. Golden State Wines, Inc., Opposition No. 
13,448, October 8, 1935 (159 M. D. 487). 


3 Ex parte James L. Younghusband, Ser. No. 356,280, 159 M. D. 491, Octo- 
ber 22, 1935. 
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Fraser, F. A. C.: Held that applicant is not entitled to register 
a certain trade-mark for men’s and boys’ clothing in view of the 
registration of a certain trade-mark to opposer for the same goods. 

The ground of the decision is that the goods are substantially 
identical and the two marks confusingly similar. 

With reference to the marks, the Assistant Commissioner said: 


The marks involved elude adequate description. Both display fantastic 
representations of men, which counsel are pleased to call “modernistic.” 
The opposer has three men, with hats but no heads, and with legs but no 
feet. The applicant claims to have only one man, but opposer insists it 
has two. Possibly a man and a half would more nearly approximate the 
truth. Certainly it has two sets of legs (sans feet), but it is not clear 
where opposer’s counsel finds the arms and torso of the second man, and 
I can discern but one head. Both sets of figures are printed in solid black 
and both are inclosed in a heavy black circle. 


He then said: 


There are many differences between these marks, and no person of 
ordinary intelligence would be likely to confuse them if he took the trouble 
of careful inspection; but this few purchasers are likely to do. As was said 
by the Court of Appeals of the District of Columbia in Canterbury Candy 
Makers v. Brecht Candy Co., 294 Fed. 1013 [14 T.-M. Rep. 128]: “The in- 
tending purchaser rarely has an opportunity to compare the marks. He 
must rely on his memory of the one he is seeking, and usually he decides 
ata glance. He is not required by the law to do more.” 

“At a glance” I think the marks here involved have sufficient points 
of resemblance to render the question of probable confusion at least a 
matter of doubt, and in accordance with the well-established practice this 
doubt must be resolved against the newcomer. This conclusion of similarity 
is necessarily based upon an ocular inspection, which, as was observed 
by the court in Condensed Milk Company v. Walter Baker & Co., 37 App. 
D. C. 148, “constitutes the most satisfactory evidence.”* 


Fraser, A. C.: Held, in an interference between the LaFayette 
Brewery, Inc., and the Rock Island Brewing Co., in which the 
LaFayette Brewery sought to register the words “Ye Tavern” 
as a trade-mark for beer, and the Rock Island Brewery Co. sought 
to register the mark “Old Tavern” for the same goods, that priority 
of adoption and use was properly awarded to Rock Island Brewing 
Company. 

In his decision he fully discussed the testimony, including that 
relating to certain transfers made by the predecessors in business of 


* Weber & Heilbroner, Inc. v. Bond Stores, Inc., Opp’n No. 13,716, 159 
M. D. 492, October 22, 1935. 
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each of the parties. With reference to the transfer from the Des 
Moines Brewing Company to the Des Moines Industrial Company, 
through whom the Rock Island Brewing Company claimed title, the 


Assistant Commissioner said: 





As already noted, Des Moines Brewing Company transferred all its 
property to Des Moines Industrial Company in 1916, and the latter com- 
pany proceeded to dismantle the plant it had thus acquired and to dispose 
of the property, not as a going business but as incidental to the liquidation 
of its assets and the winding up of its affairs. The real estate was sold 
to one individual, the personal property to another, and the trade-marks 
to a third. The business itself simply ceased to exist. Under these cir- 
cumstances I am clearly of the opinion that the attempted assignment from 
Des Moines Industrial Company to Rock Island Brewing Company in 
1917 accomplished nothing more than an abandonment of the mark by the 
assignor, and conferred no rights on the assignee that it did not otherwise 
acquire by its adoption and use of the mark. Rice-Stix Dry Goods Co. y. 
Schwarzenbach-Huber Co., 47 App. D. C. 249 [8 T.-M. Rep. 111]. 


Then, after stating that the Rock Island Brewing Company 
adopted the mark coincident with its abandonment by the Des Moines 
Industrial Company and applied it to beer until such use was pro- 
hibited by law and then turned to the manufacture of a non-alcoholic 
cereal beverage, he said: 

This use continued until 1928. Why it was then suspended is not 
entirely clear, but I think it is a fair inference from the record that it was 
because the production of near-beer had ceased to be profitable. In any 
event the manufacture of “Old Tavern” beer was resumed immediately 
upon the removal of the statutory ban, and in view of all the circumstances 
I agree with the Examiner that the five-year period of non-use did not 
work an abandonment of the mark. Beech-Nut Packing Co. v. P. Lorillard 
Co., 273 U. S. 629 [14 T. M. Rep. 351]. 

With reference to the argument that the transfer to the R. I. B. 
Holding Company was not evidenced by writing and there was no 
proof of any use by the company of the trade-mark transferred, 
he said: 












Neither of these contentions is tenable. The transfer of the mark to 
appellee is amply established by parol evidence to which no objection was 
interposed, and the R. I. B. Holding Company was simply the original 
Rock Island Brewing Company operating under a new name. 





Then, with reference to transfer from The Thieme and Wagner 
Brewing Company to National Fruit Juice Company, through whom 
appellant claims title, he said: 
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As already noted, The Thieme and Wagner Brewing Company trans- 
ferred its property in 1918 to National Fruit Juice Company, and even 
though it be assumed that the transfer included business and good-will 
still there is no evidence that the latter company used the mark in issue, 
or transacted any business, after 1922. To my mind the evidence creates a 
strong presumption of abandonment by National Fruit Juice Company of 
any rights it had acquired in the mark, long prior to the execution of the 
assignment upon which appellant predicates its title. Appellant is the 
junior party in this proceeding and has the burden of proving its alleged 
priority of use. Moreover, any doubts in that respect must be resolved 
against it. Mayer Fertilizer § Junk Co. v. Virginia-Carolina Chemical Co., 
35 App. D. C. 425. I am thus constrained to hold with the Examiner of 
Interferences that “the assignment in question is ....a mere naked transfer 
and of no value as evidence of ownership of the mark in issue.’’5 


Opposition—Misleading Use of Registration Notice 


Spencer, F. A. C.: Held that applicant is not entitled to 
register the notation ‘““Marquette Club” as a trade-mark for whiskey, 
under the Act of 1905. 

The ground of the decision is that the first of these words is 
geographical and the second descriptive and the mark, therefore, 
not registrable under the statute. 

In his decision, after referring to the decision of the Court of 
Appeals of the District of Columbia in Kentucky Distilleries § 
Warehouse Co. v. Old Lexington Club Distilling Co., 185 O. G. 
220; 31 App. D. C. 223, in which the words “Old Lexington Club” 
were held unregistrable for whiskey and the decision of the Patent 
Office in Canada Dry Ginger Ale, Inc., 26 U. S. P. Q. 244; 159 
M. D. 437 [23 T.-M. Rep. 78], in which it was stated that if 
notations are not separately registrable they cannot be combined 
into a registrable trade-mark, the First Assistant Commissioner 
said: 

It is believed to be clear that “Club” is descriptive and that “Marquette” 
is geographical and under the rule of the Canada Dry case these two non- 
registrable notations cannot be combined to form a single, registrable one. 
Other language in the Canada Dry case is applicable. There, also, the first 


portion of the mark “Canada Dry” was geographical and the second, 
descriptive. 


With reference to the argument which had been presented during 
the prosecution of the case that the notation “Marquette” is not 


5LaFavette Brewery, Inc. v. Rock Island Brewing Co., Int. No. 2,209, 
159 M. D. 493, October 22, 1935. 
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“merely geographical” since the first thing which would come into — 


the mind of one seeing this mark is the famous explorer of that name, © 
he said: 


Thus it is contended that the notation “Marquette” is not geographical — 
but is a surname. Unfortunately for the applicant’s contention, the statute 
prohibits with equal vigor the registration of surnames not distinctively ~ 
displayed. The applicant does not even contend that its mark is disting- — 


tively displayed and, indeed, is in no position to do so in view of the com- 
mon lettering employed. 


With reference to the argument that similar notations had been 


registered and therefore applicant’s mark should be registered, he 
said: 


Since none of these other registered marks is before me on appeal, I am 
unwilling to discuss either the propriety of allowing them or their validity, 
It may or may not be that if these marks, or some of them, came before 
me on appeal I would feel compelled to refuse their registration on the 
same grounds that are relied upon in this decision. However, they have 
already been granted and I am therefore unwilling to consider or discuss 
them in any way. Indeed, it would be highly improper for the Patent 


Office to issue decisions that might in any way reflect upon the validity of 
registered marks. 


With reference to the decision of the Court of Customs and 


Patent Appeals in In re Plymouth Motor Corp., 46 F. (2d) 211; 
18 C. C, P. A. 888; 404 O. G. 269; 1981 C. D. 102 [21 T.-M. Rep. 
157], which was mainly relied upon in a petition for reconsideration 
before the Examiner of trade-marks, he said: 


It is not believed that this case is controlling for the reason that the mark 
which was there involved was a composite mark, part of it comprising the 
geographical notation “Plymouth” and the balance comprising arbitrary, 
fanciful matter. Under the decision of the Supreme Court in the case of 
Beckwith v. Commissioner of Patents, 252 U. S. 588; 274 O. G. 613; 1990 
C. D. 471 [10 T.-M. Rep. 255], such notations are registrable.® 


8 Ex parte Grommes & Ullrich, Inc., Ser. No. 348,281, 159 M. D. * 
September 30, 1935. 





